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Introduction

This publication, "Preliminary search, Intermediate level", is part of the "Learning path for patent
examiners" series edited and published by the European Patent Academy. The series is intended
for patent examiners at national patent offices who are taking part in training organised by the
European Patent Office (EPO). It is also freely available to the public for independent learning.

Topics covered include novelty, inventive step, clarity, unity of invention, sufficiency of disclosure,

amendments and search. Also addressed are patenting issues specific to certain technical fields:

= patentability exceptions and exclusions in biotechnology

= assessment of novelty, inventive step, clarity, sufficiency of disclosure and unity of invention for
chemical inventions

= the patentability of computer-implemented inventions, business methods, game rules,
mathematics and its applications, presentations of information, graphical user interfaces and
programs for computers

= claim formulation for computer-implemented inventions

Each publication focuses on one topic at entry, intermediate or advanced level. The explanations
and examples are based on the European Patent Convention, the Guidelines for Examination in the
EPO and selected decisions of the EPO's boards of appeal. References are made to the Patent
Cooperation Treaty and its Regulations whenever appropriate.

The series will be revised annually to ensure it remains up to date.

Disclaimer

This publication is for training and information purposes only. Although it has been prepared with
great care, it cannot be guaranteed that the information it contains is accurate and up to date; nor is
it meant to be a comprehensive study or a source of legal advice. The EPO is not liable for any
losses, damages, costs, third-party liabilities or expenses arising from any error in data or other
information provided in this publication.

The opinions expressed in this publication are not necessarily those of the EPO.

This publication may be used and reproduced for non-commercial purposes, provided that the EPO
and the contributors are appropriately acknowledged. Reproduction for commercial purposes is not
permitted.

All references to natural persons are to be understood as applying to all genders.
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1. Learning objectives

Participants to this course will learn:

= The definition of patent families

= How to understand the technical context of patent applications
= How to retrieve and re-use existing search reports

= Performing keyword- and classification- based searches

2. Technical context of an application

When examiners first receive an application, they should:

» read the description to understand the context of the application

= see if the prior art cited in the description explains the technical background and where it is
classified because these classes may be useful during the search; sometimes the cited
documents will even anticipate the application to be searched

= try to find any patent applications and scientific publications by the same company or
inventor/author which may be mentioned and may be relevant

= see if there are any "fallback positions” mentioned in the description (unclaimed inventive
concepts)

In certain circumstances it may be desirable to extend the search to include the "technological

background" of the invention. This would include:

= the preamble to the first claim, i.e. the part preceding the expression "characterised by" or
"characterised in that"

= the state of the art which the description of the application alleges to be known but without any
specific citations

= the general technological background of the invention (often called "general state of the art")

Examples
In chemical applications, the examples may be regarded as describing possible fallback positions.

Legal references:

3. The "effective date" of an application

Under Article 4 of the Paris Convention, the effective date of the beginning of legal protection for a
given application is the priority date, provided the priority document meets the following
requirements:

= The priority date precedes the filing date by no more than 12 months.

» The priority document is the first filing of the invention.

» The priority document relates to the same invention.

=  The priority document has the same applicant or lawful successor in right.

However, if the above-mentioned requirements are not met, the effective date of the beginning of
legal protection for a given application is the filing date.


https://www.epo.org/en/legal/guidelines-epc/2024/b_iii_3_13.html#GLB_CIII_3_13

The date of filing may be the only effective date of the application. It will be key for determining the
expiry of certain time limits (e.g. the date by which the designation of the inventor must be filed under

of two or more European applications from separate people for the same invention is to proceed to
grant.

Legal references:

4. Patent families

The EPO keeps a patent family system based on application data and priority data of the patent
documents stored in EPO databases. When viewing patent documents on screen, normally only one
representative document of a patent family is displayed but links to the other members are provided.
In its broadest definition, a patent family includes all patent applications having at least one priority
in common. A patent family can cover many documents since one application can claim several
other applications as priority documents and vice versa.

Legal references:

5. Retrieving and re-using existing search reports

A lot of time can be saved by retrieving and re-using existing search reports. During the search,
examiners should make use of search reports previously drafted for other patent family members
(for example searches carried out by the "IP5" patent offices: the Chinese Patent Office (CNIPA),
the EPO, the Japan Patent Office (JPO), the United States Patent and Trademark Office (USPTO)
and the Korea Intellectual Property Office (KIPO)). Examiners can also use search reports for other
applications that cite the application in hand as prior art.

first filing is made available before the search is completed, the search division will check these
citations and evaluate their relevance to the examination and to the definition of the search strategy.

Documents cited in the application under consideration are examined if they are cited as the starting
point of the invention, as demonstrating the state of the art, as giving alternative solutions to the
problem concerned or when they are necessary to understand the application. Any such citations
relating only to details not directly relevant to the claimed invention may be disregarded.


http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar80.html#A80
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r40.html#R40
http://www.wipo.int/pct/en/texts/articles/a11.htm#11
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r56.html#R56
http://www.wipo.int/pct/en/texts/articles/a14.htm#14_2
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r60.html#R60
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar60.html#A60_2
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar87.html#A87
https://www.epo.org/en/legal/guidelines-epc/2024/f_vi_1_1.html#GLF_CVI_1_1
https://www.epo.org/en/legal/guidelines-epc/2024/b_ix_2_4.html#GLB_CIX_2_4
https://www.epo.org/en/legal/guidelines-epc/2024/b_iv_3_1.html#GLB_CIV_3_1
https://www.epo.org/en/legal/guidelines-epc/2024/b_x_9_1_2.html
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r141.html#R141_1
https://www.epo.org/en/legal/guidelines-epc/2024/b_xi_9.html#GLB_CXI_9
https://www.epo.org/en/legal/guidelines-epc/2024/a_iii_6_12.html#GLA_CIII_6_12$

Drawing up a European search report, a European search opinion or a clarification request under

inspected by the search division. This creates a marker which serves as evidence in the file that the
search division has started the search. The date of the start of the search is relevant for a refund of

the search fee in the event that the application is withdrawn, refused or deemed to be withdrawn

An international (PCT) application for which the EPO acts as designated Office or elected Office and
which has been accorded an international date of filing is deemed to be a European patent
application. Where an international (PCT) search report is already available, this will take the place
of the European search report. The search division will draw up a supplementary European search

The International (or Supplementary International) Searching Authority and the International
Preliminary Examining Authority (other than the EPO) will have given opinions on the novelty,

European search report will consider these opinions but is free to digress from any or all of them
when performing a supplementary European search and when preparing the search opinion (if

Examples
EP-A-2 000 003 (see the following section).

Legal references:


http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r62a.html#R62a
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r63.html#R63_1
https://www.epo.org/en/legal/guidelines-epc/2024/a_x_10_2_1.html#GLA_CX_10_2_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r63.html#R63
https://www.epo.org/en/legal/guidelines-epc/2024/b_ii_4_3_1.html#GLB_CII_4_3_1
http://www.wipo.int/pct/en/texts/articles/a33.htm#33_1
http://www.wipo.int/pct/en/texts/articles/a34.htm#34_3
http://www.wipo.int/pct/en/texts/articles/a17.htm#17_2
http://www.wipo.int/pct/en/texts/articles/a34.htm#34_4
https://www.epo.org/en/legal/guidelines-epc/2024/b_xi_7.html#GLB_CXI_7
https://www.epo.org/en/legal/guidelines-epc/2024/b_xi_7.html#GLB_CXI_7
https://www.epo.org/en/legal/guidelines-epc/2024/b_xi_7.html#GLB_CXI_7
https://www.epo.org/en/legal/guidelines-epc/2024/b_ix_2_3.html#GLB_CIX_2_3
https://www.epo.org/en/legal/guidelines-epc/2024/b_iv_1.html#GLB_CIV_1
https://www.epo.org/en/legal/guidelines-epc/2024/b_iv_1_3.html#GLB_CIV_1_3
https://www.epo.org/en/legal/guidelines-epc/2024/b_ii_4_3.html#GLB_CII_4_3

6. Finding family members in Espacenet

S pI=EP2000003A1 X n OfficelLanguage
Patent search

My Espacenet Help Classification search Results . Advanced search . Filters . Popup tips Report data error

Home » Results > EP2000003A1
1.
v EP2000003A1 INFRARED IRRADIATION UNIT Availablein v i

Bibliographic data Description Claims Drawings Original document Citations Legal events Patent family

Simple family INPADOC family Latest legal events @

Publication A Application number A Title A Publication date A Applicants A

AT508612T AT07723672T INFRAROT-BESTRAHLUNGSEINHEIT 2011-05-15 HERAEUS NOBLELIGHT GMBH [DE]
DE102006014689A1 DE102006014689A Infrarot Bestrahlungseinheit 2007-10-11 HERAEUS NOBLELIGHT GMBH [DE]
EP2000003A1 EP07723672A INFRARED IRRADIATION UNIT 2008-12-10 HERAEUS NOBLELIGHT GMBH [DE]
EP2000003B1 EP07723672A INFRARED IRRADIATION UNIT 2011-05-04 HERAEUS NOBLELIGHT GMBH [DE]
US2011044060A1 US29446507A INFRA-RED RADIATION DEVICE 2011-02-24 HERAEUS NOBLELIGHT GMBH [DE]
W02007112896A1 EP2007002726W INFRARED IRRADIATION UNIT 2007-10-11 HERAEUS NOBLELIGHT GMBH [DE]

In Espacenet, see the results relating to the corresponding US, WO and DE applications (patent
family members):

\[1 "‘ Hide CCD yiewer ‘ Double inspector [ iyl Timeline ¥
CCD Viewer Export « |
Citations only view |  Compact view | Sort by country | Filter » Classifications & fields sear
# cc Cat. Citation details Claims
= 1 AT Application N°® AT20070723672T (AT07723672) - 27 March 2007

a us Application N° US20070294465 (US12294465) - 27 March 2007

US2003095796 Al (ECKERT JORG, , et al) - 22 May 2003

EP0728709 Al (HERAEUS QUARZGLAS [DE], et al) - 28 August 1996
EP1723832 A1 (HERAEUS NOBLELIGHT GMBH [DE]) - 22 November 2006
US4790257 A (SANTRADE LTD [CH]) - 13 December 1988
US2002030047 Al (SHAO SHOUQIAN, , et al) - 14 March 2002

Non-patent literature
Opaque Fused Materials - OFM 970 (2002)

3 wo Application N° WO2007EP02726 (WOEP2007/002726) - 27 March 2007
A DE10125888 Al (ADVANCED PHOTONICS TECH AG [DE]) - 31 October 2002 1-14
D * the whole document * 1-14
A IJPHO7198949 A (BRIDGESTONE CORP) - 1 August 1995 1,4,7,12,14
* abstract *
A JPH0524853 A (TOSOH CORP) - 2 February 1993

* abstract

DE10156915 Al (HERAEUS NOBLELIGHT GMBH [DE]) - 5 June 2003
DE10125888 Al (ADVANCED PHOTONICS TECH AG [DE]) - 31 October 2002
IPHO7198949 A (BRIDGESTONE CORP) - 1 August 1995

IPH0524853 A (TOSOH CORP) - 2 February 1993

EP1159227 Al (HERAEUS QUARZGLAS [DE]) - 5 December 2001

4 DE Application N° DE20061014689 (DE102006014689) - 28 March 2006

DE102004002357 A9 (HERAEUS NOBLELIGHT GMBH [DE]) - 23 February 2006
DE10156915 Al (HERAEUS NOBLELIGHT GMBH [DE]) - 5 June 2003
DEG9502268 T2

5 EP Application N° EP20070723672 (EP07723672) - 27 March 2007

After completing the search, the search division selects the publications to be cited in the search
report out of the documents retrieved. These always include the most relevant documents, which
cited when they concern aspects or details of the claimed invention not found in the documents
already selected for citation.


https://www.epo.org/en/legal/guidelines-epc/2024/b_x_9_2_1.html#GLB_CX_9_2_1

In cases of doubt or borderline cases in relation to novelty or inventive step, the search division will
cite more readily to give the examining division the opportunity to consider the matter more fully (see
several documents of equal relevance, the search report does not normally cite more than one of
them.

In any case, the search report is accompanied by an annex prepared electronically and listing the
available patent documents which belong to the same patent family. In selecting the documents for
citation, the search division must pay regard to language convenience, preferably citing documents

7. Classification search

All members of the search division have at their disposal computer facilities for searching the
documentation. Among other things, these allow the division to use the Cooperative Patent
Classification (CPC), a joint scheme used by the EPO and USPTO (in addition to many other patent
offices worldwide; to be explained later). It is based on the International Patent Classification (IPC)
but includes finer internal sub-divisions. The IPC is used by all patent offices of WIPO member states.
Searches can also be performed using other classification systems, for example national
classification schemes like the Japanese FI and F-term schemes.

Examples

B41J2/175&111 is an example of a Japanese FI classification symbol. 2C056 is an example of a
Japanese F-term symbol. Both these symbols could be used in the search if necessary.

Legal references:

8. The CPC classification scheme

The CPC scheme permits classifications of "invention" and "invention-like" information in 1 182
technical fields with around 260 000 CPC classification symbols. CPC classification symbols are
intellectually given by 30 or so patent offices worldwide, including the EPO and USPTO (see next
section). The CPC scheme is divided into three parts:

1. "main trunk" symbols

2. "indexing codes" or "2000-series" (orthogonal)

3. "Y-section" (e.g. climate change technology)

The CPC facilitates access to documents because classification symbols can be used as filters in
searches (either with or without keywords).

The search division classifies a patent application under the provisions of both the CPC and the IPC.
In practice, classification is first performed in the CPC, with the relevant IPC symbols then being
generated from the CPC allocations by one-to-one concordance (see the CPC to IPC Concordance
List (CICL) published on the CPC website). The allocated CPC classification is as precise and
comprehensive as permitted by the classification system.


https://www.epo.org/en/legal/guidelines-epc/2024/b_iii_1_1.html#GLB_CIII_1_1
https://www.epo.org/en/legal/guidelines-epc/2024/b_x_9_1_2.html#GLB_CX_9_1_2
https://www.epo.org/en/legal/guidelines-epc/2024/b_ix_1_2.html#GLB_CIX_1_2

I Offices in the CPC whose data is loaded in EPO’s databases
B Offices impiementing the CPC Status 1 Dec 2020

Where it is necessary to assign more than one CPC classification symbol for the invention itself, the
symbol indicated first is that which, in the search division's opinion, most adequately identifies the
invention or, when this presents difficulties, that which identifies the invention for which most
information is given.

As with the IPC, CPC classification is preferably carried out once the search division has studied the
content of the application to carry out the search. The CPC classification is likewise determined
without taking into consideration the potential future content of the application after any amendment,
since the classification relates to the disclosure of the published application, i.e. the application as
filed.

However, if the search division's understanding of the invention or of the content of the application
alters significantly as a result of the search, the search division amends the CPC classification
symbols accordingly, making use of the appropriate classification tools. Unlike changes to the IPC

publication have been completed.

When the scope of the invention is not clear (for example when a partial search is necessary), or in

classification apply equally to the CPC classification.

Examples

"Main trunk" CPC symbols include B41J3/407, B41M5/24 and B41J29/02.

"Indexing codes" or "2000-series" (orthogonal) include B41J2203/011 and B41M2205/08.

"Y-section" CPC symbols include YO2E10/40 (solar thermal energy) and YO2E60/10 (energy storage
using batteries).


https://www.epo.org/en/legal/guidelines-epc/2024/b_v_3.html#GLB_CV_3
https://www.epo.org/en/legal/guidelines-epc/2024/b_v_3_2.html
https://www.epo.org/en/legal/guidelines-epc/2024/b_v_3_3.html#GLB_CV_3_3

Legal references:

taopisns
Poesm

sl Espacenet
busesadd  Patent search

My Espacenet Help

[€]2][] 2 [a0][crc] (@ [11] [ 20

Classification Title and description
symbol

Oa HUMAN NECESSITIES s
Oe PERFORMING OPERATIONS; TRANSFORTING 5
Oc CHEMISTRY: METALLURGY s
Oo TEXTILES; PAPER 5
Oe FIXED CONSTRUCTIONS s
OF MECHANICAL ENGINEERING; LIGHTING; HEATING; WEAPONS; BLASTING )
Oe PHYSICS )
O ELECTRICITY s 0
Oy GENERAL TAGGING OF NEW TECHNOLOGICAL DEVELOPMENTS; GENERAL TAGGING OF CROSS-SECTIONAL s 0

TECHNOLOGIES SPANNING OVER SEVERAL SECTIONS OF THE IPC; TECHNICAL SUBJECTS COVERED BY FORMER
USPC CROSS-REFERENCE ART COLLECTIONS [XRACs] AND DIGESTS

Examples
How to find the CPC classification symbol B41M5/382 in Espacenet:

Espacenet
Patent search

gl s SiEscrion seandh _

Classification search
o [ Search | ndex | a [l < |o]e|r]|e|n]|v]
>|[e] &l la®]|/cec| [ @ [1.1][ 260 «B41M3/00  B41M7/00 »

Classification  Title and description

Enter your search terms

symbol
B41J; PIUCESSES 101 aPPIyINg UansIer PIGIUTES Of INE IIKe B44L 1/10; IUIG METIA 10f COMEGUON 01 lypograpniGal ermors by Coaung 53
C09D 10/00; printing textiles DO6P)
4 [7] Ba1M 5/00 Duplicating or marking methods: Sheet materials for use therein (by using light-sensitive materials G03; electrography, 2]
magnetography G03G {; repeatedly usable boards or tablets for writing or drawing B43L 1/00})
[] Ba1m 5126 * Thermography (B41M 5/20, B41M 5/24 take precedence); {Marking by high energetic means, e.g. laser otherwise than by o
burning, and characterised by the material used (B23K takes thermographic or pt systems
using noble metal compounds GO3C 1/494)}
(] B41m 5/382 * » Contact thermal transfer or sublimation processes (sublistatic printing using a pre-formed image B41M 5/035; ink-, dye- or )
pigment-receptive coatings B41M 5/52)
[[] B41m 5/38207 o o (characterised by aspects not provided for in groups B41M 5/385 - B41M 5/395}
[] B41M 5138214 e ¢ [Structural details, e.g. multilayer systems (composition of individual layers B41M 5/42)}
[7] B41Mm 5138221 oo (Apparatus features)

B41M 5/38228 ® e ¢ [characterised by the use of two or more ink layers}

B41M 5/38235 ® ¢ ¢ {characterised by transferable colour-forming materials)

B41M 5/38242 o # o {characterised by the use of different kinds of energy to effect transfer, e.g. heat and light}
B41M 5/3825 o o (Electric current carrying heat transfer sheets}

B41M 5/38257 ® o ¢ {characterised by the use of an intermediate receptor)

B41M 5/38264 © o ¢ (Overprinting of thermal transfer images)

B41M 5/38271 .

{using microcapsules})

B41M 5/38278 o+ {using ink-containing structures, e.g. porous or microporous layers, alveoles or cellules)
B41M 5/38285 « e e {characterised by magnetic components in the transfer ink}

B41M 5/38292 .

{with correction means}
B41M 5/385 o+ scharacterised by the transferable dyes or pigments {(infra-red absorbing dyes B41M 5/465))
B41M 5/3852 e e e {Anthraguinone or naphthoquinone dyes} [

O0000oooOoOooooo

B41M 5/3854 e e {Dyes containing one or more acyclic carbon-to-carbon double bonds, e.g., di- or tri-cyanovinyl, methine} o


https://www.epo.org/en/legal/guidelines-epc/2024/b_v_4.html#GLB_CV_4
https://www.epo.org/en/legal/guidelines-epc/2024/b_ix_1_2.html#GLB_CIX_1_2
https://worldwide.espacenet.com/patent/cpc-browser

10. Keywords explained

Keywords are technical terms which describe the key features of an invention in a distinctive fashion
and are often the most precise and effective tool for formulating search queries. Keywords can be
registry numbers, references to standards, codes for micro-organisms, sequence listings, etc. They
can be extracted from the claims and from the embodiments (e.g. the examples) and should be
accompanied by synonyms to ensure the search has complete coverage.

on the degree of order which is available in, or which can be applied to, the collection of documents
to be searched, the order allowing the search division to determine sections of the documentation to
be consulted.

The basic components for creating order in a collection of documents are keywords, classification
units, indexing codes or bibliographical links between documents by commonly cited documents.
The order may have a permanent character, as with indexing words, classification symbols or
indexing codes, or it may be created on demand by a search strategy judiciously using the above-
mentioned basic components, the outcome of which is a section of the documentation which is likely
to contain material pertinent to the invention.

For reasons of economy, the search division exercises its judgement, depending on its knowledge
of the technology in question and of the available information retrieval systems, to omit sections of
the documentation in which the likelihood of finding any documents relevant to the search is
negligible, for example documents falling within a period preceding the time when the technology in
guestion began to develop.

Similarly, the search division needs only to consult one member of a patent family unless it has good
reason to suppose that, in a particular case, there are relevant substantial differences in the content

11. Searching with keywords in Espacenet: example

Have a look at a search for the keyword "egg cup".

Search results

11


http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r61.html#R61_1
https://www.epo.org/en/legal/guidelines-epc/2024/b_ix_2_4.html#GLB_CIX_2_4
https://www.epo.org/en/legal/guidelines-epc/2024/b_iii_2_2.html#GLB_CIII_2_2
https://worldwide.espacenet.com/patent/search?q=egg%20cup

Espacenet

egg? OR eggcup? OR eggstand? OR eggholder?
Patent search

My Espacenet Help Classification search Results - Advanced search - Filters - Popup tips

Home > Results

560 604 results found

List view List content Sort by

Text only v Al v Relevance v

D (0 patents selected) Select the first 20 results

[J1. A New or Improved Egg-cup.

GB189321381A « 1894-04-21 « GANZ JOSEPH WILLIAM [GB]
Earliest priority: 1893-11-10 « Earliest publication: 1894-04-21

No abstract available

[J2. combined eggtop cutter/eggstand/egg cosy
AU4901893A « 1994-04-28 « PETER LYELL

Earliest priority: 1992-10-16 « Earliest publication: 1994-04-28
No abstract available

Os. Eggcup for cooking eggs in a microwave oven

US2002020701A1 « 2002-02-21 « AUBERT GUYLAINE

Earliest priority: 1998-12-30 « Earliest publication: 2000-07-07

An eggeup for cooking an egg in a microwave oven including a container having an opening sized and shaped to house
the egg or eggs to be cooked, and a lid fixable in an interdependent manner to the container, the

12. Beyond the course

You can deepen what you have learned during this course with the following further readings:
» Guidelines for Examination in the European Patent Office, Part B: Guidelines for Search
=  WIPO, PCT International Search and Preliminary Examination Guidelines

12
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