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Introduction

This publication, "Entry into the European phase: formal requirements and examination, EPAC —
entry level", is part of the "Learning path for patent administrators" series is edited and published by
the European Patent Academy. The series is intended for patent administrators who are taking part
in training and certifications organised by the European Patent Office (EPO). It is also freely available
to the public for independent learning.

Topics covered include: general aspects of the patent system; the European patent system and the
European patent granting procedure; the International Patent System (PCT) and the PCT procedure;
European and international publications; filing a European patent application and filing an
international application; the formalities during the European and during the international search; the
formalities during the European examination and during the international preliminary examination;
the formalities during the appeal procedure after refusal (EPC), during the opposition procedure
(EPC); national validation (EPC); entry into national/regional phases and entry into the European
phase (PCT).

Each chapter focuses on one topic at entry, intermediate or advanced level, as appropriate. The
series will be revised annually to ensure it remains up to date.

Disclaimer

This publication is for training and information purposes only. Although it has been prepared with
great care, it cannot be guaranteed that the information it contains is accurate and up to date; nor is
it meant to be a comprehensive study or a source of legal advice. The EPO is not liable for any
losses, damages, costs, third-party liabilities or expenses arising from any error in data or other
information provided in this publication.

The opinions expressed in this publication are not necessarily those of the EPO.

This publication may be used and reproduced for non-commercial purposes, provided that the EPO
and the contributors are appropriately acknowledged. Reproduction for commercial purposes is not
permitted.

All references to natural persons are to be understood as applying to all genders.
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1. Learning objectives

Participants in this course will learn about

= the timeline for the European phase

» the requirements before the 31-month time limit
= how to accelerate the examination procedure

= the requirements for early processing

the publication of Euro-PCT applications

= the correction of Euro-PCT publications

2. Timeline for the European phase

TIMELINE for PCT/
Euro-PCT

Applications at end of
priority year
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PCT
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WO-ISA Filing demand * examination report
Filing demand ** Entry info
(Rule 54bis PCT) European phase
Euro-PCT | and i1***
o] 12 13 16 18 19 20 2 22 28 0 3
I 1 1
L ¥ L [ | —
[Pt searen * '
Foreign filing PCT search
decision period PCT fees due International prelim.
(priority year) — transmission examination

of search co
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of those countries which have not yet adapted their national law on entry into
in light of revised Art. 22 PCT. European phase

*

If the applicant wishes to enter the national phase of countries

that apply the 30/31 month time limit under Article 22 PCT,

the demand must be filed prior to the expiration of

whichever of the following periods expires later:

+ three months from the date of transmittal to the applicant == Ag from 01.04.2002, the general deadline for entry into the European
of the ISR and WO-ISA by the ISA, or phase is 31 months — both according to Chapter |

+ 22 months from the (earliest) priority date and Chapter II.

3. Requirements before the 31-month time limit

A national or regional office before which an international application (IA) is continued is called the
designated Office (DO), or, if international preliminary examination has taken place, the elected
Office (EO).

Since all EPC contracting states are PCT contracting states, the EPO can act as the DO for any
EPC contracting state, provided the IA was filed on or after the date on which the EPC entered into
force for the state concerned. An IA entering the regional phase before the EPO is called a Euro-
PCT application.

When the EPO acts as EO, the same requirements apply as when it acts as DO. In addition,
however, at least one of the EPC contracting states must have been elected for a European patent
in the demand for international preliminary examination. Since the filing of the demand constitutes
the election of all PCT contracting states that were designated, this requirement will automatically



be met in respect of each state that was an EPC contracting state on the international filing date,
unless the applicant has withdrawn such election in the meantime.

The process generally referred to as "entry into the European phase" is not an act in itself, but a
bundle of requirements to be fulfilled within 31 months from the international filing date or, where
applicable, the earliest priority date claimed for the international application ("31-month time limit").

Which requirements are to be fulfilled within the 31-month time limit depends to a certain extent on
the particular case, but they can be summarised in general as follows:

supplying a translation, if the Euro-PCT application was not published in one of the EPO's official
languages
specifying the application documents on which the European grant procedure is to be based

paying the search fee if a supplementary European search report is to be drawn up

In order to enter the European phase, the applicant must at the very least take the following steps
within 31 months from the filing date or, if priority has been claimed, from the earliest priority date:

Legal references:

Article 153(1) EPC; Art. 153(4) EPC; Art. 153(7) EPC
Rule 159(1) EPC

Article 2(xiii) and (xiv) PCT

GL AXIl, 2

4.

Foreign agents and their role in the national procedure

Applicants without a residence or principal place of business in an EPC contracting state must be
represented in proceedings before the EPO (Article 133(2) EPC). However, until expiry of the
31-month time limit under Article 22(3)/Art. 39(1) PCT in conjunction with Rule 159(1) EPC,
non-resident applicants may complete the acts for entry into the European phase themselves by

The agent acting in the international phase may continue to act before the EPO only if they are a
recognised professional representative under the EPC and have been duly authorised for the
European phase.


http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar78.html#A78_2
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r39.html#R39
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r39.html#R39
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r70.html#R70_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r70.html#R70_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar86.html#A86_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r51.html#R51_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar55.html#A55_2
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar153.html#A153_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar153.html#A153_4
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar153.html#A153_7
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r159.html#R159_1
http://www.wipo.int/pct/en/texts/articles/a2.htm#2_xiii
http://www.wipo.int/pct/en/texts/articles/a2.htm#2_xiv
https://www.epo.org/en/legal/guidelines-epc/2026/a_xii_2.html
https://www.epo.org/en/legal/epc/2020/a133.html
https://www.wipo.int/en/web/pct-system/texts/articles/a22
https://www.wipo.int/en/web/pct-system/texts/articles/a39
https://www.epo.org/en/legal/epc/2020/r159.html
https://documents.epo.org/projects/babylon/eponet.nsf/0/5C683C367A8DFBC7C12577F400449FD8/$File/epo_1200_10_22_editable.pdf
https://www.epo.org/en/legal/guide-europct/2023/ga_c5.html
https://www.epo.org/en/legal/guide-europct/2023/ga_c5.html

Legal references:
Article 133(2) EPC
Rule 159(1) EPC

5. Acceleration of the examination procedure

Applicants who want to request accelerated prosecution of their Euro-PCT application must submit

enters the European phase early, prosecution can be accelerated if the request for examination is
filed together with the request for early entry.
If a supplementary European search report has to be drafted, prosecution can be accelerated by

before expiry of that time limit.

Applicants interested in accelerating the proceedings may therefore consider waiving their right to

To ensure the waiver is effective, they must not pay any claims fees by automatic debit order,
since debiting occurs only on the last day of the six-month period under Rule 162(2) EPC. Instead,
claims fees must be paid immediately on early entry.

Practical ways to speed up the procedure

Applicants can also speed up their procedure if they:

= Ensure that all requirements for early processing are met. These are basically the same as for
a “regular” entry into the European phase

» [f required: draft amendments in reply to the WOISA

Potential time savings

Requesting acceleration can save:

= 12 months on entry, by choosing the EPO as ISA
= up to 15 months with early entry

= 6 months by waiving Rules 161/162 EPC

* 3 months between examination actions with PACE

Applicant behaviour to maintain acceleration

To ensure continued accelerated prosecution, the applicant:

= should not request time extensions

= should reply to EPO communications within the set time limits


http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar133.html#A133_2
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r159.html#R159_1
https://documents.epo.org/projects/babylon/eponet.nsf/0/232788473F01648FC125737E004ED2EC/$File/1005_form-editable_12_15.pdf
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r70.html#R70_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r70.html#R70_2
https://documents.epo.org/projects/babylon/eponet.nsf/0/5C683C367A8DFBC7C12577F400449FD8/$File/epo_1200_10_22_editable.pdf
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r161.html#R161
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r162.html#R162
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r161.html#R161
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r162.html#R162
https://documents.epo.org/projects/babylon/eponet.nsf/0/5C683C367A8DFBC7C12577F400449FD8/$File/epo_1200_10_22_editable.pdf

» should pay renewal fees within the standard time limit (not using the 6-month grace period)

Legal references:

Rule 10(4) EPC; Rule 70(1) EPC; Rule 70(2) EPC; Rule 161 EPC; Rule 162 EPC; Rule 162(2)
EPC

OJ EPO 2013 156, 15; OJ EPO 2015, A93; OJ EPO 2015, A%4

6. Early processing

A valid request for early processing allows the EPO to begin handling the Euro-PCT application
before expiry of the 31-month period.
However, early processing does not accelerate the procedure, it only shifts the start of processing.

Such a request does not require specific wording, but the applicant must clearly state that they wish
the processing of their application before the EPO as designated/elected Office to commence early

Early processing can take effect immediately where automatic debiting is used, provided that:
1. avalid automatic debit order has been filed and sufficient funds are available
2. all early-entry requirements except fee payment are fulfilled and

3. the documents under Article 20 PCT are already available to the EPO as DO/EO (usually the
case via ePCT, even before publication).

For the request to be effective, the applicant must comply with Rule 159(1) EPC as if the
31-month period expired on the date of the request. Please note that these so-called necessary
requirements to make a request effective have no basis in the EPC.

The following requirements must be complied with to make a request effective:

= payment of the filing fee, including an additional fee for applications of more than 35 pages
= filing of a translation if required

= filing of the specification of the application documents and

= payment of the search fee if a supplementary European search report has to be drawn up

Legal references:

Article 153 EPC

Rule 10 EPC; Rule 159 EPC;
Article 23(1) PCT; Article 40(1) PCT

7. Subsequent requirements

The further requirements under Rule 159(1) EPC that must be fulfilled depend on the date on
which the request for early processing is filed. The regular time limits for payment of the


http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r10.html#R10_4
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r70.html#R70_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r70.html#R70_2
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r161.html#R161
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r162.html#R162
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r162.html#R162_2
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r162.html#R162_2
https://www.epo.org/en/legal/official-journal/2013/03/p156.html
https://www.epo.org/law-practice/legal-texts/official-journal/2015/11/a93.html#OJ_2015_A93
https://www.epo.org/law-practice/legal-texts/official-journal/2015/11/a94.html#OJ_2015_A94
http://www.wipo.int/pct/en/texts/articles/a23.htm#23_2
http://www.wipo.int/pct/en/texts/articles/a40.htm#40_2
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar153.html#A153
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r10.html#R10
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r159.html#R159
http://www.wipo.int/pct/en/texts/articles/a23.htm#23_1
http://www.wipo.int/pct/en/texts/articles/a40.htm#40_1
https://www.epo.org/en/legal/epc/2020/r159.html

designation fee (Rule 39(1) EPC), the renewal fee (Rule 51(1) EPC) and for filing the request for
examination and paying the examination fee (Rule 70(1) EPC) may not yet have expired on that
date.

Therefore, if any of these time limits is still running on the date of the request (or, for the renewal
fee, if the due date under Rule 51(1) EPC falls after that date), early processing will still be
effective even if the requirement in question has not yet been complied with, in accordance
with (Article 153(2) EPC and Article 11(3) PCT.

Legal references:
Rule 39(1) EPC; Rule 51(1) EPC; Rule 70(1) EPC; Rule 159(1) EPC

8. Publication of Euro-PCT applications

An international application (IA) that has been published in one of the three official languages of
the EPO (DE, EN or FR) enjoys provisional protection as from the date of international publication
subject to Article 67(2) and (3) EPC.

After entry into the European phase, the EPO notifies the applicant of the publication of the I1A’s
bibliographic data in the European Patent Bulletin and confirms that the application enjoys
provisional protection in EPC contracting states.

If the international publication took place in a language other than an EPO official language, the
EPO will publish the translation of the Euro-PCT application filed upon entry. In that case,
provisional protection becomes effective only from the date of publication of this translation.

The translation of the Euro-PCT application is published together with the bibliographic data as an
A-document and includes all documents that were part of the international publication. The
mandatory translation of the annexes to the IPRP and any amendments filed on or after entry into
the European phase are not published.

Under Article 153(6) EPC, the international search report replaces the European search report.

via public file inspection.

Legal references:

Article 67 EPC; Article 153(3) EPC; Article 153(4) EPC; Article 153(6) EPC
Article 11(3) PCT,; Article 29(1) PCT; Article 29(2) PCT

Rule 48.2 PCT

9. Correction of Euro-PCT publications

If the applicant proves to the satisfaction of the EPO that the international filing date is incorrect
owing to an error made by the receiving Office (RO), or that the RO or the International Bureau (I1B)
erroneously considered a priority claim not to have been made - and if such an error would have
been corrected by the EPO under EPC law or practice - the EPO must rectify the error. The


https://www.epo.org/en/legal/epc/2020/r39.html
https://www.epo.org/en/legal/epc/2020/r51.html
https://www.epo.org/en/legal/epc/2020/r70.html
https://www.epo.org/en/legal/epc/2020/r51.html
https://www.epo.org/en/legal/epc/2020/a153.html
https://www.wipo.int/pct/en/texts/articles/a11.html
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r39.html#R39_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r51.html#R51_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r70.html#R70_1
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r159.html#R159_1
https://www.epo.org/searching-for-patents/legal/bulletin.html
https://www.epo.org/searching-for-patents/legal/bulletin.html
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar67.html#A67
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar153.html#A153_3
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar153.html#A153_4
http://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar153.html#A153_6
http://www.wipo.int/pct/en/texts/articles/a11.htm#11_3
http://www.wipo.int/pct/en/texts/articles/a29.htm#29_1
http://www.wipo.int/pct/en/texts/articles/a29.htm#29_2
http://www.wipo.int/pct/en/texts/rules/r48.htm#REG_48_2

international application will then be treated as if it had been accorded the corrected filing date or as
if the priority claim had been properly recognised.

Where the RO has accorded the international filing date on the basis of incorporation by reference,
the EPO as designated/elected Office will review whether the requirements of Rule 82ter.1(b)(i)—(iii)
PCT were met. If the EPO does not agree, it will notify the applicant that it intends to regard the filing
date as the date on which the missing element or part was furnished and invite observations.

In cases involving missing parts, applicants may alternatively request that the missing part be
disregarded for the European phase. In such a case, the missing part is treated as not furnished and
the EPO will not apply a corrected filing date.

Legal references:
Rule 82ter.1(a) PCT; Rule 82ter.1(b)(i)-(iii) PCT; Rule 82ter.1(c) PCT; Rule 82ter.1(d) PCT

10. Beyond the course

You can explore what you have learned during this course in greater depth by reading:

= Guide for applicants (Chapter 5 — Euro-PCT procedure before the EPO as a designated (PCT
Chapter I) or elected (PCT Chapter Il) Office, EPO website

= PCT Applicant's Guide, National Phase: EP, WIPO website


http://www.wipo.int/pct/en/texts/rules/r82ter.htm#REG_82b_1_a
http://www.wipo.int/pct/en/texts/rules/r82ter.htm#REG_82b_1_b_i
http://www.wipo.int/pct/en/texts/rules/r82ter.htm#REG_82b_1_b_iii
http://www.wipo.int/pct/en/texts/rules/r82ter.htm#REG_82b_1_c
http://www.wipo.int/pct/en/texts/rules/r82ter.htm#REG_82b_1_d
https://www.epo.org/en/legal/guide-europct/2023/ga_c5.html
https://www.epo.org/en/legal/guide-europct/2023/ga_c5.html
https://www.wipo.int/export/sites/www/pct/guide/en/gdvol2/annexes/ep.pdf
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