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This Presentation is meant to reflect the Industry Trilateral’s positions provided in the 
“Policy and Elements for a Possible Substantive Harmonization Package,” which is a work in 

progress and remains subject to approval by each organization’s relevant bodies. 
Language in brackets and italics is under further discussion  and might include alternative proposals.



Fairly balance the interests of  
1) a third party who has made commercial use of the invention* or at least serious

an effective preparation for its commercial use of the invention without seeking 
patent protection of the invention (keeping as trade secret), and

2) an independent innovator (patent owner) who later seeks to patent the same invention

Such third party should not be penalized for selecting trade secret, and permitted to 
continue  to its use of the invention , to the extent commercial use or serious and effective 
preparation before the effective filing date ** “Prior User Rights (PUR) Defense”

< scope of PUR defense>
- Fairly and equitably balancing the interests of third parties and patent owners
- Should not go beyond what is necessary for entitlement to the PUR defense
- Proper scope  of PUR defense

Policy Objectives

*  covered by claim(s) of granted patent

** the actual filing date or the priority date, whichever occurs first
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Scope of Third Party Activity 
Third party MUST have used or have made serious preparation to use the invention 
before the effective filing date 

- Should be determined on the basis of activity conducted prior to the 
effective filing date

- Must be directed to the commercialization of the invention
- Must be more than basic research or the acquisition and preservation of 

knowledge  about the invention
- Must be directed to the entire invention as set forth in one or more claims of 

the  patent  (not only part of a claim) 
- Must be conducted directly by the third party or indirectly through business

arrangement with suppliers, vendor partner or joint venture

Policy Issues 
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Effective Filing Date Publication Granted

Prior Use Right (PUR) Defense  

PUR 
Defense 
available
(Rights to 
continue)

=qualifying activity (before effective filing date)

Critical Date: Effective filing date
PUR Defense may accrue when qualifying activities start   

before the critical date
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PUR Defense
not available

=non-qualifying activity (on or after effective filing date)

×

continued activity

×

×



Third Party Activity

Qualifying Activity:
- Independent of any disclosure by/for/from the patent owner or inventor 
- [As a general rule, access in good faith by a third party to a PFD by/for/from the patent 

owner or inventor will not disqualify the third party from entitlement to the PUR defense.] 
- [If the third party relied upon a PFD by the patent owner or inventor which is graced, to 

conduct otherwise qualifying activity, the third party will not be entitled to a PUR defense.]

Activities do not qualify:
- based on an abuse or breach of confidence with the patent owner

Policy Issues 
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Geographical Scope of PUR Defense

Qualifying activity must occur in the same jurisdiction covered by the granted patent   

Commercial Scope of PUR Defense

Reasonable scope of protection for the investment made by the third party, but no more

Policy Issues 
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Court will determine the ultimate scope of the defense provided to a third party

Several factors to determine the scope of PUR defense :

(1) Limited amount of investment by the third party prior to the effective filing
date of  the patent  application

(2) Limited level of product sales, and even product development, prior to the 
effective  filing date

(3) Design changes and improvements that will occur on or after the effective filing date  
(4) Changed sales or production volumes, even those projected, on or after the effective 

filing date
(5) Abandonment 
(6) Third party may not become aware of an infringement claim until years after 

the effective filing date that cuts off activity that creates entitlement to the PUR defense

Policy Issues 
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1. Availability of PUR Defense
2. Qualification for PUR Defense
3. Relation between Third Party Activity and the Patent Owner
4.    Scope of PUR Defense
5.    Transferability of PUR Defense

Elements to be Included as a Part of a Package 
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1. Availability of PUR Defense (defense to infringement) 

Available to third parties whose activities meet the qualification

2. Qualification for the PUR Defense

Actual commercial use or serious and effective preparations for commercial use of 
the  subject matter covered by a claim of a patent, prior to the effective filing date of 
the patent, in relevant jurisdiction

The burden of proof to demonstrate qualification for the PUR defense shall be on the 
third  party asserting such defense.

Elements
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3.  Relation between Third Party Activity and the Patent Owner

(i)  Third party activities that are based on development independent of the 
patent owner may be relied upon to demonstrate qualification for the  

defense.
(ii)  Third party activities that are based on abuse/breach of confidence may 

not be relied upon to demonstrate qualification for the defense.  
(iii)  In general, possibly subject to limited exceptions, a third party's access

to a PFD by the inventor/Applicant prior to the filing date of the 
application will not disqualify the third party from acquiring rights to the  
defense  [if independent development can otherwise be proven][and the 
defense will be available by commercially using or making serious and 
effective preparations for use of the invention even after the PFD has 
been seen by the third party].         <Open for Discussion>

Elements
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4.   Scope of PUR Defense

The PUR defense permits continued use of the invention on a limited basis, 
such as use envisioned by such preparations and covered by issued claim(s) 
of the patent.  

The defense does not extend to designs that were not the subject of the
required preparations and otherwise infringe claims of the patent.  

All patent rights are subject to the PUR defense, without exception as to 
patent owner, claimed subject matter or otherwise.

Elements
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5. Transferability of PUR Defense

PUR defense is not transferable by assignment or license,  other than 

- to a patent owner 
- to a purchaser of the entire business or relevant line of business of 

the holder of the defense.

Elements
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Relation of Third Party Activity to Patent Owner

Can third party activities that are based on information by/for/from the Applicant
without breach of any duty or agreement (i.e. innocently) be relied upon to 
demonstrate qualification for the defense?  

Issues Open for Discussion 
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Current Proposals:

[A third party who derives innocently and in good faith, including access to the PFD,     
can rely upon its activities to demonstrate qualification for the Defense ] [A third 
party who derives innocently and in good faith, including access to the PFD, cannot 
rely upon its activities to demonstrate qualification for the Defense.]

[A third party must independently develop and has the burden of proving 
independent development to qualify for the Defense of a grace period
because [third party is not innocent or in good faith if it relies upon another 
party’s PFD knowing that such innovator might have filed a patent application ] 

[without relying upon the invention of the Applicant (good faith constitute as not 
knowing)]

Issues Open for Discussion 
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