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Summary of Facts and Subm ssi ons
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The petition for review concerns the decision T 919/07
of 13 January 2009 - posted on 20 February 2009 - of
the Board of Appeal 3.3.01 to maintain the European
patent No. 0 970 050 ("the patent") based on
application No. 98907067.7 in an anended form The
petition was filed on 4 May 2009 and the petition fee
was paid on the sane date. The petitioner was
respondent 2 in the appeal proceedi ngs (opponent Il in

t he opposition proceedi ngs).

The invention relates to a process for preparing
cyprohept adi ne rel ated conpounds, i.a. the
anti hi stam ne | oratadine, using the McMurry reaction
and Ti d 4/ Zn.

The facts and procedural steps relevant for the present

petition for review can be summari sed as foll ows:

(a) The appellant (patentee) filed an appeal against
t he decision of the Qpposition Division revoking

t he patent.

(b) Inits decision the Board inter alia nade the

foll ow ng findings.

(1) The Board acknowl edged D2 as the cl osest
prior art (points 7.1.4 and 7.1.5) because

it used a McMurry heterocoupling reaction.

(ii) It identified the problemto be solved as
the provision of an alternative process for
meki ng 4- (5, 6-di hydro-11H benzo[ 5, 6]
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(iii)

(iv)

(v)
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cycl ohepta[ 1, 2-b] pyridin-11-ylidene)-N
substituted piperidines (point 7.2).

It stated that |looking for this alternative
inplies trying to nodify the McMiurry
reactions disclosed in D2 to yield a process
as defined in the patent, and such a

nmodi fication requires the use of an aromatic
ketone containing a pyridyl ring as a
starting material in the McMurry reaction
(point 7.3.2).

It remarked that a McMurry reaction of an
aromati ¢ ketone containing a pyridyl ring is
only disclosed in D28 and the review article
D1 and that "D28 reports that phenyl (2-
pyridyl)ketone will not couple with itself
to yield the olefin expected as the product
of the McMurry reaction, whereas phenyl ( 3-
pyridyl) ketone does" (point 7.3.2).

The Board concl uded:

"As these two ketones are essentially
identical in their sterical requirenents,
this difference in reactivity cannot be due
to sterical reasons. The person skilled in
the art would have realised that the diaryl
ketones required to yield the desired 4-(5,
6- di hydro- 11H benzo[ 5, 6] cycl ohepta[ 1, 2-b]
pyridin-11-ylidene)-N substituted

pi peridi nes, nanely the ones of formula (1)
depicted in claim1, were very simlar in
structure as conpared to phenyl (2-pyridyl)

ketone used as a starting material according
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to D28[...]. As the phenyl (2-pyridyl)

ket one does not yield the expected McMirry
product, the skilled person woul d suspect
that also the structurally simlar diaryl
ketones of forrmula (1) of present claiml
woul d not yield the respective ol efin when
used instead of the one of fornula 4

according to Schene 2 of docunent (D2).

It is to be noted that this conclusion was
not based on prejudice but on the
experinmental evidence disclosed in docunent
(D28)" (point 7.3.2).

L1l The petition contends that the conduct of the appeal
proceedi ngs on 13 January 2009 contai ned a fundanent al
violation of Article 113 EPC and "ot her fundanent al
procedural defects". The deficiencies (see section VI
bel ow) were only discovered when the witten decision
was i ssued and could not be raised during the oral

proceedi ngs according to Rule 106 EPC.

| V. On 9 July 2009 the Board issued a comruni cation
acconpanyi ng the summons to oral proceedi ngs which
contained its provisional and non-bindi ng opinion that,
while the petition was not clearly inadm ssible, it
appeared to be clearly unall owable. The petitioner

filed a response on 24 August 2009.

V. Oral proceedi ngs took place on 23 Sept enber 2009.

VI . The petitioner's argunents as set out inits witten
subm ssi ons and devel oped at the oral proceedings can

be summari sed as foll ows.

C1869. D



C1869. D

- 4 - R 0008/ 09

D28 was a crucial docunent discussed during oral
proceedi ngs before the Board of Appeal in the sane
context of "prejudice" in which it had al ways been

di scussed, and not as "experinental evidence" as it was
then regarded in the decision. A parallel was drawn
with the decision T 18/ 81 where the right to be heard
was deened not to have been observed when a decision to
refuse an application was based essentially on
docunent s whi ch, though supplied by the appellant in
support of his case, were used agai nst himto produce
an effect on which he did not have an opportunity to
make observations. In the present case the Board of
Appeal decided to give D28 an effect (experinental

evi dence) on which the petitioner had no opportunity to
make observations. Even though the facts under attack
as well as the core of what was to be chall enged -
nanmely that there was no incentive for the skilled
person - are the sane, the approach is different
dependi ng on whet her these facts are considered as

"prejudice"” or as "experinental evidence".

After the decision of the Qpposition Division and in

t he absence of any warning fromthe Board of Appeal
before the oral proceedings, the petitioner was given
no chance to present the appropriate, nore detail ed
argunents ainmed not just at the general comment of D28

but at showing that its findings were w ong.

The decision of the Board of Appeal had to be
considered in a chronol ogical context. In this respect
it was pointed out that D28 had never been nentioned by
the Exam ning Division, that it was filed by the

patentee during the opposition proceedings and that the
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Qpposition Division had found that D28 had no rel evance
to the unexpected heterocoupling reaction it was
supposed to prove. It would have been expected that the
Board of Appeal which reversed this decision wuld have
drawn the petitioner's attention to the way it intended
to use this docunent, particularly insofar as the

het er ocoupl i ng/ honocoupl i ng reacti ons were involved, so
that the petitioner would have reacted with a nore

el abor at ed defence and by providing the Board of Appeal

with the relevant i nformation.

Wiile it is true that D28 was di scussed (as nenti oned

i n paragraphs 26 and 27 of the petition), that

di scussion took place in a different context which did
not allow the conprehensive counter-attack which woul d
have been appropriate for an issue of experinental
evidence. It is also true that in paragraph 84 of the
grounds of appeal the patentee nentioned "the
experinmental results described in D28", but that was to
draw the conclusion in paragraph 86 that those results
anounted to a prejudice. The petitioner admtted that

t he docunent D28 could not be regarded as establishing
inthis case a technical prejudice according to the
concept of technical prejudice defined in the case |aw
of the boards of appeal, but on the other hand, given
the factual background of the case, it did not expect
that it could be regarded as disclosing experinental

results.

It had al so been expected that the Board of Appeal
woul d, during the oral proceedings, apply the sane
standard of assessnent to D28 as it did regarding the
experinental evidence in tw other docunents which were

part of the proceedi ngs.
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VII. The petitioner's requests as they stood at the end of

the oral proceedi ngs were

- that the decision T 919/07 be set aside and the
proceedi ngs be re-opened before the boards of
appeal ,

- that the nmenbers who participated in taking the
decision T 919/07 be repl aced, and

- that the fee for the petition for review be

rei nbursed in accordance with Rule 110 EPC.

VIIl. At the oral proceedings, the petitioner also nade clear
that, contrary to the petition, no other procedural
defects than this fundanental violation of Article 113

EPC were all eged.

I X. At the end of the oral proceedi ngs the Enl arged Board

announced its deci sion.

Reasons for the Decision

1. Adm ssibility of the petition

1.1 The petition was filed and the relevant fee paid on
4 May 2009, withinthe time limt of two nonths
required by Article 112a EPC. The tinme limt,
cal cul ated as of the date of the notification of the
decision by registered |letter deened to have been
delivered on 2 March 2009 (Rule 126(2)EPC), expired on
a day on which mail is not delivered (Saturday 2 My
2009): it was thus extended to the next day on which
all the filing offices were open, nanely Mnday 4 My
2009 (Rule 134 EPC).

C1869. D
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1.2 Rul e 106 EPC requires, as a matter of adm ssibility of
the petition under Article 112a EPC, that an objection
in respect of the procedural defect be raised during
t he appeal proceedings and be dism ssed by the Board ,
except where such objection could not be raised during

t he appeal proceedings.

1.3 The petitioner contends that during oral proceedings he
was not aware, and could not foresee, that D28 woul d be
regarded as experinental evidence in relation to the
clains of the main and auxiliary requests rather than
the strenuously argued possi ble prejudice. The only
experinental evidence on file was that contained in two

ot her docunents filed by the patentee.

1.4 It is a matter of fact that the distinction on which
the petition is based between D28 as evi dence of
"prejudi ce” and as "experinental evidence ", appeared
for the first time in the decision. At |least there is
not hi ng | eadi ng the Enl arged Board to think that at
sone earlier point such a distinction was nmade. Thus,
the exception nentioned in Rule 106 EPC seens to apply
and this Board considers that the petition is at | east
not clearly inadm ssible. The question whether the fact
that the Board of Appeal stated that D28 was taken as
experinmental evidence and not as evidence of a
prej udi ce deprived the opponent of an appropriate
defence and violated its right to be heard is an issue
regardi ng the substance and thus the allowability of

the present petition.

C1869. D
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Al lowability of the petition

The petitioner contends that its right to be heard was
viol ated and that the decision took it by surprise. In
this respect, it relies on the assunption that its
argunent ati on woul d have been different had the Board
of Appeal, prior to or during the oral proceedings,
drawn its attention to the fact that D28 woul d be
regarded as experinental evidence and not as evidence
of a prejudice. To dispute the nerits of experinental
evidence requires detailed argunents about the
material facts which is not the case when the dispute
is only about the existence or not of prejudice as a
concept. The only argunents presented by both
respondents in respect of D28 were related to its use
as evidence of prejudice. In other words the petitioner
all eges that the Board used D28 in an inproper way and
drew wong information fromit; this could have been
avoided if the petitioner had known that D28 woul d be
regarded as experinental evidence and been allowed to

make the appropriate nore detail ed argunents.

However, the fact that the patentee considered D28 to
be a crucial docunent was already clear fromits
grounds of appeal (see page 20 and seq), where it was
di scussed at |length from paragraphs 72 to 84. In those
par agraphs the patentee comented on the "detail ed
anal ysis of McMurry coupling reactions" described in
D28, including the attenpted heterocoupling of the 3-
pyridyl ketone 14 and 15 yielding only 4% of the

het er ocoupl ed product. Respondent 1 replied at |ength,
for instance on page 23 of its witten subm ssions
dated 21 Decenber 2007 where i.a. it gave its view why
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the heterocoupling reaction described in D28 was not

sur pri sing.

The question was al so debated during the opposition
proceedi ngs. As the petitioner quoted in its petition
(see paragraph 27), opponent | stated in its

subm ssions of 4 August 2006 (page 14) that the
exanples cited by the patentee (in paragraphs 51 and 54
to 56 of its subm ssions of 1 August 2003) did not
represent a prejudi ce because the reactions related to
honmocoupling and not to heterocoupling. It is also to
be noted that in those paragraphs 51, 54 to 56 of its
subm ssions of 1 August 2003, the patentee dealt with
the reaction described in D28 (page 502) and expl ai ned
in sonme detail why D28 suggests that the reaction would
not proceed at all and why it was thus nost surprising

that the successful heterocoupling reaction occurs.

It is true that as a matter of vocabul ary, the patentee
used the word "prejudice". But it is equally true that
it also submtted that what D28 was intended to prove
was that the skilled person had no reasonabl e
expectation of obtaining the McMurry reaction using the
formula of the patent at issue. That D28 was di scussed
in detail under that angle is al so evidenced by the
fact that the patentee speaks of "the experinental
results described in D28" (see paragraph 84 of the

grounds of appeal).

Assum ng for the sake of argunment that D28 had been
filed as evidence of technical prejudice in the neaning
acknow edged by the case | aw (nanely an opinion or a
general preconceived idea widely and universally held

by experts in that field), and that it was inplicitly
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obvi ous for the respondents that this could not be the
case, it would none the less remain a fact that the
docunent fornmed part of the debate, and was presented

by the appellant as crucial.

What ever the legal |abel allocated to this docunent,
its contents were not a general concept but a
description of a reaction which called for precise
argunents- as was done in respondent 1's witten

subm ssions (see page 23 of its subm ssions dated

21 Decenber 2007 and its previous subm ssions before

t he opposition division). Watever D28 was call ed,

chal  enging the correctness of its technical disclosure
was a necessary step in order to dispute that its
specific results could anount to an opinion generally
shared by experts in this field. This approach was not

i nconcei vabl e for the petitioner who objected to the
fact that "the Patentee extends the specific results
obt ai ned by Newkone" to a prejudi ce agai nst
heterocoupling in general (see the |ast sentence of
paragraph 26 of the petition). The fact that it m ght
be obvious that the reaction in question did not anount
to a technical prejudice did not nean that the evidence
of the reaction as disclosed in D28 should not or could

not have been chal | enged.

Because the change of the | abel put on D28 did not
change the discussion to be held on it, the petitioner
al so cannot rely on T 18/81 (QJ 1985, 166).

| nsofar as the subm ssions of the petitioner may be
under st ood as chal l engi ng the correctness of the
deci sion of the Board of Appeal in its interpretation

of D28 and in maintaining the patent in anmended form as
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a consequence of that interpretation, such a review
woul d concern the question of the correct application
of substantive law and is thus outside the scope of

proceedi ngs under Article 112a EPC.

It follows fromthe foregoing that it is evident that
no fundanental violation of the right to be heard
occurred during appeal proceedings. Since that was the
only violation alleged, the petition has to be rejected

as clearly wunallowable.

For these reasons it is unaninously decided that:

The petition is rejected as clearly unall owabl e.

The Regi strar: The Chai r man:

W Roepstorff P. Messerl
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