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Summary of Facts and Subm ssi ons
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The petition for review concerns decision T 15/07 of
the Board of Appeal 3.3.02 revoki ng European patent
No. 1 117 401 with the title "Antibiotic
conpositions for treatnent of the eye". The
proceedings in this case can be sunmari zed as

foll ows:

Noti ce of opposition was filed against the grant of
Eur opean patent No. 1 117 401 on the grounds that
its content extended beyond the original application
(Article 100(c) EPC) and that its subject-matter

| acked inventive step (Article 100(a) EPC). The
opposition division decided to reject the opposition.
The appel | ant/ opponent pursued its objections in
appeal proceedi ngs and requested revocation of the
patent. After the witten phase of the appeal
proceedi ngs the parties were sunmoned to oral
proceedi ngs at the end of which the Board announced
the decision to revoke the patent. The deci sion was
issued in witing on 5 June 2009. The reason for
revocation was that the ground for opposition under
Article 100(a) EPC - | ack of inventive step of the
subj ect-matter of independent clains 1 and 12 -

prej udi ced the nmai ntenance of the patent.

On 14 August 2009 the proprietor/respondent (in the
followng referred to as the petitioner) filed a
petition for review of this decision pursuant to
Article 112a EPC and paid the prescribed fee. The
petition is based on the ground referred to in
Article 112a(2)(c) EPC. A fundanental violation of
Article 113 EPC all egedly occurred when the Board of
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Appeal 3.3.02 based its witten decision on grounds
on which the petitioner did not have the opportunity
to comment. The petitioner therefore requests that
the decision T 15/07 be set aside, that the
proceedi ngs before the Board of Appeal 3.3.02 be re-
opened and that the fee for the petition for review

be rei nbursed.

The contested decision, in a first part, deals with
t he opponent's objections under Article 100(c) EPC
whi ch were considered to be unfounded (see

points 3.1 to 3.3 of the reasons). Then, starting
wth point 3.4, inventive step of the subject-matter
of independent clains 1 and 12 is dealt with. This
section is divided into a first subsection 3.4.1
contai ning an assessnent of inventive step based on
t he probl em sol uti on approach, followed by a
subsection 3.4.2 entitled "Additional argunents of
the respondent”. It is only this latter part of the
deci sion which is objected to by the petitioner
under Article 113 EPC substantially for the

foll ow ng reasons:

The invention (claim1l) refers to "A topical
opht hal m ¢ pharnmaceuti cal conposition conprising
nmoxi floxacin [...] in a concentration of 0.1 w.%
to 1.0 wt % and a pharmaceutical acceptable vehicle
therefor" (enphasis added). Prior art antibiotic
opht hal m ¢ conpositions conprised ciprofloxacin as
the active agent. A decisive question in
connection with inventive step is whether a
skil |l ed person woul d have provided antibiotic

opht hal m ¢ conpositions wth noxifloxacin as the

active agent despite the fact that this drug, when
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conpared to ciprofloxacin, was known to have
little activity agai nst the bacterium Pseudononas

aerugi nosa, which is a key ophthal m c pat hogen.

In the course of the discussion of this question
in the oral proceedings the petitioner inter alia
subm tted, as sunmari sed under point 3.4.2 of the
deci sion: "Mxifloxacin was | ess potent than

Ci profl oxaci n agai nst Pseudonbnas aer ugi nosa,

whi ch was the nobst dangerous pathogen in eye
infections where it played a role in about 20% of
all cases. As ophthal nol ogists did not in general
identify the pathogens but treated them
enpirically, a topical ophthal nol ogi ca
conposition had to be effective against all the
rel evant ocul ar pathogens and certainly agai nst
Pseudononas aerugi nosa". Consequently, the skilled
person woul d not have considered to substitute
nmoxi fl oxacin for ciprofloxacin as the active agent

in antibiotic ophthal mc conpositions.

In the witten decision the Board considered this
subm ssion under point 3.4.2 as follows: "This
argunentation is not inline with the problem as
defined in the original application (see page 2,
lines 3-6), which states that there is '"a need for
i nproved conpositions and nethods for treatnent
that are nore effective than existing antibiotics

agai nst key ophthal m c pathogens ...' [enphasis by
the board]. This passage does not specify that the
i nproved conpositions and net hods of treatnent
need to be nore effective against the key
opht hal m ¢ pat hogens, |et al one against all the

rel evant key ophthal m c pathogens. The
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opht hal nol ogi st does in general treat enpirically,
but there are situations where he nay want to
specifically treat infections caused by MSSA or
MRSA [ = ot her ophthal m ¢ pat hogens] rather than by
Pseudononas aerugi nosa, and in these cases, which
are enconpassed by the subject matter of claiml
and are included in the technical problem as
defined in the original application, the enhanced
ef ficacy of conpositions conprising noxifloxacin
was obvious in the light of the above reasoning.

As a consequence, this argunent cannot succeed."

However, during the proceedings it was never

di scussed whet her i ndeed an opht hal nol ogi st woul d
want to specifically treat infections caused by
MSSA or MRSA rather than by Pseudonpbnas aerugi nosa.
It cane to the petitioner as a surprise to read

said ground in the witten deci sion.

Thus, under point 3.4.2 of the witten decision
one of petitioner's main argunents regarding
inventive step of the subject-matter of the
contested patent was rebutted using a ground which
the petitioner could not coment on. It is likely
that the decision would have been different if the
Board had given the petitioner the chance to
present his comrents in this respect. Therefore,
there is a causal link between the defect and the

final decision of the Board.

Thi s fundanental violation of Article 113 EPC
coul d not have been objected to before receiving
the witten deci sion of the Board 3.3.02. Thus,
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the present review is adm ssible under Rule 106

EPC, second sentence.

Reasons for the Decision

1

1.1

1.2

1.3

1.4

2.1

C2087. D

Adm ssibility of the petition for review

The petitioner is adversely affected by the decision

T 15/07 revoking its patent. The petition for review
was filed on the ground referred to in

Article 112a(2)(c) EPC. The petition therefore conplies
with the provisions of Article 112a(1l) and (2) EPC

The witten decision was notified to the parties by
registered letter posted on 5 June 2009. The two nonth
period for filing the petition for review expired on
15 August 2009. As the petition was filed and the fee
was paid on 14 August 2009, it also conplies with
Article 112a(4) EPC.

Finally, the exception nentioned in Rule 106 EPC
applies in the present case as the objection concerns
the witten decision and could not be raised during the

appeal proceedings.

The petition for reviewis therefore at |east not

clearly inadm ssi bl e.
Al lowability of the petition for review
The petition for review is based on an all eged

fundanental violation of Article 113 EPC. In its

decision R 1/08, point 3 of the reasons, the Enlarged
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Board of Appeal found that a petitioner, to succeed
with this objection, had to establish (a) that the
contested deci sion was based on an assessnent or on
reasoning relating to grounds or evidence which the
petitioner was not aware of and had no opportunity to
coment upon and (b) that a causal |ink existed between
this procedural defect and the final decision,

ot herwi se the all eged defect could not be considered

deci si ve and hence not fundanental.

The petition for reviewis clearly not a neans to
review the application of substantive law. A review of
the application of substantive | aw woul d nean addi ng a
third instance to the procedure before the EPO (see
CA/PL 17/00 of 27 March 2000, point 11). The
petitioner's subm ssions are therefore to be considered
strictly and exclusively under the aspect of the right
to be heard. For this purpose, in the present case, it

i s nonet hel ess necessary to consider the discussion of

i nventive step during the proceedings in sone detail.

As follows frompoints X and XI of the decision under
review the main di spute between the parties concerned
the assessnent of inventive step using the problem
sol ution approach based on the prior art docunents (3)
and (18). It was common ground that docunent (3),
proposi ng ci profloxacin as active agent for

anti bacterial ophthal mc conpositions, represented the
cl osest prior art. The additional docunent (18) is a
scientific paper conparing the in vitro activity of

ci profl oxacin and noxifl oxacin (designated as "BAY 12-
8039") agai nst a nunber of bacteria strains including
Pseudononas aerugi nosa, MSSA(= Methicillin sensitive

st aphyl ococcus aureus), MRSA(= Methicillin resistant
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st aphyl ococcus aureus) and others. It was al so common
ground between the parties that, according to docunent
(18), ciprofloxacin was nmuch nore active in vitro

agai nst Pseudononas aerugi nosa, which was an i nportant
opht hal m ¢ pat hogen, whereas noxifl oxacin was nore
active against other bacteria such as e.g. MSSA and
MRSA whi ch, according to the patent (see table in
paragraph [0010]), were also inportant ophthalmc

pat hogens.

In point 3.4.1 of the decision under review, the Board
assessed the inventive step of the clainmed subject-
matter using the problemsol ution approach based on the
facts referred to above. In particular, it identified
the technical problemwth regard to docunent (3) as
follows: "provision of a topical conposition for
treating or preventing ophthalmc infections which is
nmore effective agai nst key ophthal mc pathogens". It
then canme to the conclusion that for solving this
probl em the skilled person woul d select noxifloxacin to
replace ciprofloxacin as the active agent since from
docunent (18) it appeared to be nore potent than

ci profl oxaci n agai nst sone of the key ophthal mc

pat hogens, as had been argued by the opponent/appell ant.

As the petitioner has not objected to the statenents

and findings in point 3.4.1, the Enlarged Board of

Appeal is satisfied that this part of the decision, in
particular the definition of the problemto be sol ved,

i s based on grounds and evi dence both parties were

aware of and had opportunity to conment upon before the
deci sion was taken. Thus, for this part of the decision,
requi renent (a) for a successful petition for review

referred to in point 2.1, supra, is clearly not net.
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Turning now to point 3.4.2 entitled "Additional
argunents of the respondent”, the question arises
whet her the findings objected to by the petitioner in
this part of the decision fundanentally viol ated
Article 113 EPC and, if so, had any influence on the
Board's assessnent of inventive step in point 3.4.1

(requirenment (b) of point 2.1, supra).

Point 3.4.2 of the decision concerns the petitioner's
addi tional argunent that an ophthal nol ogist "did not in
general identify the pathogens but treated them
enpirically" and that, therefore, "a topica

opht hal nol ogi cal conposition had to be effective
against all the relevant ocul ar pathogens and certainly
agai nst Pseudononas aerugi nosa". Consequently, the
skill ed person would not have considered to substitute
nmoxi fl oxacin for ciprofloxacin as the active agent in
anti biotic ophthal mc conpositions (see point |V(b),

supra).

The reason for which the Board rejected this argunent
was that "it is not inline with the problem as defined
in the original application"” since the formul ation of
the problem | eaves it open agai nst which "key
opht hal m ¢ pat hogens" the inproved conposition should

be nore effective than existing antibiotics.

As stated at point 3.1 of decision R 1/08 of the

Enl arged Board of Appeal, the EPC does not require that
a Board of Appeal nust provide a party with al
foreseeabl e argunents in favour of or against a request

i n advance.
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Even if the parties had not been infornmed in advance of
the Board's viewreferred to above, it was nonethel ess
foreseeabl e that the additional argunment of the
petitioner could be used to support the presence of an
inventive step only if it served to rebut sonme aspect
of the specific chain of reasoning based on the
probl em sol uti on approach di scussed at the oral
proceedi ngs. The petitioner could therefore not be
surprised by the fact that the Board exam ned whet her
the additional argunent was really relevant to the
reasoni ng already presented. Nor could the petitioner
be surprised by the conclusion of the Board that the
addi tional argunent was not in line with the stated
probl em and, as a consequence, could not succeed. As
follows fromuncontested point 3.4.1 of the decision
under review and the patent itself the problemrefers
neither to inproved efficacy against "all the relevant™
opht hal m ¢ pat hogens nor to inproved efficacy agai nst
speci fic ones, such as, in particular, Pseudononas
aerugi nosa: the stated problemclearly remins
unspecific in this respect. Thus, the concl usion
reached by the Board in the objected part of the

deci sion under review was based on a fact - the
formul ati on of the problem - which the parties nust

have been aware of.

In this context the statenent of the Board in point
3.4.2 that "there are situations where he [i.e. the
opht hal nol ogi st] may want to specifically treat

i nfections caused by MSSA or MRSA rather than by
Pseudononas aerugi nosa" did not add a new assessnent or
reasoning but illustrated the fact referred to above
that the formulation of the relevant problem | eaves

open agai nst which of the nunerous possible key
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opht hal m ¢ pat hogens the inproved conposition should be
nore effective, whether it be against MSSA and/or MRSA

and/ or Pseudonobnas aerugi nosa and/ or any other bacteria.

2.6.6 Thus, the Enlarged Board of Appeal is satisfied that
also the findings in point 3.4.2 of the decision
clearly do not constitute a fundanental violation of
Article 113 EPC. It is therefore not necessary to
further exam ne whether, according to requirenment (b)
referred to in point 2.1, supra, a causal |ink existed
bet ween these findings and the final decision based on
the findings in point 3.4.1 of the decision under

revi ew.

O der

For these reasons it is unani nously decided that:

The petition for reviewis rejected as clearly unall owabl e.

The Regi strar: The Chai r man:

W Roepstorff P. Messerl
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