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1. Article 056 EPC | T 1989/19 | Board 3.3.02 

Article: Article 056 EPC 
Case Number: T 1989/19 
Board: 3.3.02 
Date of decision: 2023.06.30 
Language of the proceedings: DE 
Internal distribution code: C 
Inter partes/ex parte: Inter partes 
EPC Articles: Article 056 EPC 
EPC Rules: 

 

RPBA:  
Other legal provisions:  
Keywords: inventive step – technical effect derivable from 

application as originally filed (yes) – an 
improvement to a technical effect found to be 
derivable (Order 2, G 2/21) is also to be regarded 
as implicitly derivable 

Cited decisions: G 0002/21 
Case Law Book: I.D.4.3.3, 10th edition 

 

In T 1989/19 stellte die Kammer fest, dass gemäß Punkt 1 der Entscheidungsformel 
in G 2/21 die Tatsache, dass D23 und D65 im vorliegenden Fall nachveröffentlicht 
wurden, für sich genommen nicht ausschließt, dass diese Beweismittel, welche die 
technische Wirkung einer verbesserten Lagerstabilität des beanspruchten 
Gegenstandes zeigen, berücksichtigt werden können. Ausweislich des Wortlauts von 
Punkt 2 der Entscheidungsformel hat die Prüfung, ob eine solche Wirkung aus der 
Anmeldung in der ursprünglich eingereichten Fassung abzuleiten bzw. dieser zu 
entnehmen ist, anhand zweier Kriterien zu erfolgen, nämlich "von der technischen 
Lehre umfasst" und "von derselben ursprünglich offenbarten Erfindung verkörpert". 
Aus den Entscheidungsgründen, beispielsweise den Punkten 71 und 93, ergebe 
sich, dass es dabei auf die technische Lehre der Anmeldung wie ursprünglich 
eingereicht ankomme.  

Mit Verweis auf Punkt 71 der Entscheidungsgründe hob die Kammer hervor, dass die 
Beurteilung, ob die technische Wirkung bei der Prüfung der erfinderischen Tätigkeit 
berücksichtigt werden kann, aus der Perspektive des Fachmanns erfolgen muss, der 
unter Heranziehung seines allgemeinen Fachwissens von der Anmeldung in der 
ursprünglich eingereichten Fassung ausgeht. Aus dieser spezifischen Perspektive 
des Fachmanns sei zu beurteilen, ob die genannte technische Wirkung als "von der 

https://www.epo.org/en/legal/case-law/2022/clr_i_d_4_3_3.html
https://www.epo.org/de/boards-of-appeal/decisions/t191989du1
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technischen Lehre umfasst und von derselben ursprünglich offenbarten Erfindung 
verkörpert" ableitbar ist (Punkt 2 der Entscheidungsformel in G 2/21). Nach 
Auffassung der Kammer handelt es sich ferner bei der Ableitbarkeit als "von der 
technischen Lehre umfasst" und "von derselben ursprünglich offenbarten Erfindung 
verkörpert" um zwei Kriterien, die kumulativ erfüllt sein müssen. 

Aus Punkt 93 der Entscheidungsgründe schloss die Kammer, dass eine technische 
Wirkung auch erst zu einem späteren Zeitpunkt, d. h. nach dem Anmeldetag, im 
Verfahren geltend gemacht werden kann. Es sei für die Anerkennung einer geltend 
gemachten technischen Wirkung im Rahmen der Beurteilung der erfinderischen 
Tätigkeit dabei nicht Voraussetzung, dass diese in der Anmeldung wie ursprünglich 
eingereicht ausdrücklich genannt oder darin nachgewiesen sein müsse. Vielmehr 
könne eine durch nachveröffentlichte Beweismittel nachgewiesene technische 
Wirkung im Sinne des Punktes 2 der Entscheidungsformel in G 2/21 dann anerkannt 
werden, wenn sie die beiden vorgenannten Kriterien erfülle, d.h. von der technischen 
Lehre der ursprünglich eingereichten Anmeldung umfasst und als von der 
ursprünglich offenbarten Erfindung verkörpert ableitbar ist. Dies wiederum bedeute, 
dass im Hinblick auf diese technische Wirkung die Art der beanspruchten Erfindung 
gegenüber der ursprünglich offenbarten Erfindung nicht verändert wird. 

Im vorliegenden Fall befand die Kammer, dass die aus der ursprünglich 
eingereichten Anmeldung (nämlich aus der beschriebenen Anwendung als 
Inhalationsprodukt) im Sinne des Punktes 2 der Entscheidungsformel der G 2/21 
ableitbare technische Wirkung in einer Lagerstabilität als solcher besteht, während 
es sich bei der durch D23 und D65 gezeigten Wirkung um die Verbesserung eben 
dieser Lagerstabilität gegenüber dem zitierten nächstliegenden Stand der Technik 
handelt. Nach Ansicht der Kammer gilt aber, sobald das oben genannte Kriterium der 
Ableitbarkeit einer technischen Wirkung erfüllt ist, dass auch eine Verbesserung 
dieser Wirkung gleichermaßen in diesem Sinne ableitbar ist. Konkret werde der 
Fachmann, auch wenn er über keine erfinderischen Fähigkeiten verfügt, in jedem 
Bereich der Technologie nach Weiterentwicklungen oder technischen 
Verbesserungen streben. Wenn also eine bestimmte technische Wirkung, wie im 
vorliegenden Fall die Lagerstabilität, für den Fachmann im Sinne von Punkt 2 der 
Entscheidungsformel in G 2/21 aus der ursprünglich eingereichten Anmeldung 
ableitbar ist, ist auch deren Verbesserung als implizit ableitbar zu betrachten. 

Folglich ändert die in den nachveröffentlichten Dokumenten D23 und D65 gezeigte 
technische Wirkung der verbesserten Lagerstabilität auch nicht die Art der 
beanspruchten Erfindung. Die in D23 und D65 gezeigte verbesserte Lagerstabilität 
kann daher im Lichte der Entscheidung G 2/21 berücksichtigt werden. 

026-03-24 
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2. Article 056 EPC | T 2716/19 | Board 3.3.02 

Article: Article 056 EPC 
Case Number: T 2716/19 
Board: 3.3.02 
Date of decision: 2024.01.10 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Inter partes 
EPC Articles: Article 056 EPC 
EPC Rules: 

 

RPBA:  
Other legal provisions:  
Keywords: inventive step (yes) – post-published evidence 

taken into account (yes)  
Cited decisions: G 0002/21 
Case Law Book: I.D.4.3.3, 10th edition 

 

See also abstract under Article 114 EPC 

In T 2716/19 it was common ground that the subject-matter of claim 1 of the main 
request differed from disclosures in D1, D5 and D15 only in that magnesium t-butyl 
oxide or magnesium isopropyl oxide was used in lieu of lithium t-butoxide. However, 
the views of the parties diverged on the technical effect deriving from this 
distinguishing feature.  

The respondent (patent proprietor) argued that example 1b of the application as filed 
demonstrated an improvement in the yield in the reaction of HPA to PMPA when 
magnesium t-butyl oxide or magnesium isopropyl oxide was used as the base 
instead of lithium butoxide. This improvement was confirmed by each of the post-
published documents D18 to D21 and D24. 

The appellant (opponent 2) contested the presence of any technical effect associated 
with the distinguishing feature. Firstly, it argued that the application as filed did not 
make the above-mentioned technical effect brought forward by the respondent 
plausible. The application as filed did not include any evidence that the claimed 
bases would result in an improved PMPA yield. It argued that not only was there no 
absolute proof, there was no evidence whatsoever in the application as filed of any 
improved yield. Moreover, the respondent had not relied on common general 
knowledge for justifying the alleged technical effect. It argued the opposition division 
was incorrect to allow the respondent to rely on post-published evidence. 

https://www.epo.org/en/legal/case-law/2022/clr_i_d_4_3_3.html
https://www.epo.org/en/boards-of-appeal/decisions/t192716eu1
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The board was not convinced by this line of argument. Decision G 2/21 states (point 
1 of the Order) that "[e]vidence submitted by a patent applicant or proprietor to prove 
a technical effect relied upon for acknowledgement of inventive step of the claimed 
subject-matter may not be disregarded solely on the ground that such evidence, on 
which the effect rests, had not been public before the filing date of the patent in suit 
and was filed after that date". The skilled person would have immediately recognised 
an improvement in the yield of the desired product, here PMPA, as a fundamental 
objective of the disclosed method. It held that the improvement of the PMPA yield in 
a reaction starting from HPA by using the alkoxides defined in the current main 
request relied on by the respondent was encompassed by the technical teaching and 
embodied by the invention originally disclosed in the application as filed. In line with 
the Order in G 2/21, this technical effect could thus be relied on by the respondent, 
and post-published evidence confirming this technical effect could not be 
disregarded. 

The board was also not convinced by the appellant's other lines of argument and 
held that when starting from D1, D5 or D15, the objective technical problem should at 
least be seen as the provision of a method achieving an improved yield of PMPA. 
The skilled person facing this objective technical problem would not have been 
prompted by any available document or common general knowledge to replace the 
lithium-t-butoxide used in the method of the closest prior art with either magnesium 
t-butyl oxide or magnesium isopropyl oxide as required by claim 1 of the main 
request. The subject-matter of claim 1 of the main request thus involved an inventive 
step within the meaning of Art. 56 EPC.  

027-03-24 
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3. Article 056 EPC | T 1231/20 | Board 3.5.06 

Article: Article 056 EPC 
Case Number: T 1231/20 
Board: 3.5.06 
Date of decision: 2023.11.06 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Ex parte 
EPC Articles: Article 056 EPC 
EPC Rules: 

 

RPBA:  
Other legal provisions:  
Keywords: inventive step (no) – a finding of obviousness 

cannot be overcome by mere reference to a 
different "subjective" technical problem 
addressed by the invention 

Cited decisions: 
 

Case Law Book: I.D.5., 10th edition 
 

In T 1231/20 the application aimed to provide a microcontroller with a more flexible 
configurability of a digital clock source that could be used as a system clock or as a 
clock source for peripheral devices or other uses. In order to achieve this aim, the 
microcontroller further comprised a multiplexer configurable to select the output clock 
signal of the numerical controlled oscillator (NCO) as an internal system clock, 
thereby providing a clock for the central processing core of the microcontroller.  

During the oral proceedings, the appellant (applicant) did not specifically question the 
board's analysis that NCOs were known in the prior art to have numerous 
advantages compared to analogue oscillators, or that the skilled person would, in 
order to achieve these advantages, consider the modification of the microcontroller 
disclosed in D5 (closest prior art) by using an NCO as disclosed in D6. 

However, the appellant defended the point of view that the problem of making these 
advantages available to the microcontroller disclosed in D5 was an inappropriate 
objective technical problem to be considered, given the fact that the description of the 
present application set out a different problem addressed by the invention, viz. to fill 
in the gap between the binary-multiple frequency increases which could be achieved 
with analogue oscillators. 

https://www.epo.org/en/legal/case-law/2022/clr_i_d_5.html
https://www.epo.org/en/boards-of-appeal/decisions/t201231eu1
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This argument did not sway the board's opinion. Once a convincing argument had 
been made why the claimed invention would have been obvious to the skilled person 
having regard to the state of the art (Art. 56 EPC), the claimed invention would no 
longer be considered to involve an inventive step. More specifically, if the claimed 
invention were found to be an obvious solution to an objective technical problem 
which could be assumed to have arisen – as was the case in the appeal before the 
board – the identification of an alternative technical problem as a solution to which 
the claimed invention might not appear to be obvious did not suffice to invalidate the 
finding of obviousness. Especially the fact that the alternative technical problem was 
the one addressed in the application, i.e. the "subjective" technical problem, was 
insufficient to establish an inventive step.  

As the board summarised in its catchword: an inventive step objection based on an 
appropriate objective technical problem which the invention solves over the prior art 
cannot be overcome by mere reference to the fact that the application discloses a 
different, more specific ("subjective") technical problem addressed by the invention. 

The board consequently held that the subject-matter of claim 1 was not inventive 
(Art. 56 EPC) and dismissed the appeal. 

028-03-24 
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4. Article 056 EPC | T 0681/21 | Board 3.3.06 

Article: Article 056 EPC 
Case Number: T 0681/21 
Board: 3.3.06 
Date of decision: 2023.10.30 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Inter partes 
EPC Articles: Article 056 EPC 
EPC Rules: 

 

RPBA:  
Other legal provisions:  
Keywords: inventive step (no) – synergistic effect not 

encompassed by technical teaching of application 
as filed (G 2/21) – post-published data 
considered in view of G 2/21 – diverging 
experimental data – benefit of the doubt not to be 
granted to the patent proprietors 

Cited decisions: G 0002/21, T 0570/08, T 1182/15 
Case Law Book: I.D.4.1., I.D.4.3.3, 10th edition 

 

In T 681/21 the board noted that the formulation of the technical effect differed from 
that identified in the patent, and thus it was important to verify whether such a 
formulation was in accordance with the conclusion of the Enlarged Board of Appeal 
in G 2/21 (point 94 of the Reasons) that "A patent applicant or proprietor may rely 
upon a technical effect for inventive step if the skilled person, having the common 
general knowledge in mind, and based on the application as originally filed, would 
consider said effect as being encompassed by the technical teaching and embodied 
by the same originally disclosed invention". 

It was not in dispute that the application as filed did not relate to a synergistic effect 
arising from the combination of a silicone with CPP or any other component. Also, 
the fact that the application as filed indicated the CPP to be a preferred cationic 
polymer without explaining the reason for this preference could not foreshadow that 
the claimed combination would provide any type of synergism. The respondents 
(patent proprietors) also did not file any evidence that it was common general 
knowledge that silicone and cationic polymers might provide a synergism in terms of 
improved softness. Therefore, the board concluded the alleged synergistic effect 
would not have been considered by the skilled person as being encompassed by the 
technical teaching of the application as filed and had to be disregarded. 

https://www.epo.org/en/legal/case-law/2022/clr_i_d_4_1.html
https://www.epo.org/en/legal/case-law/2022/clr_i_d_4_3_3.html
https://www.epo.org/en/boards-of-appeal/decisions/t210681eu1
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The board considered the data available from the respondents in relation to the 
alleged invention and closest prior art. In the board's view, it was obvious for the 
skilled person faced with the technical problem posed to try as an alternative to the 
composition of example E4, one comprising any combination of the softening agents 
suggested by the description such as one comprising the silicone of example E4 with 
any cationic polymer disclosed in the description, for example a CPP. Subject-matter 
of claim 1 according to the main request thus lacked an inventive step. Auxiliary 
requests 2, 3, 5 and 6 also lacked an inventive step. 

As to auxiliary request 4, the respondents relied on post-published experimental data 
D7 and submitted that a combination of anionic silicone with CPP provided 
unexpectedly better softening than a similar combination comprising a cationic 
polymer which was not a CPP. In the board's view, a skilled person reading the 
application as originally filed and having the common general knowledge in mind 
would derive therefrom as a technical teaching that the addressed improved silicone 
softness was especially obtained by using a combination with the components 
indicated as preferred, such as a CPP and an anionic silicone. Therefore, said 
alleged technical effect could be considered to be encompassed by the technical 
teaching and embodied by the same originally disclosed invention and could thus be 
considered in view of G 2/21. The appellant (opponent 2), relying especially on data 
contained in D16 filed with its statement of the grounds of appeal in reaction to D7, 
contested the validity of the alleged technical effect at least across the entire scope 
of claim 1 at issue. 

In view of the diverging results in D7 and D16 the respondents also invoked the 
benefit of the doubt in their favour. However, the board noted that it was established 
case law (see for example T 570/08 and T 1182/15) that the benefit of the doubt 
cannot be granted if the other party provides experimental data convincingly casting 
doubts on the effect allegedly achieved as it was also in the present case. It followed 
that it could not be established that the claimed combination provided the alleged 
improved softness at least across the entire scope of claim 1. 

The objective technical problem solved thus had to be again formulated as the 
provision of a further fabric treatment composition comprising silicone as it was with 
regard to the main request. However, the board found it was obvious for the skilled 
person faced with the above technical problem to modify the composition of 
D1/example 4 by using the anionic silicone of D2 as a promising alternative for 
PDMS in combination with CPPs and to add thereto a small amount of CPP as 
taught in D1. The board therefore concluded that claim 1 of this request lacked an 
inventive step. 

029-03-24 
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5. Article 056 EPC | T 0887/21 | Board 3.3.04 

Article: Article 056 EPC 
Case Number: T 0887/21 
Board: 3.3.04 
Date of decision: 2023.07.13 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Inter partes 
EPC Articles: Article 056 EPC 
EPC Rules: 

 

RPBA:  
Other legal provisions:  
Keywords: inventive step (no) – post-published evidence 

taken into account (no) – technical effect 
derivable from application as originally filed (no) 

Cited decisions: G 0002/21 
Case Law Book: I.D.4.3.3, 10th edition 

 

In T 887/21 the patent in suit sought to provide a method for the prevention of 
secondary infections following viral infections such as influenza, which did not rely on 
the use of antibiotics and which may be conveniently and safely administered. The 
respondent (patent proprietor) argued that, in view of the mechanistic concept set out 
in the application as filed and the experimental data presented in the (post-filed) test 
report D15, the objective technical problem should be defined as the provision of an 
improved composition for use in the prevention of secondary infections following a 
viral infection characterised by neuraminidase activity. 

The board reached a different conclusion. The application as filed contained no 
experimental data. The mechanistic concept that the respondent relied on was a 
mere assertion by way of a hypothesis and was not backed up by any corroborative 
data. Thus, the board found the information provided in the application as filed did 
not amount to evidence of an "improvement" in comparison with the starting point in 
the prior art (i.e. D16). 

The respondent had argued that the fact that the application as filed included a 
mechanistic concept at least provided justification for submitting additional evidence 
with D15. However, the test described in D15 related to inhibition of Salmonella 
typhimurium (known for causing gastroenteritis) in a culture medium, without the 
involvement of epithelial host cells. This was not corroborative evidence of the 

https://www.epo.org/en/legal/case-law/2022/clr_i_d_4_3_3.html
https://www.epo.org/en/boards-of-appeal/decisions/t210887eu1
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concept taught in the application as filed, but entirely new information both on the 
mechanism of action and the pathogenic organism involved. 

Firstly, D15 related to a presumed synergistic effect that was independent of 
epithelial binding. This was not derivable from the application as filed. Contrary to the 
respondent's view, the fact that a mechanistic concept of the antiadhesive activity of 
oligosaccharides was set out in the application as filed could not justify introducing 
new experimental data that was manifestly based on a different mechanism of action. 

Secondly, the application as filed mentioned only once, in a general way, that the 
infections which may be prevented, apart from infections of the respiratory tract, also 
included infections of the gastrointestinal tract. 

An invention cannot be based solely on knowledge made available only after the 
effective date. In the case in hand, the board found it could not have been derived 
from the application as filed that the envisaged compositions were supposed to 
inhibit Salmonellae, and this independently of any antiadherence mechanism. 

In the terms used in decision G 2/21, in these circumstances, the board found that 
the skilled person, having the common general knowledge in mind, and based on the 
application as originally filed, would not have derived the technical effect examined in 
D15 and relied on by the respondent for inventive step as being encompassed by the 
technical teaching and embodied by the same originally disclosed invention. 

The board elaborated that it was not sufficient that a technical effect could be 
achieved by a composition which in terms of technical features corresponded to 
compositions in the application as filed. In order to be taken into account in the 
formulation of the objective technical problem, the alleged technical effect that was 
supposedly shown by the post-filed evidence (in the present case, the inhibition of 
Salmonellae outside the context of epithelial adherence) also had to be 
encompassed by the technical teaching of the application as filed, i.e. the technical 
effect in question had to in the first place be disclosed or be at least derivable from 
the technical teaching of the application documents (G 2/21, point 72 of the 
Reasons). Already this first requirement was not met in the case in hand. 

For these reasons, the improvement alleged by the respondent could not be taken 
into account in the formulation of the objective technical problem.  

030-03-24 
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6. Article 069 EPC | T 1628/21 | Board 3.2.06 

Article: Article 069 EPC 
Case Number: T 1628/21 
Board: 3.2.06 
Date of decision: 2024.02.06 
Language of the proceedings: EN 
Internal distribution code: C 
Inter partes/ex parte: Inter partes 
EPC Articles: Article 069 EPC 
EPC Rules: 
RPBA: 
Other legal provisions: Protocol on the Interpretation of Article 69 EPC 
Keywords: claims – claim interpretation – using description 

and drawings to interpret the claims – limits 
Cited decisions: G 0002/88, T 0881/01, T 0223/05, T 1404/05, 

T 0299/09, T 1646/12, T 0058/13, T 1127/16, 
T 1473/19 

Case Law Book: II.A.6.3.1, 10th edition

In T 1628/21 claim 1 was directed to an article of apparel comprising among other 
things "a lower back position feedback system (202) engaged with the garment 
structure at the lower back portion". The interpretation of the expression "engaged 
with" was relevant in the context of assessing novelty and inventive step of the 
opposed patent. The respondent (patent proprietor) submitted that the meaning of 
"engage" was for one distinct part to interact with another part, rather than for one 
part to be inherently and inseparably comprised within the other. The respondent 
also argued that Art. 69 EPC should be used to interpret the claim and referred to 
several paragraphs of the description where "engaged with" was used only in 
relation to separate material pieces being attached to one another rather than being 
otherwise incorporated. 

The board disagreed with the respondent's interpretation of the term "engaged with" 
and held that its meaning was broader (i.e. also encompassed arrangements in 
which the lower back position feedback system was integrally incorporated into the 
garment structure). In the board's view the expression was not unclear in its context 
and consequently there was no need to refer to the description in order to interpret 
the scope of the claim (see T 881/01, T 58/13 and T 299/09 in which limitations to a 
claim's interpretation could not be derived from the description). The board referred 
to T 223/05, T 1404/05 and T 1127/16 in which it was held that a technically skilled 
reader does not normally need any further description-based guidance on claim 
interpretation, the claims essentially being read and interpreted on their own merits. 

https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_3_1.html
https://www.epo.org/en/boards-of-appeal/decisions/t211628eu1
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The board also stated that consideration of the description would not lead to the 
respondent's restrictive interpretation. It emphasised that in the context of Art. 69 
EPC the claims and the description, including the drawings, did not have the same 
status. As mentioned in Art. 1 of the Protocol on the Interpretation of Article 69 EPC 
(the Protocol), under the principle of primacy of the patent claims, two "polar" models 
of interpretation are in principle possible, i.e. an isolated interpretation of the wording 
of the claims alone on the one hand and an interpretation which understands the 
wording of the claims merely as a starting point in the context of the overall 
disclosure on the other. The established case law of the boards of appeal did not 
favour either of these "polar" models of interpretation, but something lying in-
between. In G 2/88, point 4 of the Reasons, the Enlarged Board of Appeal had 
already stated that the "object of the Protocol is clearly to avoid too much emphasis 
on the literal wording of the claims when considered in isolation from the remainder 
of the text of the patent in which they appear; and also to avoid too much emphasis 
upon the general inventive concept disclosed in the text of the patent as compared to 
the relevant prior art, without sufficient regard also to the wording of the claims as a 
means of definition." 
 
In line with this case law, the board established that the interpretation of "engaged 
with" was not a matter of an isolated interpretation of only the wording of the claim in 
the sense of a purely linguistic consideration of the same. Rather, the feature must 
be interpreted in the light of general knowledge of the person skilled in the technical 
field concerned. This first required an identification of the technical field resulting from 
the overall disclosure of the patent in order to determine the person skilled in that 
specific field. Furthermore, the general knowledge of the skilled person ensured that 
the technical context in which the claims were situated was taken into account when 
interpreting the claims (see also T 1646/12). 
 
The board noted that neither Art. 69 nor its Protocol explicitly addressed the extent to 
which the description and drawings can be used to interpret the claims. 
Nevertheless, according to the board, the principle of primacy of the claims seemed 
to exclude the use of the description and drawings for limiting the claims if an 
interpretation of the claim in the light of common general knowledge already leads to 
a technically meaningful result. Similarly, the principle, established by case law, 
according to which "limiting features which are only present in the description and not 
in the claim cannot be read into a patent claim" was also fully compatible with Art. 69 
EPC and Art. 1 of the Protocol (cf. T 1473/19). 
 
The board also stated that it may be that the reader is presented with specific 
definitions in the description in cases where terminology in the claims is e.g. unusual 
or where special meanings are attributed. Such definitions, if relevant for validity, 
should normally be included in the claims. In the case at hand, however, there was 
no such definition of "engaged with" in the description. 
 

031-03-24 
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7. Article 084 EPC | T 0712/21 | Board 3.3.06 

Article: Article 084 EPC 
Case Number: T 0712/21 
Board: 3.3.06 
Date of decision: 2023.10.16 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Ex parte 
EPC Articles: Article 084 EPC 
EPC Rules: 

 

RPBA:  
Other legal provisions:  
Keywords: claims – essential features – clarity (yes) – broad 

claim 
Cited decisions: 

 

Case Law Book: II.A.3.3., II.A.3.4., 10th edition 
 

In T 712/21 the applicant filed an appeal against the decision of the examining 
division to refuse the patent application for non-compliance among others with the 
requirements of Art. 84 EPC. The examining division had argued that the invention 
was defined in terms of a result to be achieved, namely hydrodeoxygenation 
(hereinafter "HDO") and hydrodewaxing (hereinafter "HDW") steps, for which no 
indication was given as to the extension of the desired reactions. According to the 
examining division, in order to meet the requirements of Art. 84 EPC, the claim 
should have defined all the essential features for carrying out the HDO and the HDW 
steps. 

The board, however, noted that HDO and HDW were well-known chemical processes 
in the field of petrochemistry. Thus, the features relating to these processes should 
be treated as allowable functional definitions rather than as results to be achieved. In 
this respect, the board stated that an objection of essential feature(s) missing should 
in principle be raised where a claim defines an effect or result which is technically 
challenging in the sense that a skilled person reading the claim and applying 
common knowledge would not know how to achieve it without the information 
provided by the omitted (essential) feature(s). In the current case, however, the 
claimed subject-matter defined the active metals in the catalysts and the operating 
ranges necessary to carry out the HDO and HDW reactions, and so the claim 
included all the essential features of the invention. 

https://www.epo.org/en/legal/case-law/2022/clr_ii_a_3_3.html
https://www.epo.org/en/legal/case-law/2022/clr_ii_a_3_4.html
https://www.epo.org/en/boards-of-appeal/decisions/t210712eu1
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In the board's view the features HDO and HDW also met the requirement of clarity 
under Art. 84 EPC. In this respect, the board emphasised the differences between 
lack of clarity and breadth of the claims. A feature may be considered to be unclear if 
its boundaries are diffuse, leaving the reader in doubt as to whether certain 
embodiments fall within or outside the scope of protection. This generally occurs 
when the feature is defined in confusing or incomplete terms (e.g. an ill-defined 
parameter) and/or when it is inherently unsuited for providing a well-defined scope 
(e.g. relative terms). On the contrary, features with generally accepted meanings 
should not be considered unclear just because they are broadly defined.  
 
The board stated that it was undisputed that the terms "HDO" and "HDW" had a 
generally accepted meaning in the underlying technical field. Therefore, although it 
could be argued that the scope of these features could overlap with that of similar 
processes (e.g. does a hydrotreating process fall within or outside the scope of 
HDO?, or does a hydroisomerisation step fall within or outside the scope of HDW?), 
such challenges did not arise due to a faulty or incomplete definition, but because 
language cannot comprehensively capture every detail of real-life objects or 
processes, an issue which becomes more pronounced when features are broadly 
defined. The board therefore considered that the basic question to be asked was 
whether the vagueness of the scope of protection was the result of an incorrect, 
incomplete or relative feature, or whether it was simply the result of the inherent 
ambiguity of technical terms. In the present case, the board concluded that the 
features HDO and HDW would be clear to a person skilled in the art and that any 
ambiguity in distinguishing them from other similar processes should be attributed to 
the inherent limitations of technical language.  
 
The board also noted that the above conclusions were consistent with, and to some 
extent explained, the well-established practice of giving technical terms their 
broadest reasonable technical meaning when assessing patentability.  
 
Therefore, the board decided that the requirements of Art. 84 EPC were met. 
 

032-03-24 
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8. Article 084 EPC | T 0447/22 | Board 3.2.05 

Article: Article 084 EPC 
Case Number: T 0447/22 
Board: 3.2.05 
Date of decision: 2023.09.28 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Inter partes  
EPC Articles: Articles 084, 100, 101(3) EPC 
EPC Rules: Rule 080 EPC 
RPBA:  
Other legal provisions:  
Keywords: claims – claim interpretation – using description 

and drawings to interpret the claims – limits – 
adaptation of the description 

Cited decisions: G 0010/91, G 0003/14, T 0977/94, T 0367/96, 
T 0433/97, T 0881/01, T 0556/02, T 1018/02, 
T 0431/03, T 0323/05, T 1808/06, T 0197/10, 
T 1597/12, T 1646/12, T 1249/14, T 1817/14, 
T 1391/15, T 2766/17, T 1024/18, T 2293/18, 
T 2391/18, T 3097/19, T 0169/20 

Case Law Book: II.A.5.3., II.A.6.3.1, 10th edition 
 

In T 447/22 the board construed the "steering device" in claim 1 as an actual physical 
component of the machining device which was adapted for actively controlling the 
direction of the machining device. 
 
The board recalled that it was a general principle applied throughout the EPC that a 
term of a claim could be interpreted only in context. The claims did not stand on their 
own, but together with the description and the drawings they were part of a unitary 
document, which must be read as a whole (see e.g. T 556/02, T 1646/12, T 1817/14 
and T 169/20). The board stressed that the extent to which description and drawings 
could provide an aid to interpret the claims was however subject to certain limitations. 
In particular, a claim could be interpreted in the light of the description and the 
drawings to the extent that they contained logical and technically sensible 
information. Furthermore, interpreting the claim in the light of the description and the 
drawings did not make it legitimate to read into the claim features appearing only in 
the description or the drawings and then relying on such features to provide a 
distinction over the prior art. This would not be to interpret claims but to rewrite them 
(see T 881/01). Many decisions of the boards of appeal had concluded that a 

https://www.epo.org/en/legal/case-law/2022/clr_ii_a_5_3.html
https://www.epo.org/en/legal/case-law/2022/clr_ii_a_6_3_1.html
https://www.epo.org/en/boards-of-appeal/decisions/t220447eu1


16 

Abstracts of decisions Issue 3 I 2024  Back to TOC  

discrepancy between the claims and the description was not a valid reason to ignore 
the clear linguistic structure of a claim and to interpret it differently (see, for example, 
T 431/03, T 1597/12, T 1249/14). The description could not be used to give a 
different meaning to a claim feature which in itself imparted a clear, credible technical 
teaching to the skilled reader (T 1018/02, T 1391/15). On a similar note, the board in 
T 197/10 had held that, in the event of a discrepancy between the claims and the 
description, those elements of the description not reflected in the claims were not, as 
a rule, to be taken into account for the examination of novelty and inventive step. 
 
In the present case, the board concluded that, despite the inclusion of several 
examples without a steering device in the paragraphs referring to embodiments of 
the invention, the description was consistent with the board's interpretation of 
"steering device" in claim 1. Only one sentence in paragraph [0030] stood out, since 
it stated that the "springy protruding parts act as the steering device". In the board's 
view, taking account of this deviant note would mean ignoring the natural reading of 
the claim and disregarding the extensive contextual information provided by the rest 
of the description. It could only lead to a technically discrepant claim interpretation 
which the skilled person would be unwilling to adopt and would actually deprive the 
claims of their intended function. The board noted that the Regional Court of 
Düsseldorf reached a different conclusion in its judgement concerning infringement 
proceedings on the patent in suit. 
 
Regarding adaptation of the description, the board concurred with the large body of 
case law of the boards of appeal according to which Art. 84 EPC is the basis for 
bringing the description in line with the amended claims in order to avoid 
inconsistencies (see, for example, T 977/94, T 1808/06, T 2293/18). Hence, any 
disclosure in the description and/or drawings inconsistent with the amended subject-
matter should normally be deleted or a statement should be added that an 
embodiment was not covered by the claims (see e.g. T 1808/06). 
 
In the underlying case the board agreed with the submissions of the opponents 
(appellants II and III) that the amended description still contained passages that were 
inconsistent with a claim of auxiliary request 2. The board noted, however, that these 
inconsistencies had already existed in the patent as granted. In this context, it 
pointed out that the Enlarged Board of Appeal had concluded in G 3/14 that a 
granted claim may turn out not to comply with Art. 84 EPC but that "such non-
compliance must be lived with" (see point 55 of the Reasons). By analogy, the same 
must apply in respect of a claim amended in opposition proceedings where a non-
compliance with Art. 84 EPC – whether concerning a lack of clarity or a lack of 
support by the description – already existed in the patent as granted. Since neither 
clarity nor lack of support as expressed in Art. 84 EPC constituted a ground for 
opposition under Art. 100 EPC, it must thus be accepted that the removal of an 
inconsistency between description and claims was not possible in such a case (see, 
for example, T 433/97, T 367/96 of 3 December 1997, T 1808/06, T 2391/18). Hence, 
the board concluded that the inconsistencies raised were not open to examination in 
opposition appeal proceedings, in accordance with decision G 3/14. 
 

033-03-24  
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9. Article 114 EPC | T 2716/19 | Board 3.3.02 

Article: Article 114 EPC 
Case Number: T 2716/19 
Board: 3.3.02 
Date of decision: 2024.01.10 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Inter partes 
EPC Articles: Article 114 EPC 
EPC Rules: 

 

RPBA: Article 12(1), (2), (4) RPBA 2007 
Article 25(2) RPBA 2020 

Other legal provisions:  
Keywords: document admitted by first instance (no) – correct 

exercise of discretion (no) – limited assessment 
of prima facie relevance unreasonable – non-
admittance decision of opposition division 
overturned   

Cited decisions: G 0007/93 
Case Law Book: IV.C.4.5.2, IV.C.4.5.3a), V.A.3.4.3, 10th edition 

 

See also abstract under Article 56 EPC 

In T 2716/19 the board held that D24 should have been admitted into the opposition 
proceedings by the opposition division for the following reasons. 

Assuming the opposition division had correctly concluded that D24 was late-filed, the 
board found it had correctly assessed whether D24 was prima facie relevant for 
maintaining the then main request when deciding on its admittance. However, the 
assessment of the prima facie relevance of D24 should not have been limited to the 
subject-matter of claim 1 of the then main request. It should have extended to the 
subject-matter of the auxiliary requests on file, especially the subject-matter of 
claim 1 of then auxiliary request 6 (main request in the appeal proceedings). 
Extending the assessment avoided finding the potentially patentable subject-matter 
of an auxiliary request unallowable for the sole reason that a document, prima facie 
relevant to the subject-matter of the request, was not considered. Therefore, the 
opposition division, when deciding on the admittance of D24, while using the correct 
criterion of prima facie relevance, had used it in an unreasonable way because it 
limited its assessment to the subject-matter of the then main request. 

https://www.epo.org/en/legal/case-law/2022/clr_iv_c_4_5_2.html
https://www.epo.org/en/legal/case-law/2022/clr_iv_c_4_5_3_a.html
https://www.epo.org/en/legal/case-law/2022/clr_v_a_3_4_3.html
https://www.epo.org/en/boards-of-appeal/decisions/t192716eu1
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In accordance with G 7/93, the board exercised its power to overrule this admittance 
decision by the opposition division and decided that the decision by the opposition 
division to not admit D24 had to be set aside. Since the respondent referred to D24 in 
its reply to the grounds of appeal, i.e. at the earliest possible stage of the appeal 
proceedings, and based its inventive-step case on it, the board concluded that D24 
should be part of the appeal proceedings pursuant to Art. 12(1), (2) and (4) RPBA 
2007 (applicable according to Art. 25(2) RPBA 2020). 

034-03-24 
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10. Article 123(2) EPC | T 0110/20 | Board 3.2.02 

Article: Article 123(2) EPC 
Case Number: T 0110/20 
Board: 3.2.02 
Date of decision: 2023.09.26 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Inter partes  
EPC Articles: Article 123(2) EPC 
EPC Rules: 

 

RPBA:  
Other legal provisions:  
Keywords: amendments – added subject-matter (yes) – 

undisclosed feature – disclaimers – undisclosed 
disclaimers 

Cited decisions: G 0001/93, G 0001/03, G 0002/10, G 0001/16, 
T 0535/08, T 0824/08, T 1779/09, T 1595/11, 
T 0312/16, T 0768/20, T 0412/22 

Case Law Book: II.E.1.3.1, 10th edition 
 

In T 110/20 the board recalled that in G 1/93 the Enlarged Board acknowledged the 
inescapable trap that may result from Art. 123(2) and (3) EPC (see point 1 of the 
Order). The Enlarged Board then went on to specify certain circumstances under 
which an undisclosed feature was not to be considered to infringe Art. 123(2) EPC 
(see point 2 of the Order): "A feature which has not been disclosed in the application 
as filed but which has been added to the application during examination and which, 
without providing a technical contribution to the subject-matter of the claimed 
invention, merely limits the protection conferred by the patent as granted by 
excluding protection for part of the subject-matter of the claimed invention as covered 
by the application as filed, is not to be considered as subject-matter which extends 
beyond the content of the application as filed in the sense of Art. 123(2) EPC." 

The board explained that several decisions had assessed whether an undisclosed 
feature was to be considered added subject-matter under Art. 123(2) EPC in view of 
point 2 of the Order of G 1/93. Occasionally, an undisclosed feature was found 
allowable under Art. 123(2) EPC on the basis of point 2 of the Order of G 1/93 (see 
for example T 1779/09, T 1595/11, T 824/08 and T 535/08). However, in most cases, 
the competent board had found that the undisclosed feature provided a technical 
contribution, concluding that the conditions set out in point 2 of the Order of G 1/93 
were not fulfilled (see for example T 412/22 and T 312/16). Also in the case in hand, 

https://www.epo.org/en/legal/case-law/2022/clr_ii_e_1_3_1.html
https://www.epo.org/en/boards-of-appeal/decisions/t200110eu1
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the board established that the undisclosed feature added to claims 1 and 4 provided 
a technical contribution to the subject-matter of the claimed invention within the 
meaning of point 2 of the Order of G 1/93. 

The board noted that T 768/20 stated that point 2 of the Order of G 1/93 seemed to 
address undisclosed disclaimers, which were later examined in greater detail in 
G 1/03. The present board further noted that the allowability criteria according to 
point 2 of the Order of G 1/93 were different from those laid down for undisclosed 
disclaimers in G 1/03. Accordingly, an undisclosed disclaimer could fulfil the criteria 
according to point 2 of G 1/93 without fulfilling the (stricter) criteria set out in G 1/03. 
In the board's view this could only mean that, to the extent that point 2 of the Order of 
G 1/93 concerned undisclosed disclaimers, it had to be considered to have been 
superseded by G 1/03 and G 1/16. 

Moreover, regardless of whether or not point 2 of the Order of G 1/93 addressed 
undisclosed disclaimers, the present board referred to T 768/20 in which it was 
stated that the case law of the Enlarged Board did not seem to provide for any further 
exception to the gold standard other than the exception concerning undisclosed 
disclaimers under G 1/03. 

The board concluded that the only claim request comprised added subject-matter 
thus infringing Art. 123(2) EPC. 

035-03-24 
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11. Rule 103(1)(a) EPC | T 0641/20 | Board 3.2.08 

Article: Rule 103(1)(a) EPC 
Case Number: T 0641/20 
Board: 3.2.08 
Date of decision: 2023.08.24 
Language of the proceedings: DE 
Internal distribution code: C 
Inter partes/ex parte: Inter partes 
EPC Articles: Article 114(1) EPC 
EPC Rules: Rule 103(1)(a) EPC. 
RPBA:  
Other legal provisions:  
Keywords: reimbursement of appeal fee (no) – substantial 

procedural violation (no) – a substantively 
incorrect but procedurally correct discretionary 
decision not a substantial procedural violation 

Cited decisions: G 0009/91, T 1002/92 
Case Law Book: V.A.11.6., IV.C.4.1., IV.C.4.5.2, IV.C.4.5.3, 10th 

edition 
 

In T 641/20 stützte die Beschwerdeführerin ihren Antrag auf Rückerstattung der 
Beschwerdegebühr auf einen behaupteten wesentlichen Verfahrensmangel in Bezug 
auf u. a. die Zulassung der verspätet eingereichten E6 in das Verfahren, und die 
Einführung der E4 durch die Einspruchsabteilung in das Verfahren.  

Die E6 wurde von der Einspruchsabteilung in Ausübung ihres Ermessens in der 
mündlichen Verhandlung in das Verfahren zugelassen. Diesbezüglich argumentierte 
die Beschwerdeführerin, die E6 erfülle nicht das Kriterium der prima facie Relevanz, 
da sie nicht offensichtlich sämtliche Merkmale des Anspruchs 1 des Hilfsantrags 3 
neuheitsschädlich vorwegnehme. In der Zulassung habe daher ein Ermessensfehler 
der Einspruchsabteilung und folglich ein wesentlicher Verfahrensmangel gelegen.  

Die Kammer stellte jedoch fest, dass die Frage, ob ein Ermessen fehlerfrei, zum 
Beispiel unter Berücksichtigung der richtigen Kriterien ausgeübt wurde, eine 
inhaltliche Frage materiell-rechtlicher Natur ist und keine verfahrensrechtliche. Daher 
liegt in einer inhaltlich unrichtigen Ermessensentscheidung, die unter korrekter 
Anwendung der Verfahrensvorschriften des EPÜ ergangen ist, kein 
Verfahrensmangel im Sinne der R. 103 (1) a) EPÜ.  

https://www.epo.org/en/legal/case-law/2022/clr_v_a_11_6.html
https://www.epo.org/en/legal/case-law/2022/clr_iv_c_4_1.html
https://www.epo.org/en/legal/case-law/2022/clr_iv_c_4_5_2.html
https://www.epo.org/en/legal/case-law/2022/clr_iv_c_4_5_3.html
https://www.epo.org/de/boards-of-appeal/decisions/t200641du1


22 

Abstracts of decisions Issue 3 I 2024  Back to TOC  

Der Kammer zufolge wurde eine Verletzung der Verfahrensvorschriften des EPÜ im 
Zusammenhang mit dieser Ermessensentscheidung von der Beschwerdeführerin 
nicht geltend gemacht und sei auch für die Kammer nicht ersichtlich. Aus der 
Zulassung der E6 in das Einspruchsverfahren ergab sich nach Ansicht der Kammer 
folglich kein wesentlicher Verfahrensmangel. 

Die E4 wurde von der Einspruchsabteilung mit Verweis auf den 
Amtsermittlungsgrundsatz gemäß Art. 114 (1) EPÜ von Amts wegen in das 
Einspruchsverfahren eingeführt. Diesbezüglich argumentierte die 
Beschwerdeführerin, die Einspruchsabteilung habe "ihr Ermessen gemäß Art. 114 
EPÜ unter Nichtbeachtung der richtigen Kriterien ausgeübt und damit ihr 
eingeräumtes Ermessen überschritten". Ein gravierender Verfahrensfehler liege 
insbesondere darin, dass die Einspruchsabteilung die Bewertung der prima facie 
Relevanz der E4 auf eine fehlerhafte Beurteilung ihres Offenbarungsgehalts gestützt 
und daher ihr Ermessen überschritten habe. 

Die Kammer rief in Erinnerung, dass die Einspruchsabteilung unter den in G 9/91 
dargelegten Voraussetzungen die Befugnis hat einen neuen, von der 
Einsprechenden nicht geltend gemachten Einspruchsgrund vorzubringen. Dies gelte 
erst recht für neue Tatsachen, Beweismittel und Einwände bzw. Angriffslinien, die 
innerhalb eines bereits geltend gemachten Einspruchsgrunds vorgebracht werden. 
Derartiges neues Vorbringen sei jedenfalls dann möglich, wenn prima facie triftige 
Gründe dafür sprechen, dass es relevant sei und der Aufrechterhaltung des Patents 
ganz oder teilweise entgegenstehen würde (siehe T 1002/92). 

Die Kammer hob hervor, dass die Einführung eines neuen Dokuments durch die 
Einspruchsabteilung daher grundsätzlich keinen Verfahrensmangel darstellen könne. 
Dies gelte zumindest dann, wenn das Kriterium der "prima facie Relevanz" dieser 
Einführung zugrunde liegt, wie dies auch für E4 der Fall war. Ob die Bewertung der 
prima facie Relevanz der E4 im Ergebnis auf eine fehlerhafte Beurteilung ihres 
Offenbarungsgehalts gestützt wurde, sei aus verfahrensrechtlicher Sicht unerheblich. 
Aus der Einführung der E4 durch die Einspruchsabteilung in das Verfahren ergebe 
sich also ebenfalls kein wesentlicher Verfahrensmangel, da die zu beachtenden 
verfahrensrechtlichen Grundsätze (insb. die Gewährung rechtlichen Gehörs) 
eingehalten wurden.  

Auch ein Hinweis der Einspruchsabteilung auf das Zulassungskriterium der 
Konvergenz stellte nach Ansicht der Kammer keinen Verstoß gegen die Grundsätze 
der Gleichbehandlung und des fairen Verfahrens dar. 

Demnach stellte die Kammer im Hinblick auf die von der Beschwerdeführerin 
vorgebrachten Punkte keinen wesentlichen Verfahrensmangel im Sinne der 
R. 103 (1) a) EPÜ fest. Daher wurde der Antrag auf Rückzahlung der 
Beschwerdegebühr zurückgewiesen. 

036-03-24 
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12. Rule 139 EPC | T 1515/20 | Board 3.3.04 

Article: Rule 139 EPC 
Case Number: T 1515/20 
Board: 3.3.04 
Date of decision: 2023.09.21 
Language of the proceedings: EN 
Internal distribution code: D 
Inter partes/ex parte: Ex parte 
EPC Articles: Article 123(2) EPC 
EPC Rules: Rule 139 EPC 
RPBA:  
Other legal provisions:  
Keywords: correction of error in document (no) – error in 

description, claims or drawings – immediately 
evident that nothing else could have been 
intended (no) – added subject-matter (yes)  

Cited decisions: G 0003/89, G 0011/91 
Case Law Book: II.E.4.1., II.E.4.2., II.E.5., 10th edition 

 

In T 1515/20 the board noted that in opinion G 3/89 and decision G 11/91, the 
Enlarged Board had held that corrections under R. 88, second sentence, EPC 1973 
(now R. 139, second sentence, EPC) were special cases of an amendment within the 
meaning of Art. 123 EPC and fell under the prohibition of extension laid down in this 
provision. The board referred to the established case law according to which, in the 
case of a proposed amendment under Art. 123(2) EPC or a correction under 
R. 139 EPC, the factual disclosure of the patent application as filed had to be 
established to the standard of certainty "beyond reasonable doubt". 

The board explained that, based on the above opinion and decision of the Enlarged 
Board, the boards applied a two-step approach when a correction in the description, 
the claims or the drawings was requested under R. 139, second sentence, EPC. For 
a correction to be allowable, both of the following had to be established: 

(i) it had to be obvious that the application as filed contained such an obvious error 
that a skilled person was in no doubt that this information was not correct and could 
not be meant to read as such. Accordingly, it had to be obvious that an error was 
present and had to be objectively recognisable by the skilled person using common 
general knowledge; and 

https://www.epo.org/en/legal/case-law/2022/clr_ii_e_4_1.html
https://www.epo.org/en/legal/case-law/2022/clr_ii_e_4_2.html
https://www.epo.org/en/legal/case-law/2022/clr_ii_e_5.html
https://www.epo.org/en/boards-of-appeal/decisions/t201515eu1
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(ii) the skilled person using common general knowledge would directly and 
unequivocally have ascertained the precise proposed correction. The correction of 
the error should be obvious in the sense that it was immediately evident that nothing 
else would have been intended than what was offered as the correction. 

In the case in hand, according to the appellant, the skilled person would have 
immediately recognised that defining the antibody as comprising a light chain 
variable region consisting of SEQ ID NO: 4 constituted an error. 

The board was not convinced by the appellant's arguments that criterion i) of the two-
step approach was met. First, the board saw no arguments as to why the skilled 
person, when confronted with the statement "a light chain variable region consisting 
of SEQ ID NO: 4" as such in the disclosure of the application, would prima facie be 
alerted and consequently prompted to consider and analyse the corresponding 
sequence depicted on page 44 with a view to determining the presence of particular 
functional parts/compounds in the unannotated amino acid sequence, in this case an 
ER signal sequence. 

Second, even when inspecting the sequence of SEQ ID NO: 4 and noting a starting 
methionine residue followed by a stretch of mainly hydrophobic amino acids (which 
was in fact 25 amino acids long and also included the amino acids at 
positions 23, 24 and 25) and the slightly above average light chain length for a 
mature antibody, the skilled person would not, as the appellant alleged, immediately 
have recognised that the depicted sequence of SEQ ID NO: 4 constituted an error 
because it included a signal peptide, but instead could, at best, be led to doubt that 
the depicted sequence was the sequence it purported to represent. This state of 
doubt however, did not equate with the requirement that the skilled person have no 
doubt that the depicted sequence was an error and could not be intended to read as 
such. The request for correction was thus rejected. 

037-03-24 
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13. Article 15(5) RPBA | T 0196/22 | Board 3.2.04 

Article: Article 15(5) RPBA 2020 
Case Number: T 0196/22 
Board: 3.2.04 
Date of decision: 2024.01.12 
Language of the proceedings: EN 
Internal distribution code: C 
Inter partes/ex parte: Inter partes 
EPC Articles: Articles 112(1)(a), 113, 116 EPC 
EPC Rules: 

 

RPBA: Article 15(5) RPBA 2020 
Other legal provisions:  
Keywords: oral proceedings before board of appeal – right to 

be heard – re-opening of the debate (no) – 
referral to the Enlarged Board (no) 

Cited decisions: 
 

Case Law Book: III.C.7.9., V.B.2.3.1, 10th edition 
 

In T 196/22 the respondent (patent proprietor) requested to be given time to 
formulate two questions that should be referred to the Enlarged Board, the first 
relating to the interpretation of synergy and the second to the standard for not 
admitting auxiliary requests into the proceedings (here: 11a, 12, 12a or 14a). While 
the respondent acknowledged that the discussion on these points had been closed 
and that the board had announced its conclusions with regard to synergy and had 
taken the decision not to admit the above auxiliary requests into the proceedings, 
they argued that the necessity of a referral lay in the board's conclusions, which 
could only be known once the board had reached them.  
 
The board recalled that during the discussions on the above two points, the 
respondent had neither explicitly requested a referral, nor argued that these issues 
were of fundamental importance or that the board when coming to a certain 
conclusion would be deviating from previous case law. Furthermore, since the 
board's communication expressing its provisional opinion had mentioned both the 
question of synergy and the question of problems with late-filed requests, the 
representative had not been confronted with new issues that might have taken him 
by surprise. 
 
The board took the view that it should not give a party time to formulate questions for 
a potential referral with regard to points that had already been discussed and 
decided, for the following reasons. 

https://www.epo.org/en/legal/case-law/2022/clr_iii_c_7_9.html
https://www.epo.org/en/legal/case-law/2022/clr_v_b_2_3_1.html
https://www.epo.org/en/boards-of-appeal/decisions/t220196eu1
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Oral proceedings were meant to put the deciding body, in this case the board, in a 
position to decide on the issues in dispute. The board explained that in order to do 
so, the procedure was structured into different stages, and once a certain stage had 
been concluded, a party may no longer be able or allowed to undertake certain 
procedural acts. Once an issue had been discussed in oral proceedings, the board 
closed the debate on this issue, deliberated thereupon and announced its 
conclusions. The board was unlikely to reopen the discussion once the parties had 
been properly heard and the board felt in a position to form an opinion. 
 
According to the board, the respondent's request for time in order to formulate 
questions to the Enlarged Board could have had, in the case at issue, no other 
purpose but to reopen a debate that had already been concluded. As the board had 
already reached its conclusions, a reopening of the discussion was at the discretion 
of the board, and the board decided that no such reopening had been opportune or 
necessary. 
 
As to the respondent’s argument that the point they wanted to make with the referral 
had only become pertinent once the board had reached its conclusions, the board 
found that reopening the discussion on any issue relevant to the decision was subject 
to the procedural avenues that were available. With regard to a decision rendered by 
the boards of appeal, the only judicial remedy was a petition for review, as had been 
pointed out to the respondent during the oral proceedings. In addition, the board held 
that if the respondent was correct in its argumentation, parties to an oral hearing 
would be entitled to request a referral to the Enlarged Board every time the board 
reached an adverse conclusion. Should a party to proceedings before the boards of 
appeal be convinced that certain questions merit the attention of the Enlarged Board, 
this argument should be made before or during the discussion on this question, but 
certainly not afterwards. 
 
The board concluded that, for these reasons, it was within its discretion to refuse a 
request by a party for time to formulate questions to the Enlarged Board, the only 
purpose for which could be to reopen a debate that had already been closed and 
upon which the board had relied to reach its conclusions. 
 

038-03-24 
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