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Consultation on Substantive Patent Law Harmonization Issues 

What we heard 

 
This document provides a summary of the questionnaire responses and one written submission received 
during the consultation titled,  “Consultation on substantive patent law harmonization issues” held from 
July 4 to August 12, 2022. The consultation solicited views on ideas for harmonization of the grace 
period, prior user rights and the approach to conflicting applications that were developed by private 
industry groups and professional IP associations. Over the past several years, AIPPI (International 
Association for the Protection of Intellectual Property) and FICPI (International Federation of Intellectual 
Property Attorneys) have drafted various position papers on these topics. In 2021, the Industry Trilateral 
(IT3), a group comprised of industry and IP representatives from the US, European Union and Japan, 
authorized the publication of their Draft Industry Trilateral Elements Paper dated September 7, 2020 
which contains options for harmonization on these topics. In this consultation the work from each of 
these groups is referred to as their “package”. 

 

Questionnaire Respondents 

During the consultation period, CIPO received 41 complete or partial responses to the consultation 
questionnaire. The majority of the respondents who completed the consultation were patent agents, 
lawyers and law firms, or a combination thereof. The respondents to the questionnaire also included 
those that self-identified as corporations, individual inventors, small and medium-sized enterprises, 
university or research institutions and industry groups, or a combination thereof (see Figure 1). 

 

 

Figure 1 – - Status(es) and affiliation(s) of respondents – respondents were directed to “check all that apply” 
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The Importance of Harmonization 

A majority of respondents (32 of 41 respondents, or 74%) appeared to support the concept of 
substantive patent law harmonization (see Figure 2). Few (1 of 41 respondents, or 4.6%) respondents 
indicated that harmonization was not important. The reasons cited for supporting harmonization were 
that it would provide clarity of the law, decrease the need for litigation, reduce costs, strengthen trade, 
improve overall efficiency and enable common prosecution strategies. The reasons cited for opposing 
harmonization were that it distracted from national priorities, and conceded elements that currently 
benefited Canadians. Remaining in-step with trading partners and retaining flexibilities for applicants 
were considerations identified by respondents.  

 

 

Figure 2 – How important is harmonization? 

 

 

Key Elements to be Reformed/Harmonized 

About half of the respondents (22 of 41, or 51%) identified grace period as a key aspect of 
harmonization. Conflicting applications (15 or 41 respondents, or 35%) and prior user rights (14 of 41 
respondents, or 32%) were also indicated as being important aspects of harmonization (see Figure 3). 
Obviousness-type double patenting / divisional applications / terminal disclaimers and examination 
criteria were also identified as key aspects of harmonization that Canada should explore.  
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Figure 3 - Key elements to be reformed / harmonized – respondents were directed to “check all that apply” 

   

 

Grace Period  

Forty-one respondents indicated that they were either for or against a grace period, in principle.  The 
majority (85.4%, or 35 of 41) of respondents to this question were in favour of a grace period and 
supported a one year grace period (see Figure 4). Of the respondents that were not in favour of a grace 
period (14.6% (6 of 41 respondents)), issues relating to freedom to operate and an increased 
opportunity for unethical practices by applicants were cited as reasons. There were no examples of 
unethical practices provided.  

Of the respondents that were in favour of a grace period, thirty respondents provided further 
information.  Of these thirty respondents, 76.7% (23 of 30 respondents) supported covering pre-filing 
disclosures made for any reason, including international disclosures, while 16.7% (5 of 30 respondents) 
supported a grace period regardless of its definition (see Table 1). There was a slight preference for a 
one year grace period-keyed to the priority date over filing date, noting the differences between the 
Canadian and US patent systems. Some respondents identified that less sophisticated inventors could be 
disadvantaged by differing disclosure requirements outside of Canada, where harmonization could 
provide some clarity. Only 3.3% (1 of 30 respondents) indicated support for a statement requirement for 
listing pre-filing disclosures, and 13.3% (4 of 30 respondents) indicated support for extending prior user 
rights in relation to use of the grace period. Overall, respondents expressed a desire to keep the grace 
period requirement in Canada simple so it is clear to understand.  

0 5 10 15 20 25

Grace Periods

Conflicting applications

Prior user rights

Other

No issues

Do not know / do not wish to answer

Key elements to be reformed/harmonized



Canada  2022-11-10
   

4 
 

 

Figure 4 – Support for a grace period, in principle 

 

 

Opinion % Support 

I support a grace period regardless of its definition 16.7% (5) 

A grace period should also cover pre-filing disclosures 
resulting from breach of confidence or theft of 
information confidence or theft of information 

76.7% (23) 

A grace period should also cover pre-filing disclosures 
made for any reason, including intentional disclosures 

76.7% (23) 

A grace period should also cover re-disclosure by third 
parties of information in the pre-filing disclosure 

53.3% (16) 

I support a grace period, but only if an applicant is 
required to file a statement of all pre-filing disclosures 

3.3% (1) 

I support a grace period, but only if prior user rights are 
available for anyone who begins using an invention 
prior to the filing date/priority date 

13.3% (4) 

I support a grace period, but only if the grace period is 
itself internationally harmonised 

10% (3) 

 
Table 1 - Indication of support for varying features of a grace period – respondents were directed to “check all that apply” 
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Support for the Packages 

Thirty-one respondents indicated their level of support for each of the IT3 elements paper, FICPI 
proposal, and AIPPI Resolution papers in general (see Figure 5). 

Overall, support was generally expressed for the idea of patent law harmonization but no individual 
package was preferred. More than 50% of respondents indicated they did not know which package they 
would support or oppose and about 20% indicated neutrality. There was no express opposition to the 
AIPPI (International Association for the Protection of Intellectual Property) and FICPI (International 
Federation of Intellectual Property Attorneys) proposals. Nearly 10% (3 of 31 respondents) somewhat 
opposed or strongly opposed the IT3 Elements paper. For those respondents that indicated support for 
a package, comparable levels of support for each of the packages were expressed, with somewhat less 
support for the IT3 package.  

 

 

  

Figure 4 - Support for the overall packages proposed by IT3, FICPI and AIPPI 

 

There was slightly more support for the AIPPI proposal on the grace period, which proposal appears to 
support a twelve-month grace period calculated from the earliest filing or priority date that would not 
extend to third party disclosures derived from the applicant, placing the burden on proof on the party 
claiming the benefit of the grace period. Although the FICPI proposal closely aligns with the AIPPI 
proposal it received slightly less support. The IT3 proposal which supported PCT applications becoming 
secret prior art regardless of entry into national phase and supported anti-self collision was less 
favoured by respondents. 
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In respect of prior-user rights, about 65% of respondents expressed they were neutral or didn’t know if 
they supported the ideas in the packages. In respect of conflicting applications, about 70% of 
respondents expressed they were neutral or didn’t know if they supported the ideas in the packages. 

Some respondents expressed their position that Canada should adopt more applicant-friendly double-
patenting laws and allow for the use of terminal disclaimers for an applicant having two conflicting 
applications.  

 

Miscellaneous – National Priorities  

Some respondents communicated a sentiment that other elements of the Canadian patent system were 
more important to investigate than international patent law harmonization. These elements included: 
double patenting; increased costs associated with excess claim fees without safe-harbour for divisional 
applications; statutory subject-matter; and the complexity of the Canadian patent system compared to 
international counterparts.  

 

Written Submission 

One written submission was received in the consultation from the Intellectual Property Institute of 
Canada (IPIC). IPIC is the professional association of patent agents, trademark agents and lawyers 
practicing in all areas of intellectual property law. This submission is available on the consultation 
website of the Canadian Intellectual Property Office and is summarized as follows.  

In general, IPIC favour flexibility regarding grace periods. They support a twelve-month grace period and 
oppose a shorter duration. They believe the calculation of the grace period should begin from either 
filing date or priority date, whichever is earlier. IPIC does not support ideas that restrict grace periods by 
type of prior disclosure. IPIC does not support a statement or declaration requirement of pre-filing 
disclosures for obtaining a grace period and does not support accelerated publication due to use of the 
grace period. Since there is no support for a statement or declaration there is also no support for the 
concept of a defence for intervening users developed by the IT3. 

IPIC supports prior user rights for clearly defined activities, as well as a requirement that the prior user 
act in good faith. IPIC is not in a position to support or recommend any changes from the status quo in 
Canada.  

With respect to conflicting applications, IPIC supports the current standard of novelty only, consistent 
with the proposals by FICPI and AIPPI. IPIC does not support IT3’s proposal to consider common general 
knowledge/obviousness for the “distance” between conflicting applications. IPIC supports limiting anti-
double patenting to novelty-type double-patenting only (claims having identical scope), consistent with 
the proposals by IT3 and FICPI. 

Finally, IPIC re-iterated its long-standing concern with Canada’s strict double-patenting laws and practice 
and recommended aligning with foreign jurisdictions to the effect of including implementing terminal 
disclaimers in Canada.  

 


