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Summary of the replies 
 

Admissibility of the referral 

The referral is admissible as the question raised is of general interest and potentially 
might have an influence in lots of cases.  

 

Preliminary comment 

The decision of the EBA should not be limited to the application of Art 69(1) EPC and 
of Art 1 of the Protocol on Interpretation to Art 52-57, but also apply to  
in all circumstances in which the notion of directly and unambiguously derivable, 
taking into account common general knowledge” plays a role. This important in view 
of Art 123(2), validity of the priority, divisional applications, and evaluation of the prior 
art. . 

Any reply to the questions should be such that the notion of “directly and 
unambiguously derivable, taking into consideration common general knowledge”, as 
set up in a series of decisions of the EBA, cf. G 2/98, G 1/05 and G 1/06, G 1/03,  
G 2/03, G 1/16 as well as G 2/10, should not be endangered or jeopardised.   

 

Question 1 NO 

Article 69 (1), second sentence EPC and Article 1 of the Protocol on the 
Interpretation of Article 69 EPC  shall not to be applied on the interpretation of 
patent claims when assessing the patentability of an invention under Articles 
52 to 57 EPC in procedures before the EPO. 

Although it would be ideal to have the same way of interpreting claims in 
validity and in infringement, it should not be forgotten that the setting up of the 
EPC introduced a clear dichotomy between granting of a European patent and 
using the granted European patent in case of infringement.  

National courts, have interpreted the claims according to Art 1 of the Protocol 
and this has led to a different appreciation of the scope of protection when it 
came to infringement. This should continue and applies mutatis mutandis to 
the UPC.   

The EPO has no competence in interpreting the scope of protection besides 
when applying Art 123(3) in opposition.  

In case of a claim or counterclaim for nullity, national courts and the UPC 
should interpret the claims as they see fit.   
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Question 2   

Question 2 should be subdivided in two sub-questions 

Sub-question 2a  

May the description and figures be generally consulted when interpreting the claims 
to assess patentability?  

In view of the reply to question 1 the answer to this sub-question is NO. 

Sub-question 2b 

May the description and figures be consulted when interpreting the claims to assess 
patentability only if the person skilled in the art finds a claim to be unclear or 
ambiguous when read in isolation? 

Only in such a situation description and figures should be consulted to assess 
patentability, whereby two situations have to be distinguished:. 

- pre-grant, i.e. examination, and  
- post-grant, i.e. opposition,  

In the pre-grant situation, the description should only be consulted in order to verify 
clarity and support of the claims. in view of the primacy of the claims, and the fact 
that the claims ought to be clear at the end of the examination, there is no direct 
need to assess the patentability of the claims on the basis of the description.  

In view of the cut-off for clarity induced by the grant, the description and figures may 
be consulted in opposition on the condition that the scope of protection of the 
amended claims is not enlarged.  

A more restrictive feature from the description can be introduced in the claims. A 
broader feature from the description cannot be introduced in the claims as the 
proprietor has approved the text in which the patent has been granted, as it would on 
top increase the scope of protection, cf. Art 123(3) EPC.  

Question 3  YES, but with a reservation 

In view of the primacy of the claims, a definition or similar information on a 
term used in the claims which is explicitly given in the description should be 
disregarded when interpreting the claims to assess patentability.  

In view of the primacy of the claims, the description should, in principle  not be 
used as a dictionary for the claims in procedures before the EPO.   

The valid conditions are those expressed in the reply of Question II, whereby a 
distinction is to be made between pre- and post-grant situations.    
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I. Admissibility of the referral 
 

The referring board has shown that the case law relating to the application of  
Art 69(1) EPC and Art 1 of the Protocol on interpretation is clearly diverging.  

It is thus necessary to ensure the uniform application of the law. 

Furthermore, the diverging case law demonstrates that an important point of law of 
fundamental importance has arisen.  

The admissibility of the referral is therefore plainly manifest and cannot reasonably 
be challenged.  

 

I.1 The situation created by T 56/21 

There is a further reason for admitting the referral. In T 56/21, contrary to what it had 
announced to the applicant, the board did not refer any question to the EBA about 
the adaptation of the description.  

The board nevertheless held that “Art 69(1) EPC and the Protocol can also not be 
considered to provide, a general methodology for claim construction in grant 
proceedings. Applying the guidance of the Protocol in grant proceedings would 
amount to putting the cart before the horse. Indeed, the purpose of the grant 
proceedings is to arrive at an allowable definition in one or more claims of the matter 
for which protection is sought, rather than to establish before grant what the 
appropriate protection derived from such wording might be. Moreover, relying on the 
description to "interpret" the features in the claims before assessing their compliance 
with the requirements for patentability of the EPC would serve a different purpose 
than in the context of Article 69(1) EPC and would also have implications for the 
relationship between the claims and the description.” 

In its decision, the board made clear in T 56/21, cf. inter alia Reasons 34 and 35, that 
Art 69(1) EPC and Art 1 of the protocol should not be used when interpreting the 
claims in view to assess their validity. 

This is a position which is clearly at odds with the suggestion of the referring board in 
T 439/22, Reasons 6.2.3 and 6.2.5, see below. 

 

  

https://www.epo.org/en/boards-of-appeal/decisions/t210056eu1
https://www.epo.org/en/boards-of-appeal/decisions/t220439eu1
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II. Art 69 EPC and the Protocol on interpretation 
 

II.1. The purpose of Art 69(1) EPC 

Art 69 EPC defines the extent of protection conferred by a European patent or a 
European patent application 

(1) The extent of the protection conferred by a European patent or a European 
patent application shall be determined by the claims. Nevertheless, the 
description and drawings shall be used to interpret the claims. 

 
(2) For the period up to grant of the European patent, the extent of the protection 

conferred by the European patent application shall be determined by the 
claims contained in the application as published. However, the European 
patent as granted or as amended in opposition, limitation or revocation 
proceedings shall determine retroactively the protection conferred by the 
application, in so far as such protection is not thereby extended. 

Art 69(1) EPC, first sentence, states: "The extent of the protection conferred ...... 
shall be determined by the claims". 

Art 69(1) EPC, second sentence states: "the description and drawings shall be used 
to interpret the claims".  

As a whole, Art 69(1) EPC insists upon the primacy of the claims. This fact will be 
determining for the answers to be given to the questions referred.  

 

II.2  Art 69(1) EPC and the validity of the patent 

Art 69(1) EPC does not state that the validity of the claim has to be assessed taking 
into account the description. 

This is why some boards, see the referring decision, have considered that when a 
claim is clear and/or technically sound, there is no need to take into account the 
description and drawings. 

Other boards, see the referring decision, have said that the description cannot be 
used to give a feature in a claim a more limited interpretation than that resulting from 
the plain meaning of the feature of the claim. 

Another series of boards, see the referring decision,  consider that taking into 
account the description and drawings might be necessary if features of claims are 
ambiguous. In case of an ambiguous feature, the broadest interpretation possible is 
then to be used. In this case, the description and drawings cannot be used to give an 
ambiguous feature a narrow interpretation. 

A systematic interpretation of the claim according to Art 69 EPC and Art 1 of the 
Protocol, as it is done for instance in German procedures, [the well-know 
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“Auslegung”] before any decision on infringement or validity is issued, is not required 
by the EPC.  

If the legislator had, in general, wanted a systematic interpretation of the claims 
taking into account description and drawings during procedures before the EPO, it 
would not have limited taking into account description and drawings to the 
assessment of scope of protection. No other Article or Implementing Rule of the EPC, 
besides Art 69 EPC and Art 123(3) EPC, deal with assessing the scope of protection.  

Assessing the scope of protection and the validity of the patent are two different 
tasks. Ideally they are decided by one and the same instance, but the setting up of 
the EPC has introduced a clear difference between the two tasks, see below here.  

Assessing the scope of protection is primarily a task to be carried by a court having to 
decide upon infringement, not by the EPO as granting authority.   
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III. The origin of Art 69  
In order to correctly asses Art 69 EPC and the Protocol on interpretation of Art 69 will 
be analysed not only according to Art 31(1) of the Vienna Convention on the Law of 
Treaties of 1969 (VCLT) but also taking into account Art 32 VCLT by having recourse 
to supplementary means of interpretation, in the present case the preparatory work of 
the EPC and the circumstances of its conclusion.  

 

III.1 The various drafts for a Community/Union Patent system and the signature 
of the EPC 

It is often forgotten that the EPC is a follow-up to the four drafts for a European 
Patent under the umbrella of the then European Community, later the European 
Union. Those four drafts remained drafts as the then Contracting States could not 
agree on a common text.   

The upcoming of the PCT has brought some EC/EU Contracting States to worry 
about being flooded with unexamined patents. This is why, still, some EPC 
Contracting States refuse a PCT direct access. All PCT applications designating 
those Contracting States have to be processed before grant by the EPO.  

Those applications are commonly designed Euro-PCT in contrast to applications filed 
directly at the EPO, commonly designated Euro-Direct applications.  

The negotiations reopened on the basis of those four drafts and ended up in 1973 
with the EPC. Many references to those four drafts are to be found.in the “Travaux 
Préparatoires”. 

During the renewed negotiations, ending with the EPC, a compromise was achieved.  

 

III.2 The resulting compromise 

According to its fathers, the EPC is an open convention, i.e. not restricted to CE/EU 
Contracting States, but the EPO would only grant a patent after a common search 
and a common examination procedure in one of three official languages, English, 
German and French. .  

The way the patent and the corresponding post grant rights are to be exercised was 
a matter for national courts, or now the UPC, in which the granted European Patent 
will have been validated. 

We came thus from a fully integrated system, as foreseen in the four drafts, in which 
grant and the exercise of post grant rights were in the hands of a single unit, patent 
office and judicial institutions, like in any national system with examination, e.g. 
Germany, to a system in which grant and the exercise of post grant rights of the so 
granted title were separated. 
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In this situation, with a dichotomy between grant and the exercise of post grant rights 
of the patent, it was necessary to have a legal provision like Art 69(1) EPC about the 
interpretation of the claims, and hence also a Protocol on its interpretation. 

This is by itself a reason good enough not apply Art 69(1) EPC and Art 1 of the 
Protocol on interpretation in any procedure before the EPO, and especially not in 
examination.  

 

III.3 Art 8(3) of the  Convention on the Unification of Certain Points of 
Substantive Law on Patents 

It is interesting to note that Art 69(1) EPC corresponds word for word to Art 8(3) of the  
Convention on the Unification of Certain Points of Substantive Law on Patents for 
Invention, signed under the aegis of the Council of Europe in Strasbourg on 
27.11.1963.  

 

III.4 The “Travaux Préparatoires” leading to the EPC 1973  

When looking at the “Travaux Préparatoires” having led to the EPC, it is clear that it 
appeared unavoidable that different courts in different contracting states would 
interpret the claims in different ways, Cf. Art 21a and Art 90d,  

This was not a problem as long as the interpretation of the claims remained in the 
hands of separate national systems.  

With a European patent system it was thus necessary to ensure a uniform 
interpretation of the claims, In the various draft conventions, this topic could be found 
in cf. Art 20d, 21a, 67, 69, and 90d.  

 

III.4.1 The various texts leading to Art 69(1) EPC 

 

III.4.1.a Art 90d 

 
III.4.1.b Art 21 

https://www.coe.int/en/web/conventions/-/council-of-europe-convention-on-the-unification-of-certain-points-of-substantive-law-on-patents-for-invention-ets-no-047-translations
https://www.epo.org/en/legal/epc/archive/travaux
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III.4.1.c  Art 21a  
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III.4.1.d A later version of Art 21 
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III.4.1e Going from Art 21 to Art 20 
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III.4.2 The various texts leading to the Protocol on Interpretation of  
Art 69(1) EPC 

 
 



16 
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III.4.2.a Art 67 
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III.4.2.b The comments by various user groups on the then Art 67 
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III.4.2.c The emergence of the protocol of interpretation of Art 69 
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III.5. Art 69(1) EPC and Art 123(3) EPC 

That Art 69(1) EPC and Art 1 of the Protocol on interpretation are to be used when 
assessing the requirements of Art 123(3) EPC in opposition, i.e. in a post grant 
procedure is a direct consequence of the plain wording of Art 123(3) EPC.  
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This is actually the only case in which Art 69(1) EPC and Art 1 of the Protocol on 
interpretation should play a role in procedures before the EPO. 

 

III.6 The Protocol on the Interpretation of Article 69(1) EPC 

Art 1 of the Protocol on interpretation of Art 69 EPC made clear that the interpretation 
of the claims should not be as strict as the former English interpretation, but not as 
lenient as the former German interpretation. It should be somewhere in-between.  

In its Art 2, the Protocol mentions equivalents, without however defining equivalents.   

It is nevertheless manifest that interpretation of claims might be different when it 
comes to infringement, to be precise broader, than their interpretation during 
prosecution and in post grant centralised procedures like opposition and limitation. .  

If the European legislator had intended that the same interpretation applied during 
prosecution before the EPO and in case of infringement, it would have said so and 
not indirectly referred to Art 69(1) EPC when setting up Art 123(3). After an 
opposition, third parties should not be surprised by a broader scope of protection. 
Extending the scope of protection in opposition is also a ground for which a patent 
opposed and maintained in amended form can be revoked, cf. Art 138(1,d).  

 
III.7 Summary of the function of  Art 69(1) EPC and of the Protocol on 
interpretation represent 

III.7.1 Art 69(1) EPC 

Art 69(1) EPC defines that the scope of protection is determined by the claims and at 
the same time gives a rule of interpretation of the claims. This interpretation does, for 
example not depend on the file history, or from any other possible way of 
interpretation.  

Art 69(1) EPC does not prescribe that in any situation, especially not in examination 
or opposition, the claims ought to be systematically  interpreted before any decision 
on the validity of those. If an interpretation is necessary, said interpretation can only 
be made on the basis of the description and of the drawings. 

 

III.7.2 Art 1 of the Protocol of interpretation of Art 69 

Art 1 of the Protocol of interpretation of Art 69 is an interpretation is itself of Art 69 
and it has been shown that Article 1 of the Protocol results from the fear of a too 
liberal or to rigid interpretation of the claims in case of infringement.  

As the EPO is not concerned by infringement, it does not have the competence to 
interpret the claims as a national court would do in case of an infringement.  

The EPO’s duty is to grant claims which are clear, novel and inventive, and not to 
assess a possible infringement.  
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IV. The referred questions 
The following questions were referred by the Board 3.2.01 to the Enlarged Board of 
Appeal, both to ensure the uniform application of the law and because a point of law 
of fundamental importance arises: 

 

IV.1. Question 1 

Is Article 69 (1), second sentence EPC and Article 1 of the Protocol on the 
Interpretation of Article 69 EPC to be applied to the interpretation of patent claims 
when assessing the patentability of an invention under Articles 52 to 57 EPC?  

 

IV.2. Question 2 

May the description and figures be consulted when interpreting the claims to assess 
patentability and, if so, may this be done generally or only if the person skilled in the 
art finds a claim to be unclear or ambiguous when read in isolation? [ 

 

IV.3 Question 3 

May a definition or similar information on a term used in the claims which is explicitly 
given in the description be disregarded when interpreting the claims to assess 
patentability and, if so, under what conditions?  

 

IV.4  Some general considerations on the referred questions 
 
V.4.1 Some considerations relating to question 1 

 
For the referring board, in the early years case law was such that Art 69 EPC and the 
Protocol were to be applied not only when assessing Article 123(3) EPC, cf. G 2/88, 
Reasons 2.5) but also when assessing the prerequisites of patentability, such as Art 
54, cf. G 6/88, Reasons 3; T 16/87, Reasons 6. 

 
The referring board noted that over the years, a strong line of case law has 
developed that took G 2/88 as an indication that Art 69 EPC and Article 1 of the 
Protocol should, within the jurisdiction of the EPO, exclusively be applied in the realm 
of Art 123(3) EPC that refers to the patent’s scope of protection, while in the realm of 
provisions dealing with the invention, such as Art 54, 56 and 83 EPC, or with the 
patent/patent application, such as Art 123(2) EPC, these provisions should not be 
applicable. The fact that G 6/88 was issued on the same day and that the EBA did 
not make this distinction in either of these decisions seems to have been lost over the 
years. 
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The EBA, clearly regarded Art 69 EPC and the Protocol as the relevant means of 
determining the technical features of a claim, expressly both in assessing 
patentability when comparing the invention with the relevant prior art and for the 
scope of protection when determining which rights are conferred by the patent (or 
patent application). 

 
Thus, it can hardly be assumed that the EBA would have agreed with the 
development of diverging standards for assessing these two sides of the same coin, 
particularly given that the EBA always strove for consistency in its assessment of 
similar principles found across different provisions of the EPC.  
 
The board referred to e.g. “the uniform concept of disclosure” with reference to Art 
54, 87 and 123 EPC as developed in decisions G 2/98, Reasons 9; G 1/03, Reasons 
2.2.2 and G 2/10, Reasons 4.6). 
 
It I to be noted that those decisions are quite older than the decisions G 2/88, G 6/88 
and can be considered as having been replaced by the considerations expressed in 
G 2/12, see above.  
 

 
IV.2 Some considerations relating to question 2 

 
The referring board referred to numerous decisions in which either 

 
- The description and figures were taken into consideration in any case when 

construing the claim, but, as a second step, often give priority to the wording of 
the claim in case of divergence with information only found in the description 

 
- The description and figures were taken into consideration irrespective of any 

ambiguity detected, either without indicating a legal basis or in cases where the 
contentious question did not need to be decided upon, e.g. because the claim 
language was found to be ambiguous 

 
- Other decisions left the question unanswered because, even when applying Art 

69, limiting features should not be read into the claim and existing features in a 
claim should not be disregarded with reference to information given only in the 
description 

 
- Some decisions went so far as to state that the claims should essentially always 

be interpreted on their own merits, i.e. without consulting the description and 
figures at all 

 
In the case at issue, the question cannot be left open since the claim language when 
read in isolation would not be considered ambiguous by the skilled person. 
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Therefore, whether the description and figures may be consulted when construing 
patent claims to assess patentability and whether this may be done generally or only 
if there are ambiguities in the claim language must be resolved. 

 
 
IV.3 Some considerations relating to question 3 
The third point where the case law of the boards diverges is the extent to which 
definitions or similar information given in the description for certain terms may 
influence the interpretation of these terms when used in the claims. 

 
Here again the referring board quoted a series of decisions 

 
- Some decisions emphasise the autonomy of patents to define the meaning of 

terms used in patent claims and the need to read these terms in the context of 
the whole content, taking into account what is achieved by the invention. Thus, 
terms used in patent documents should be given their normal meaning in the 
relevant art unless the description gives the terms a special meaning. In that 
regard, the patent document may be its own dictionary. 

 
- Other decisions refer to the need for legal certainty in the patent system and 

remind that it is the claims that primarily determine the subject-matter of the 
invention. Thus, many decisions underline that the support of the description 
should at least not be used for restricting or modifying the subject-matter of the 
invention beyond what a skilled person would understand when reading the 
wording of the claims. The majority of decisions seem to agree on this, many of 
which apply Article 69 and its protocol. The reasoning given for this in these 
cases is based on the wording of Art69(1), first sentence and has become known 
in the recent years, as the principle of the primacy of the claims. 

 
- Some decisions postulate that the claims should always be construed on their 

own merits without taking anything from the description, including any definition 
found there, into account as a “supplementary-guidance tool” 

 
- Decisions applying the principle of ambiguities as a prerequisite for claim 

construction disregard information, including definitions, in the description if the 
claim read on its own is found to be clear. 

 
- Even where such a claim was found unclear, some decisions disregarded a 

definition or similar information found in the description if it might be used to 
restrict or modify the subject-matter of the invention beyond what a person skilled 
in the art would understand when reading the wording of the claims, for example, 
by excluding interpretations which are both reasonable and technically sensible 
within the relevant technical context. 

 
- Several decisions hold that, at a stage of the proceedings where this is still 

possible, especially during examination but also in opposition proceedings, any 
mismatch between claims and a definition or the like in the description should be 
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resolved by amending the claims since this is where the invention should be 
defined. Thus, where the definition is not included in the claim but could have 
been, it seems that these decisions would disregard it. 

 
To sum up, in any case and independent of the two other questions, the question 
whether and to what extent definitions and similar information found in the description 
may be disregarded must be answered before deciding the current case. 
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V. The limitation of the referring board’s questions  
to Art 52-57 EPC  
 

 
Although Art 123(2) is mentioned 4 times in T 439/22, the referred questions have 
been limited to the application of Arti 69 (1) EPC and Art 1 of the Protocol on 
Interpretation, when a claim has to be assessed with respect to Art 52-57 EPC. 

 
The board did not bring in Art 123(2) EPC. Some decisions do however require that 
the claims ought to be interpreted taking into account of the description and of the 
drawings under Art 69 EPC and its protocol of interpretation. .  
 
In T 1473/19, Reasons 3.15, the board found that 

- Art 69 EPC in conjunction with Article 1 of the Protocol thereto can and should 
be relied on when interpreting claims and determining the claimed subject-
matter in proceedings before the EPO, including for the purpose of assessing 
compliance with Article 123(2) EPC, cf. Reasons 3.1-3.15. 

In T 1473/19, the board however added that 

- Although Art 69(1) EPC, second sentence, requires that generally account be 
taken of the description and the drawings when interpreting a claim, the 
primacy of the claims according to Art 69(1)EPC, first sentence, limits the 
extent to which the meaning of a certain claim feature may be affected by the 
description and the drawings. Cf. Reasons 3.16-3.16.2. 

Following T 450/20, the proprietor requested in T 1473/19 the board to refer to the 
EBA a question relating to the application of Art 69 EPC when assessing novelty 
under Article 54 EPC. In T 1473/19, the board refused to refer any question to the 
EBA.  

 

V.1 The link between Art 54, 88 and 123(2) EPC  

It should not be forgotten that, as the referring Board did, that the EBA set up in 
various decisions to. “the uniform concept of disclosure” with reference to Art 54, 88 
and 123 EPC as developed in decisions G 2/98, Reasons 9; G 1/03, Reasons 2.2.2, 
G 2/03, and G 2/10, Reasons 4.6, as well as in G 1/16, Headnote.  
 
G 1/05 and G 1/06, dealing with divisional applications. Art 76(1), provides that a 
European divisional application may be filed only in respect of subject-matter which 
does not extend beyond the content of the earlier application as filed. This is 
tantamount of stating that the subject-matter of the divisional has to be derivable 
directly and unambiguously using common general knowledge from the earlier 
application as filed. .  
 
This “uniform concept of disclosure” finds its expression in the formulation  “directly 
and unambiguously derivable, using common general knowledge”, which is applied 
like an Ariadne's thread, in different situations like when assessing  

https://www.epo.org/law-practice/case-law-appeals/recent/t191473eu1.html
https://www.epo.org/en/boards-of-appeal/decisions/t200450eu1
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- novelty  under Art 54(2+3) EPC  
- identity of the invention under Art 88, when a priority is claimed under G 2/98      
- definition of the “golden standard” in G 2/10 when it comes to added subject-

matter. 
- admissibility of a disclaimer, cf. G 1/03, G 2/03 or G 1/16.   

Depending on the reply of the EBA to the referred questions, the coherent line of 
case law established under those previous decisions which all refer to what is 
“directly and unambiguously derivable, using common general knowledge” could be 
endangered or jeopardised.   

 

V.2 Correction of errors in documents filed at the EPO 

In G 3/89, OJ 1993, 117, as well as in G 11/91, OJ 1993, 125, the EBA held that, 
under R 88, second sentence, EPC1973 now R 139 EPC, a correction of the parts of 
a European patent application or of a European patent relating to the disclosure, can 
only be carried out within the limits of what a skilled person would “derive directly and 
unambiguously, using common general knowledge”, and seen objectively and relative 
to the date of filing, from the whole of these documents as filed.  

Such a correction is of a strictly declaratory nature and thus does not infringe the 
prohibition of extension under Article 123(2) EPC. 

in Reasons 7, of both decisions, the EBA added that as a result of the prohibition of 
extension under Article 123(2) EPC, documents other than the description, claims 
and drawings may only be used insofar as they are sufficient for proving the common 
general knowledge on the date of filing.  

On the other hand, documents not meeting this condition may not be used for a 
correction under Rule 88, second sentence, EPC even if they were filed together with 
the European patent application. These include, inter alia, priority documents, the 
abstract and the like.  

The clear lines of action defined in G 3/89 and in G 11/91 should not be watered 
down by allowing interpretations under Art 69(1) and Art 1 of the Protocol of 
interpretation of Art 69.  

 

V.3 Prior art represented by “interfering European applications” 

In view of the dichotomy, introduced with the separation between grant and 
infringement, it was also necessary to take care of “interfering applications”, that is, 
applications filed or validly claiming a priority before the date of filing of a later 
European application, but published on the date of filing or after said filing date.  

Under Art 54(3) EPC the effect of the prior art represented by “interfering European 
applications” has been limited. “Interfering European applications” can only be taken 
into account with respect of novelty and not for assessing inventive step.  

https://link.epo.org/web/g890003.pdf
https://link.epo.org/web/g910011.pdf
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In an integrated national granting system, each country might decide differently on 
national prior rights.  

The fact that it is the “whole content approach” which has been retained and not the 
“whole claim approach” should not interfere with the notion of “directly and 
unambiguously derivable, using common general knowledge” as discussed.   

The clear definition of the whole content of the application or of the interfering 
European application should not be watered down by allowing interpretations under 
Art 69(1) and Art 1 of the Protocol of interpretation of Art 69. It should not be forgotten 
that in its Art 2, the Protocol of interpretation includes equivalents into the scope of 
protection as defined in Art 1.  

In numerous decisions on Art 123(2),  the boards of appeal have made clear that the 
notion of “directly and unambiguously derivable, using common general knowledge” 
does not include what could be obvious to the skilled person and hence does not 
include equivalents.  

 

V.4 Minutes of OP before the EPO and interpretation of the claims 

It is established case law that it is not the function of the minutes to record 
statements which a party considers will be of use to it in any subsequent proceedings 
in national courts, for example in infringement proceedings as to the extent of 
protection conferred by the patent in suit. 

This is because such statements are not "relevant" to the decision which the Board 
has to take within the meaning of R 124(1). Such matters are within the exclusive 
jurisdiction of the national courts.  See T 319/19, T 3272/19, or T 552/18. 

It is also not the function of the minutes to record statements relating to withdrawn 
requests which can be possibly relevant in any subsequent proceedings, like national 
infringement proceedings. . See T 2545/16, whereby this decision confirms T 71/06, 
T 240/09 or T 555/01. 

Should Art 69(1) and Art 1 of the Protocol on interpretation would become 
predominant, in procedures before the EPO, then it would not be possible to refuse 
to incorporate in minutes of oral proceeding and in the decisions of the EPO 
considerations which are reserved to national courts.  

This is a further reason not to water down the present notion of “directly and 
unambiguously derivable, using common general knowledge” by first interpreting the 
claims and hence deciding on the scope of protection afforded by the claims at stake.   

 
  
V.5 Two examples which show how interpretation of the claims can vary in 
infringement 

Two examples allow to show how one and the same judicial body evolved in its 
interpretation of the claims: the “Improver” and the “Pemetrexed” case in the UK.  

https://www.epo.org/en/boards-of-appeal/decisions/t190319eu1
https://www.epo.org/en/boards-of-appeal/decisions/t193272eu2
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V.5.1.The “Improver” or “Epilady” case 

In the “Improver/Epilady” case, the patent EP 0 101 656 B1 relates to an apparatus 
for hair removal. The apparatus essentially comprises a helical spring comprising a 
plurality of adjacent windings driven by a motor, whereby the helical spring is 
positioned along an arcuate hair engaging portion. The spring when rotated grippes 
hairs between its coils and pluckes them from the skin.  

The alleged infringement replaced the spring with a rubber rod having slits in its 
surface. The question was whether the slitted rubber rod could be considered as  "a 
helical spring".  

The UK decision by Lord Hofmann can be summarized in the finding that the expert 
would have understood from the patent that the patentee meant to confine his claim 
to a "helical spring", in its primary meaning and not in a wide generic sense. For this 
last reason, the rubber rod did not infringe.  

In Germany, the rubber rod with slits was considered infringing.  

The rubber rod having slits it is surface performs the same function, but with different 
means, in order to obtain the same result as the coiled spring. Even in the absence of 
a definition of equivalents in Art 2 of the Protocol on interpretation, the coiled spring 
and the rubber rod with slits can thus be considered as being equivalent.  

The proprietor of EP0101656 B1 has only disclosed the helical spring and not the 
rubber rod with slits. He could thus not amend the description and the claims in order 
to cover the variant “rubber rod with slits”. The scope of protection might encompass 
the rubber rod with slits, but this rubber rod with slits was never envisaged by the 
applicant/proprietor.  

Amending the claims and the description in order to include the rubber rod with slits 
would be manifestly contravening Art 123(2) EPC as the rubber rod with slits cannot 
be said to have been “directly and unambiguously derivable, using common general 
knowledge,” in the originally filed documents.  

This position goes back to T 167/84, Headnote, in which it was held that equivalents 
of features originally disclosed cannot be considered as “directly and unambiguously 
derivable, using common general knowledge” from the application as filed. 
Equivalents belong to the field of inventive step. 

 

V..5.2 The pemetrexed case  

EP 1 313 508 B1 relates to a Swiss type claim about the use of pemetrexed disodium 
in the manufacture of a medicament for use in combination therapy for inhibiting 
tumour growth in mammals. The  Swiss-type claim is irrelevant in the present 
context; what matters is the main component pemetrexed disodium.  

The original disclosure went on about the combination of any antifolate with vitamin 
B12. However, the only properly documented example in the application as filed, was 

https://data.epo.org/publication-server/pdf-document?pn=0101656&ki=B1&cc=EP&pd=19861105
https://www.epo.org/en/boards-of-appeal/decisions/t840167ep1
https://data.epo.org/publication-server/pdf-document?pn=1313508&ki=B1&cc=EP&pd=20070418
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pemetrexed disodium. The examiner invited the applicant to limit its claims to 
pemetrexed disodium. In reply the applicant claimed pemetrexed in general. The 
examining division then raised an objection under Art 123(2) EPC as the only 
example was that of pemetrexed disodium. The granted claims were thus limited to 
pemetrexed disodium.  

In various European jurisdictions products containing a different salt were considered 
infringing.  

The potential infringer, Actavis, used instead of pemetrexed disodium either (a) 
pemetrexed itself i.e. the free acid, or (b) pemetrexed where the hydrogens on the 
two CO2H units had been replaced by either (i) tromethamine or (ii) potassium. The 
proprietor, Eli Lilly, contended that such a proposal would directly infringe the Patent 

In the UK, the High Court, [2015] RPC 6, held that the Actavis products neither 
directly nor indirectly infringed the Patent. The Court of Appeal, [2015] EWCA 555, 
upheld the judge’s decision on there being no direct infringement but did reverse the 
High Court with regard to indirect infringement. The case ended before the UK 
Supreme Court  

In the decision [2017] UKSC 48, the UK Supreme Court held that Actavis’s products 
directly infringe Eli Lilly’s patent,.  

In this decision the chairman of the UKSCK criticised the Examining Division for 
having raised an objection under Art 123(2) EPC against a general claim relating 
merely to pemetrexed, cf. Reasons 79.  

With due respect to the UKSC and its Chairman, it was wrong to criticise the 
Examining Division for having raised an objection under Art 123(2) EPC against this 
general claim. In view of the application as filed, the Examining Division had no other 
choice.  

It might be true that, although the acidic parent molecule could be administered in its 
free acid form, it was often necessary for various reasons, including solubility, to 
change from the free acid to the salt form. Various salts other than sodium, like 
potassium, could also be envisaged, but only the use of pemetrexed disodium was 
directly and unambiguously derivable from the original disclosure taking into account 
common general knowledge.  

By the way, the German Federal Court (BGH) came to the same conclusion, on the 
basis of Art 69(1) and Art 1 of the Protocol, as far as infringement was concerned, cf.  
X ZR 29/15. 

 

V.6 Impact on the “gold standard” according to G 2/10 

Although the referring board limited its questions to the relation between Art 69(1) 
EPC and Art 1 of the Protocol, by mentioning Art 54, the answer of the EBA will have 
a direct impact on the “golden-standard” established by the EBA and all decisions of 
the boards applying this standard.  

https://www.supremecourt.uk/cases/uksc-2015-0181.html
https://juris.bundesgerichtshof.de/cgi-bin/rechtsprechung/document.py?Gericht=bgh&Art=en&sid=5c6d2c67963030d7048e777a1f64dcbb&Seite=0&nr=75370&anz=40&pos=6
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Both examples, “Improver/Epilady” and “Pemetrexed” show that the interpretation of 
the claims during infringement can go way further than what has been “directly and 
unambiguously derivable, using common general knowledge” from the originally filed 
specification.    

Applying Art 69(1) and Art 1 of the Protocol in order to interpret the claims would 
bring an end to the coherent line of case law developed by the EBA in decisions  
G 2/98, G 1/03, G 2/03, G 1/05, G 1/06, G 1/16 and G 2/10 as well as G 3/89 or  
G 11/91. This coherent line of case law should be kept for the sake of legal certainty.  

The EPO and its Boards of Appeal have been often criticised for their though stance 
on added-matter, but, in the end, this has been to the benefit of not only the users of 
the EP system, but also for third parties.   

Any more lenient approach on added subject-matter and on the concept of “directly 
and unambiguously derivable, using common general knowledge” would make life 
difficult not only for first instance deciding bodies of the EPO, but also for non-
proprietors of European Patent Applications or Patents.  

It would lead to the EPO having to decide on possible infringement which was not 
foreseen by the legislator when the EPC was set up.  

The strict stance of the EPO in the matter of “directly and unambiguously derivable” 
has not hindered national Courts to decide upon infringement and have devised their 
own theory of equivalents.  

As far as equivalents are concerned, T 1168/22 reminded that “Firstly, equivalence of 
a claimed feature with parts of the original disclosure is not sufficient to provide for 
such a feature a direct and unambiguous disclosure according to the so-called gold 
standard” The board referred to G 2/10, reasons 4.3”.  

 

V.6.1 Scope is not content 

In T 2310/22, the board held that contrary to the opposition division claim 1 as 
granted did not infringe Art 123(2) EPC and remitted the case for further prosecution 
to the first instance.  Remittal was based on a set of claims in which granted claims 
infringing Art 123(2) were deleted.  

The original claims were all directed to a method for operating a medical system. The 
claims of the granted patent were directed to a medical system. In the Reasons, 
Point 4, the board held that scope of protection is not the same as content. A claim 
that defines a method might well, for example, set out a system in terms of all its 
essential features, while only defining a method of using, or operating, such a 
system. 

In T 426/89, the board held that a “Method of operating a pacemaker for stopping 
tachycardia” was a non-patentable medical method, then under Art 52(4) EPC 1973, 
now Art53(c).  

https://www.epo.org/en/boards-of-appeal/decisions/t221168eu1
https://www.epo.org/en/boards-of-appeal/decisions/t222310eu1
https://www.epo.org/de/boards-of-appeal/decisions/t890426du1
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The board did however allow a change of category from “Method of operating a 
pacemaker for stopping tachycardia”, to “Pacemaker” as it considered that 
the  granted claim was a actually a claim, which in functional terms referred to 
structural features of a pacemaker. 

Those two decisions allow to differentiate between the scope of protection under  
Art 123(3) EPC and Art 69(1) EPC by concentrating on the content of application as 
filed and not on the granted claims.  

Such an approach might allow to keep the notion of “directly and unambiguously 
derivable” as established by a long line of case law of the EBA shown above, without 
being spoiled by an interpretation valid in case of infringement. .  

 

V.7 Primacy of the claims  

The notion of primacy of the claims is an important notion in the EPC.  

For this reason alone, the description should not be taken as allowing either a much 
broader definition or a much more limited definition of a feature in a claim or of the 
whole claim. In view of the principle of party disposition, it is the applicant/proprietor 
which is responsible for the drafting of the claims. He has thus to bear all the 
consequences of this principle.  

Furthermore, any independent claim has to be commensurate with the contribution to 
the art and every third party should know whether it is infringing or not. Clarity of the 
granted claims is thus of utmost importance.  

In order to obtain the grant of European patent, claims have to be filed in the two 
further official languages other than the language of proceedings, cf. R 71(3) EPC.  

According to R 71a, the decision to grant the European patent is only issued if all 
fees have been paid, a translation of the claims in the two official languages of the 
European Patent Office other than the language of the proceedings has been filed. 

In view of all those requirements, the primacy of the claims in procedures before the 
EPO cannot be challenged. 

Even taking into account the requirements for translations  imposed by the 
contracting states under Art 65 EPC, national legislations have made clear that if the 
translation of the claims (and of the description) is more restricted in scope than the 
claims (and the description) in the language of proceedings, then the limited scope 
prevails.  

There as well, it is difficult not see the primacy of the claims.  

If the description implies a much more limited interpretation of the claim, this more 
limited interpretation should find its way in the claim during examination. In 
comparing the claim with the prior art, the examiner cannot read in the claim as it 
stands a more limited interpretation.   



40 
 

If the description allows a more general interpretation of the feature in a claim, the 
applicant/proprietor having defined the wording of the claim, he cannot benefit from a 
more general definition of this feature in the description when comparing the claim 
with the prior art.   

In case of infringement, the national judge is then free to use any interpretation he 
thinks fit. This cannot be requested from an examining or opposition division.  

 

V.8 The proposed interpretation rule by the referring board 

In Reasons 6.2.3 and 6.2.5 the referring board suggests not to totally disregard the 
description.    

To this effect the referring board considered that the fact that patent proprietors 
“apparently willingly refrained from including information from the description and 
drawings that give the term an alternative meaning compared to the one ordinarily 
linked to it may be taken into account” should not deprive the applicant/proprietor 
from an alternative meaning compared to the one ordinarily linked to it.  

In support of this statement, the board considers that where the information giving the 
terms in the claims the meaning as intended in the patent is not included in the 
claims even though it could have been by amendment of the claims, the share of 
prior art examined that is potentially novelty-destroying or could render an invention 
obvious is increased during examination and opposition proceedings. 

For the referring board, there is still the risk that the skilled person reading the patent 
and giving considerable weight to the claims as the place where the invention is 
defined and the extent of protection conferred by the patent is determined might 
understand the term in its ordinary meaning.  

Therefore, the referring board suggests a reversal of the order of legal examination. 
First, the meaning of a term is to be determined in the context of the claims, 
description and drawings. Second, whether this meaning is sufficiently reflected in 
the claim is double-checked. If it is found not to be sufficiently reflected in the claim, a 
broader understanding encompassing all potential understandings derivable from the 
claim wording might be indicated. 

 

V.5.1 Comments on the proposed interpretation rule by the referring board 

The way of interpretation of the claim and the change of the order of examination as 
suggested by the referring board is however not reconcilable with the principle of 
party disposition and of the primacy of the claims.  

The skilled person should, in absence of any ambiguity in the claim, take the wording 
of the claim at face value, i.e. understand the term in its ordinary meaning.  

It is only in case of an ambiguity in the claim that the ambiguous feature should be 
given its broadest interpretation possible, taking into account the definition of the 
feature in the description. 
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By allowing the applicant/proprietor to give in the description an alternative, i.e. either 
a much broader or a more limited, interpretation of an ordinary term in a claim during 
examination, it is possible to consider that the applicant/proprietor wants to conceal 
the real scope of the claim. It might well be that more prior art could become relevant,  
but this would be detrimental to the overall efficiency of the EPO.  

Why should an applicant/proprietor benefit from a broader interpretation of a claim 
during examination or opposition if he has willingly restricted the scope of protection 
of the claim by using in the latter a more restricted feature?  

In the opposite case, an applicant/proprietor might want to give in the description a 
more restricted meaning to a feature in claim which has in its wording a more general 
meaning. In  T 2548/19. the board has made clear that “According to established 
case law, for the purposes of judging novelty and inventive step, Art 69 and its 
Protocol cannot be relied on to read into a claim an implicit restrictive feature that is 
not suggested by the explicit wording of the claim”.  

What works in this direction, should as well work in the other direction. Otherwise no 
claims are needed as it was the case in France under the patent law of 1844. This 
allowed a late, well known, French litigation lawyer to say that the proprietor will 
discover his patent on the day of the infringement. This is far from any legal certainty.  

What the referring board suggests in Reasons 6.2.5  is a change of paradigm It 
suggests that first, the meaning of a term is to be determined in the context of the 
claims, description and drawings. Second, whether this meaning is sufficiently 
reflected in the claim is then double-checked.  This means that the description is to 
be taken into account irrespective of the fact of whether the claim as such is clear.   

Contrary to what the referring board claims, legal certainty would not be increased, 
but the interpretation of the claim would vary depending on the supposed 
interpretation given on the claims. It is well known that national jurisdictions might 
come to similar results, but they might have different interpretations of the claims. 
Why should in this situation one interpretation be better than another one 

 

V.5.2 The claim interpretation rule by the German Federal Court (BGH) 

The proposed reversal of the order of legal examination by first, establishing the 
meaning of a term in the context of the claims, description and drawings and only 
then secondly double-check whether this meaning is sufficiently reflected in the claim  
boils down to adopting the position of German case law.  

According to the principles set up by the German Federal Court (BGH), description 
and drawings “must always” be used for claim interpretation. Claim construction 
considering the description can however lead to a different understanding than the 
wording of the claim (BGH - Spannschraube). It can even in extreme cases lead to 
the wording of the claim being turned into its opposite (BGH - Rotorelemente).  

The EPO has lived well for over 40 years with the way the primacy of the claim has 
been considered and any change does not appear justified as it is not the role of the 
EPO to determine possible ways of infringing granted claims.  
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Should necessity arise, the EPO and its boards of appeal have developed a proper 
way to interpret claims. There is thus no reason to adopt the approach adopted by 
courts of a single member state.  

 

V.9. G/12 and the application of Art 69 EPC and of the Protocol on interpretation 

In G 2/12, OJ EPO 2016, A27, Reasons VIII.2. 6.(b), the EBA held that:   

“A distinction needs to be made between, on the one hand, the aspects of 
patentability and, on the other hand, the (protective) effects of European patents or 
patent applications. The EPC clearly provides for such a clear division, as the 
requirements for patentability are governed by Articles 52 to 57, 76, 83, 84 and 123 
EPC whereas the extent of protection and the rights conferred by European patents 
or patent applications are specified in Articles 64(2) and 69 EPC in particular.” 

G 2/12 has not been mentioned by the referring board in T 439/22 and followed  
G 2/88 and G 6/88 by a number of years. It can thus be concluded that G 2/12 
represents a more modern view of the EBA when it comes to Art 69(1) EPC and Art 1 
of the Protocol.  

  

  

https://www.epo.org/en/boards-of-appeal/decisions/g120002ex1
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VI. Proposed replies to the referred questions 
 

VI.1 No limitation of the replies to Art 52-57 EPC 

The replies should not be limited to the application of Art 69(1) EPC and of the 
Protocol on Interpretation should not be limited to Art 52-57, but also apply to Art 
123(2) EPC. 

It has been shown above here that the application of Art 69(1) EPC and of Art 1 of 
the Protocol on Interpretation could have a negative impact on the established line of 
case law relating to what is to be understood under is “directly and unambiguously 
derivable, using common general knowledge”.  

 

VI.2 Question 1 

Is Article 69 (1), second sentence EPC and Article 1 of the Protocol on the 
Interpretation of Article 69 EPC applied systematically in procedures before the EPO? 

In view of the above considerations the answer should be NO.  

If the claims would be interpreted under Art 69(1) EPC and Art 1 of the Protocol, the 
EPO and its Boards of Appeal would also take over the prerogatives of national (or 
regional Courts) having to assess infringement. This possibility was not foreseen by 
the legislator when the EPC was set up..   

Applying Art 69 (1), and Art 1 of the Protocol should be limited to assessing the 
conformity of amendments of the claims in opposition under Art 123(3). 

Before applying Art 123(3) EPC, the claims should be first assessed with respect of 
Art 123(2). Any interpretation of the claims under Art 69 (1), and Art 1 of the Protocol, 
so a to include possible interpretations leading to infringement of the claims could in 
any case not be exhaustive, and could even be held as being biased.  

In view of the clear stance taken by the EBA in decisions G 2/98, G 1/03 and G 2/10, 
G 1/16, as well as G 3/89 and G 11/91 or G 2/12, any interpretation of the claims 
under Art 69 (1) and Art 1 of the Protocol, would be detrimental to the legal certainty 
resulting from the clear notion of “directly and unambiguously disclosed, using 
common general knowledge”.  

 

VI.3 Question 2 

May the description and figures be generally consulted when interpreting the claims 
to assess patentability?  

Question 2 can be divided in two sub-questions 
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VI.3.1 Sub-question 2.1  

May the description and figures be generally consulted when interpreting the claims 
to assess patentability?  

In view of the reply to question 1 the answer to this sub-question is NO. 

 

VI.3.2 Sub-question 2.2  

May the description and figures be consulted when interpreting the claims to assess 
patentability only if the person skilled in the art finds a claim to be unclear or 
ambiguous when read in isolation?  

This question has to answered differently depending on the state of the procedure, in 
other words in pre-grant or post grant procedure.  

 

VII.3.2.a Pre-grant  

.At the end of the examination procedure a patent can only be granted if all the 
requirements of the EPC are fulfilled.  

This implies that not only the subject-matter of the claim has to be, inter alia, novel, 
inventive, does not comprise added-subject-matter but it also has to be clear.  

A further requirement is that the claims ought to be supported by the description. This 
topic will not be discussed here.  

As long as an Examining Division considers that some features of a claim are 
unclear, this ought to be objected before grant.  

Any amendment to the claim can only be based on what is “directly and 
unambiguously derivable, using common general knowledge” by the skilled person 
from the originally filed documents.  

Provided an unclear feature can be replaced by an originally disclosed feature, the 
amendment can and has to be carried out. 

If a claim lacks clarity due the absence of essential features, an amendment including 
the essential features is allowable within the limits of what has been “directly and 
unambiguously derivable, using common general knowledge” in the original 
disclosure.  

If in examination, an unclear feature in a claim cannot be amended by features 
“directly and unambiguously derivable, using common general knowledge”, the 
application has to be refused.  

There is thus no reason during examination to consult the description and figures be 
when interpreting the claims to assess patentability. 

  

VII.3.2.b Post-grant, opposition and limitation 
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What is said for opposition applies mutatis mutandis for limitation under  
Art 105a EPC 

.  

VII.3.2.b.1 Scope of protection 

Following an opposition, according to Art 123(3) the scope of protection cannot be 
enlarged.  

In this situation a reference to Art 69(1) and its Protocol on interpretation appears 
necessary.  

However, any interpretation under Art 69(1) and its Protocol on interpretation shall not 
lead to an amendment or an interpretation going further than what has been claimed 
at grant. 

As the scope of protection cannot be enlarged, any interpretation of a claim based on 
the description and the drawings allowing to give a broader meaning to an unclear 
feature, is not allowable as it would increase the scope of protection than that of the 
granted claim.  

This means that a feature from the description limiting the meaning of an unclear 
feature can be read into the granted claim, as it does not enlarge the scope of 
protection.  

In view of Art 123(3) and the primacy of the claims, a broader feature cannot be read 
in the claim as this would enlarge the scope of protection.  

 

VII.3.2.b.2 Clarity 

Lack of clarity is not a ground of opposition under Art 100 EPC.  

The granting of a patent creates a cut-off point in terms of clarity. According to  
G 3/14, OJ 2015, A102, the claims of a patent may be examined for compliance with 
the requirements of Article 84 EPC only when, and then only to the extent that, the 
amendment introduces non-compliance with Article 84 EPC. 

It can well happen, that a lack of clarity has escaped examination and an unclear 
feature has remained in a granted claim.   

In such a situation, the question arises whether the description and the drawings can 
be used in order to interpret the claims.  

As explained above here, a lack of clarity cannot lead to an enlarged scope of 
protection with respect to the granted claim. It can at best allow a more limited scope 
of protection in view of the description.  

It can in no case allow introduction in the description and in the claims of equivalents, 
which could possibly fall under a broad interpretation of the claims   
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VI.3.3 Conclusion for question 2  

The second sentence of Art 69(1) “ the description and drawings shall be used to 
interpret the claims” should be interpreted as follows: “ should the necessity arise, the 
description and drawings shall be used to interpret the claims”.  

The present formulation respects the primacy of the claims and excludes any 
systematic interpretation of the claims before any decision of the EPO in matters of 
validity, be it in first instance or in appeal.  

One example of necessity could be a lack of clarity in appeal after opposition, as in 
appeal the granted claims cannot be checked as to their clarity under G 3/14.  

The interpretation should however not mean that the notion of “directly and 
unambiguously derivable, using common general knowledge” is to be ignored.  

 

VI.4 Question 3 

 May a definition or similar information on a term used in the claims which is explicitly 
given in the description be disregarded when interpreting the claims to assess 
patentability and, if so, under what conditions?  

 

VI.4.1 What is to be understood under “definition or similar information on a 
term used in the claims” 

The question should actually read “ definition or similar information OF a term used in 
the claims” 

 

VII.4.1.a The description is a dictionary for the claims 

One possibility is to use the description as a dictionary for features of the claims.  

Using the description as a dictionary for the claims is problematic as it conceals in the 
description a definition of a feature of the claims. Any feature in an claim, and 
especially in an independent claim, is to be considered as an essential feature.  

Such a definition could be used in assessing the scope of protection, but not for 
assessing the validity in procedures before the EPO.  

 

VII.4.1.a.1 One example  

The description might define a ventilator as a device for exclusively blowing hot air.  
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The claim merely mentions the feature “ventilator”. This feature is clear for the skilled 
person, as  for the skilled person, a ventilator is a device blowing air, and hence not 
necessarily blowing hot air.  

The description gives thus a more restricted definition of a ventilator.   

Allowing to interpret the feature ventilator in the claims as being restricted to a device 
blowing hot hair defeats clearly and unambiguously the primacy of the claims.  

Any definition of feature in the description should be apparent from the wording of the 
claim.  

 

VI.4.1.a.2. Essential features  

The same applies to essential features. Essential features, i.e. features allowing to 
achieve the effect of the invention, should not be confined to the description, but 
should appear in the claim.   

If a claim defines a certain yield of a chemical reaction, but that yield can only be 
achieved under certain conditions of temperature and/or pressure, the independent 
claim defining said yield should imperatively include the conditions of temperature 
and/or pressure allowing to achieve said yield.   

In view of the primacy of the claims, a definition or similar information on a term used 
in the claims which is explicitly given in the description should be disregarded when 
interpreting the claims to assess patentability as the examination as to essential 
features should have been carried before grant.  

Essential features kept in the description and not incorporated in an independent 
claim boils down to allow a more limited meaning to a feature in a claim.  

In view of the primacy of the claims, the description should, in principle  not be used 
as a dictionary for the claims in procedures before the EPO.   

 

VI.4.2 Further comments on question 3  

Further conditions or comments like those distinguishing between pre-grant and post-
grant procedures are those valid for Question II.   
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