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Amicus Curiae Brief in G 1/25

In the name and on behalf of 

Apple Inc.; One Apple Park Way, Cupertino, CA 95014 (USA),

we herewith file an amicus curiae brief in accordance with Art. 10 of the Rules of Procedure 

of the Enlarged Board of Appeal concerning the points of law raised in G 1/25.

With this brief, we would like to draw the attention of the Enlarged Board to the pending 

appeal proceedings T 1295/24 (in the following also referred to as “our case”) and the 

insights that this case offers for the present referral. In these proceedings, the opponent Apple 

Inc. has requested the revocation of the European patent 2 724 461. The only remaining 

question in these (second) appeal proceedings is whether the patent has to be adapted by 

removing an inconsistent part of the description following an amendment of its only 

remaining claim. 

This case highlights the severe consequences that certain inconsistencies between the claims 

and the description can have, exemplifying the urgent need for a legal remedy. 

mailto:EBAamicuscuriae@epo.org
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The answers to the referral questions in the present case, specifically the legal basis 

necessitating an adaptation, may have an implication regarding the applicability of the 

Enlarged Board of Appeal’s decision in G 3/14. 

We submit that in the particular class of cases in which a patent is amended in the course of 

opposition proceedings and 

(1) the Opposition Division and/or the Technical Board of Appeal adopt a specific 

reading of the claims as decisive for their maintenance, 

(2) such reading of the claims is clearly inconsistent with a passage of the description 

(and such inconsistency being confirmed by the decision in the opposition 

proceedings) and 

(3) such inconsistency may give rise to a broader interpretation by a national or regional 

court, 

an accurate interpretation of Art. 101(3) EPC and the decision in G 3/14 yields that the 

removal of an inconsistency is required in post-grant proceedings, even if the inconsistency 

was not introduced by the amendment.

I.

The questions referred to the Enlarged Board of Appeal in the interlocutory decision in 

T 697/22 concern inconsistencies between the claims and the description of a patent or patent 

application. In particular, the Technical Board of Appeal asks whether such inconsistencies 

have to be removed by adapting the description and which requirement(s) of the European 

Patent Convention necessitate(s) such adaptations. 

Before delving into the details, it is instructive to recall as to why the particular class of such 

inconsistencies defined above can be the root of significant problems.

These inconsistencies arise when a Division or Board of the EPO arrives at a certain claim 

interpretation that excludes a particular part of the description. This part of the description 

thus forms an inconsistency that, if it were of sufficient relevance, would imply a broader 

understanding of the claims. It may take the form of a short statement or definition that gives 

a broader meaning to a certain term in the claims as compared to its usual meaning in the 

relevant technical field. Alternatively, the inconsistent part of the description may explicitly 
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describe one or more embodiments in detail (for example with reference to one or more 

figures) that are not or no longer encompassed by the claims as maintained according to the 

claim interpretation of the Division or Board. 

Additionally, the Division or Board maintains (or grants) the patent and considers its narrow 

claim interpretation excluding that (now) inconsistent part of the description to be crucial 

for doing so, as a broader interpretation according to the inconsistent part of the description 

would imply a lack of novelty or inventiveness.

Because of the statutory requirement (Art. 69 (1) 2nd sentence EPC as reflected in the national 

laws of Member States – e.g. Sec. 14 2nd sentence  Patentgesetz in Germany) or because of 

case law (UPC_CoA_335/2023) to construe the claims in the light of the description, such 

an inconsistency carries the acute risk that a national or regional infringement court adopts 

such a broader interpretation by relying on the inconsistent part of the description. This is 

particularly problematic in bifurcated systems, in which validity is handled in separate 

proceedings and by a separate court. For example, a German civil court may adopt such a 

broader interpretation with reference to the decision of the Bundesgerichtshof in the case 

Kreuzgestänge (X ZR 103/13, decision of 2 June 2015). The second headnote of this decision 

reads:

„Werden in der Beschreibung eines Patents mehrere Ausführungsbeispiele als 

erfindungsgemäß vorgestellt, sind die im Patentanspruch verwendeten Begriffe im 

Zweifel so zu verstehen, dass sämtliche Beispiele zu ihrer Ausfüllung herangezogen 

werden können. Nur wenn und soweit sich die Lehre des Patentanspruchs mit der 

Beschreibung und den Zeichnungen nicht in Einklang bringen lässt und ein 

unauflösbarer Widerspruch verbleibt, dürfen diejenigen Bestandteile der 

Beschreibung, die im Patentanspruch keinen Niederschlag gefunden haben, nicht zur 

Bestimmung des Gegenstands des Patents herangezogen werden.“

The consequences are severe: The proprietor can enforce patent protection for subject-

matter that is part of the state of the art or obvious to the skilled person, a result that 

is diametrically opposed to the fundamental purpose of patent law to promote 

innovation.

Put figuratively, the inconsistency gives birth to an unjustified and unacceptable “Angora 

cat”, which is subsequently unleashed by the proprietor, an image by Mario Franzosi that 
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was put into the following words by Lord Kitchin (European Central Bank v. Document 

Security Systems [2008] EWCA Civ 192):

“When validity is challenged, the patentee says his patent is very small: the cat with 

its fur smoothed down, cuddly and sleepy. But when the patentee goes on the attack, 

the fur bristles, the cat is twice the size with teeth bared and eyes ablaze.”

The crucial need to consider the identical subject-matter with regard to patentability on the 

one hand and infringement on the other hand recently featured prominently in the case G 

1/24. In the referring decision, the Technical Board stated that (T 439/22, interlocutory 

decision of 24 June 2024, point 4.1.1)

“it is of utmost importance that the subject-matter examined by the European Patent 

Office during grant and opposition proceedings be identical to the subject-matter 

taken as the basis for allowing monopoly protection by the national courts of the 

member states once the European patent is in force.” (emphasis added).

In its decision in G 1/24, the Enlarged Board affirmed that a contrary practice should not be 

deliberately adopted and highlighted the harmonization philosophy behind the EPC (point 

16):

“The Enlarged Board finds it a most unattractive proposition that the EPO 

deliberately adopt a contrary practice to that of the tribunals that are downstream 

of its patents. On this point, the Enlarged Board agrees with the harmonisation 

philosophy behind the EPC (see G 5/83, Reasons 6, and G 3/08, Reasons 7.2.2).”

However, applying the same basic principle of claim interpretation in determining 

patentability and the scope of protection is not sufficient to eliminate scenarios such as the 

one described above. Because the description and drawings are always to be consulted, clear 

inconsistencies in the description that are relevant for the claim construction by national or 

regional courts must be avoided. Given that a granted European patent is in force and effect 

in 39 Member States and will thus be interpreted by the national courts in 39 different 

jurisdictions, the EPO has a particular responsibility in this respect. The Enlarged Board thus 

rightfully proceeded to emphasize the role of clarity requirements in its decision (point 20). 

In particular, the Enlarged Board cited the Comments of the President of the EPO in this 
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regard, including paragraph 87. In that paragraph and the preceding one, the President had 

stated:

“National courts may diverge in their assessment of the same patent. […]. It is 

therefore important for the EPO, possibly even more than for authorities in which 

grant and exploitation of the patent are part of one integrated system, to ensure that 

the claims are as far as possible clear in themselves. Together with the description 

and drawings, they form one coherent document to limit the possibility of diverging 

interpretations for the sake of legal certainty for all users of the European patent 

system.

This requires that the subject-matter claimed be defined as precisely as possible in 

the claims and that the description supports (and if necessary is adapted to support) 

the claims so that the requirements of Article 84 EPC are met. This will limit the risk 

of diverging claim interpretations to the greatest extent possible. Consequently, 

examiners should require applicants to amend the claims so that the meaning is as 

clear as possible from the claim wording alone and to adapt the description to these 

claims.” (emphasis added).

The conclusion is clear: The Enlarged Board charted the correct course in G 1/24. It should 

be followed further. If a certain (narrow) reading of the claim is found to be decisive for 

rendering the subject-matter novel and inventive, this narrow reading should be – as far as 

possible – “locked-in” by removing parts of the description that are clearly excluded and 

likely to give rise to a broader interpretation by a national or regional court, particularly by 

an infringement court in a bifurcated system. To return to the well-known image: Angora 

cats should not be unnecessarily bred and nurtured.

The rest of this brief is structured as follows: In section II, we describe our currently pending 

case T 1295/24, which illustrates that the above considerations are of utmost practical 

relevance and particularly instructive for the pending referral. In section III, we describe how 

our case relates to the general considerations above and draw more specific conclusions. In 

section IV, we argue that, if an amendment is made in post-grant proceedings, the 

requirement to remove such a serious inconsistency should apply even if the inconsistency 

was not introduced by the amendment. We close with the observation that this approach 

would not constitute a deviation from G 3/14 in section V. 
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II.

In the currently pending opposition-appeal proceedings T 1295/24, we have requested the 

revocation of the European patent 2 724 461, which is based on the application 12 738 270.3. 

In previous opposition-appeal proceedings relating to the same patent (T 2883/19), the Board 

had already decided that the patent be maintained on the basis of the sole remaining claim. 

The only question still at issue is whether a part of the description that is clearly excluded 

by the claim as maintained has to be deleted.

The patent concerns a low-voltage power-efficient envelope tracker. The sole remaining 

claim of the patent is directed to an apparatus comprising (inter alia) an inductor and a 

switcher. The contentious feature, numbered as feature 1.2.1 in the decision of 8 December 

2022 in the previous opposition-appeal proceedings, reads:

“the switcher (160b) adding an offset to the input current to generate a larger supply 

current via the inductor than without the offset”.

Regarding this feature, the description of the patent contains the following broadening 

statement (second sentence of paragraph [0039]):

“An offset may also be added by increasing the pulse width of an output signal from 

current sense amplifier via any suitable mechanism.”

In national infringement proceedings in Germany (Judgment of 20 December 2018, 7 O 

10495/17, page 48), the final judgment of the Munich I Regional Court (Landgericht 

München I) interpreted feature 1.2.1 in the way that the definition of the second sentence of 

paragraph [0039] is also covered, see Beck RS 2018, 33572 and 

https://openjur.de/u/2294551.html:

„In [0039] S. 2 wird explizit unterstrichen, dass ein offset mit irgendeinem 

geeigneten Mechanismus ("via any suitable mechanism'') hervorgerufen werden 

kann. Insbesondere die letztgenannte Beschreibungsstelle spricht für die Klägerin. 

Die Beklagtenseite dringt nicht durch mit ihrer Argumentation, [0039] S. 2 sei 

nicht beansprucht. Grundsätzlich gilt, dass der Patentanspruch nach Möglichkeit 

so zu lesen ist, dass er mit der Beschreibung in Einklang zu bringen ist, s.o. Genau 

das ist aber der Fall, wenn man offset so versteht wie die Klägerin.“

https://openjur.de/u/2294551.html
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Note that the court here refers to the decision in the case Kreuzgestänge by the 

Bundesgerichtshof (“s.o.” refers to a previous paragraph in which the decision of the 

Bundesgerichtshof is cited explicitly).

This broad interpretation ultimately gave rise to the court’s conclusion that the patent was 

infringed. 

In the parallel opposition-appeal proceedings (T 2883/19, decision of 8 December 2022), the 

Board was of the view that the wording of the claim is unambiguous and arrived at a much 

narrower claim interpretation, cf. point 3.1.4,

“[The person skilled in the art] would have no reason to interpret claim 1 

unreasonably broadly beyond its unambiguous wording […]”,

which it correctly considered to be in contradiction to the statement in 2nd sentence of 

paragraph [0039] of the description, cf. point 3.1.2,

“[T]he board notes in this context that an interpretation of feature 1.2.1 according 

to the second sentence of paragraph [0039] of the patent is thereby excluded.”

This narrow interpretation ultimately formed the basis for the Board’s decision that the 

subject-matter of the claim is based on an inventive step. 

Thus, leveraging mutually exclusive interpretations for the finding of infringement on the 

one hand and the maintenance of the patent on the other, patent protection was enforced for 

subject-matter that is rendered obvious by the state-of-the-art.

In the further course of the proceedings, the remaining contentious matter was whether the 

statement in the description has to be deleted. Such deletion would at least render a future 

broad and invalid interpretation by an infringement court highly unlikely.

In its decision, the Board clearly saw the necessity to adapt the description by deleting the 

second sentence of paragraph [0039], see, in particular, point 5.1:

“In the course of the oral proceedings, the question of the interpretation of claim 1 

was discussed. In this context, the board further informed the parties that the second 

sentence of paragraph [0039] had to be deleted. The reasons for this are explained 
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under points 3.1.2 and 3.1.3 above and are based on the parties' submissions during 

the oral proceedings.” (emphasis added).

However, the Proprietor felt no need to delete the statement and after the Board had remitted 

the case with the order 

“[…] to maintain the patent in amended form on the basis of the claim of auxiliary 

request 1 and a description to be adapted thereto.”,

the Opposition Division maintained the patent without requiring a deletion of the statement 

(interlocutory decision dated 22 August 2024). While the decision explicitly confirms the 

existence of a contradiction or inconsistency, it considers the decision in G 3/14 to prevent 

requiring an adaptation of the description:

“In view of point 3.1 of the decision of the Board, it can be inferred that a 

contradiction or inconsistency seems to exist between the description (i.e. the second 

sentence of paragraph [0039]) and the claim (feature 1.2.1). Such contradiction 

maybe seen as leading to an objection under Article 84, first sentence, EPC (see 

Guidelines GL F-IV, 4.3).

Feature 1.2.1 was a feature of granted claim 1 and therefore the possible unclarity 

(Article 84 EPC) arising from this sentence was already present in the granted 

patent. Hence, in line with the decision of the EBA G0003/14, such possible unclarity 

cannot be solved during the opposition proceedings, […]”.

In the corresponding (second) appeal proceedings (T 1295/24), which are currently pending, 

the Board agreed that the statement in the description is inconsistent with the claim and that 

this may have highly undesirable implications, cf. the Communication pursuant to R. 100 

(2) EPC dated 11 September 2025, point 4:

“[T]he Board agrees with the appellant that the existing inconsistency could lead to 

unsatisfactory outcomes in parallel infringement proceedings. In particular, the 

existing inconsistency between the second sentence of paragraph [0039] of the patent 

as granted and the wording of the (sole) claim filed on 23 October 2019 as auxiliary 

request 1 may result in divergent interpretations of the scope of protection, which is 

highly undesirable. Indeed, the fact that such diverging interpretations can occur is 

demonstrated by the final judgment of the Munich I Regional Court in parallel 

infringement proceedings, see the judgement of 20 December 2018, case no. 7 O 

10495/17, page 48 referred to in the appellant's letter of 27 June 2025.”
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Nevertheless, the Board preliminarily affirmed that the requirements of Art. 84 EPC cannot 

be examined in opposition proceedings if the non-compliance is not introduced by an 

amendment (point 3):

“The Board is minded to follow the established case law following G 3/14, according 

to which inconsistencies present at the time of grant of the patent cannot be rectified 

during opposition proceedings.”

Importantly, however, the Board recognized that the decision in G 1/25 is pertinent to our 

case. Specifically, the answers to the referral questions could influence the applicability of 

G 3/14, particularly if the Enlarged Board saw a different legal basis than Art. 84 EPC for 

the removal of inconsistencies (point 7): 

“[T]he situation could be different if the EPC contained a legal requirement, other 

than Article 84 EPC, for adapting the description. In this regard, the pending referral 

G 1/25 may address the question of which provision of the EPC forms the legal basis 

for requiring such adaptations (see question 2 of the referring decision T 697/22). 

The outcome of that referral could therefore influence the applicability of G 3/14 to 

the present case, particularly if the Enlarged Board were to conclude that the 

Convention contains a legal requirement – independent of Article 84 EPC – for 

adapting the description” 

Consequently, the Board invited the parties to submit their comments on whether the present 

proceedings should be stayed until a decision has been taken in G 1/25.

In response, we have requested that the proceedings be stayed, whereas the Proprietor has 

expressed its view that there is no need to stay the proceedings.

III.

For the present referral, G 1/25, our case warrants the following conclusions:

First, our case shows that there is a pressing need to require the removal of an inconsistency 

between the claims and the description of a patent by adapting the description when a certain 

claim interpretation appears to be decisive for the maintenance of the patent and a conflicting 

part of the description is likely to give rise to a broader and invalid interpretation by an 

infringement court. 
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As illustrated by our case, such inconsistencies may give birth to Angora cats, enabling the 

enforcement of patent protection for subject-matter that lacks novelty or inventiveness – the 

polar opposite of what the patent system aims to do.

Our case shows that this is not merely an academic problem but a very real one. It needs to 

be addressed.

While there may be other types of inconsistencies that do not carry this risk (e.g. where the 

description may contain additional information that is plainly irrelevant to the interpretation 

of the claims, for example, because it relates to embodiments that are clearly no longer 

claimed), the grave consequences discussed above which apply to the specific class of cases 

discussed in this brief, need to be addressed and rectified. 

Second, our case illustrates that a clear legal basis for requesting the amendment is required. 

Other approaches to deal with the issue, while evidencing that the problem needs to be 

addressed, prove ineffective at doing so. 

If a Board (or Division) realizes that a certain passage of the description contradicts its 

interpretation, which it considers to be decisive, it sometimes states that the passage must be 

removed or adapted. Our case is no exception, cf. T 2883/19, decision of 8 December 2022, 

point 5.1: “the board further informed the parties that the second sentence of paragraph 

[0039] had to be deleted”. This practice by the Boards clearly shows that they see a need to 

amend the description in such cases. However, as evidenced by the further course of our 

case, relying on such a statement by a Board is insufficient. In our case, the proprietor felt 

no need to comply with the Board’s statement. Furthermore, after remittal, the Opposition 

Division was of the opinion that “this [statement] cannot be taken as an explicit order to the 

Opposition Division to request such amendment” (interlocutory decision of 22 August 2024, 

point 5.1.2). In the currently pending appeal proceedings, the Board has provisionally 

concurred with the Opposition Division on this point (communication purs. to R. 100 (2) 

EPC dated 11 September 2025, point 1).

Hence, instead of relying on such statements in the reasons of the decision or the minutes of 

oral proceedings, the requirement to adapt the description must be placed on solid legal 

footing.
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The problem appears to be exacerbated by the practice of the Boards to remit cases to the 

Opposition Division for the adaptation of the description. In our case, this resulted in the 

patent being maintained in a form in which it would never have been maintained if the same 

instance had decided on both the claims and the description. One may therefore consider 

whether, in such critical instances, instead of remitting, a Board should continue the 

proceedings until an allowable description is put forward or the patent is revoked. However, 

this is an unsatisfactory solution if the legal basis necessitating the adaptation is not clarified. 

Naturally, such an approach would also provide no resolution for cases in which a Board has 

already decided to remit.

Third, our case highlights the question of when the removal of an inconsistency can be 

required in opposition proceedings.

As far as the requirements of Art. 84 EPC are concerned, the general rule following the 

decision in G 3/14 is that the claims of the patent may be examined only to the extent that 

the amendment introduces non-compliance with Art. 84 EPC. This decision further states 

that this similarly applies, even if an independent claim is amended by literal incorporation 

of a complete dependent claim (referred to by the Enlarged Board as “Type B amendment”), 

as “the claim which is in place after the amendment is in reality and substance not a new 

claim. It was already in the granted patent” (point 80(a)).

In our case, the patent was amended by incorporating the features of dependent claim 2 of 

the patent as granted into independent claim 1 and deleting all other claims (auxiliary 

request 1 filed with the Notice of Appeal in the first appeal proceedings).

Thus, at first sight and applied mechanically, the decision G 3/14 could appear to preclude 

the application of Art. 84 EPC in our case1.

However, we submit that Art. 84 EPC may not be the correct legal basis for requiring the 

removal of inconsistencies. Indeed, what requirement(s) of the EPC necessitate(s) such 

removal is one of the questions that the present referral seeks to answer.

1 A more thorough analysis reveals that applying Art. 84 EPC to post-grant proceedings in the very 
specific class of cases discussed in this brief (and as defined in sec. I. above), does in fact not 
deviate from the decision G 3/14 – see sec. V. below.
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If the Enlarged Board concludes that there is a legal requirement other than Art. 84 EPC, 

then the decision in G 3/14 should not apply, as the answer to the referral questions given 

therein refers to Art. 84 EPC specifically:

“[...] the claims of the patent may be examined for compliance with the requirements 

of Article 84 EPC only when [...]” (emphasis added).

Even if Art. 84 EPC was the correct legal basis or if one were to apply the legal reasoning 

in G 3/14 to a different legal basis, a careful interpretation of Art. 101(3) EPC yields that, 

limited to the narrow and particularly problematic class of cases discussed in this brief, the 

removal of an inconsistency between the claims and the description of an amended patent 

can be required in opposition proceedings even if the inconsistency was not introduced by 

the amendment, as we will discuss in the next section.

IV.

The applicability of Art. 84 EPC hinges on the interpretation of Art. 101 (3) EPC. The 

relevant part of Art. 101 (3) EPC reads:

“If the Opposition Division is of the opinion that, taking into consideration the 

amendments made by the proprietor of the European patent during the opposition 

proceedings, the patent and the invention to which it relates

[…]

(b) do not meet the requirements of this Convention, it shall revoke the patent.”

According to Art. 31 of the Vienna Convention in the Law of Treaties (VCLT), the starting 

point for the interpretation of a treaty is the ordinary meaning of its terms in their context 

and in the light of the treaty’s object and purpose. When the interpretation according to Art. 

31 leaves the meaning ambiguous or obscure or leads to a result which is manifestly absurd 

or unreasonable, recourse may be had to supplementary means of interpretation, including 

the preparatory work of the treaty and the circumstances of its conclusion (Art. 32 VCLT).

In its decision in G 3/14, the Enlarged Board first concluded that “neither the context of 

Article 101(3) EPC nor the object and purpose of the EPC as implemented by this article 

gives an unambiguous answer to the question of interpretation” (point 62). Consequently, 

the Enlarged Board proceeded to consider the travaux préparatoires, i.e., it proceeded with 

the interpretation according to Art. 32 VCLT.
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1. Interpretation with recourse to the travaux préparatoires

With regard to the travaux préparatoires, the Enlarged Board made several observations 

which appear to have fed into three main arguments concerning the interpretation of Art. 

101 (3) EPC. None of these arguments supports an interpretation that an examination for 

inconsistencies (solely) in the specific and particularly problematic class of cases discussed 

in this brief (as defined in sec.- I. above) is not permissible. On the contrary, upon closer 

inspection, at least two of the three considerations raised by the Enlarged Board rather 

support the understanding that such examination is warranted.

In its decision, the Enlarged Board observed that “whenever the issue has been raised, the 

legislator has rejected any suggestion that the requirements of Article 84 EPC should be 

considered as a ground for opposition, whether concerning lack of support or clarity” (point 

71).

In particular, the Enlarged Board cited a part of the travaux préparatoires that discusses how 

a proposal by the United Kingdom delegation to include non-compliance with the 

requirements of Art. 84 EPC as a ground for opposition was countered by other delegations 

(BR/87/71, point 7, cited in G 3/14, point 69): “It would not be wise to introduce a more far-

reaching ground for opposition, particularly as the carefully conducted procedure for grant 

might then be unfairly delayed, simply as the result of an assertion by a third party.”

Reflecting on the travaux préparatoires, the Enlarged Board cautiously noted that “it seems 

likely that it was also thought unwise to enable an opponent to assert (perhaps numerous) 

clarity objections in opposition proceedings and thus delay them, although this cannot be 

said with quite the same degree of confidence” and that “the President states in his 

comments that the reason for not introducing lack of clarity as a ground for opposition was 

‘to streamline opposition proceedings’, and in this the Enlarged Board considers he is likely 

to be correct” (point 69).

This is taken up in the intermediate conclusion in point 71, in which the Enlarged Board 

agreed with some of these views: “The Enlarged Board also considers that it would be 

unsatisfactory if, whenever any amendment was made, an opponent was able to cause delays 

by raising all kinds of Article 84 EPC objections.”
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Finally, in point 77, the Enlarged Board noted that “it would be unreasonable” if 

independent claims that are left intact if another claim (from which they do not depend) is 

struck out “could now be examined for compliance with the requirements of Art. 84 EPC. 

To do so would be to open Pandora's Box, enabling an opponent to raise any number of 

clarity objections against these other granted claims, even though they are untouched by the 

amendment.”

The Enlarged Board then added that this would “in effect make Article 84 EPC a ground for 

opposition in a large number of cases, something which would go against the underlying 

reason why the requirements of Article 84 EPC do not form a ground for opposition”.

Hence, this first argument of the Enlarged Board is centred around procedural economy. It 

is supplemented by the ancillary remark that it should not be possible to raise any number 

of clarity objections in a large number of cases, as this would run against the legislator’s 

choice not to make the requirements of Art. 84 EPC a ground for opposition.

In this regard, we reiterate that the class of cases discussed in this brief is a particularly 

narrow and very specific one. We are not proposing to allow for all sorts of Art. 84 EPC 

objections, but rather to consider an exception for particularly severe and unacceptable 

inconsistencies that meet the criteria specified in sec. I. above, which we restate below:

(1) In opposition proceedings an Opposition Division and/or a Technical Board of 

Appeal adopts a specific reading of the claims as decisive for their maintenance, 

(2) this reading of the claims is clearly inconsistent with a passage of the description 

(and this inconsistency is confirmed by the decision in the opposition proceedings), 

and 

(3) this inconsistency may give rise to a broader interpretation by a national or regional 

court. 

This thins out the set of possible objections to such a degree that no significant procedural 

delays are to be expected.

Thus, the applicability of Art. 84 EPC to this class of cases in opposition proceedings does 

not conflict with the need for procedural economy, and in any event not to an extent which 
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would outweigh the grave consequences for material justice resulting from inconsistencies 

in these specific circumstances. Certainly, Art. 84 EPC would not effectively become a 

ground for opposition in a large number of cases.

Consistent with this understanding, the Enlarged Board appears to have used the first 

argument only to reject the broadest interpretation of Art. 101(3) EPC (point 77): that the 

patent as a whole must be examined for compliance with the requirements of Art. 84 EPC if 

any amendment is made (interpretation (e), second alternative). It was not invoked in the 

discussion of the narrower interpretations that constrain the examination to certain types of 

cases. 

If the perspective is widened to include the examination proceedings in the picture, the 

applicability of Art. 84 EPC to the class of cases discussed herein even serves procedural 

economy.

The alternative appears to be to perform a yet more thorough examination prior to grant. 

However, at that stage, it cannot be known which features may turn out to be decisive for 

delineating the subject-matter from the state of the art in later opposition proceedings. Thus, 

an Examiner would have to consider each and every feature, provide an interpretation for 

each and every one, and determine for each and every one whether there is an inconsistent 

part in the description that may give rise to a broader interpretation by a national or regional 

court. Such a demand appears hardly realistic at this stage of the prosecution process. 

Certainly, such an approach would be highly inefficient, not least because only a small 

fraction of patents will be challenged in opposition proceedings.

The second argument is based on the Enlarged Board’s observation that in the process of 

drawing up the changes made with the EPC 2000, “no suggestion was made that any change 

was required to reverse the effect of what was then the established jurisprudence of the 

Boards of Appeal, i.e., that based on T 301/87” (point 67). This is taken up in point 80(f), in 

which the Enlarged Board further noted that “no change was made in what became Article 

101(3) EPC relating to the present issue” and that “the legislator must be taken to have been 

aware of what was the established jurisprudence of the Boards of Appeal”. The Enlarged 

Board thus seems to have implied that the legislator at least did not disagree with the 

jurisprudence to a sufficient degree to change the Convention in this regard.
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However, there appears to be no jurisprudence with regard to the specific class of cases that 

are the concern of this brief. There is no indication that the legislator was (or must be taken 

to have been) aware that a mechanical application of the principles of T 301/87 to this 

specific class of cases could have as serious implications as the ones described above – and 

concluded that the associated contradictions to the fundamental purpose of patent law are to 

be accepted. Even one and a half decades later, the Enlarged Board did not consider these 

problems in its comprehensive decision in G 3/14 (cf. section V). Thus, it cannot be assumed 

that the legislator approved, neither explicitly nor implicitly, an interpretation of Art. 101(3) 

EPC that does not allow an examination for the requirements of Art. 84 EPC in the specific 

class of cases described under I. above.

Third, the Enlarged Board noted that “the issue of amended claims was not of course the 

subject of [the] considerations” that led the legislator to “reject any suggestion that the 

requirements of Art. 84 should be considered as a ground for opposition”. Nevertheless, it 

appeared to the Enlarged Board that, “by analogy, the fact that some means are at the 

disposal of the European Patent Office and national courts for dealing with unclear claims 

(see points 55 and 59, above) is a relevant consideration in relation to the issues raised by 

the present referral” (point 71). 

On this point, we first note that the proposal by the United Kingdom to include a ground for 

opposition corresponding to non-compliance with the requirements of Art. 84 was countered 

by several delegations “by saying that deficiencies of this kind in the formulation of the 

claims were already largely covered by Article 133 paragraph 1(b), which provides that a 

European Patent may be revoked if it does not disclose the invention in a manner sufficiently 

clear and complete for it to be carried out by a person skilled in the art.” (BR/87/71, point 

7, cited in G 3/14, point 69). However, for the inconsistencies giving rise to the class of cases 

discussed in this brief, the ground of insufficiency of disclosure (which became Art. 100(b) 

EPC) seems to provide no resolution.

In principle, one may consider resolving the problem through Art. 100(a) EPC (Arts. 54 and 

56 EPC). This means that the claim would have to be interpreted broadly, i.e., according to 

the inconsistent part of the description, when assessing novelty and inventiveness. In 
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essence, the EPO would have to adopt the broadest interpretation among all interpretations 

that can reasonably be expected from the national or regional courts.

However, such an approach gives rise to serious concerns. In particular, the meaning given 

to the claim would not correspond to the understanding of the person skilled in the art. As 

exemplified in our case, it would require the Division and/or the Board to adopt an artificially 

broadened meaning to the claims – contrary to its own actual (technically sensible) claim 

interpretation – to avoid the problems associated with a potentially diverging interpretation 

by a national or regional court. 

Furthermore, the decision in G 1/24 gives no indication that such an approach should be 

adopted. On the contrary, the decision emphasizes the importance of a careful examination 

of the clarity requirements (point 20) and, through its reference to the Comments by the 

President, the necessity to adapt the description to limit the risk of diverging claim 

interpretations. 

Finally, such an approach would provide no resolution to cases in which a decision regarding 

the claims on the basis of which the patent is to be maintained has already been reached.

Thus, there appear to be no adequate other means for dealing with the class of inconsistencies 

we described. The removal of such inconsistencies should therefore be required.

2. Object and purpose of the European Patent Convention

Art. 31 VCLT provides that the interpretation of a treaty should be conducted, among other 

things, in light of the treaty’s object and purpose. 

The role of object and purpose should not be understated. Since it forms part of the general 

rule under Art. 31 VCLT, it must be taken into account in interpretation, whereas the travaux 

préparatoires remain supplementary means under Art. 32 VCLT, to which recourse may be 

had only to confirm the meaning resulting from Art. 31 VCLT or to determine it when that 

Article leaves it ambiguous or leads to a manifestly absurd result.

What is relevant is the object and purpose of the treaty as a whole, see J. Klabbers, “Treaties, 

Object and Purpose” in Max Planck Encyclopedias of International Law, para. 7:
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“What also seems clear is that the notion of object and purpose of a treaty is meant to 

refer to that treaty as a whole. While there is only one provision which actually expresses 

this explicitly (Art. 41 (1) (b) (ii) VCLT), there are nevertheless sound arguments in 

favour of such a construction. For one thing, individual treaty provisions may serve 

different goals; hence, to individualize the notion of object and purpose would serve to 

reintroduce a plural idea: the idea that a treaty can simultaneously have various objects 

and purposes, and therewith undermine the very notion. Moreover, should object and 

purpose be construed to relate to individual provisions, it would become very difficult, 

perhaps impossible, to act in accordance with object and purpose, and therewith, in the 

end, equate the treaty with the objects and purposes of its individual provisions. This 

would render the very notion of a treaty’s object and purpose redundant.” (emphasis 

added).

The European Patent Convention, like modern patent law generally, aims to promote 

innovation by granting time-limited exclusive rights for inventions, provided, in particular, 

that they are new and involve an inventive step. The technological progress thus bolstered is 

in turn expected to increase social and economic welfare.

Some treaties and national laws reflect this rationale explicitly. For instance, Art. 7 

(“Objectives”) of the Agreement on Trade-Related Aspects of Intellectual Property Rights 

(TRIPS) provides that

“[t]he protection and enforcement of intellectual property rights should contribute to 

the promotion of technological innovation and to the transfer and dissemination of 

technology, to the mutual advantage of producers and users of technological knowledge 

and in a manner conducive to social and economic welfare, and to a balance of rights 

and obligations.”

As we have seen, if the removal of such serious inconsistencies in the patent as in our case 

cannot be required, patent protection can be enforced for subject-matter that is not new or 

not inventive. The result is a restriction of competition without any gain in technological 

progress, thereby reducing social and economic welfare. 

Thus, to allow inconsistencies to continue to be present in a patent specification in the 

specific class of cases discussed in this brief is fundamentally at odds with the object and 

purpose of the European Patent Convention.
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The object and purpose of the European Patent Convention thus strongly militates in favour 

of an interpretation of Art. 101(3) EPC that permits the application of Art. 84 EPC in 

opposition proceedings in the particular circumstances present in the highly specific class of 

cases discussed herein.

3. Further arguments in G 3/14

Further arguments are given by the Enlarged Board in its discussion of several possible 

interpretations of Art. 101(3) EPC in section G of its decision.

In particular, the Enlarged Board notes that “[f]ormulations whereby the examination for 

lack of clarity is to be carried out on a discretionary basis, and/or only in exceptional cases 

are again not supported by the actual wording of Article 101(3) EPC. Such a conclusion 

would also result in an arbitrary system whereby it could never be predicted by parties with 

any confidence what the result of the opposition proceedings would be if the proprietor 

chooses to amend the patent” (point 80(l)). 

In this regard, we emphasize that we do not propose a formulation according to which the 

examination would be limited to “exceptional cases”2. 

Rather, we propose extending the applicability to a specific and well-defined class of cases. 

Neither the question whether a certain interpretation is decisive for rendering the subject-

matter novel and inventive nor the question whether a certain part of the description may 

result in an unduly and unfairly broad interpretation by a national or regional court creates a 

significant degree of uncertainty, much less gives rise to an “arbitrary system”.

Furthermore, we point out that extending the applicability of Art. 84 EPC to such 

inconsistencies does not put the entirety of a patent at stake – in contrast to cases in which a 

term in the claims may be unclear (such as in T 1459/05, which was specifically considered 

by the Enlarged Board), in which the patent may not be salvageable. The proprietor can 

always easily ensure the maintenance of the patent by removing the inconsistent part of the 

description. This would only restrict the scope of protection to what has been found to be 

novel and inventive rather than leading to a loss of the entire patent. Thus, deciding to amend 

2 Although we remark that, e.g., the wording in Art. 13(2) RPBA according to which certain 
amendments to a party’s appeal case “shall, in principle, not be taken into account unless there are 
exceptional circumstances, which have been justified with cogent reasons by the party concerned” 
is generally not considered to “result in an arbitrary system”.
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the patent would not amount to an all-or-nothing wager. In fact, there is no conceivable 

reason for the patent owner not to delete the inconsistent passage from the description other 

than the (bad faith) intention to use the “Angora cat” approach to assert the patent in an 

unduly broad scope in national infringement courts. As this limits the potential consequences 

for the proprietor, it cannot be said that applying Art. 84 EPC to our class of cases comes at 

the price of legal uncertainty or unpredictability.

On the contrary, requiring the removal of such inconsistencies would vastly improve legal 

certainty within the European patent system by dramatically reducing the risk of diverging 

claim interpretations by national or regional courts. 

Concerning the argument that a limitation to unspecified exceptional cases is “not supported 

by the actual wording of Article 101(3) EPC”, we note that the interpretation of the Enlarged 

Board itself departs substantially from the wording of the Article. In fact, it even appears 

that an additional limitation is read into the Article.

The wording of the relevant part of Art. 101(3) EPC is clear. The clause “taking into 

consideration the amendments” does not limit the Opposition Division to only assess 

whether the amendment itself meets the requirements of the EPC. Rather, it requires that the 

amendments are considered while it is assessed whether the patent as a whole meets the 

requirements of the EPC, i.e., it requires that the amendments are not left out of the 

assessment.

While it may be justified to depart from this literal meaning, the weight given to it should 

not fluctuate arbitrarily within the interpretation of the same provision. It would be highly 

inconsistent to strictly insist on the wording of the Article with regard to a limitation to 

certain types of cases while taking a very liberal approach with regard to the relation between 

the amendment and a potential non-compliance with the requirements of Art. 84 EPC. 

In fact, the Enlarged Board itself argued in this manner in the decision: According to the 

Enlarged Board, one of the arguments that speaks against the broadest construction of Art. 

101(3) EPC is that this construction requires a literal reading and that G 1/91 (in which it 

was decided that Article 101(3) EPC does not apply to those requirements of the EPC which 
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it would be unreasonable to apply to the patent as well as to the patent application) 

“demonstrates that Article 101(3) EPC is not to be read literally” (point 75).

On a more general level, the Enlarged Board appears to implicitly make a consistency 

argument to reject interpretations of Art. 101(3) EPC which allow for the examination for 

the requirements of Art. 84 EPC beyond the extent that non-compliance is introduced by an 

amendment. The idea seems to be to contrast two scenarios: If no amendment is made, then 

no examination of the requirements of Art. 84 EPC is possible (Art. 101(2) EPC). If an 

amendment is made, then the examination would be permissible, even though the non-

compliance may be the very same as in the first scenario. This is apparently seen as an 

arbitrary distinction, i.e., one that is not justified by the difference between the two scenarios.

In its discussion of “type B amendments”, the Enlarged Board puts it like this (point 80(b)):

“If the patent had not been amended at all, the opponent would not have been able 

to raise an objection of lack of clarity against the relevant granted dependent claim. 

Also in the case where the alleged unclear feature was already contained in the 

independent claim which is now combined with a clear dependent claim, no clarity 

objection would have been possible against that independent claim. Yet this is now 

said to be possible as a result of the amendment. Such a result appears to be 

fortuitous and arbitrary so far as concerns the right to raise a clarity objection 

against the unclear feature.”

It is obvious that this argument cannot apply to the particularly problematic class of cases 

discussed in this brief. It seems already questionable at a general level whether it is justifiable 

to reject correcting a wrong in one situation just because it is not generally corrected in all 

other situations. In any event, though, such considerations are more than outweighed in the 

specific class of cases addressed herein by the compelling reasons set out above. It would be 

plainly unreasonable to reject resolving the serious problems we have described above for 

an amended patent with the mere justification that the same problem cannot be resolved if 

the patent was not amended.

V.
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Finally, we remark that extending the admissibility of objections under Art. 84 EPC to post-

grant proceedings for the specific class of cases specified in section I. above does not 

represent a deviation from the decision in G 3/14. 

Rather than applying them mechanically, decisions need to be interpreted. The answer to the 

referral questions given by the Enlarged Board in G 3/14 is certainly correct for the specific 

case that was decided and for the additional cases that were considered by the Enlarged 

Board in its decision. However, determining whether the answer also applies to the specific 

class of cases considered in this brief requires an act of interpretation.

Indeed, statements as general as the Enlarged Board’s answer naturally run the risk of 

applying to cases that were not meant to be covered. In such instances, it is the task of 

interpretation to reduce the broad wording of the decision to the narrower scope intended by 

the deciding body, cf., e.g., Karl Larenz, Claus-Wilhelm Canaris, „Methodenlehre der 

Rechtswissenschaft”, 3rd ed., p. 179:

„Nicht selten neigen die Gerichte dazu, im Hinblick auf den zu entscheidenden Fall 

eine Rechtsauffassung zu äußern, die mindestens ihrer Formulierung nach weiter 

geht, als das zur Entscheidung dieses Falls nötig gewesen wäre und dem Gericht 

selbst vielleicht bewußt geworden ist. Die Aufgabe von Interpretation ist es in einem 

solchen Fall, die zu weite Formulierung auf den vom Gericht gemeinten engeren 

Anwendungsbereich zurückzuführen, der sich aus der Bezugnahme auf den 

Sachverhalt ergibt, den das Gericht zu beurteilen hatte. Nicht selten verfahren die 

Gerichte selbst in dieser Weise, um darzutun, daß eine frühere Entscheidung kein 

„Präjudiz“ für die jetzt zu findende Entscheidung darstelle.“

In its decision, the Enlarged Board has not at all considered the specific and particularly 

problematic class of cases that are the concern of this brief.

The most closely related case that is mentioned in the decision appears to be T 433/97, which 

is referred to in G 3/14, point 6 as follows:

“[I]n T 433/97 an inconsistency between an amended claim and certain parts of the 

description and drawings was alleged but this did not originate with the amended 

passages of the claim but was already present in the claim as granted.”

However, upon closer inspection, it turns out that this case is substantially different.
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In T 433/97, the appellant (opponent) had questioned the ability of the independent method 

claim of the patent in suit to cover certain embodiments disclosed in the patent in conjunction 

with some of the figures. Further according to the arguments of the appellant, if one 

interpreted the independent method claim in view of one of these figures, the method would 

lack novelty in view of a prior art document. However, it proved irrelevant for the decision 

of the Board whether the independent claim covered these embodiments. While the Board 

confirmed the decision of the Opposition Division to maintain the patent in amended form, 

it appears that its finding of novelty and inventiveness did not hinge on whether the claim 

was interpreted according to the allegedly inconsistent part of the description or not – in 

sharp contrast to our case.

Consequently, the decision of the Enlarged Board in G 3/14 did not discuss the key problem 

underlying the specific and substantially more concerning class of cases discussed herein: 

that the proprietor can enforce patent protection for a subject-matter that is part of the state 

of the art or obvious to the skilled person. It is thus not surprising that the Enlarged Board 

did not see the same pressing need for a legal remedy.

Furthermore, as shown above in section IV, the key lines of argumentation in the decision 

in G 3/14 cease to be convincing if the attention is restricted to the specific class of cases 

that are the subject of this brief. It is thus to be assumed that the Enlarged Board did not 

intend to imply that its answer to the referral questions in G 3/14 extends to such cases.

Finally, we remark that even if one were to consider our interpretation of Art. 101(3) EPC 

to depart from the decision in G 3/14, the arguments given above and, in particular, the recent 

decision in G 1/24 and the course charted therein warrant a reevaluation. In this regard, we 

emphasize that the European patent system is not based on precedent like common law 

systems and that decisions of the Enlarged Board are binding only in respect of the appeal 

in question (Art. 112(3) EPC). Several of the criteria for a re-referral discussed in the 

decision in G 2/24 (point 9) are met. As we have shown, our case poses a “new factual” as 

well as a new “procedural situation that distinguishes it substantially from the situation 

underlying the earlier referral”. Additionally, the decision in G 3/14 shows “gaps in its 

reasoning” when applied to our class of cases.

***
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For the present referral, we conclude that the Enlarged Board should affirm that the removal 

of an inconsistency in the description is required, at least if a narrow interpretation of the 

claims is (or was) decisive for the maintenance (or grant) of a patent and the inconsistency 

in the description may give rise to a broader interpretation by a national or regional court, 

particularly by a national infringement court in a bifurcated system. Furthermore, the 

Enlarged Board should affirm that, in opposition (or opposition-appeal) proceedings, this 

requirement still applies if an amendment is made, even if the inconsistency was not 

introduced by the amendment.

Dr. Georg Jacoby
Professional Representative 


