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Dear Members of the Enlarged Board of Appeal,

Amicus Curiae Brief - G 1/25

Canon Inc. submits this written statement, in accordance with Article 10(1) of the Rules of
Procedure of the Enlarged Board of Appeal, as amicus curae for the assistance of the
Enlarged Board in considering referral G 1/25 “Hydroponics”.

Introduction and Context

The referral in G 1/25 by the Technical Board of Appeal in case T 0697/22 concerns
adaptation of the description to the claims under the European Patent Convention (EPC).
This referral has wider relevance to other stakeholders, such as patent applicants and the
general public, as the decision will clearly impact issues such as claim scope and
interpretation, legal certainty for third parties, and procedural economy. As a major user
of the patent system globally, with a portfolio of over 80,000 patents worldwide, Canon
has decades of experience of filing, prosecuting and defending patents in a large number
of patent offices, including all the IP5 offices. Canon has a long history of enforcing its
patents in many countries and therefore has deep knowledge of how courts interpret
patents and deal with issues of infringement and validity. Canon hopes to play its part in
shaping the global patent system by contributing to debates on important topics and is
pleased to provide the comments and observations set out below to assist the Enlarged
Board of Appeal in reaching its decision.

The Questions

To briefly recap, the following questions have been referred to the Enlarged Board of
Appeal in G 1/25:

1. If the claims of a European patent are amended during opposition proceedings or
opposition-appeal proceedings, and the amendment introduces an inconsistency
between the amended claims and the description of the patent, is it necessary, to comply



with the requirements of the EPC, to adapt the description to the amended claims so as
to remove the inconsistency?

2. If the first question is answered in the affirmative, which requirement(s) of the EPC
necessitate(s) such an adaptation?

3. Would the answer to questions 1 and 2 be different if the claims of a European patent
application are amended during examination proceedings or examination-appeal

proceedings, and the amendment introduces an inconsistency between the amended
claims and the description of the patent application?

Comments and Observations

1. Lack of a Clear Legal Basis in the EPC

In T 0697/22 the Technical Board of Appeal identifies case law referring to several EPC
provisions as allegedly providing the legal basis for requiring description amendments to
align with an accepted claim set. We will address each of these under the relevant
headings below.

Article 84 EPC - Clarity and Support

Art. 84 EPC is entitled “Claims”, and reads, in full, “The claims shall define the matter for
which protection is sought. They shall be clear and concise and be supported by the
description”. It should therefore be clear that this provision of the EPC refers to
requirements of the claims, and not a specific requirement of the description.

To the extent that the description is mentioned at all in Art. 84 EPC, it is with respect to
the “support” requirement of the claims. In this regard, it should be clear and self-evident
that it is sufficient to use the description as filed for the purpose of assessing whether the
claims are supported by the description. This is the only possible logical reading of Art. 84
EPC, as support cannot be newly "generated” in the description through amendment,
without violating Art. 123(2) EPC.

Support in the description under Art. 84 is similar to the assessment of the written
description requirement under US patent law. The enquiry is about whether the
applicant was in possession of the invention at the filing date. The description as filed is
evidence of what the applicant possessed, or contemplated, at the filing date. Amending
the description as the claims are amended adds nothing to this enquiry.

The ordinary meaning of “supported by” is not “match” or “consistent with".

As a final observation on the support requirement, Art. 84 EPC does not state that the
description may support nothing more than the final claims. In this regard, there is no
contravention of Art. 84 EPC if the description supports more than what is ultimately
claimed, or accepted for grant, in the final version of the application documents.

With regard to the clarity requirement, we also submit that a lack of clarity is not caused
by most so-called “inconsistencies" between the originally filed description and the final
set of claims accepted for grant.

Patent practitioners and the notional skilled addressee of a granted patent specification
understand the patent filing process: at the stage of patent drafting, the closest prior art
cannot be known with 100% confidence, and so a feature which is mentioned in the
original description as being “optional” or “preferable” may ultimately end up as a non-



optional, or essential, feature of the invention in the granted claims (e.9. in order to
provide novelty/inventive step over a newly discovered piece of prior art). Art. 84 EPCis
unequivocal: “The claims shall define the matter for which protection is sought”.
Therefore, if a feature is in claim 1, it is essential. No lack of clarity arises. Similarly, a
granted claim doesn't become unclear because something labelled correctly in the
description as originally filed as an embodiment of a broad original claim is not covered
by the narrower granted claim. In both these situations there is no inconsistency when it
is understood that the description is a historical snapshot of what the applicant had on
the filing date.

We note that this practice is followed in many other jurisdictions, and even EPC member
states at the respective national patent office, without issue (see “International Aspects”

below).

Should there be an inconsistency between the description and the claims that genuinely
does render the scope of the claim unclear, as was the case in T0439/22, the Enlarged
Board has already explained (G1/24, reasons, 18) that “[T]he correct response to any
unclarity in a claim is amendment”.

Article 69 EPC and the Protocol on Interpretation

Article 69 EPC is entitled “Extent of protection” and recites “The extent of the protection
conferred by a European patent or a European patent application shall be determined by
the claims. Nevertheless, the description and drawings shall be used to interpret the
claims”.

Neither Art. 69 nor the Protocol on its interpretation appear to set out any specific
requirements that the description must satisfy. Art. 69 only states that the description -
whatever its contents — shall be used to interpret the claims.

We submit that, put simply, Art. 69 and its accompanying Protocol require that the claims
be interpreted in the context of the description and drawings. In this regard, the
originally filed description (and drawings) is the appropriate version on which to base the
interpretation, as this reflects exactly the context provided by the applicant on the filing
date — nothing more and nothing less. Whoever has to interpret the claims after grant
deserves to see the original context in unadulterated form. As the Board stated in
TO056/21, Reasons, 102: “Adapting the content of the description to match the subject-
matter of allowable claims reduces the reservoir of technical information that could be
used in national courts in the Contracting States to determine the protection conferred
by the granted patent”.

Instead of deleting from the description content not covered by amended claims it is
permitted to preserve such “excess content” provided it is marked as such. However,
marking may also carry the implication (and opponents are likely to argue) that every
detail of the marked excess content (e.g. every detail of a certain embodiment) is excess
content (or content that is abandoned, disclaimed or dedicated to the public) when in
practice it would be evident to a skilled reader that some details are applicable to
embodiments of the invention as finally claimed. Therefore, even marking of excess
content in the description is still unsatisfactory in view of Art. 69 and its accompanying
Protocol because the context provided by the description as marked is changed
compared to the original content. In general, similarly to deletion, the effect of marking
will be to narrow the interpretation, which is to the detriment of applicants.

Indeed, not only do deletion and marking of subject-matter from the description remove
or change context, but they can also be seen as a misguided attempt to create an
artificial impression that the specification as a whole was always directed at obtaining
protection solely for the, usually narrowed, form of claim accepted for grant at the end of




prosecution. If the description is treated as a historical snapshot of what the applicant
had on the filing date, there is no need for such contrivances.

Rule 42 EPC

Rule 42 EPC is entitled “Content of the description”. Therefore, in contradistinction to the
EPC provisions discussed above, we have finally arrived at a provision that at least sets out
explicitly requirements of the description.

However, no part of Rule 42 EPC specifies that the description must be amended in any
way. Instead, the Rule merely sets out the requirements that the description must fulfil,
in order to form part of an allowable patent application. If a description fulfils these
requirements at filing, then it follows that no amendment is necessary.

It is hard to see how a description that complies with Rule 42 on its filing date could
become non-compliant as a result of amendments to the claims made after the filing
date. Incidentally, it is true that the current practice of most Examining Divisions is to
insist on amending the description to indicate prior art identified post-filing as part of the
search and examination of an application and beyond what the applicant may have
indicated in the description as filed. Rule 42(1)}(b} is usually cited by Examining Divisions
as the legal basis for requiring this post-filing description amendment but the idea that
Rule 42(1)(b) requires the description to become a living document and be amended as
new prior art is identified does not stand up to close scrutiny. Rather, from the wording of
the rule itself, the intention of the legislator seems to have been for the applicant to
disclose what he knew of the background art at the time of filing and before the search
report is drawn up. In general, adaptation of the description under Rule 42(1)(b) is done
only once substantive examination is complete and agreement has been reached on
allowable claims. Thus, the current practice has doubtful legal basis in the EPC and
should not be extrapolated to other limbs of Rule 42. It is noted, in passing, that the prior
art documents identified in the Search Report are nowadays associated with the
respective application on the European Patent Register under the “Citations tab”. This
indication of the background art is open to public inspection, and is a more convenient
way for interested parties to identify prior art relevant to an application than a paragraph
in the description mentioning such documents.

Rule 48(1)(c) EPC

Rule 48 EPC is entitled “Prohibited matter" and relates to subject-matter that the
European patent application shall not contain.

Rule 48(1)(c) recites “The European patent application shall not contain: [..] any statement
or other matter obviously irrelevant or unnecessary under the circumstances”. We believe
that is clear that the issue of the inclusion of irrelevant or unnecessary statements can be
overcome by amendment to delete said statements.

However, as discussed above, the term “irrelevant or unnecessary statements” cannot
extend to embodiments that initially fell within a broad claim of the invention but later
happen to fall outside of the scope of a narrowed claim 1. These non-claimed
embodiments nevertheless provide context in which the finally-claimed invention can be
understood, and are therefore, by definition, relevant.

We submit that it was never intended for this Rule to compel the deletion of non-claimed
embodiments. This can be seen by the placement of the subsection (c) next to the
neighbouring subsections (a) and (b). Subsection (a) requires that the application not
contain statements contrary to morality, and subsection (b) requires that the application
not contain statements disparaging the products or processes of third parties.



Subsection (c) merely provides a catch-all provision to prevent the patent system being
abused by applicants seeking to obtain publication for subject-matter which is essentially
not related to a patent application (e.g. publishing fictional novellas as patent
applications). However, this is not relevant to the issue of amendments to align the
description with the granted claims, and we submit that this rule was intended to serve
an entirely different purpose. Indeed, we should keep in mind that patent applications
serve the purpose of disseminating technical information. Leaving an applicant who in
good faith discloses a rich set of technical features as part of a broad inventive concept
exposed to non-compliance with Rule 48(1)(c) merely because not all of those technical
features are covered by the final claims goes against the spirit of the patent system.

2. Serves No Useful Purpose

We submit that the practice of aligning the description with the claims accepted for grant
serves no useful purpose.

Courts decide on infringement and validity, and in many jurisdictions carry out these
processes without an adapted description. For example, US and Japanese courts conduct
this work without issue.

Patent judges are experts in patent law, and they readily understand that terms in the
description as filed (e.g. embodiment, invention, background art, optional, etc.) may not
match the invention ultimately defined the granted claims.

Indeed, so-called inconsistencies between the description and the claims appear to pose
no problem to the courts. For example, the Unified Patent Court in Agfa v. Gucci
(UPC_CFI_278/2023) set out its principles of interpretation of patent claims in pages 17-26
of that decision. Referring to Art. 69 EPC and its Protocol on Interpretation, they came to
the conclusion that “Specifications in the description that are not consistent with the
granted claims cannot serve as a basis of a broad interpretation of a claim” (Headnote 3).

We also submit that the wider public have no interest in an adapted description. The public
typically use a patent specification primarily as a source of technical information. In this
regard, an adapted description can never add to the technical information presented in the
description as filed.

Rather, the stakeholders most interested in a requirement to adapt the description are
opponents and their representatives who hope to gain advantage from description
amendment mistakes and/or impose burdens on applicants.

3. Introduces Risk for Patent Owners

It is well-understood that the assessment at the European Patent Office (EPO) of added
subject-matter is one of the most stringent of any patent office globally. The EPO applies
its so-called “Gold Standard” test for added subject-matter, in order to maintain a high level
of quality in granted patents.

However, due to this stringent assessment, any amendment carries an associated risk of
contravening Art. 123.

Amendments to the description are no different fromm amendments to the claims in terms
of their potential to introduce new matter. Any change in the content of the description
may result in new matter. A description amendment may also affect the interpretation of
the claims, with some amendments potentially extending the scope of protection beyond
the content of the application as filed. Of specific concern would be the deletion of a
potentially limiting definition.



It is therefore in the interests of applicants to restrict both the number and extent of
amendments only to those strictly necessary to achieve grant. The same is true in post-
grant opposition proceedings and appeals therefrom.

Forcing applicants into making extensive description amendments to remove all possible
inconsistencies between the description and amended claims increases the risk of added
matter problems and creates weaknesses for motivated attackers to exploit. Art. 123 is in
place to prevent applicants from unfairly improving their positions after the filing date. But
imposing description amendment obligations on applicants has a different effect. It
creates the risk for applicants of undermining or damaging their positions by description
amendments contravening Art. 123. Patent systems must always balance the legitimate
interests of users but extensive description amendment obligations fail to strike the right
balance.

For example, in European patent application EP13003671.8, an amendment to the
description which attempted to give a particular definition to the term “a robot” was
initially held by the Opposition Division to add subject-matter, although ultimately this
decision was overturned by the Board of Appeal in T 471/20.

In T471/20 the reason for amending was in order to comply with Rule 42(1)(b) EPC — adding
indications of the prior art. From a consutltation of the description as filed in that case (see,
on the European Patent Register, the "Description” document filed on 22 July 2013), it can
be seen that the description as filed already contained a detailed “Background of the
Invention” section from page 1 line 11 to page 4 line 14, indicating no less than 17 previous

patent applications, as well as 9 commercially available products.

It is difficult to see what more the applicant could have done, on filing, to indicate the prior
art known to the applicant that would be useful in understanding the invention and
drawing up the European Search Report.

Nevertheless, the Examiner in that case insisted that two prior art documents be indicated
(see Examination Report dated 22 April 2016, paragraph 3.2).

In formulating the requested amendment, the applicant made an unfortunate statement
that in a certain piece of prior art a filling unit was not “a robot". The Examiner reviewed
and approved this amendment. However, in subsequent opposition proceedings, the
Opposition Division took a different view and found that this amendment contravened Art.
123 EPC. Therefore, it can be seen that unintended consequences can flow from
description amendments.

If, in EP13003671.8, the Examiner had simply considered the extensive Background section,
provided on filing, to comply with the applicant's obligations under Rule 42(1}(b) EPC, then
the risk of adding subject-matter through a description amendment could have been
entirely avoided, with no impact on quality of the final patent, or information provided to
the public (as previously discussed, the citations from the European Search Report are, in
any case, associated with the application under the Citations tab on the European Patent
Register).

Further, the Board of Appeal Decision in T471/20 affirmed the principle, set out in TO500/0]1,
that “an amendment which defines a term of a claim in a way which has no basis in the
originally filed application could contravene Article 123(2) EPC".

This is further confirmed by the Case Law of the Boards of Appeal, Chapter Il.E.1.14.4:

“1.14.4 Shift in the interpretation of a claim by amendment of the description



In T 500/01 the board stated that a claim, the wording of which was essentially identical
to a claim as originally filed, could nevertheless contravene the requirements of Art. 123(2)
EPC 1973 if it contained a feature whose definition was amended in the description in a
non-allowable way. The specific definition of a feature which according to the description
was an overriding requirement of the claimed invention was applied by a skilled reader to
interpret that feature whenever it was mentioned in the patent. Since in this case the
definition had no basis in the application as filed, claim 1 did not meet the requirements
of Art. 123(2) EPC 1973"

Therefore, it is clear that any description amendments, even those “formal” amendments
merely intended to comply with Rule 42 EPC, are capable of adding subject-matter to an
application, and contravening Art. 123 EPC.

As a final point on this topic, it should be noted that EPO Examiners frequently propose
description amendments in the Druckexemplar accompanying a Communication
pursuant to Rule 71(3) EPC. Even though not formulated by the applicant, if accepted by
the applicant they nevertheless still present a source of risk from determined challengers,
either in EPO oppositions or in post-grant validity proceedings.

4. International Aspects

EPO practice on description amendment has become an international outlier. Other major
patent offices of the IP5 and beyond do not have such a requirement for applicants to
reconcile so-called inconsistencies between the claims and the description following
amendments.

Further, national patent offices of EPC member states also lack such a requirement (e.g.
UK, FR, etc.).

A patent obtained through the national route in the UK is not required by the UKIPO to
have an adapted description where excess subject-matter in the description is deleted or
marked. Only the summary of the invention section in the description is usually adapted
to the allowed claims. Since the UK courts must be capable of interpreting UK patents
obtained by the national route, as well as UK patents obtained through the EPO route,
description amendment under the current practice of the EPO cannot be indispensable
for the proper functioning of the downstream courts.

As an international user of the patent system Canon sees merit in the harmonisation of the
global patent system as it reduces complexity and burden and increases consistency of
outcomes. Removing description amendment would bring EPO practice into alignment
with other major patent offices of the IP5 and with the national patent offices of EPC
member states.

5. Quality

The EPO is well-regarded as having a high-quality search and examination procedure,
resulting in patents which can be regarded as having a high likelihood of validity in

infringement and validity proceedings.

However, a patent specification having an adapted description does not improve the
quality of the underlying patent. As noted above, in court proceedings, inconsistencies
between the claims and the description are resolved through well-established practices of
claim construction and interpretation. Therefore, there is no benefit, or "improved quality”,
to a patent having such an aligned description.



Instead, patent quality may be improved by devoting the resources of both Examiners and
the applicants' representatives to the core issues of the claims, prior art, and arguments on
novelty and inventive step.

Since all stakeholders are limited in the time they can devote to a given case, focussing on
these core issues, and avoiding unnecessary distractions such as description amendment,
is a more effective way of improving the quality.

The current practice reduces the time available to focus on these core issues, and so we
submit that, to the extent that description amendments have any effect on patent quality,
the effect may actually be detrimental. .

6. Imposes Unnecessary Procedural Burdens

Amending the description to address “excess subject-matter” and other so-called
inconsistencies imposes an unnecessary procedural burden, and is time-consuming and
hence expensive for applicants, representatives and Examiners.

The amendments required to the description under the current EPO practice can be
extensive. In particular, current practice requires that every mention of an "embodiment”,
“variant”, “equivalent” and “the invention” must be scrutinised and possibly amended or
deleted. Additionally, every mention of “optionally” or “preferably” is subject to
consideration.

Whilst the European Patent Convention does not recite explicitly “procedural economy” as
one of its aims or principles, we see in many instances that procedural economy underlies
the operation of the EPO generally. For example, this can be seen in the requirement for
convergent requests in opposition and appeal proceedings, not always remitting appeal
cases to the first instance, and not always admitting late-filed submissions.

Description amendment on the scale now required by the EPO Guidelines is contrary to
the principle of procedural economy and undermines efficiency of both the EPO itself and
applicants.

Conclusion

Canon Inc. submits that the Enlarged Board should answer Questions 1 and 3 in the
negative (in which case no answer to Question 2 is required):

e Thereis no legal basis in the EPC to require adaptation of the description to the
claims accepted for grant; and

e The current practice serves no useful purpose, introduces risk to patent owners, is
an outlier internationally, has no positive effect on quality and imposes
unnecessary procedural burdens.

e Canon believes that the description should be treated as a historical snapshot of
what the applicant had on the filing date. It should not be treated as a living
document that evolves as the claims evolve. Amendment of the description is
then not necessary, or expected, to resolve any inconsistency. The meaning of
terms in the description such as “embodiment”, “invention”, “preferably” and
“optionally” are simply their historical ones (“embodiment on the filing date”,
“optional on the filing date") ascribed to them by the applicant on the filing date.
A statement explaining this could be included at the beginning of the description

in the B specification, should this be considered helpful to the public.



e Canon does not exclude the possibility that the description may need to be
amended in exceptional or emergency situations, for example to correct obvious
errors, to introduce missing parts, or to address obfuscating statements or
definitions in the description as filed such as “herein black means white". For the
guestion of description amendment an effective solution could be to introduce a
“rebuttable presumption” similar to the one helpfully introduced by G1/22 to deal
with the question of whether the applicant claiming priority in accordance with
Article 88(1) EPC and the corresponding Implementing Regulations is entitled to
claim priority. The rebuttable presumption would be that the description as
originally filed requires no amendment after the filing date, even if the claims are
amended and this results in the description then having “excess subject-matter”
or other inconsistencies. Applicants could still request, and the EPO could still
insist on, description amendments in special cases where there are well-founded
reasons why the description must be amended.

Respectfully submitted,

Hi | Sanata

Managing Executive Officer
Group Executive - Corporate IP & Legal Headquarters
CANON INC.
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