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Amicus curiae comments on Enlarged Board of Appeal Referral No. G 1/25

Dear Sir/Madam,

On behalf of Telefonaktiebolaget L M Ericsson (publ), Stockholm, Sweden, we herewith
provide comments on the questions referred by the Board of Appealin case T 0697/22
(Hydroponics Growing Medium / Amendments to the Description), for the assistance of
the Enlarged Board of Appeal in case G 1/25.

1. About Ericsson

Ericsson is a leading provider of telecommunication equipment worldwide. Ericsson is
advancing its vision of being the "prime driver in an all-communicating world" through
innovation, technology, and sustainable business solutions. The company's portfolio
comprises mobile and fixed network infrastructure, telecom services, software,
broadband and multimedia solutions for operators, enterprises and the media industry.

Our world-leading technology is the result of substantial investments of well over $100B
in technology research and development over the last three decades. With these
investments, Ericsson has been the driving force in the creation and evolution of cellular
technology, one generation at a time, for high-performance networks. Ericsson’s
technology leadership has resulted in the highest-quality patent portfolio in the industry,
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with more than 60,000 granted patents worldwide, and the most valuable 5G essential
patents. Thereby, Ericsson has over the last years constantly been among the Top 10
applicants at the European Patent Office.

2. Background

On 29 July 2025, the Technical Board of Appeal 3.3.02 referred case T 697/22 to the
Enlarged Board of Appeal (EBoA) with the following questions (referral pending
under G 1/25 - Hydroponics):

1. If the claims of a European patent are amended in opposition proceedings or
opposition-appeal proceedings, and the amendment introduces an inconsistency
between the amended claims and the description of the patent, is it necessary, to
comply with the requirements of the EPC, to adapt the description to the
amended claims so as to remove the inconsistency?

2. If the first question is answered in the affirmative, which requirement(s) of the
EPC necessitate(s) such an adaptation?

3. Would the answer to questions 1 and 2 be different if the claims of a European
patent application are amended in examination proceedings or examination-
appeal proceedings, and the amendment introduces an inconsistency between
the amended claims and the description of the patent application?

3. Preliminary remarks

In decision T 697/22, the referring Board identified two general lines of case law for the
question whether amendments to the description are necessary when claims have been
amended in examination or opposition proceedings.

The first line of case law, considered to constitute the majority of cases, follows the
principle that the EPC requires the description to be consistent with amended claims,
and thus there is a necessity of adapting the description to amended claims to ensure
consistency. However these decisions do apply different provisions of the EPC to support
this principle, even if many are based on the requirement that the claims must be
supported by the description according to Art. 84, possibly combined with other
provisions, e.g. Rule 42 EPC and/or referring to Art. 69 EPC.


https://www.epo.org/en/case-law-appeals/organisation/eba/referrals-pending-enlarged-board-appeal

Docusign Envelope ID: BF4C3CA5-68E3-4416-A1EC-4C89AA6299E8

o
’ 3(13)

It is noted in this context that also the Guidelines for Examination of the EPO, although
not considered a legal source in itself, stipulate the necessity to remove inconsistencies
between amended claims and the description based on the support requirement of Art.
84 EPC.

According to the second, more recent line of case law, the Boards of Appeal considered
that there is no legal basis in the EPC for refusing an application if there is an
inconsistency between amended claims and the description, and particularly that
neither Art. 84 EPC nor Rules 42 or 48 of the Implementing Regulations are a legal basis
therefore. Therein, it is inter alia considered that clarity of the claims is not affected by
unclaimed subject matter in the description if the claims are clear in themselves and
otherwise supported by the description. Ericsson generally supports this view.

In the public discussion it is often proposed that removing inconsistencies between
amended claims and the description is necessary to ensure legal certainty, e.g. when
interpreting the claims in consideration of the description under Art. 69 EPC resp. as
stipulated by Enlarged Board of Appeal decision G 1/24.

Ericsson however does not see legal certainty at risk as the (national) courts were in fact
in the past able to find reasonable claim interpretations despite existing inconsistencies;
this is exemplified by several recent UPC decisions, e.g. in the case AGFA NV v Gucci
Sweden AB et al. cited in T 8697/22. Therein, an evident inconsistency between the
claims and the description was observed; however the Court did not see an impediment
to validity but merely found that the patent proprietor cannot rely on such inconsistent
description for a broadening interpretation of a more limited claim. This case exemplifies
that (national) courts are well equipped to find a reasonable interpretation of the claims
even in view of severe inconsistencies between the claims and the description.

Moreover, from a practical perspective the general requirement to adapt the description
to (otherwise allowable) amended claims puts a significant burden on both the
applicant and the Examining or Opposition Division of the EPO, particularly when the
whole detailed description must be scrutinized as stipulated by the Guidelines for
Examination. Compared to an, at best, marginal gain in legal certainty (as exemplified
by the mentioned UPC decision), this effort seems expendable.

It is further to be noticed that care must be taken to not introduce subject-matter not
originally disclosed, or (in opposition proceedings) to create an aliud compared to the
granted claims when amending the description; this may particularly happen when
amendments to the description serve to alter the interpretation of the claims. In view of
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this risk, any amendment to the description is to be avoided unless absolutely
necessary.

Considering the international scenario, it has to be noted that, while in almost all
jurisdictions it is affirmed that the claims shall be supported by the description, in many
jurisdictions the practice of adapting the description to the amended claims is not
considered mandatory by the respective (equivalent) patent law/act or patent
guidelines.

Such adaptation is for example not practiced within the UPC (UPC Rules of Procedure,
Rule 30 — Application to amend the patent, Rule 50 Contents of the Defence to
revocation and Counterclaim Infringement).

In the United Kingdom, the Patent Act does not prescribe such adaptation of the
description, whereas the manual of patents practice (14.144) limits it to the case where
inconsistencies cause genuine difficulty in determining the scope of the claims.

In a similar manner, the Japanese Patent Law and Examination Guidelines require that
there is no internal contradiction between different parts of the application. However
there is no requirement that by default any inconsistency must be resolved by amending
the description.

According to the Guidelines for examination in the German Patent Office (2.7.1,
Submission of documents ready for grant) the applicant has to generally bring the
description into agreement with the applicable claims.

Mandatory adaptation of the description is not found in many other jurisdictions, such
as:
- China (no mandatory adaptation of description in practice);
- Denmark (Patent- og Varemaerkestyrelsen - no mandatory adaptation of description),
- Spain (Royal Decree 316/2017, Article 34, 64 — the applicant may amend the
description - not mandatory);
- India (The patent act - no mandatory adaptation of description);
- South Korea (Patent Examination Guidelines - no mandatory adaptation of the
description);
- Sweden (RL B1:4.7.3 — no mandatory adaptation of description requested in
practice);
- USA (Manual of Patent Examination Procedure - no amendments of the
descriptions are required or requested in practice)



https://www.unifiedpatentcourt.org/sites/default/files/upc_documents/rop_en_25_july_2022_final_consolidated_published_on_website.pdf
https://www.gov.uk/guidance/manual-of-patent-practice-mopp/section-14-the-application#ref14-144
https://paguidelines.dkpto.dk/love-og-regler/bekendtgoerelse-om-patenter-og-supplerende-beskyttelsescertifikater/afsnit-i---patentansoegningen/kap-5---patentkrav,-beskrivelse,-titel-og-sammendrag/bek--16.aspx
https://wipolex-res.wipo.int/edocs/lexdocs/laws/es/es/es218es.pdf?Expires=1769701373&Signature=pfQ23kwN2Gjf6gQV~yxGPXCTPoDzEjPq8b3vCKWBtVluX6IOnmTQ7HaHFtqObGXbbwz~-dP6ri~VhscZdAQPWQ4mqiWqv-Ryj~czdXl~8L0pTUi0c1z1SzRhi9MYWPSRgSVvdGsTydiiRw7ljHOQLU47vodEOlgGPSy3n1uBDsi7CnzoF7Ge6pI8zsgMzyJ-QDqHRUFp71JopeseBEmeSZsKiLO9s7xfgt8egwG77vUSpTR0q3VsvUQak2EjyUmE3ovmtIwNtBsneOqIidXrAyu62lMbwIs4OpbgpdSMr7PUb0GGbRc2eC6EL7lKF0rkpbxSXjfu87nx-kvtUvLQfw__&Key-Pair-Id=K1QGBX7Y6FHYJN
https://ipindia.gov.in/writereaddata/portal/ipoact/1_31_1_patent-act-1970-11march2015.pdf
https://www.kipo.go.kr/en/HtmlApp?c=92006&catmenu=ek03_06_01
https://www.prv.se/globalassets/dokument/patent/riktlinjer/rl-del-b.pdf
https://www.uspto.gov/web/offices/pac/mpep/index.html
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This shows that throughout the member states of the EPC there is no unanimous view
on this question, but in most of these states an adaptation of the description is not
considered necessary. Also most of the major patent offices around the world, notably
the IP5 offices (except for Japan), do not require adaptation of the description. If an
adaptation is required, this is mostly limited to cases where there is a clear contradiction
or difficulties in determining the scope of the claims.

Based on the current practice in most jurisdictions, a decision of the Enlarged Board of
Appeal answering positively to the referred question(s), without any constraint or
conditions, may place EP practice outside of mainstream, and generate an exception
rather than a harmonization within the different jurisdictions.

4. Thereferred questions
4.1. Question 1
Ericsson is of the opinion that Question 1,

If the claims of a European patent are amended during opposition proceedings
or opposition-appeal proceedings, and the amendment introduces an
inconsistency between the amended claims and the description of the patent,
is it necessary, to comply with the requirements of the EPC, to adapt the
description to the amended claims so as to remove the inconsistency?

should generally be answered with “no”. We believe that such adaptation is generally
not required, or is even prohibited, by the EPC.

First of all, there is no provision in the EPC or its Implementing Regulations that
verbatim stipulates amendments to the description in order to remove inconsistencies
between amended claims and the description.

Question 1 concerns amendments made in opposition and opposition appeal
proceedings. Such amendments are anyway to be handled restrictively, since opposition
proceedings are not a continuation of the examination and cannot be used for generally
improving the granted patent, as is established jurisprudence of the Boards of Appeal.

According to Rule 80 EPC, any amendment to the claims, description and drawings is
only allowed if the amendment is occasioned by a ground for opposition under Art. 100
EPC. Rule 80 EPC sets a restrictive framework for any amendments in opposition and
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opposition appeal proceedings. Neither removing a lack of clarity as such nor tidying up
the patent is permitted. Instead, any amendment in general and an adaptation of the
description to amended claims in particular has to comply with the given strict
requirement.

It is not apparent that any of the grounds for opposition in Art. 100 EPC immediately
necessitates an adaptation of the description to claims amended in opposition or
opposition appeal proceedings. In particular, considering Rule 80 EPC, a mere
inconsistency between claims and description, without any further conditions, cannot
serve as a cause for amending the description, even if this inconsistency has been
introduced by a claim amendment which was occasioned by a ground of opposition.

However, cases are conceivable in which such an inconsistency can give rise to a ground
of opposition under Art, 100 EPC, or to assessment of the amended claims under other
provisions of the EPC than the ones mentioned in Art. 100 EPC, as will be detailed in the
following.

a) Art. 100 (a) EPC

As Enlarged Board decision G1/24 points out, the description and drawings are to be
consulted when interpreting the claims for the purpose of assessing patentability under
Articles 52 to 57 EPC. Thus, if claims are amended in order to overcome a ground of
opposition under Art. 100 (a) EPC, and an interpretation of these claims in view of the
(unamended) description would still render them not patentable under Art. 52 to 57
EPC, an amendment of the description may be a measure to overcome the ground for
opposition under Art. 100 (a) EPC), i.e. to make the claims patentable by providing for
an according interpretation of the claims. Apparently, in such a case the reason for not
allowing a claim would not be the inconsistency between the claim and the description,
but rather lack of novelty or inventive step.

In fact, it has been found in some Boards of Appeal decisions that definitions in the
description can be used for broadening the interpretation of the claims, e.g. in

T 1360/13. Similar considerations can be found in recent decisions of the UPC, like the
one mentioned above and cited in the referring decision. Notably, in such cases the
inconsistencies between the description and amended claims do not introduce
uncertainty or unclarity but rather have the effect to render a clear claim not novel or not
inventive.
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b) Art.100 (b) EPC

Under Art. 100(b) EPC, a granted patent may be opposed if the patent fails to disclose
the claimed invention in a sufficient manner. At examination, this corresponds to the
sufficiency requirement of Art. 83 EPC. As such, neither Art. 100(b) EPC nor Art. 83
EPC) necessitate any adaptation of the description to amended claims. Also, if the
invention of an amended claim was not sufficiently disclosed already in the application
as

filed, it seems difficult to add the missing disclosure later without violating Art. 123(2)
EPC. Instead, it is likely the claim(s) or proposed claim amendment(s) that must be
adapted to the disclosure in the description as filed, not the other way around.

Certainly, in order to overcome an objection under Art. 100(b) EPC that concerns the
description (and which may or may not also concern the claims), an amendment of the
description would be required; however this would not be an adaptation of the
description to remove inconsistencies with the claims, but rather related to overcoming a
ground for opposition as such.

c) Art. 100 (c) EPC

Similarly, under Art. 100(c) EPC, a patent may be opposed if its subject-matter
extends beyond the content of the application as filed, which would violate Art. 123(2)
EPC. As such, neither Art. 100(c) EPC nor Art. 123(2) EPC necessitate any adaptation
of the description to amended claims. Rather, if a claim, if amended or not, is compliant
with Art. 123(2) EPC, an appropriate disclosure in the application exists and thus no
amendments are required under Art. 100 (c) EPC.

G 1/24 did not explicitly state that also for assessing compliance with the provisions of
Art. 123 EPC the description and drawings shall be considered for interpreting the
claims, but it seems appropriate and logical to do so. Accordingly, if interpretation of
amended claims in view of the (unamended) description would reveal a violation of Art.
123 (2) or (3) EPC, an amendment of the description may be a measure to avoid this
violation. While we think that such cases are very rare and unlikely — in many such cases
the most appropriate course would instead be to further amend the claims or reject a
proposed claim amendment rather than amending the description — they still seem
conceivable and should thus be considered. Again, however, reason for not allowing a
claim would not be the inconsistency as such, but a (resulting) violation of Art. 123 EPC.
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On the other hand, an amendment to the description, including deleting or disclaiming
subject-matter, may influence the interpretation of the claims and may shift the scope of
protection to subject-matter different from what was granted, thereby violating Art.
123(3) EPC, and should therefore rather be avoided.

Thus, with the possible exception of certain relatively unusual and unlikely cases, it
seems that the grounds for opposition in Art. 100 EPC do not necessitate any adaptation
of the description to a claim amended in opposition or opposition appeal proceedings.

d) Art.84 EPC

It has been established in Enlarged Board decision G 3/14 that clarity under Art. 84 EPC
may be assessed when claims have been amended in opposition proceedings, even if
clarity is not a ground for opposition. Accordingly, an inconsistency between the
amended claims and the description that creates an actual unclarity of the claims might
be remedied by an amendment of the description.

It must however be noted that G3/14 has also established that any assessment of
clarity in opposition proceedings can only go so far as the lack of clarity has been
created by the very amendment. As a result, not any inconsistency between amended
claims and the description may create an objection under Art. 84 EPC, and accordingly
an occasion for amendment; rather, only an inconsistency that

A. has been introduced by the actual amendment of the claim

and

B. leads to alack of clarity of the claim

can ever be an occasion for amending the description in opposition proceedings.

Such occasions seem extremely rare, particularly when assuming that the amendment
of the claim as such is clear — otherwise already the amendment of the claim would
have to be objected under Art. 84 EPC.

Frequently, the requirement of support by the description stipulated by Art. 84 EPC is
invoked to require adaptation of the description to amended claims. While G 3/14
explicitly refers to the requirement of clarity, it also mentions Art. 84 EPC in its entirety,
and thus one may conclude that also the support requirement of this article can be
assessed in opposition proceedings. However this would certainly underly the same
restrictions as the assessment of clarity, namely that the inconsistency was introduced
by the actual amendment of the claim and leads to a lack of support of the claim.
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Amendments to a claim, or more precise claims resulting from such amendments, must
in opposition proceedings comply with the requirements of Art 123(2) EPC resp. Art. 100
(c) EPC, i.e. be directly and unambiguously derivable from the original application. The
resulting patent must further comply with the requirements of Art. 83 EPC resp. 100 (b)
EPC, i.e. be disclosed in a manner sufficiently clear and complete that it can be carried
out by the skilled person.

It seems entirely illogical to assume that an amendment, or a claim resulting from such
amendment, which complies with both Articles 123(2) and 83 EPC can have no support
in the description. The only conceivable situation in which this might occur is when an
(independent) claim is amended by features from a (granted) dependent claim that is
not reflected at all in the description; however in such a case the lack of support was
already existent in the patent as granted and can thus not be considered under the
restrictions imposed by G 3/14.

It must be emphasized that in all cases that may necessitate adaptations of the
description to the amended claims this cannot be based on the mere existence of an
inconsistency between claims and description. Rather, this must be restricted to cases in
which such inconsistency would, when interpreting the claim in view of the description,
lead to an actual violation of one of the aforementioned provisions, i.e. lack of novelty or
inventive step, extension beyond the original disclosure, lack of clarity etc.

G 1/24 has also stated that the determination whether a claim lacks clarity is the result
of such interpretation. A lack of clarity under Art. 84 EPC can thus only arise if the
description is in such inconsistency or even contradiction to the claims that it is not
possible to determine its subject matter, even when considering that the claims have
primacy over the description as stipulated by Art. 84 EPC and confirmed by case law of
the Boards of Appeal. For example, if a feature of an independent claim — thus
considered to be essential — is in the description presented as optional (e.g. preceded by
a term like “may”), this would still not create any doubt on the presence of the feature in
the claimed subject matter.

Similar considerations apply for the support requirement of Art. 84 EPC. This requires
that the claimed subject matter must have a counterpart in the description, not the least
to enable understanding of the invention as required by Rule 42(1)(c) EPC. If such
information exists in the application or patent, any additional information that goes
beyond the subject matter of the claim, like background information or unclaimed
embodiments, can logically not take away this information and thus remove the existing
support.
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Despite the fact that Rule 80 EPC sets a very strict limitation when amendments in
opposition and opposition appeal proceedings are admissible at all, it follows from the
above that generally an adaptation of the description to amended claims in opposition
proceedings is not required, or would in many cases even be inadmissible; exceptions
seem conceivable but restricted to very rare occasions which require particular scrutiny.

As mentioned above, it is not the purpose of opposition and opposition appeal
proceedings to tidy up the description. Putting the adaptation of the description into
detailed focus would contradict the purpose. Furthermore, a general requirement to
adapt the description in the case of amended claims could result in an unjustified
extension of the proceedings, in particular of oral proceedings. Any inability to fully
review an amended description at the end of a full day of oral proceedings would
require a return to written proceedings. This would add a significant delay, and it could
(even intentionally) prevent an accelerated conclusion of the proceedings.

To answer the question with “no” is therefore justified.

4.2. Question 2
Regarding Question 2,

If the first question is answered in the affirmative, which requirement(s) of the EPC
necessitate(s) such an adaptation?

we do not see any general requirement in the EPC for such adaptation, in accordance
with our answer "no” to the first question. For the rare exceptions outlined above, Art. 84
EPC would be applied.

4.3, Question 3
Regarding Question 3,
Would the answer to questions 1 and 2 be different if the claims of a European patent
application are amended during examination proceedings or examination-appeal

proceedings, and the amendment introduces an inconsistency between the amended
claims and the description of the patent application?
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we are of the opinion that the answer should not be generally different. Particularly, the
observation still applies that the EPC contains no provision which verbatim

stipulates amendments to the description in order to remove inconsistencies between
amended claims and the description.

However we do acknowledge that there are differences between the requirements in
opposition proceedings and examination proceedings which may lead to different
considerations. Some provisions that apply in opposition proceedings do not apply in
examination, and vice versa. Particularly, Art. 123(3) EPC is not relevant before grant of
a European Patent, and the restrictions of Rule 80 EPC do not exist in examination.
Accordingly, all requirements of the EPC need to be fully considered in examination,
notably the requirements of Art. 84 EPC and Rules 42 and 48 EPC which have been
identified by the aforementioned “first line of case law” supporting the necessity of
adapting the description to amended claims.

Still, none of these provisions explicitly puts forward such requirement.

As outlined above, when considering Art. 84 EPC and consulting the description for
interpretation of the claims as required by G 1/24, a lack of clarity may arise which has
its origin in the interplay between the claims and the description (aka “inconsistency”).
Such a lack of clarity may be objected to under Art 84, in response to which the
applicant may amend the claims and/or the description.

However, and as also stated above, this requires an actual unclarity in that it would be
impossible to determine the subject matter of the claims. Such objections would thus
need to be substantiated by the examining division, in the same way as other objections
are substantiated. This is in contrast to the current practice of the Office to request
description amendments based on the Guidelines for Examination (GL F-1V 4.3)
without substantiating a lack of clarity caused by alleged inconsistencies, which shifts
the burden to the Applicant.

These objections typically make cursory reference to Art. 84 EPC without

substantiating why a lack of clarity arises from a perceived inconsistency, i.e. seem to
presuppose that any inconsistency leads to unclarity. But apparently not all perceived
inconsistencies between the claims and the description lead to a lack of clarity, e.g.
optional features in the description as mentioned further above. In particular, the test

of "cast(ing) doubt on the subject matter for which protection is sought”, which is used in
the GL, does not find basis in the EPC. Whereas Art. 84 EPC requires that the claims
shall be clear, it is not concerned with any doubt concerning the subject matter of the
claims. Only if such doubt persists after a proper interpretation of the claim (considering
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the primacy of the claim wording over the description), an objection under Art. 84 EPC
would be appropriate.

Moreover, in such a scenario, the examining division would have to provide a reasoned
statement as required by R. 71(2) EPC, pointing at a specific issue with a claim and the
corresponding section of the description which gives rise to the inconsistency and
provide the applicant with an opportunity to provide counterarguments and/or amend
either the claims or the description to remedy the inconsistency. A generic statement
requesting the applicant to bring the description in line with the claims cannot fulfil the
requirements of the EPC.

As for the requirement of Art. 84 EPC that the claims are supported by the description,
the same considerations as above under Question 1 apply. An existing support cannot
be taken away by additional information, like unclaimed embodiments or examples
described or listed in the application.

An example to illustrate a scenario in which an alleged "inconsistency" does not give rise
to a lack of clarity or a lack of support is the following: a claim recites, or is amended to
recite, "a clockwise phase shifter". The description describes c/lockwise and anti-
clockwise phase shifters. The skilled person will not have any difficulties, assuming

that that the description is clear, to understand that parts of the description relating to
the anti-clockwise phase shifter are not to be used when interpreting the claims, and
that the claim cannot be interpreted to include anti-clockwise phase shifters.

In a similar manner, Rule 42(1) EPC does not require that the description must be
adapted to amended claims. While this provision, different from Art. 84 EPC, relates to
requirements for the description, it only requires (under letter (c)) that the description
shall disclose the invention as claimed such that the problem and its solution can be
understood. Also here, normally additional information would not inhibit the
understanding if there is sufficient information that support this understanding.

Nevertheless it seems conceivable that the information of the description may be
contradictory in itself such that it makes proper understanding of the invention
impossible, in which case amendments can be appropriate. Again, an objection in this
respect would have to be substantiated and cannot be raised just based on the
existence of inconsistencies not affecting the understanding of the invention, the
presence of unclaimed embodiments or the like.

As a side note, such additional information, e.g. in the form of unclaimed embodiments
described in the application, should also not be objectionable as such under Rule 48 (c)
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EPC. Also in this case, it would have to be established and substantiated that it actually
amounts to “obviously irrelevant or unnecessary” information.

As a conclusion, also in examination proceedings, there is no general requirement to
adapt the description to remove inconsistencies with amended claims. We do however
concede that such adaptation may be appropriate in some cases, if the inconsistency
leads to an actual and substantiated lack of clarity of the claims.

5.  Concluding remarks

Accordingly, we submit that there is no requirement in the EPC to generally adapt the
description to amended claims, neither in opposition nor in examination proceedings. An
adaptation may still be appropriate in some cases, but only if an inconsistency leads to
an evident and substantiated lack of clarity of the claims.

Yours faithfully,

Gabriele Mohsler Thomas Burchardi
VP Patent Creation Management Director Patent Attorney
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