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Dear Mr Michalesczek, 

I am pleased to submit the Amicus Curiae Brief below providing observations in respect of the 
Referral to the Enlarged Board of Appeal on G 1/25. This contribution is focused on question 3 
related to the context of the examination of applications. This context is by far the most 
significant since it encompasses all applications in which the claims have been amended.  

 

1.Is the EPO entitled to require an amendment of the description ? 

The issue of whether, after the claims have been amended, there is a basis in the EPC for 
requiring an applicant or patent proprietor to adapt the description to the claims in order to 
remove inconsistency between the amended claims and the description is the subject of the 
questions referred to the Enlarged Board of Appeal. 

This issue raises the preliminary question, as pointed out in Reason 15.1.2 of the referring 
decision T 697/22 and Reason 92 of decision T 56/21, of whether the EPO is entitled to require 
such an amendment from the applicant/ patent proprietor. 

According to Reason 92 of decision T 56/21, the EPO is not entitled to require such an 
amendment. While the examining division has the power and the duty under Article 94(3) EPC 
to examine whether the application meets the requirements of the EPC for grant and to raise 
objections, it is the sole responsibility of the applicant to amend the application and/or file 
observations. This is also stated in Reason 15.1.2 of the referring decision in relation to the 
« second line of case law » which finds no basis in the EPC for the requirement. 

This principle is clearly rooted in Article 113(2) EPC, cited in Reason 92 of decision T 56/21. 

Article 113(2) EPC states that « The European Patent Office shall examine, and decide upon, the 
European patent application or the European patent only in the text submitted to it, or agreed, 
by the applicant or the proprietor of the patent. » 

The underlined portion is quite explicit that the EPO’s decision can only be based on a text 
submitted or agreed by the applicant or patent proprietor. 

This is also clear from Article 94(3) EPC, which states that  « If the examination reveals that the 
application or the invention to which it relates does not meet the requirements of this 
Convention, the examining division shall invite the applicant, as often as necessary, to file his 
observations and, subject to Article 123, paragraph 1, to amend the application. » 
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Again, the underlined portion only entitles the examining division to « invite » the applicant to 
amend the application : the applicant cannot be « required » to amend the application. The 
applicant is always entitled to submit observations to rebut such « invitation » as ill-based. And 
the applicant is free to overcome an inconsistency which indeed « casts doubt » by amending 
the claims rather than the description. 

The examining division is then entitled to refuse the application under Article 97(2) EPC if the 
applicant has resisted the invitation and failed to submit persuasive counter-arguments, subject 
to there being a substantiated finding of non-compliance with the EPC.  

Moreover, the principle that under Article 113(2) EPC, it is the applicant’s responsibility to 
define the text on the basis of which it requests a patent to be granted is mentioned in the Case 
Law of the Boards of Appeal, 11th edition 2025, section III.B.3.3, citing decision T 255/05 (The 
relevant Reasons in T 255/05 are Reasons 17 and 18), and in section V-A.11.6.11.d citing 
T 121/06 as follows : “the board held that issuing a communication under R. 51(4) EPC 1973 in 
which amendments were proposed which the applicant could not reasonably be expected to 
accept without further discussion constituted a substantial procedural violation.” 

T 121/06 Reason 14.2 emphasises the applicant’s right and responsibility in terms which 
deserve to be quoted in full : 

“14.2 Article 113(2) EPC stipulates that the European Patent Office shall consider and decide 
upon the European patent application only in the text submitted to it, or agreed, by the 
applicant. It is the purpose of Rule 51(4) EPC to ensure, at the final stage of the examination 
procedure, the applicant's approval. From these provisions it follows that it is the applicant who 
sets the framework of the examination procedure. It is his right and responsibility to formulate 
the requests he desires to have considered. It is the examining division's task to take a decision 
on these requests.” 

It is to be pointed out that this principle applies to all amendments of the application, including 
amendments to the claims.  

 

2. The specific context of amendments entered at the Rule 71(3) EPC stage 

The possibility for examining divisions to enter amendments of their own motion at the Rule 
71(3) EPC stage was originally limited to the correction of minor errors, likely to be agreed by 
the applicant, the objective being to speed up the grant procedure. 

This has been the long-time practice at the EPO. But in the wake of the 2021 revision of 
Guideline F-IV 4.3 insisting on the removal of inconsistencies between the description and the 
claims, the scope of amendments entered by the examining divisions at the Rule 71(3) EPC 
stage was vastly expanded to include substantial description amendments, generally without 
prior consultation of the applicant. Such substantial amendments were the deletion of parts of 
the description or the insertion of statements that a described embodiment was outside the 
scope of the claims. Amendments to the claims, sometimes much more substantial, were also 
entered, again without prior consultation of the applicant. 
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Under Rule 71(6) EPC, the applicant had indeed the opportunity to challenge the amendments 
entered by the examining division. However, the specificity of the context, i.e. the lateness of 
the amendments, made it a difficult decision, because it was certain to delay the grant of the 
patent and incur additional costs. 

In any event, the examining divisions’ practice of entering amendments without prior 
consultation of the applicant was clearly oblivious of the above-mentioned principle set out in 
Article 113(2) EPC.  As such, it could be depicted as an overstep of the EPO’s authority. 

It is to be noted in addition that this principle was implemented in the Guideline for 
Examination C-V-1.1 relating to communications under Rule 71(3) EPC . The Guideline in effect 
states that the examining division may make amendments on its own initiative « which it can 
reasonably expect the applicant to accept. ». It stresses the need for prior consultation with the 
applicant before entering an amendment as follows : » In case of doubt as to whether the 
applicant would agree to the amendments proposed by the examining division, the applicant 
should be contacted by telephone or an official communication has to be written. » 

The EPO’s practice raised vocal protests from applicants challenging the amendments and from 
representatives and user associations as well, and gave rise to numerous articles and blog posts 
featuring critical comments. The EPO reacted positively to this backlash in 2024 by revising the 
relevant Guidelines F-IV.4.3 as follows :  

“Any inconsistency between the description and the claims must be avoided if it could casts 
throw doubt on the subject-matter for which protection is sought and therefore render the claim 
unclear or unsupported under Art. 84, second sentence, or, alternatively, render the claim 
objectionable under Art. 84, first sentence.” 

The replacement of “if it could throw doubt” (conditional) with “if it casts doubt” (present 
tense) was indeed meaningful. The revised wording makes it clear that the onus is on the 
examining division to prove the need to remove an inconsistency. It cannot any more rely on 
hypotheticals as was possible under the former conditional wording or on a mere reference to 
the Guideline devoid of substantiating reasoning. 

This wording is aligned with section 5.29 of the PCT ISPE Guidelines dealing with « Inconsistency 
Between Claims and Description”, which states : “inconsistencies which do not cause doubt as 
to the meaning of the claims may be overlooked.” 

In this respect, it is to be pointed out that first, the PCT ISPE Guidelines reflect the consensus at 
international level, and second, they are applicable to the PCT phase of PCT applications, 
including those in which the EPO is the International Search Authority. SA. For practitioners, it is 
a substantial improvement that the EPO practice regarding the EPO phase has been brought in 
line with the PCT Guidelines, and for the EPO, it is a significant achievement in terms of 
international harmonisation. 

And very importantly, the EPO’s practice referred to above of substantial amendments without 
prior consultation with the applicant was put to an end. The practice was in essence brought 
back to the practice before the 2021 revision, with amendments if any at the Rule 71(3) EPC 



stage limited to the correction of minor errors and the insertion into the application of brief 
statements citing the most relevant prior art. 

The EPO confirmed in its recent Quality Reports (2023 and 2024 SQAP reports) and its 2025 
Quality Action Plan that it viewed the lack of prior consultation with the applicant for any entry 
of substantial amendment as a serious quality issue. 

 

3. Where is there a basis in the EPC for requiring an adaptation of the description ? 

There is no explicit provision in the EPC calling for an adaptation of the description to claim 
amendments. Article 84 EPC primarily relates to the claims, as pointed out in decision G 1/24 
Reason 8 as follows :  

« Article 84 EPC addresses the content of the patent application and is formal in nature, does 
not mention the invention and provides no guidance on how to interpret claims. It only sets out 
an instruction to the drafter of what needs to be in the claims, and an instruction to the EPO to 
determine whether the claims meet that purpose (see T 1473/19 Reasons 3.8). «  

According to the « second line of case law » mentioned in the referring decisionT 697/22, there 
is no basis in the EPC for requiring an adaptation of the description. As pointed out in T 697/22, 
the decisions of this second line of case law relate to the context of examination. The second 
line of case law thus appears specifically relevant to the examination context. 

In the first line of case law finding that there is a basis in the EPC for requiring an adaptation, 
what is striking and uncommon is the multiplicity of the EPC provisions relied upon by the 
Boards to support this position. In other words, as pointed out in the referring decision, Reason 
14.3, there is an utter lack of consensus between the Boards involved in the decisions of the 
first line of case law as to a basis in the EPC. The referring decision provides an extremely 
detailed analysis of the various reasons put forward in the decisions of the first line of case law, 
showing that none of these reasons is persuasive. This lack of consensus is in itself the 
demonstration that the basis in the EPC for requiring an adaptation is very weak. 

 

4. The role of description vs. adaptations of the description 

The issue of whether the EPO may require an adaptation of the description to amended claims 
is to be put in the broader perspective of the role of the description under the EPC and decision 
G 1/24. The description as referred to below is the description of the application as filed. 

The description, supplemented by drawings where necessary, has several key functions. 

It is evidently necessary for gaining understanding of the claimed subject matter : the words of 
the claims, sometimes very general, can be related to specific components for which the 
description offers concrete information. The requirement for support under article 84 EPC 
ensures this concrete information is available for the entire content of the claims. 



When the application includes drawings, the mention in the claims of reference numerals as 
required under Rule 43(7) EPC efficiently relates the words of the claims to the parts or process 
steps shown in the drawings. If the scope of the claims once amended does not cover all the 
embodiments disclosed in the description, the embodiments falling within the scope of the 
claims can easily be identified from the reference numerals mentioned in the claims and 
distinguished from those which no longer fall within the scope as a result of the claim 
amendments. 

The description also provides a definition of the problem the applicant seeks to solve, as well as 
of the technical effects achieved by the invention. 

All this information is a valuable complement to the claims for the definition of the person 
skilled in the art referred to in Article 56 and 83 EPC. This allows the common general 
knowledge of the skilled person to be delineated, which may be crucial for the assessment of 
inventive step and sufficiency of disclosure. 

The content of the description is critical for the assessment of compliance under Article 123(2) 
EPC. In this sense, the description acts as a bulwark against the addition of new matter by claim 
amendments. 

In respect of the dissemination of technical information to the public, the quid pro quo to the 
exclusive rights conferred by a patent, which is a major objective of the patent system, the 
detailed information provided by the description as required by Article 83 EPC is the key to 
achieving this objective.  

The recent decision G 1/24 of the Enlarged Board of Appeal has significantly strengthened the 
role of the description by asserting the need for examining divisions to consult the description 
in the interpretation of the claims. 

It is to be pointed out that the conditions to be met for compliance with the EPC all rely on the 
the date of filing of the application or the priority date and on the description of the application 
as filed. This is why the description referred to in decision G 1/24 can only be the description of 
the application as filed. Consideration of post-filing amendments to the description in the 
interpretation of the claims would be inconsistent with the reliance on the date of filing of the 
application or the priority date and on the description of the application as filed for the 
assessment of compliance with the EPC. 

 

5. Risks of new matter arising from substantial amendments to the descriptionnew matter 

Risks of new matter may arise from amendments entered by an examining division at the Rule 
71(3) stage. The risks relate primarily to claim amendments (see T 1473/19), but they may also 
arise from substantial amendments to the description. 

This may happen if it is found that the interpretation of the claims has been altered by the 
amendments, compared with the interpretation relying on the description of the application as 
filed. 



The article by Dr. Anja Schäfer and Andrej Majdic (« Amending the description by deletion – 
(not) a mere formality ? ») published in epi information 4-2025 provides valuable insights on 
this issue. 

 

Conclusion - Response to question 3  

In view of the foregoing, my conclusion is to answer NO to question 3 : 

If the claims of a European patent application are amended during examination proceedings or 
examination-appeal proceedings, and the amendment introduces an inconsistency between the 
amended claims and the description of the patent application, is it necessary, to comply with 
the requirements of the EPC, to adapt the description to the amended claims so as to remove 
the inconsistency ? 

 

With best regards 

 

Francis Hagel 

European patent attorney 

  

 

 


