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European Patent OƯice 

 
Enlarged Board of Appeal  
For the attention of Mr. Nicolas Michaleczek 

By email EBAamicuscuriae@epo.org  
29th January 2026 

 
 
In the matter of Reference to the Enlarged Board of Appeal G1/25 “Hydroponics” 
 
 

Amicus brief 
 
This is an amicus curiae brief made by the European patent aƩorneys at Greenwoods Legal Services 
Limited. 
 
The QuesƟons 
 

1. If the claims of a European patent are amended during opposiƟon proceedings or opposiƟon-
appeal proceedings, and the amendment introduces an inconsistency between the amended 
claims and the descripƟon of the patent, is it necessary, to comply with the requirements of the 
EPC, to adapt the descripƟon to the amended claims so as to remove the inconsistency? 

2. If the first quesƟon is answered in the affirmaƟve, which requirement(s) of the EPC 
necessitate(s) such an adaptaƟon? 

3. Would the answer to quesƟons 1 and 2 be different if the claims of a European patent 
applicaƟon are amended during examinaƟon proceedings or examinaƟon-appeal proceedings, 
and the amendment introduces an inconsistency between the amended claims and the 
descripƟon of the patent applicaƟon? 

 
The quesƟons resolve around:- 

 what provisions govern the claims; 
 what EPC provisions govern the content of, and amendments to, the descripƟon; 
 what powers does the EPO have to impose requirements other than those present in the EPC; 
 when might it be mandatory to amend the descripƟon; 
 what harms are generated by the current pracƟce. 
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Provisions governing the Claims 
 
ArƟcle 84 EPC requires that  

The claims shall define the maƩer for which protecƟon is sought. They shall be clear and 
concise and be supported by the descripƟon. 

G1/24 noted that:- 

……. ArƟcle 84 EPC addresses the content of the patent applicaƟon and is formal in nature, 
does not menƟon the invenƟon and provides no guidance on how to interpret claims. It only 
sets out an instrucƟon to the draŌer of what needs to be in the claims, and an instrucƟon to 
the EPO to determine whether the claims meet that purpose (see T 1473/19 Reasons 3.8).1 

G1/24 decided that:- 

The claims are the starƟng point and the basis for assessing the patentability of an invenƟon 
under ArƟcles 52 to 57 EPC. The descripƟon and drawings shall always be consulted to 
interpret the claims when assessing the patentability of an invenƟon under ArƟcles 52 to 57 
EPC, and not only if the person skilled in the art finds a claim to be unclear or ambiguous 
when read in isolaƟon.2 

Further the Enlarged Board in G1/24 noted that:-  

The Enlarged Board finds it a most unaƩracƟve proposiƟon that the EPO deliberately adopt a 
contrary pracƟce to that of the tribunals that are downstream of its patents. On this point, 
the Enlarged Board agrees with the harmonisaƟon philosophy behind the EPC (see G 5/83, 
Reasons 6, and G 3/08, Reasons 7.2.2)3 

 
  

 
1 G1/24 – Reason 8 
2 G1/24 - Order 
3 G1/24 – Reason 16 
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Provisions governing the descripƟon 
 
ArƟcle 78(1)(b) requires that a European patent applicaƟon shall comprise a descripƟon of the 
invenƟon that saƟsfies the requirements laid down in the ImplemenƟng RegulaƟons. 
 
Rule 42 EPC governs what should be in the descripƟon4.  
 
Rule 48 EPC governs what should not be in the descripƟon5.  Neither rule requires adaptaƟon of the 
descripƟon to comply with amended claims. 
 
Although Rule 48 indicates that a descripƟon should not contain maƩer “obviously irrelevant” the 
statutory remedy under Rules 48(2) and 48(3) EPC is for that maƩer to be omiƩed from the published 
specificaƟon. 
 
Rule 71(1) EPC states that:- 

“In any communicaƟon under ArƟcle 94, paragraph 3, the Examining Division shall, where 
appropriate, invite the applicant to correct any deficiencies noted and to amend the 
descripƟon, claims and drawings within a period to be specified.” 

This consƟtutes an invitaƟon, not a mandatory requirement to amend.  Deficiencies in the descripƟon 
would prima facie appear to relate to alleged failure of the descripƟon to meet the provisions of the 
EPC.  

 
4 Rules 42 EPC 

(1) The descripƟon shall: 
(a) specify the technical field to which the invenƟon relates; 
(b) indicate the background art which, as far as is known to the applicant, can be regarded as useful to 
understand the invenƟon, draw up the European search report and examine the European patent 
applicaƟon, and, preferably, cite the documents reflecƟng such art; 
(c) disclose the invenƟon, as claimed, in such terms that the technical problem, even if not expressly 
stated as such, and its soluƟon can be understood, and state any advantageous effects of the invenƟon 
with reference to the background art; 
(d) briefly describe the figures in the drawings, if any; 
(e) describe in detail at least one way of carrying out the invenƟon claimed, using examples where 
appropriate and referring to the drawings, if any; 
(f) indicate explicitly, when it is not obvious from the descripƟon or nature of the invenƟon, the way in 
which the invenƟon is industrially applicable. 
(2) The descripƟon shall be presented in the manner and order specified in paragraph 1, unless, owing 
to the nature of the invenƟon, a different presentaƟon would afford a beƩer understanding or be more 
concise. 

 
5 Rule 48 EPC 

(1) The European patent applicaƟon shall not contain: 
(a) statements or other maƩer contrary to "ordre public" or morality; 
(b) statements disparaging the products or processes of any third party or the merits or validity of the 
applicaƟons or patents of any such party. Mere comparisons with the prior art shall not be considered 
disparaging per se; 
(c) any statement or other maƩer obviously irrelevant or unnecessary under the circumstances.  
(2) If the applicaƟon contains maƩer prohibited under paragraph 1(a), the European Patent Office may 
omit such maƩer from the applicaƟon as published, indicaƟng the place and number of words or 
drawings omiƩed. 
(3) If the applicaƟon contains statements referred to in paragraph 1(b), the European Patent Office 
may omit them from the applicaƟon as published, indicaƟng the place and number of words 
omiƩed. Upon request, the European Patent Office shall furnish a copy of the passages omiƩed. 
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The present pracƟce of the EPO of requiring adaptaƟon of the descripƟon to the claims extends this to 
encompass amendment to meet non-statutory preferences. 
 
What powers does the EPO have to impose requirements other than those present in the EPC? 
 
ArƟcle 125 EPC states: 

In the absence of procedural provisions in this ConvenƟon, the European Patent Office shall 
take into account the principles of procedural law generally recognised in the ContracƟng 
States. 

It can be argued whether or not the maƩer of adaptaƟon of the descripƟon is procedural or 
substanƟve: but it is noteworthy that the majority of the EPC Member States do not have a pracƟce of 
adaptaƟon of the descripƟon to the claims. 
 
Discussion 
 
Given the desirability of harmonisaƟon in Europe (as menƟoned in G1/24) the fact that the EPO adopt 
a pracƟce so contrary to Member States’ pracƟce means that Member State courts have to deal with 
both naƟonal patents (with no adaptaƟon) and European patents (with adaptaƟon). 
 
Member State courts appear to have no difficulty in dealing with patents without adaptaƟon of the 
descripƟon. Indeed patents with amended descripƟons may raise more issues than patents without 
adaptaƟon.  
 
The process of adaptaƟon of the descripƟon has been proven to introduce major risks in added subject 
maƩer, removing maƩer necessary for sufficiency, and indeed in the interpretaƟon of claims. Since the 
claims have to be interpreted in the light of the descripƟon, a change in descripƟon may radically 
change the basis for interpretaƟon. It appears strange that the interpretaƟon to be placed on a claim 
integer may vary from filing, through grant, to opposiƟon as the descripƟon changes during 
prosecuƟon 
 
Some have argued for adaptaƟon of the descripƟon using the Angora cat analogy that a cat may pass 
through a cat flap with fur sleeked down (narrow interpretaƟon based on claim language) and then 
fluff up to make itself look big (broad interpretaƟon based on descripƟon). Courts are adept at shaving 
Angora cats.  
 
The specificaƟon should be read from the posiƟon of the person skilled in the art seeking to understand 
the claims in the light of the descripƟon, not from the posiƟon of someone seeking to find ambiguity 
in the claims by mining the descripƟon for maƩer that casts doubt on the claims.  
 
Inconsistencies between descripƟon and claims should be interpreted as maƩer in the descripƟon that 
causes the skilled person to have genuine difficulty in determining the scope of the claims – not as 
maƩer in the descripƟon that could support a deliberate misunderstanding of the claims.  
 
MaƩer in the descripƟon that falls outside the claims, and that would be clearly understood by the 
skilled person as falling outside the claims, should not be considered as an inconsistency. 
 
Given the different funcƟons of claims and descripƟon, if the claims are clear despite the descripƟon 
no amendment to the descripƟon appears necessary. 
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While the correct response to any unclarity in a claim is amendment: it should be up to the 
applicant/proprietor to decide whether to amend the descripƟon or the claims to remove 
inconsistencies that cause genuine difficulty in determining the scope of the claims. 
 
ArƟcle 84 can be a reason to refuse a claim for lack of clarity, but it is not a reason to mandatorily 
amend the descripƟon with all the risks that entails, and with the problems presented to downstream 
courts. 
 
Answers to the quesƟons 
 

1. If the claims of a European patent are amended during opposiƟon proceedings or opposiƟon-
appeal proceedings, and the amendment introduces an inconsistency between the amended 
claims and the descripƟon of the patent, is it necessary, to comply with the requirements of the 
EPC, to adapt the descripƟon to the amended claims so as to remove the inconsistency?  
NO, provided that the amended claims are clear despite the inconsistency. If the amended 
claims are not clear in the light of the descripƟon then amendment of claims or descripƟon 
should be at the owner’s choice to enable the claims to comply with ArƟcle 84. 
 

2. If the first quesƟon is answered in the affirmaƟve, which requirement(s) of the EPC 
necessitate(s) such an adaptaƟon? 
No requirements of the EPC require such adaptaƟon. 
 

3. Would the answer to quesƟons 1 and 2 be different if the claims of a European patent 
applicaƟon are amended during examinaƟon proceedings or examinaƟon-appeal proceedings, 
and the amendment introduces an inconsistency between the amended claims and the 
descripƟon of the patent applicaƟon? 
No. 

 
 
Jim Boff           MarƟn Hammler                             Arthur Boff
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