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The “German Association for Intellectual Property Law (GRUR)“ is a non-profit scientific as-
sociation for all members of professional groups and organisations active in the field of intel-
lectual property and copyright law, in particular universities, judges, civil servants, lawyers,
patent attorneys and representatives of associations and companies. According to its stat-
utes, its purpose is to promote scientific advancement in the field of industrial property rights
and to support legislative bodies and the relevant ministries and institutions in matters relat-
ing to intellectual property and unfair competition law. The GRUR Standing Committee for
Patent Law is responsible within the association for drawing up statements concerning Pa-

tent Law issues.

The GRUR Standing Committee for Patent Law is composed in a deliberately diverse man-
ner, reflecting this plurality of professional backgrounds and perspectives. In view of the re-

ferral G 1/25, the Committee has discussed the issues raised extensively.

While these discussions did not result in a uniform position on all aspects of the referral, a
common denominator could be identified. The present submission reflects only this shared

position, which the GRUR considers useful for the Enlarged Board’s deliberations.
Therefore, with this submission, the GRUR Standing Committee for Patent Law would like to

comment on the questions referred to the Enlarged Board of Appeal by interlocutory deci-
sion T 0697/22 of the Technical Board of Appeal 3.3.02 dated July 29, 2025:

The signs of GRUR and the green color are registered trademarks of the Association.
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1. If the claims of a European patent are amended during opposition proceedings or oppo-
sition-appeal proceedings, and the amendment introduces an inconsistency between
the amended claims and the description of the patent, is it necessary, to comply with the
requirements of the EPC, to adapt the description to the amended claims so as to re-

move the inconsistency?

2. If the first question is answered in the affirmative, which requirement(s) of the EPC ne-

cessitate(s) such an adaptation?

3. Would the answer to questions 1 and 2 be different if the claims of a European patent
application are amended during examination proceedings or examination-appeal pro-
ceedings, and the amendment introduces an inconsistency between the amended

claims and the description of the patent application?

l. Context of the Referral

The referral decision underlying G 1/25 identifies a well-established divergence in the case
law of the Boards of Appeal concerning the legal treatment of inconsistencies between
amended claims and the description, both in opposition proceedings and in examination pro-

ceedings.

In summary, two opposing approaches can be distinguished. According to one line of deci-
sions, such inconsistencies must be removed, as the description is required to be consistent
with the claims in order to comply with the requirements of the EPC. Within this approach,
different legal bases have been relied upon, in particular Article 84 EPC (claims to be sup-
ported by the description), either alone or in combination with other provisions such as Arti-
cle 94(3) EPC and Rules 42, 48 and 71(1) EPC. In some decisions, reference is also made —
explicitly or implicitly —to Article 69 EPC and the Protocol on the Interpretation of Article 69
EPC, in order to emphasize the role of the description for the understanding and interpreta-

tion of the claims.

According to another line of decisions, the EPC provides no legal basis for refusing an appli-
cation or revoking a patent solely because the description contains subject matter that is
broader than, or inconsistent with, the claims as amended. In this view, neither Article 84
EPC, nor Article 69 EPC, nor Rule 42 EPC or Rule 48 EPC, whether taken individually or in

combination, can justify a mandatory adaptation of the description, provided that the claims
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themselves are clear, define the matter for which protection is sought, and do not extend

beyond the disclosure of the application as filed.

Beyond the question of whether adaptation of the description is required as such, the refer-
ring decision further highlights a lack of consensus as to which specific provisions of the EPC
could serve as a legal basis for such a requirement, and as to whether different standards
should apply depending on whether the amendments are made during opposition proceed-

ings or during examination proceedings.

Against this background, the present submission does not seek to take a position on the ex-
istence or scope of any general obligation to adapt the description in cases of inconsistency.
There might be circumstances where inconsistencies can be resolved in a straightforward
way in view of the full description without amendment of the description. There might be oth-
er circumstances requiring a more in-depth analysis of the relationship between claims and
description - as parts of the description still refer to “according to the invention” although not
covering claimed matter anymore - and views differ, whether applicants shall be forced to
amend the description in order to address otherwise seemingly unresolvable technical con-
tractions or whether this shall be left to a judicial review by an infringement court interpreting
the claims. Rather, and mindful of the diversity of views reflected in the case law and within
the GRUR itself, the focus of this submission is limited to a question on which a common po-
sition could be reached, namely the manner in which any such adaptation—if considered

necessary under the EPC —should be carried out.

IIl. No Uniform Position on the Whether of Description Adaptation

The GRUR Standing Committee for Patent Law did not reach a consensus on the question
whether, as a matter of EPC law, unresolvable contradictions between amended claims and

the description must in all cases be removed in order to meet the requirements of the EPC.

Accordingly, the GRUR does not take a position on the first referral question as such, nor on
the abstract legal basis that might justify a mandatory adaptation of the description accord-

ing to the second referral question.
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IV. Common Ground on the How of Any Required Adaptation

However, the Committee reached a clear and unanimous common position on the manner
(how) in which any adaptation of the description — if considered necessary — should be carried

out. From the GRUR'’s perspective, the following principle is decisive:

If inconsistencies between the claims and the description are to be removed, this should be
done exclusively by reference to the specific set of claims that is intended to be granted or
upheld. In particular, and in the context of the third referral questions, there should not be a
difference between amendments during examination proceedings or examination-appeal
proceedings and opposition proceedings or opposition appeals. In other words, any obliga-
tion to adapt the description should be strictly limited to ensuring consistency with the claim
set actually forming the basis of the decision and should not extend beyond that context.
Furthermore, it seems important that the current practice of how required amendments of

the description are handled by the EPO remains as efficient as it currently is.

This common position is also informed by the broader doctrinal context in which the referral
G 1/25 arises. In its recent decision G 1/24, the Enlarged Board of Appeal clarified that, when
assessing patentability under Articles 52 to 57 EPC, the description and drawings are always

to be consulted when interpreting the claims, and not only in cases of unclarity or ambiguity.

Against this background, questions concerning the relationship between the claims and the
description acquire increased practical relevance. Precisely because the description is to be
consulted systematically, it seems important that any required alignment between claims and
description be carried out in a manner that is clearly delimited, predictable and tied to the

operative claim set forming the basis of the decision.

This shared position is grounded in several considerations:

Firstly, the adaptation of the description serves the purpose of ensuring the internal coher-
ence of the patent text. It is only possible to fulfil this purpose meaningfully with respect to

the operative claim set that defines the legally relevant subject matter.

Secondly, legal certainty for third parties is dependent on the published patent text providing
a reliable basis for understanding the scope of protection actually conferred. Adapting the
description in relation to claim sets that are merely procedural alternatives or auxiliary re-

quests would not enhance such certainty.
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Thirdly, in light of Article 69 EPC and the interpretative framework confirmed in G 1/24, the
description must function as a consistent interpretative reference for the claims that are ul-
timately granted or maintained. This function does not extend to hypothetical or abandoned

claim versions.

Fourthly, the limitation of adaptation to the decisive claim set is consistent with the institu-
tional boundary between administrative proceedings before the European Patent Office and
subsequent judicial interpretation. It is not incumbent upon the EPO to predict, at earlier pro-
cedural stages, how non-operative claim sets or description passages might subsequently be

evaluated in judicial proceedings.

Finally, the considerations of proportionality and procedural economy indicate that requiring
repeated or provisional adaptations of the description for multiple auxiliary requests is not a

viable option.

V. Application to the Referred Questions

Against this background, the GRUR submits that:

Irrespective of how the Enlarged Board answers the question of whether adaptation of the
description is legally required, and irrespective of the specific EPC provisions that might be
considered relevant, any such adaptation, where required, should be understood as an obli-
gation limited to aligning the description with the claims as intended for grant or mainte-

nance, and nothing more.

This approach applies equally, in the GRUR’s view, to opposition proceedings and examina-

tion proceedings.

The GRUR hopes that this focused contribution, reflecting the common ground reached with-
in a professionally diverse committee, may assist the Enlarged Board of Appeal in addressing

the issues raised by referral G 1/25.

Dr. Anke Nordemann-Schiffel, Maitre en droit Stephan Freischem

President Secretary General

5/5



