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By Email To EBAamicuscuriae@epo.org 
And By E-filing 
 
Registry of the Enlarged Board of Appeal 
Attn. Mr. Nicolas Michaleczek 
Richard-Reitzner-Allee 8 
85540 Haar 
Germany 

03 February 2026 
Dear Enlarged Board Members 
 
G 1/25 - Referral from T 697/22 (Hydroponics) 
This submission is filed after the deadline for amicus curiae briefs and the Enlarged Board has no 
obligation to consider it. However, nothing precludes the filing of third-party observations and this is 
being filed as a third-party observation on the corresponding EP file. 
 
There is clearly substantial interest in this Decision. To the extent it may be helpful, without making 
representations as to accuracy or completeness we are sharing our initial analysis in the hope that 
it might assist the Board and any interested parties in gaining an overview of the positions taken. 
 
We were surprised that certain practical concerns we have about possible repercussions of any 
Decision in this case do not appear to have been raised in any of the 700 pages of submissions (at 
least not in these terms or as far as we could discern). Thus without any presumption as to the status 
of this submission, we are merely briefly observing some issues we see as noteworthy. 
. 
Article 84 is not a Ground; G3/14 gives a strict view of what can be raised post grant 
All of the submissions supporting a requirement to amend the description seem to rely at least in 
part on Article 84. G3/14 deems that granted dependent claims are clear, even though a rare point 
of common ground between all parties in an Opposition may be that in truth they really are not 
particularly clear. The challenging legal fiction G3/14 creates can lead to the situation that a 
patentee may present as an amendment a claim which is far from ideal as it is immune from clarity 
objections whereas an objectively clearer claim would face challenge under Article 84. 
Nonetheless it is now settled law and that Decision weighed carefully alternative conclusions and 
gave a workable framework. Many parties refer to G3/14 but we think a further point merits noting.  
To hold simultaneously that (1) the wording of an amendment to incorporate an objectively flawed 
dependent claim which has become the patent’s saving feature is beyond any challenge and yet 
(2) a secondary reference in the description, with wording identical to that granted, must be 
amended would, we submit, stretch the existing paradox created by G3/14 beyond breaking point. 
G3/14 is relied upon by both sides of the debate. Were the EBA to answer the first question in the 
affirmative, we respectfully submit that it may be helpful to comment on the reasoning in G3/14 
sufficiently to pre-empt foreseeable future referrals asserting possible divergence. 
 
G1/24 gives a complete answer; requirement to amend description is unnecessary 
Although we do not support a finding of a specific requirement to amend the description, we agree 
with the submissions which note that it is desirable for patent scope to avoid unhelpful ambiguity. 
G1/24 sensibly states without being overly prescriptive that the description should be consulted as 
necessary to interpret the claims even if on the face of it they appear clear. This seems to embody 
“common sense” and seems consistent with the approach now taken by the UPC and other courts. 
 
We submit that particularly in view of G1/24, it is simply not necessary (as well as not legally 
justified) to make any specific stipulation on amendment of the description. Either the claims 
proposed in an Opposition are entirely valid under Article 54, 56, 83 and 123(2) and 123(3) when 
interpreted with due regard to the description or they are not. If they are valid when so interpreted 
there is no need to amend the description. If they are not, the patent cannot be maintained. 
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Whether the validity issue arises because of an issue entirely within the claims, as is the more 
typical case, or arises in part because the description has statements which blur the scope of the 
claims is effectively a secondary detail. 
 
For example if a claim recites “up” which would prima facie be valid but the description states “up 
can be down or any other direction” and the broader implied formulation lacks novelty or inventive 
step or sufficiency then the proposed patent text is invalid. There is thus no need (or legal basis) 
for a specific requirement beyond the requirement that any patent which is to be upheld in 
Opposition must be valid when interpreted following G1/24.  Merely having superfluous matter 
does not automatically render the claims invalid. It is for the Proprietor to determine how to address 
any invalidity issue not for the EPO to prescribe either a claim or description amendment. 
 
The above seems consistent with a number of submissions. However, there is a further 
consideration potentially arising which we did not find explored. 
 
Clarifying what precisely is a newly arising lack of clarity 
If the description causes a lack of clarity in the light of an amendment it would further seem 
necessary, for consistency with G3/14, to determine whether this is a “new” lack of clarity directly 
caused by the amendment. If so, then there may be a valid objection under Article 84 (but again it 
is for the proprietor to address). However, if the issue is an “old” lack of clarity then it seems that 
G3/14 should apply mutatis mutandis and essentially we have to live with whatever was granted, 
just as is done with an amendment based on an imperfect dependent claim. That would seem 
logical and consistent. 
 
It is as noted already hard to see how an actual amendment to the claims to introduce a granted 
dependent claim cannot give rise to a clarity objection owing to it being in the patent as granted yet 
an entirely unamended phrase in the description can give rise to a new lack of clarity.  It is further 
unclear how exactly one might address a “new” lack of clarity arising in unamended wording and 
not contravene Rule 80 by amending to cure a pre-existing lack of clarity in the granted patent.  
This potential paradox may keep attorneys expensively diverted for some time. 
 
The undersigned submitted amicus observations (which were not followed) on G3/14 observing 
that sometimes when a dependent claim becomes the focus of distinction over the art, clarity 
issues may become apparent which did not face close scrutiny when tucked away in a string of 
dependent claims and which were not then at the fine point of novelty. However, despite a 
personal view that the IP universe might benefit if such claims were merely rebuttably presumed 
clear it would seem illogical and inconsistent to treat an “old” lack of clarity in the description more 
harshly than one in the new main claim.  A consistent approach should be adopted.  In the event 
the first question is answered in the affirmative it is respectfully suggested that guidance would be 
helpful as to how and the extent to which (if any) a Division needs to consider whether a 
description clarity issue is “old” or “new” with reference to the reasoning in G3/14. 
 
Simply asking Q1 could be construed as not following G1/24 
Opposition Divisions are asked to take Decisions on Requests, not claims. Opposition is directed 
to a patent, not just to the claims.  If a Request has claims with problems arising from description 
or claim wording the Request cannot be found valid. Once a Request is found to meet the 
requirements of the Convention, that is the end of proceedings. In neither case does the situation 
arise that a lingering issue remains with the description.  We would not depart from practical 
efficiency of deferring description amendment (or adaptation of dependent claims) where this is not 
contentious.  However if an Opponent’s case relies on the Patent being invalid in part due to 
wording in the Description then that should be clear, a Patentee should respond to the objection 
with complete Requests which deal with the issues and the Division should deal with matters 
holistically throughout, not consider the claims in isolation first.  
 
Conclusion on the Questions Referred 
For the above reasons we would suggest that the answer should be “no” to the first question 
in line with the majority of submissions. The second and third questions do not need to be 
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answered. However, if the answer to the first question were to be yes would it seem logically 
problematic to conclude that a lesser standard is appropriate in examination. 
 
A negative answer to Q1 does not invite ambiguity 
We agree with the benefits of having clearly defined protection and we do not believe deciding “no” 
to the first question should be considered an invitation to leave wording creating potential 
ambiguity with no consequence.  On the contrary, G1/24 allows patents to be revoked if 
inconsistencies give rise to actual invalidity.  Applicants are responsible for their description 
content. This does not create undue burden for applicants or the Office to quibble over secondary 
wording which applicants believe may never present other than a hypothetical concern. 
 
Practical risks of answering the first question in the affirmative 
We appreciate the sentiment of those wishing to have patents granted with minimum uncertainty. 
However based on extensive experience of Oppositions and Appeals on behalf of both patentee 
and opponent we are wary of unintended consequences. The change in the RPBA of 1 January 
2020 has been followed by vast proliferation in the number of precautionary auxiliary requests 
submitted in Opposition Proceedings due to the effective requirement for a party to present its full 
case as early as possible, or risk not doing so at all. This has created more work for parties and for 
Opposition Divisions. Only last week the undersigned had an Opposition in which we had to deal 
with 600 pages of submissions with 97 Auxiliary Requests from the Patentee on something 
seemingly simple. None were ultimately allowed but all had to be reviewed. As patentee facing 
multiple Opponents each raising multiple objections, many of which may seem to be of little merit, 
it is often legitimately necessary to prepare large numbers of requests to deal with all eventualities. 
. 
This proliferation has occurred with objections largely confined to the claims. There is vastly 
greater potential for opponents to take issue with parts of the description as not being entirely 
consistent. The number of auxiliary requests that might be needed to respond to hypothetical 
issues may become almost uncountable.  The determination of shades of grey of “inconsistency” is 
far more nebulous than claim validity. It was we submit not because the drafters of the convention 
were content for patents to be unclear that Article 84 was excluded from Opposition. 
 
Unlike the UPC or English High Court, the EPO does not routinely if ever apply cost sanctions or 
limitations on proceedings and there is real potential for the efficiency of proceedings before the 
EPO to degenerate rapidly to an almost unmanageable state if an indirect consequence of any 
ruling in this case is that description amendment becomes a tactical football in Opposition 
Proceedings.  This will not give either clarity or procedural economy to anyone. 
 
In the event that Q1 is answered in the affirmative, we would respectfully urge the EBA to consider 
to what extent. if any, guidance can helpfully be given to head off possible further rounds of 
uncertainty or proceedings becoming further subverted onto process over substance. As can be 
seen from the number of submissions and commentary on this objectively “small” topic, almost 
philosophical issues like this greatly excite the IP profession.  However for ultimate clients 
uncertainty or procedural bloat is mostly an expense and an annoyance. When a patent is in 
substance found valid an efficient conclusion of proceedings is desirable, not a secondary 
sideshow over the extent to which every statement in the description might alter anything. 
 
Yours sincerely 
 
Ilya Kazi 
 

 
Ilya Kazi EPA CPA 
CEO 
IK-IP Ltd 
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ANNEX 
Analysis of Amicus Curiae Briefs and Party Submissions - G 1/25 

Total Submissions: 39 (37 amicus briefs + 2 party submissions) 
Total Pages: ~701 pages 
Analysis Date: 4 February 2026 
 
Note: This analysis was machine-assisted. Page references are to individual submission page 
numbers. Whilst care has been taken, we do not purport to represent any position other than our 
own and verification against original submissions is recommended. Inevitably condensing 700 
pages of submissions by a factor of more than 100 loses nuance and it is regretted if this is not 
considered to represent the positions taken 
 
Table 1: Summary of Positions on Question 1 
Position Count % of Total Key Representatives 
NO 28 72% Anonymous EPA, JIPA, 

GRUR, IP Fed, EFPIA, 
Siemens, Canon*, 
CIPA*, epi*, Roche, 
AIPLA, FICPI, OCPI, 
ETH Zurich, Ericsson*, 
IPO, Rockwool 
(opponent) 

YES 6 15% Patentanwaltskammer*, 
Samson/Apple*, EP&C, 
D.X. Thomas, Bugnion, 
President of EPO 

NUANCED 1 3% Patentwerk BV 
OTHER 4 10% Dr. Wilming (declines), 

Francis Hagel (Q3 
only), Peter de Lange 
(unclear) 

* = Qualified positions: 
• NO*: Canon (rebuttable presumption), CIPA (not generally necessary), epi (unless genuinely 
unclear), Ericsson (may be appropriate if evident lack of clarity) 
• YES*: Patentanwaltskammer (limited to unresolvable contradictions, not non-claimed 
embodiments), Samson/Apple (required even if NOT introduced by amendment - most expansive 
YES) 
 
Table 2: Verified Positions with Key Quotes 
Page numbers refer to individual submission pages, not the compendium. 
* Qualified position: NO* indicates qualified NO (e.g., Canon's rebuttable presumption, epi's 
'unless genuinely unclear'); YES* indicates qualified YES with conditions. 
 
Table 3: Key Arguments For and Against - With Quotes 
 
Arguments Against Adaptation Requirement (NO Position) 
Argument Supporting Quotes (with page references) 
Article 84 is one-
directional 

EFPIA (p.5): "Article 84 requires that claims be supported by the 
description, not that the description must be limited to claimed matter" 
 
IP Federation (p.3): "the requirement of Article 84 EPC is one directional" 

No legal basis in 
EPC 

GRUR (p.13): "no legal basis in the EPC for requiring adaptation of the 
description" 
 
Roche (p.4): "there is no express or implied legal basis in the EPC" 

G 1/24 primacy of 
claims 

Roche (p.7): "G 1/24 confirms primacy of claims; courts may disregard 
unclaimed matter in description" 
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AIPLA (p.4): "description serves as fixed historical record; adaptation 
creates shifting interpretive reference" 

G 3/14 prohibition Rockwool (p.10): "G 3/14 prohibits clarity objections to features present at 
grant" 
 
Patentwerk BV (p.3): "G3/14 prohibition includes prohibition to apply Art. 
84 EPC in requiring adaptation" 

Procedural 
economy 

BIA/IPAC (p.6): "adaptation causes delays and disputes over passages of 
no practical significance" 
 
epi (p.8): "adaptation requirement creates disproportionate burden" 

 
Arguments For Adaptation Requirement (YES Position) 
Argument Supporting Quotes (with page references) 
Article 84 - both 
sentences 

President (p.12): "Article 84 sentence 1 (definition) and sentence 2 
(support) both require consistency" 
 
Patentanwaltskammer (p.4): "Article 84 requires that claims define the 
matter for which protection is sought" 

G 1/24 increases 
importance 

President (p.18): "G 1/24 states description must always be consulted - 
makes consistency more important" 
 
D.X. Thomas (p.6): "G 1/24 supports the consistency requirement" 

40+ years 
established case 
law 

President (p.8): "first line of case law over 40 years consistently required 
adaptation" 
 
President (p.15): "T 438/22, T 1024/18, T 1808/06 represent established 
practice" 

Harmonisation 
across jurisdictions 

President (p.30): "consistent patents easier to interpret across 
jurisdictions" 
 
EP&C (p.2): "harmonisation with national courts requires clear description" 

 
Table 4: The G 3/14 and G 1/24 Debates 
Both G 3/14 and G 1/24 are cited by BOTH sides of the debate: 
 
G 3/14 - Cited for Both Positions 
Supporting NO (Prohibition argument) Supporting YES (Examination allowed) 
Rockwool (p.10): "G 3/14 prohibits clarity 
objections to features present at grant; 
inconsistent to require description adaptation 
for pre-existing inconsistencies" 
 
Patentwerk BV (p.3): "If can't object to unclear 
claims at grant, can't require adaptation for 
pre-existing inconsistencies" 
 
Samson/Apple (p.9): Cites OD: "unclarity 
already present...cannot be solved during 
opposition per G0003/14" 

President (p.21): "G 3/14 allows examination of 
Article 84 compliance when AMENDMENT 
introduces non-compliance" 
 
President (p.22): "Q1 is conditioned on exactly 
that scenario - amendment introducing 
inconsistency" 

Argument: G 3/14 logic applies mutatis 
mutandis to description 

Counter: G 3/14 permits examination when 
amendment causes the issue 

 
G 1/24 - Cited for Both Positions 
Supporting NO (Complete answer) Supporting YES (Consistency more 

important) 
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Roche (p.7): "G 1/24 confirms primacy of 
claims; courts can disregard unclaimed 
subject-matter in description" 
 
AIPLA (p.4): "Description serves as fixed 
historical record; adaptation creates shifting 
interpretive reference" 
 
Rockwool (p.8-11): "statements in description 
cannot serve as basis for compliance with EPC 
if claims are clear" 

President (p.18): "G 1/24 states description 
must 'always be consulted' for interpretation - 
makes consistency MORE important" 
 
D.X. Thomas (p.6): "G 1/24 supports 
consistency requirement" 

Argument: G 1/24 provides complete 
interpretation framework 

Counter: Description consultation makes 
consistency essential 

 
Table 5: Most Cited Decisions 
Decision Citations Context Cited By 
T 697/22 ~103 Referring decision All submissions 
G 1/24 ~92 Claim interpretation Both sides 
G 3/14 ~70 Article 84 in 

opposition 
Both sides 

T 56/21 ~48 Second line - no legal 
basis 

NO submissions 

T 1989/18 ~38 Second line - 
extensive reasons 

NO submissions 

T 438/22 ~30+ First line - key case President, YES 
T 1024/18 ~29 "Guiding decision" for 

adaptation 
President, YES 

T 1444/20 ~18 Second line NO submissions 
T 1808/06 ~16 First line - early case President 

 
NOTES ON INTERPRETATION 
1. Qualified NO Positions: Several NO submissions acknowledge that genuine lack of clarity may 
need addressing. Canon proposes a 'rebuttable presumption' against adaptation; CIPA says 'not 
generally necessary' with burden on alleging party; epi says 'no unless genuinely unclear'. These 
positions are compatible with the view that genuine clarity issues must be addressed, without 
prescribing specific description amendment. 
 
2. Qualified YES Positions: Patentanwaltskammer limits the requirement to 'unresolvable 
contradictions from a technical point of view' not extending to non-claimed embodiments. 
Samson/Apple takes the broadest YES position, arguing removal is required even when not 
introduced by amendment. 
 
3. Party Positions: The Opponent (Rockwool A/S) argues NO; the President of EPO argues YES. 
 
4. Francis Hagel: This submission explicitly answers only Question 3 in the negative; Question 1 
is not directly addressed. 
 
Submitter Position Page Key Quote/Evidence 
Anonymous EPA NO 2 "My view is that these questions should be 

answered as follows: 1. No." 
JIPA NO 1-2 "should not require amendment of the description" 
GRUR NO 13 "no legal basis in the EPC for requiring adaptation" 
FEMIPI NO 2 "no requirement under the EPC" 
IP Federation NO 7 "no legal basis in EPC for the requirement" 
EFPIA NO 10 "no express requirement in the EPC" 
Bardehle Pagenberg NO 4 "EPC does not contain any provision...we do not 

see a legal basis" 
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JEITA NO 3 "urges the Enlarged Board to answer Questions 1 
and 3 in the negative" 

Ericsson NO* 13 "no requirement in the EPC to generally 
adapt...may be appropriate if evident lack of 
clarity" 

Siemens AG NO 2 "Nein, eine Anpassung der Beschreibung ist 
hierfür nicht notwendig" 

Greenwoods Legal NO* 5 "NO, provided that the amended claims are clear 
despite the inconsistency" 

CIPA NO* 2 "adaptation...is not generally necessary...burden 
on party alleging necessity" 

Canon Inc. NO* 9 NO with "rebuttable presumption" that no 
amendment needed 

CNCPI NO 4 "la réponse à la question 1 doit être négative" 
OCPI NO 7 "No: the EPC does not require the removal or 

disclaimer" 
IPO NO 5 "No, adaptation is not required by the EPC" 
Roche NO 3 "No. That is, it is not necessary to adapt the 

description" 
ETH Zurich NO 26 "questions 1 and 3 should also be answered in the 

negative" 
epi NO* 2 "no unless genuinely unclear" - only if genuine 

clarity issue 
AIPLA NO 2 "Question 1 with: 'No'" 
Bayer AG NO 2 "Die Antwort lautet 'Nein'" 
BIA/IPAC NO 3 "not required under Article 84 EPC" 
Austrian Patent 
Attorneys 

NO 2 "ist eine Änderung der Beschreibung nicht 
erforderlich" 

VPP/Infineon NO 1 "Zu Vorlagefrage 1: Nein" 
Roy Marsh (TPO) NO 1 "Article 84 EPC does not require description to be 

conformed" 
Francis Hagel NO (Q3) 5 "my conclusion is to answer NO to question 3" (Q1 

not answered) 
FICPI NO 2 "No. That is, it is not necessary to adapt the 

description" 
Richardt NO 4 Argues against adaptation requirement 
Rockwool A/S 
(Opponent) 

NO 2 "the description is not to be adapted" 

Patentanwaltskammer YES* 24 "it is necessary...to adapt" but "limited to 
unresolvable contradictions...not non-claimed 
embodiments" 

Samson & Partner 
(Apple) 

YES* 24 "removal of an inconsistency...is required" - even if 
NOT introduced by amendment 

EP&C YES 3 "the desired answer to Q1 is affirmative" 
D.X. Thomas YES 2 "Question 1 is to be answered positively" 
Bugnion YES 39 "the description must be amended to remove the 

inconsistency" 
President of EPO YES 31 "The answer to question 1 is yes" 
Dr. Martin Wilming DECLINES 6 "not going to suggest answers to the Board's 

questions" 
Patentwerk BV NUANCED 21 Proposes "restrictive interpretation" - adaptation 

only when "ambiguous" 
Peter de Lange UNCLEAR - Text difficult to read in PDF 

 
Table 6: Key Arguments by Submission (with page references) 
Submitter Position Page Key Argument/Quote 
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Anonymous EPA NO 5-6 Article 84 support argument is "logically nonsensical" 
- original support for alternative A still exists, 
additional support for B cannot make A unsupported 

Anonymous EPA NO 8 Risk of added matter: "Ensygnia v Shell [2023] 
EWHC 1495 - description amendment changed claim 
interpretation, invalidating patent" 

GRUR NO 8-9 "Article 84, second sentence, EPC is a one-way 
street: claims must be supported by description, but 
description need not be limited to claimed matter" 

IP Federation NO 3-4 "G 1/24 provides a complete framework for claim 
interpretation...description does not determine 
scope" 

EFPIA NO 5-6 "40 years of practice without mandatory adaptation 
has not caused problems in litigation" 

Canon NO* 6-7 "Current practice reduces time available to focus on 
core issues (novelty, inventive step)...effect may 
actually be detrimental to patent quality" 

Canon NO* 9 "Rebuttable presumption that description as originally 
filed requires no amendment after the filing date" 

CIPA NO* 3 "Burden of proof for establishing that adaptation is 
necessary rests with person who alleges such 
necessity" 

epi NO* 4-5 "Only in cases of genuine lack of clarity...not merely 
because description is broader than claims" 

Ericsson NO* 11-
12 

"Objections would need to be substantiated by 
examining division...in contrast to current practice 
which shifts burden to Applicant" 

Roche NO 7 "G 1/24 primacy of claims means courts can 
disregard unclaimed subject-matter...description 
serves as fixed historical record" 

AIPLA NO 4 "Adaptation creates a shifting interpretive reference 
that undermines legal certainty" 

IPO NO 2-3 "Prosecution history estoppel can be used worldwide 
as admissions by Patentees that limit claim scope 
interpretation" 

OCPI NO 5-6 "Adapting the description determines a loop of 
amendments that sharply contradicts legal certainty" 

ETH Zurich NO 25-
26 

"Adapting description may prejudice courts in claim 
interpretation, particularly regarding equivalent 
infringement" 

Rockwool (opponent) NO 10-
11 

"G 3/14 prohibits clarity objections to features 
present at grant; same logic applies to description" 

Patentanwaltskammer YES* 22-
23 

"Adaptation serves objective of ensuring internal 
coherence of patent text...not for every auxiliary 
request, only decisive ones" 

Patentanwaltskammer YES* 24 "Necessity is limited to removal of unresolvable 
contradictions from a technical point of view" 

Samson/Apple YES* 2 "Removal of inconsistency is required in post-grant 
proceedings, even if inconsistency was not 
introduced by the amendment" 

Samson/Apple YES* 23-
24 

"If narrow interpretation was decisive for 
maintenance, inconsistency may give rise to broader 
interpretation by national court" 

EP&C YES 2-3 "G 1/24 is new standard which aims to harmonize 
proceedings before EPO with national courts and 
UPC" 
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D.X. Thomas YES 16 "Adaptation is necessary for safety of third parties 
and to guarantee same interpretation before EPO 
and national jurisdictions" 

Bugnion YES 37-
39 

Historical analysis: "travaux préparatoires show 
description and claims must be consistent with each 
other" 

President of EPO YES 12-
13 

"Article 84 sentence 1 (definition) requires claims to 
define subject-matter for which protection is sought" 

President of EPO YES 18 "G 1/24 states description must always be consulted 
- makes consistency more important, not less" 

President of EPO YES 21-
22 

"G 3/14 allows examination of Article 84 when 
AMENDMENT introduces non-compliance - Q1 is 
conditioned on exactly that" 

 


