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AIPPI, the Association Internationale pour la Protection de la Propriété Intellectuelle, is the
world’s leading non-profit organization dedicated to the development and improvement of laws
for the protection of intellectual property. AlIPPl is a politically neutral, non-profit organization,
domiciled in Switzerland which currently has over 8,000 members worldwide, representing
more than 110 countries. The objective of AIPPI is to improve and promote the protection of
intellectual property on both an international and national basis. It pursues this objective by
working for the development, expansion and improvement of international and regional treaties
and agreements and also of national laws relating to intellectual property. It operates by
conducting studies of existing national laws and proposes measures to achieve harmonization
of these laws on an international basis. The members of AIPPI are people actively interested in
intellectual property protection on a national or international level. They include lawyers,
patent attorneys and trademark agents (both outside and in-house counsel) as well as judges,
academics, scientists and engineers. They also include corporations and other IP owners.

AIPPI has not historically considered, prepared a resolution, or had a formal position on the
topic of adapting patent descriptions to claim amendments during prosecution. However, for
pressing issues such as this, AIPPI has a framework under which urgent matters may be
addressed. This Amicus Brief was prepared by the leadership of four of the Standing
Committees of the AIPPI: the Standing Committees on Pharma, Biotech, Patents, and the
Amicus Brief Committee, under the leadership and authorization of the Reporter General of
AIPPI. This response was approved by a quorum and majority of the membership of each of
these Committees. This Amicus Brief is submitted also following AIPPI public protocols on the
work of the Amicus Brief Committee and strict recusal policy, which is available at AIPPI’s
website.’

1. Background

The referral in G 1/25 asks the Enlarged Board of Appeal to determine whether inconsistencies
between amended claims and the description obligate applicants or patentees to adapt the
description, and if so, under which provisions of the European Patent Convention (EPC). This

1 Please be referred to: https://www.aippi.org/content/uploads/2022/11/Protocol_AmicusBriefCommittee_August2020.pdf.
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guestion arises at a time when the European Patent Office’s practice regarding adaptation of
the description has become increasingly stringent, without explicit grounding in the EPC, and
in severe contrast with international practice.

This Amicus Brief contends that no provision of the EPC requires routine alighment of the
description to amended claims, whether during examination or opposition. The strict practice
not only lacks legal basis but also introduces risks, costs, and legal uncertainty—contrary to
the EPC’s objectives of efficiency, clarity, and legal certainty. Further, it introduces
unnecessary inconsistencies between the written description (and the prior art published
knowledge) at the time of publication of the patent application, and the final granted patent, as
well as unnecessary inconsistencies between the text of the EPC patent as compared to the
text of corresponding patents around the world.

2. Absence of Legal Basis in the EPC
2.1 Article 84 EPC: A Positive Requirement Only

Article 84 EPC states that claims must be clear, concise, and supported by the description.
Neither the wording nor the legislative history supports reading into it a negative obligation to
remove or amend subject matter in the description that falls outside the claims.

o Clarity: clarity is assessed on the wording of the claims themselves. If a claim is clear
when read in isolation, the presence of additional embodiments in the description does
not render it unclear.

e Support: Support requires that the claims find basis in the description—not that the
description contains onlywhatis claimed. The legislators deliberately removed the word
“fully” from the early draft of Article 84, confirming the limited nature of the support
requirement.

2.2 Rule 42, Rule 48, and Rule 71 EPC

None of these provisions imposes a duty to purge unclaimed subject matter. They outline what
must be included (e.g., background art, examples) or what must not be included (e.g., immoral
content), but they do not prescribe eliminating embodiments not falling under the claims.

2.3 Article 69 EPC Misapplied

Some Boards have argued that Article 69 EPC and its Protocol justify requiring consistency for
the sake of determining the extent of protection. Article 69 governs post-grant interpretation
by courts, not pre-grant examination.
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The EPO is neither required nor empowered to determine the extent of protection—except
narrowly under Art. 123(3) EPC. Using Article 69 EPC to justify examination requirements
conflates two distinct EPC functions.

3. Practical and Systemic Risks of Mandatory Description Adaptation
3.1 Increased Risk of Added Matter and Sufficiency Issues
Deleting, modifying, or “marking” embodiments:

e can inadvertently introduce added matter violations, in particular under the added
matter practice at the EPO, which is among the strictest in the world.

¢ mayremove technical teachings relevant for sufficiency, or
e create discrepancies with later claim amendments.

In practice, applicants are forced to balance compliance with strict EPO practice against
preserving their ability to defend validity post-grant—a legal tension created solely by an overly
broad interpretation of Article 84 EPC.

3.2 Unintended Consequences for Infringement and Equivalents
The narrowing of the description can undermine enforcement under:
¢ the UK doctrine of equivalents (Actavis v Lilly),
o the UPC’s developing equivalents jurisprudence (Plant-e v Arkyne).

Courts routinely rely on broader teachings in the description to determine whether a variant
falls within the scope of protection. If such teachings are deleted to conform with EPO practice,
patentees may be prejudiced in later infringement actions.

3.3 Procedural Inefficiency and Increased Cost

The current practice:
e delays grant,
e requires unnecessary rounds of examination or opposition communication,
e increases the volume of translations and downstream compliance costs,

e creates inconsistencies in the prior art, between the published application and the
granted patent, resulting in added cost when reviewing the prior art,

e creates inconsistencies between the published EP application and other applications
around the world, potentially creating uncertainty in worldwide patent litigation strategy;
and
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e burdens both applicants and the EPO without producing higher quality patents.

Survey results from epi, for example, show overwhelming user opposition to mandatory
adaptation (71-82% across questions), confirming widespread dissatisfaction and lack of
user-driven justification.

4. International Context: The EPO as an Outlier

Neither the USPTO, JPO, CIPO, CNIPA, nor the UKIPO require systematic adaptation of the
description to amended claims. These offices—and national courts—successfully manage
questions of scope, validity, and equivalents without requiring full conformance of the
description at grant.

This highlights that the EPO’s intensified approach is not necessary, not legally grounded,
and not aligned with global practice.

5. Clear Answers to the Referred Questions
Question 1

No. The EPC does not require adapting the description to amended claims in order to remove
inconsistencies.

Inconsistencies in breadth or claimed subject matter should not require adapting the
description to the claims. Adaptation might be necessary when the specification directly
contradicts the granted claims, the impact of which on clarity and patentability would have to
be evaluated based on the individual case. Beyond these limited cases, mandatory adaptation
has no legal basis.

Question 2

Since no EPC provision requires general adaptation, no EPC requirement necessitates such
amendments.

Article 84 EPC is not a basis for enforcing the removal or marking of unclaimed subject matter.
Question 3

No. The same reasoning applies during examination, opposition, and the corresponding appeal
proceedings.

Differentiating requirements by procedural stage would create divergent practices and
undermine legal certainty. It may also create an unnecessary, costly, and possibly harmful
incentive to initiate opposition proceedings where such proceedings would not otherwise be
considered necessary.
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6. Conclusion and Recommendations

The Enlarged Board has an opportunity in G 1/25 to restore clarity and proportionality to EPO
practice. The legal framework of the EPC, historical legislative intent, comparative international
practice, and strong user-community evidence all support the conclusion that:

¢ Routine or broad description adaptation should not be required.

o Adaptation should occur only where strictly necessary to resolve genuine clarity or
patentability issues, such as directly contradictory statements between the claims and
the description, the impact of which on clarity and patentability would have to be
evaluated based on the individual case. This would not be the case for example when
claims are narrowed but otherwise within the teachings of the description.

e Applicants should not be forced by the EPO to amend the description without legal basis
and thereby incurring various legal risks.

A decision confirming that adaptation is not mandatory will promote efficiency, reduce
procedural burden, maintain legal certainty, reduce otherwise unnecessary oppositions, and
better align the EPO with both the EPC and international best practice.



