
1 
30 January 2026 

Contents
1. Summary ....................................................................................................................... 2

2. The questions referred ................................................................................................... 3

2.1 What does the referring Board mean by “inconsistency”? ...................................... 3

2.2 Other types of “inconsistency” raise different questions ......................................... 4

2.2.1 Type (i): simple verbal inconsistency ................................................................. 4

2.2.2 Type (ii): inconsistency regarding essential features .......................................... 4

2.2.3 Type (iii): inconsistent definitions of technical features ....................................... 4

2.2.4 Type (iv): inconsistency regarding obviously irrelevant subject matter ............... 5

2.3 Question 1 should be rephrased to ensure admissibility ........................................ 5

3. Claim interpretations and the limits of the EPO’s responsibility ...................................... 5

3.1 With which subject matter should the description be consistent? ........................... 5

3.1.1 Method for step (a) ............................................................................................ 6

3.1.2 Method for step (b) ............................................................................................ 6

3.1.3 Possible methods for step (d) ............................................................................ 6

3.1.4 Assessment of the options for step (d) ............................................................... 6

3.2 Irreconcilable claim interpretation approaches ....................................................... 7

3.3 The answer to Question 1 should be “No” .............................................................. 8

4. Further support for the proposed answer to Question 1 ................................................. 8

4.1 An “inconsistency” is not a stand-alone ground of objection................................... 8

4.2 Consequences of interpreting the claims in accordance with G 1/24 ..................... 9

4.3 Objections cannot be raised upon a purely hypothetical basis ............................... 9

4.4 No reason to assume that downstream courts will misled by “inconsistencies” ...... 9

4.5 Consequences of inadvertent adaptation errors ................................................... 10

4.5.1 Different interpretations of Article 69(1) EPC ................................................... 10

4.5.2 When description amendments can change the interpretation of the claims .... 10

4.5.3 What will downstream courts make of inadvertent adaptation errors? .............. 11

4.6 Summary ............................................................................................................. 12

5. No (clear) legal basis ................................................................................................... 13

6. Proposed answers to the questions referred ................................................................ 14

6.1 Question 1 (answered in rephrased form) ............................................................ 14

6.2 No need to answer Question 2 ............................................................................ 14

6.3 Question 3 ........................................................................................................... 14



2 
30 January 2026 

1. Summary 

Question 1 addresses the scenario where there is an alleged “inconsistency” between the 
amended claims and the description of a patent.  However, the term “inconsistency”: 
- is not used in any provision of the EPC; 
- does not have any widely accepted definition; and 
- encompasses several different types of “inconsistency”, each of which may, according 

to the Guidelines, be objectionable under different (combinations of) provisions of the 
EPC. 

Because different types of alleged “inconsistency” may engage different provisions of the EPC, 
a ruling from the EBA is only required to the extent that it: 
- concerns the type of “inconsistency” that is present in the case underlying the referral 

required; and 
- is required for the referring Board to reach a decision on the appeal in question. 

In view of the above, Question 1 should be rephrased as follows. 

If the claims of a European patent are amended during opposition proceedings 
or opposition-appeal proceedings, and the amendment introduces an 
inconsistency between the amended claims and the description of the patent 
in the sense that one or more technical features of an independent claim are 
afforded a meaning in the description of the patent that is either broader than 
or different to the meaning afforded to the same technical feature(s) in the 
claim, is it necessary, to comply with the requirements of the EPC, to adapt the 
description to the amended claims so as to remove the inconsistency? 

For the following reasons, the answer to this rephrased question should be “No”. 

 The manner in which the EPO interprets patent claims is fundamentally incompatible
with assessments aimed at identifying “inconsistencies” between the description and 
the claims of a patent. 

This incompatibility stems directly from the limits of the EPO’s responsibility, which 
does not extend to comprehensive assessments aimed at identifying “inconsistencies” 
between disclosures of the description of a patent and the extent of protection 
conferred by the claims of that patent. 

 The rationale set out in the Guidelines (at F-IV, 4.3) for a mandatory description 
adaptation requirement is fundamentally flawed on numerous grounds. 

Specifically, that rationale: 
- is based upon an illogical interpretation of Article 84 EPC and an unjustifiable 

assumption concerning the capabilities of the downstream courts; 
- supports objections being raised upon a purely hypothetical basis; 
- gives rise to (potentially inescapable) risks of invalidity due to inadvertent errors 

that, in a significant number of cases, will inevitably be made by the EPO and/or 
the applicant or patentee during the description adaptation process; and 

- leads to a description adaptation practice that either serves no practical 
purpose or runs counter to the purported objective of reducing or eliminating 
doubts concerning the scope of the claims. 
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 There is no clear reason to interpret the EPC as providing legal basis for a mandatory 
description adaptation requirement.  On the contrary, there are numerous and 
compelling reasons to interpret the EPC as lacking any legal basis for such a 
requirement. 

In the light of the above, an answer to Question 2 is not required and the answer to Question 
3 should also be “No”. 

2. The questions referred 

In connection with appeal number T 697/22, Board 3.3.02 has referred the following questions 
to the EBA pursuant to Article 112(1)(a) EPC: 

1. If the claims of a European patent are amended during opposition proceedings or 
opposition-appeal proceedings, and the amendment introduces an inconsistency 
between the amended claims and the description of the patent, is it necessary, to 
comply with the requirements of the EPC, to adapt the description to the amended 
claims so as to remove the inconsistency? 

2. If the first question is answered in the affirmative, which requirement(s) of the EPC 
necessitate(s) such an adaptation? 

3. Would the answer to questions 1 and 2 be different if the claims of a European patent 
application are amended during examination proceedings or examination-appeal 
proceedings, and the amendment introduces an inconsistency between the amended 
claims and the description of the patent application? 

2.1 What does the referring Board mean by “inconsistency”? 

Question 1 addresses the scenario where there is an alleged “inconsistency” between the 
amended claims and the description of a patent. 

However, the term “inconsistency” is not used in any provision of the EPC and does not have 
any widely accepted definition. 

The referring Board has not provided any guidance as to the intended meaning of the term 
“inconsistency”.  It has also argued (at Reasons 22.1 of T 697/22) that no such guidance is 
necessary, on the grounds that: 

“In the case at hand, the board has come to the conclusion that an 
inconsistency is present between the description as amended during the oral 
proceedings before the opposition division and the claims of auxiliary request 
1E (point 10.5 above). When discussing this issue with the parties, no 
divergence as regards this question was pointed out by the parties, and none 
is known to the board. Therefore, this issue has been decided in this case 
without any need for a referral to the Enlarged Board of Appeal”. 

In this respect, the referring Board appears to be using the term “inconsistency” to refer to the 
factual scenario described in Reasons 10.5 of T 697/22, namely the scenario in which a 
particular technical feature of claim 1 (the “binder”) is defined: 
- in narrow terms in claim 1; but 
- in broader terms in certain parts of the description (paragraphs [0013] and [0016]). 
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2.2 Other types of “inconsistency” raise different questions 

At Reasons 22.1 of T 697/22, the referring Board observes that: 

“whether an inconsistency is present in a certain case between a certain 
passage of the description and a certain amendment in a claim is a case-
specific question and may depend on questions of fact”. 

I agree that whether an “inconsistency” is present is highly dependent upon the facts of each 
case.  However, as illustrated by the three different forms of “inconsistency” discussed in the 
Guidelines at F-IV, 4.3, the type of “inconsistency” that is present is also highly dependent 
upon the facts of each case. 

For each type of “inconsistency”, the answer to Question 1 may well be different.  This is 
because each different type of “inconsistency” may give rise to questions that concern the 
interpretation of different provisions of the EPC.  This point is illustrated by the six different 
(combinations of) legal provisions / bases discussed by the referring Board in Reasons 14.3.1 
to 14.3.5 of T 697/22.  It is also illustrated by the following examples, which refer to types of 
“inconsistency” identified in the Guidelines. 

2.2.1 Type (i): simple verbal inconsistency 

At point (i) of F-IV, 4.3, the Guidelines describe a “Simple verbal inconsistency” by reference 
to a scenario in which the description of a patent “suggests that the invention is limited to a 
particular feature but the claims are not thus limited”. 

The Guidelines do not point to any provision (or combination of provisions) of the EPC which 
might require adaptation of the description to remove a type (i) inconsistency.  However, the 
Guidelines do distinguish this type of inconsistency from others, with the consequence that 
the relevant provisions of the EPC are clearly different to those for type (ii) and type (iii) 
inconsistencies (which are discussed below). 

2.2.2 Type (ii): inconsistency regarding essential features 

At point (ii) of F-IV, 4.3, the Guidelines describe a “Inconsistency regarding apparently 
essential features” by reference to a scenario in which “from what is stated or implied in the 
description, ... a certain described technical feature not mentioned in an independent claim is 
essential to the performance of the invention”. 

According to the view expressed in the Guidelines, this type of inconsistency may call for 
interpretation of Article 84 EPC, first sentence, in combination with Rule 43(1) and (3) EPC. 

2.2.3 Type (iii): inconsistent definitions of technical features 

At point (iii) of F-IV, 4.3, the Guidelines describe a scenario in which “Part of the description 
and/or drawings is inconsistent with the subject-matter for which protection is sought”.  This 
scenario is illustrated, inter alia, by reference to the presence in the description of “an 
alternative feature which has a broader or different meaning than a feature of the independent 
claim or if the embodiment comprises a feature which is demonstrably incompatible with an 
independent claim”. 

According to the view expressed in the Guidelines, this type of inconsistency may call for 
interpretation of the Article 84 EPC, second sentence requirement for the claims to be 
“supported by the description”. 
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2.2.4 Type (iv): inconsistency regarding obviously irrelevant subject matter 

Whilst not discussed in the Guidelines at F-IV, 4.3, another conceivable scenario is one in 
which the description of a patent defines a term that is not used in (and is not relevant to) the 
claims of the patent. 

This type of inconsistency may call for interpretation of the Rule 48(1)(c) EPC requirement for 
the description to not contain “any statement or other matter obviously irrelevant or 
unnecessary under the circumstances”. 

2.3 Question 1 should be rephrased to ensure admissibility 

As illustrated in section 2.2 above, and according to views expressed the Guidelines, different 
types of alleged “inconsistency” engage different provisions of the EPC.  Thus, a ruling from 
the EBA which clarifies the interpretation of the EPC provision(s) relevant to one type of 
inconsistency may not ensure uniform application of the law with respect to any of the other 
types of inconsistency. 

To put it another way, unless the term “inconsistency” is defined narrowly (i.e. as 
encompassing only a single type), the EBA will be called upon to provide answers: 
- to questions concerning types of “inconsistency” that are not present in the case 

underlying the referral required; and 
- are therefore not required for the referring Board to reach a decision on the appeal in 

question. 

As confirmed in T 154/04, the answer to a question referred to the EBA must be "essential to 
reach a decision on the appeal in question".  For the present case, this means that the term 
“inconsistency” must be afforded a narrow definition that is limited to the single type of 
“inconsistency” alleged to be present in the case underlying the referral. 

As discussed in section 2.1 above, the case underlying the referral concerns an alleged 
“inconsistency” of type (iii) above.  I therefore believe that Question 1 should be rephrased 
as follows. 

If the claims of a European patent are amended during opposition proceedings 
or opposition-appeal proceedings, and the amendment introduces an 
inconsistency between the amended claims and the description of the patent 
in the sense that one or more technical features of an independent claim are 
afforded a meaning in the description of the patent that is either broader than 
or different to the meaning afforded to the same technical feature(s) in the 
claim, is it necessary, to comply with the requirements of the EPC, to adapt the 
description to the amended claims so as to remove the inconsistency? 

I also believe that, unless rephrased (or at least interpreted) in this manner, Question 1 is 
inadmissible on the grounds that it calls upon the EBA to answer questions that are not 
required for the referring Board to reach a decision on the appeal in question. 

3. Claim interpretations and the limits of the EPO’s responsibility 

3.1 With which subject matter should the description be consistent? 

To answer Question 1, it is first necessary to establish the method by which the existence of 
an “inconsistency” between the description and claims must be determined. 
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Logically, any method for comparing the subject matter of the claims to the subject matter of 
the description must comprise the following steps. 

(a) Interpret the claim(s) in question. 
(b) Interpret the relevant disclosure(s) of the description. 
(c) Compare the subject matter determined under (a) to that determined under (b). 
(d) Assess whether any differences identified at step (c) make the claims and description 

“inconsistent” with one another. 

However, before such a method can be put into practice, it is first necessary to determine the 
precise legal tests / standards that must be applied in each of steps (a), (b) and (d). 

3.1.1 Method for step (a) 

There is no doubt as to the correct approach for step (a): the claims should be interpreted in 
accordance with G 1/24.  Thus, the description and drawings should be consulted for the 
purpose of interpreting the claim(s). 

3.1.2 Method for step (b) 

Whilst less clear, the correct approach for step (b) should be consistent with that for step (a).  
This means that no disclosure of the description should be interpreted in isolation.  Instead, 
any disclosure of the description should be interpreted in the light of the patent specification 
as a whole. 

3.1.3 Possible methods for step (d) 

As mentioned above, the term “inconsistency” is not used in any provision of the EPC and 
does not have any widely accepted definition.  This poses significant challenges for 
determining the correct approach for step (d) above. 

For example, an “inconsistency” might be deemed to arise if the subject matter determined in 
step (b) is not wholly encompassed by: 
(A) the subject matter determined in step (a) according to a strict, literal meaning of the 

wording used in the claims; 
(B) a combination of the subject matter of (A) above and subject matter determined to fall 

within the extent of protection conferred by the claims according to Article 1 of the 
Protocol on the Interpretation of Article 69 EPC; or 

(C) a combination of the subject matter of (B) above and subject matter determined to fall 
within the extent of protection conferred by the claims according to Article 2 of the 
Protocol on the Interpretation of Article 69 EPC. 

3.1.4 Assessment of the options for step (d) 

Option (A) is unsatisfactory because its application in practice would lead to description 
disclosures which fall within the extent of protection conferred by the claims (by operation of 
Article 1 or Article 2 of the Protocol on the Interpretation of Article 69 EPC) being: 
- deemed “inconsistent” with those claims; and, potentially 
- deleted from the description or incorrectly labelled as “not according to the claimed 

invention” (see the Guidelines at F-IV, 4.3). 

Option (B) is also unsatisfactory, as it would identify as “inconsistent” subject matter which 
falls within the extent of protection conferred by the claims by operation Article 2 of the Protocol 
on the Interpretation of Article 69 EPC. 
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This leaves Option (C) as the only viable candidate for the correct approach. 

3.2 Irreconcilable claim interpretation approaches 

The claim interpretation standard set out in G 1/24, i.e. the requirement to consult the 
description and drawings, is arguably consistent with the principles behind Article 69(1) EPC 
and Article 1 of the Protocol on the Interpretation of Article 69 EPC. 

However, according to G 1/24, Reasons 9 “there is no clear legal basis, in terms of an article 
of the EPC, for claim interpretation when assessing patentability”.  Indeed, at Reasons 7 of G 
1/24, it is indicated that “Article 69 EPC and the Protocol are arguably only concerned with 
infringement actions before national courts and the UPC”. 

This makes it clear that, with the exception of assessing compliance with Article 123(3) EPC, 
claim interpretations in proceedings before the EPO do not aim to establish the extent of 
protection conferred by the claims.  Indeed, this point was confirmed by Board of Appeal 3.3.02 
at Reasons 3 of T 0442/91: 

“Die Beschwerdegegnerinnen haben zum Ausdruck gebracht, daß eine 
Klärung des Schutzbereichs der nach ihrer Auffassung breiten 
Patentansprüche durch die Kammer erfolgen solle, damit sichergestellt sei, 
daß die Ansprüche eng auszulegen sind. Im Einspruchsbeschwerdeverfahren 
befaßt sich die Kammer jedoch lediglich mit der Frage, ob die angefochtene 
Entscheidung zu Recht ergangen ist, das heißt in diesem Fall, ob das Patent 
gemäß Artikel 102 (1) EPÜ zu Recht widerrufen worden ist. Mit dem 
Schutzbereich eines Patents befaßt sich das EPA im Einspruchsverfahren nur 
im Rahmen des Artikels 123 (3) EPÜ. Darüber hinaus sind Interpretationen des 
Schutzbereichs eines Patents nicht Aufgabe des EPA, sondern gemäß Artikel 
64 und 69 EPÜ der für Patentverletzungsverfahren zuständigen nationalen 
Gerichte. Das EPA wird natürlich mit aller Sorgfalt die Fassung der 
gewährbaren Patentansprüche feststellen, da deren Inhalt den Schutzbereich 
des europäischen Patents nach Artikel 69 (1) EPÜ bestimmen, und - wenn 
erforderlich - klarstellen, wie in den Ansprüchen verwendete Begriffe 
verstanden werden sollen; darüber hinaus hat aber das EPA keine 
zusätzlichen Interpretationen über den zukünftigen Schutzbereich des erteilten 
oder aufrechterhaltenen Patents zu geben, an die im übrigen auch kein 
nationaler Verletzungsrichter gebunden wäre”, 

which roughly translates as 

“The respondents have stated that the Board should clarify the scope of 
protection of what they consider to be broad patent claims to ensure that the 
claims are interpreted narrowly. However, in opposition appeal proceedings, 
the Board only considers whether the contested decision was correct, that is, 
in this case, whether the patent was correctly revoked pursuant to Article 102(1) 
EPC. The EPO only addresses the scope of protection of a patent in opposition 
proceedings within the framework of Article 123(3) EPC. Furthermore, 
interpretations of the scope of protection of a patent are not the 
responsibility of the EPO, but rather, pursuant to Articles 64 and 69 EPC, 
of the national courts competent for patent infringement proceedings. 
The EPO will, of course, determine the wording of the allowable patent 
claims with the utmost care, since their content determines the scope of 
protection of the European patent pursuant to Article 69(1) EPC, and—if 
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necessary—clarify how terms used in the claims are to be understood. 
Furthermore, the EPO is not required to provide any further 
interpretations regarding the prospective scope of protection of the 
granted or maintained patent, which, incidentally, would not be binding 
on any national infringement court” (emphasis added). 

Further, even when assessing compliance with Article 123(3) EPC, the EPO does not 
determine the extent of protection conferred by the claims by operation Article 2 of the Protocol 
on the Interpretation of Article 69 EPC.  Nor should it, as determining equivalence under Article 
2 of the Protocol is not the responsibility of the EPO. 

On the other hand, and for the reasons discussed at section 3.1.4 above, determining the 
extent of protection conferred by the claims of a patent (including by operation Article 2 of the 
Protocol) is an essential step in establishing whether the description of that patent is 
“inconsistent” with those claims. 

3.3 The answer to Question 1 should be “No” 

It is clear from the analysis in section 3.2 above that the manner in which the EPO interprets 
patent claims is ill suited to, and hence fundamentally incompatible with, assessments aimed 
at identifying “inconsistencies” between the description and the claims of a patent. 

This incompatibility stems directly from the limits of the EPO’s responsibility, which does not 
extend to a comprehensive assessment (i.e. including equivalents) of the extent of protection 
conferred by the claims of a patent.  This means that the EPO’s responsibility does not extend 
to assessments aimed at identifying “inconsistencies” between the description and the claims 
of a patent. 

For at least this reason, the answer to Question 1 (whether in its original form or as rephrased 
above) should be “No”. 

4. Further support for the proposed answer to Question 1 

4.1 An “inconsistency” is not a stand-alone ground of objection 

The commentary in the Guidelines at F-IV, 4.3 starts with the following premise: 

“Any inconsistency between the description and the claims must be avoided if 
it casts doubt on the subject-matter for which protection is sought, thereby 
rendering the claim either unclear or unsupported under Art. 84, second 
sentence, or objectionable under Art. 84, first sentence”. 

This premise is inherently problematic to the extent that it relates to any purported requirement 
to adapt the description of a patent to claims that have been deemed to meet the requirements 
of Article 84 EPC. 

Article 84 EPC is directed to the claims.  It has three distinct limbs, namely requirements for 
the claims to: 
- define the matter for which protection is sought; 
- be clear and concise; and 
- be supported by the description. 

An objection under Article 84 EPC therefore only arises if the claims do not satisfy one or 
more of these requirements. 
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Once the claims of a patent or patent application have been held to meet the requirements 
of Article 84 EPC, the patent or patent application meets the requirements of that provision 
regardless of any alleged “inconsistencies” between the description and the (allowable) 
claims. 

4.2 Consequences of interpreting the claims in accordance with G 1/24 

The ruling in G 1/24 requires the claims to be interpreted in the light of the disclosures of the 
description.  This makes it logically impossible for the claims, as interpreted in the light of the 
description, to be clear and yet for disclosures of the very same description to “cast doubt” 
upon the subject-matter for which protection is sought. 

To put it another way, as the subject matter of claims is determined by interpreting the wording 
of the claims in the light of the disclosures of the description: 
- doubts (caused by “inconsistent” disclosures of the description) as to the interpretation

of the claims points to a lack of clarity of the claims; and 
- such a lack of clarity should be addressed by amendment of the claims (and not by 

attempting to adapt the description to claims whose interpretation is not entirely clear). 

4.3 Objections cannot be raised upon a purely hypothetical basis 

A corollary of the conclusion in section 4.2 above is that the presence of allegedly 
“inconsistent” disclosures in the description does not “cast doubt” upon the interpretation of 
claims that have nevertheless been determined to meet the clarity requirement of Article 84 
EPC. 

Where claims are found to meet the clarity requirements of Article 84 EPC, this necessarily 
means that, regardless of whether the description contains allegedly “inconsistent” 
disclosures, the deciding body has determined (with adequate precision) the subject matter to 
which the claims relate. 

Thus, to the extent that they relate to patents or applications containing claims that have been 
determined to be clear, the comments in the Guidelines at F-IV, 4.3 appear to take the view 
that “inconsistent” disclosures in the description “cast doubt” upon the subject matter for which 
protection is sought on the grounds that: 
- the patent proprietor might subsequently rely upon those disclosures to argue for a 

different interpretation of the claims; and 
- a national court or the UPC might accept that different interpretation. 

In other words, the Guidelines take the view that “inconsistent” disclosures in the description 
are objectionable solely due to hypothetical outcomes of hypothetical scenarios. 

The EPC does not permit objections to be raise on a purely hypothetical basis.  This is due to 
the Rule 111(2) EPC requirement for decisions of the EPO to be “reasoned”, i.e. justified by 
reference to facts and not hypothetical scenarios (let alone the hypothetical outcome of such 
scenarios). 

4.4 No reason to assume that downstream courts will misled by “inconsistencies” 

Putting aside issues relating to claim interpretation approaches (as discussed in section 3 
above), logic dictates that it will only be possible to identify “inconsistencies” between 
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allowable claims and the description if the subject matter of the former has been established 
with precision (i.e. without any doubt). 

That is, only where there is no doubt as to the subject matter of the allowable claims can 
there be certainty regarding identification of the disclosures of the description are 
“inconsistent” with the allowable claims. 

However, if the EPO has no doubt as to the subject matter of allowable claims, it is illogical to 
assume (or to hypothesise) that a national court or the UPC would have doubts.  In other 
words, if the EPO has no difficulty identifying the disclosures of the description that are 
“inconsistent” with the subject matter of allowable claims, the downstream courts will be 
perfectly capable of doing the same1. 

4.5 Consequences of inadvertent adaptation errors 

4.5.1 Different interpretations of Article 69(1) EPC 

It is arguable that “the description and drawings” in Article 69(1) EPC should be interpreted as 
meaning the description and drawings of a patent application as originally filed. 

The originally filed text of a patent application is the sole reference point for assessments of: 
- added subject matter; 
- (establishment of) entitlement to priority; 
- sufficiency of disclosure; and 
- inventive step. 

It would therefore be logically incoherent to use a different text to interpret the claims of a 
patent application for the purpose of conducting these patentability assessments. 

The same conclusion applies to interpretations of the claims of a patent.  This is because, to 
be valid, those claims must derive (both clearly and unambiguously) from the originally filed
text – which text therefore provides the most relevant context for determining the meaning of 
the wording of the claims. 

If this interpretation of Article 69(1) EPC is correct, amendments to the description will not in 
any way affect the interpretation of the claims – thus entirely undercutting the rationale for 
such amendments set out in the Guidelines at F-IV, 4.3. 

On the other hand, and as discussed below, issues of added matter arise if it is assumed that 
the above interpretation of Article 69(1) EPC is not correct.  This is because that scenario 
gives rise to the possibility of amendments to the description changing the interpretation of the 
claims. 

4.5.2 When description amendments can change the interpretation of the claims 

Article 69(1) EPC indicates that “the description and drawings” shall be used to interpret the 
claims.  If claims of a granted patent are interpreted upon the basis of an amended description 
(and/or drawings), this gives rise to the possibility of the amendments changing the 

1 See, for example, paragraph 68 of the 25 November 2025 UPC Court of Appeal decision in Meril v 
Edwards (concerning EP 3 646 825), where the court declined to interpret the claims of a patent in the 
light of certain disclosures of the description, on the grounds that “the patent as a whole clearly teaches 
the person skilled in the art that the disclosed embodiment is not claimed”. 
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interpretation of the claims (vs. an interpretation of the same claims based upon the 
description and drawings of the application as originally filed). 

This possibility was recognised by the EBA in G 1/93, Reasons 11: 

“From the point of view of legal security for third parties, relying on the content 
of a patent application as filed and published, the adding of undisclosed 
subject-matter, which may provide a basis for extending the protection 
conferred by the patent as granted in comparison with what was disclosed and 
claimed in the application as filed, represents obviously a real danger. Such 
added matters may be generalisations of specific features or embodiments and 
the introduction of new alternatives. In principle, it does not matter whether 
the addition concerns the claims, the description or the drawings, since 
the protection conferred by the patent has to be determined by all these 
elements in accordance with Article 69 EPC and the Protocol on the 
interpretation of this provision. However, the claims are no doubt the most 
important element in this respect” (emphasis added). 

Indeed, it is evident from the commentary in the Guidelines at F-IV, 4.3 that the entire purpose 
of amendments to the description is to change the interpretation of the claims – at least to the 
extent of narrowing the interpretation by excluding subject matter which, in the EPO’s view, 
should not fall within the extent of protection conferred by the claims. 

Thus, amendments to the description and drawings can, whether by accident or design, have 
the effect of changing the interpretation of the claims.  Moreover, any such changes are 
associated with a high risk of contravening Article 123(2) EPC or Article 123(3) EPC, on the 
grounds that the subject matter according to the new interpretation of the claims: 
- is not clearly and unambiguously derivable from the disclosures of the application as 

originally filed; or 
- in the case of a post-grant amendment, extends the protection conferred by the claims 

beyond that conferred by the claims of the patent as originally granted. 

It cannot reasonably be expected that, when making amendments to the description, neither 
the EPO nor applicants or patentees will ever make any inadvertent errors.  This is not least 
because, as discussed in section 3 above, it is not entirely clear which test should be used for 
determining the disclosures of a patent that are “inconsistent” with the claims.  It is also 
because claim interpretations applied (or relied upon) by the EPO during examination cannot 
reasonably be expected to be 100% correct in 100% of cases.  This means that amendments 
to the description will always give rise to invalidity risks under Article 123 EPC, including the 
risk of falling into an “inescapable trap” between Article 123(2) EPC and Article 123(3) EPC. 

4.5.3 What will downstream courts make of inadvertent adaptation errors? 

Inadvertent errors that can (and will) be made when adapting a description to allowable claims 
include errors which incorrectly: 
(I) identify a disclosure as not being according to the invention as defined in the allowable 

claims; or 
(II) fail to identify a disclosure as not being according to the invention as defined in the 

allowable claims 

For the reasons discussed above, both types of errors can give rise to invalidity risks under 
Article 123 EPC.  However, they may also give rise to a risk of a downstream court affording 
significance to the erroneous (lack of) adaptation of the description.  This is because, being 
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familiar with the EPO’s description adaptation practice, a downstream court might erroneously 
assume that, unless otherwise indicated, a disclosure of the description represents an 
embodiment of the claimed invention.

Indeed, there is already at least one example of a downstream court arriving at, or at least 
validating, a claim interpretation by applying precisely this type of assumption.  That is, when 
interpreting a claim as encompassing an “aspect” discussed in the description of the patent, 
Mr. Justice Henry Carr (in L'Oreal v RN Ventures [2018] EWHC 173 (Pat)) relied upon 
reasoning which, in paragraph 68, included the following: 

“Where an aspect is outside the scope of the invention, the description of 
the Patent makes this clear. Paragraph [0013] refers to “another aspect which 
is not part of the invention.” Conversely paragraphs [0033] - [0034] et seq make 
clear that both the shear and tension and compression arrangements are part 
of the invention, and that the former is preferred” (emphasis added). 

This demonstrates that the mere existence of a description adaptation practice at the EPO 
can give rise to a risk of downstream courts making erroneous assumptions concerning the 
embodiments of the description that are encompassed by claims that have been granted or 
maintained by the EPO. 

Adapting a description to allowable claims is often a complex and lengthy process.  It is 
therefore inevitable that inadvertent errors will occur in a significant number of cases.  In such 
cases, the (imperfect) adaptations to the description may cause a downstream court to arrive 
at a distorted interpretation of the claims. 

Thus, the adoption of a practice in which descriptions are routinely adapted to allowable claims 
may make it more (and not less) likely that the downstream courts will “misinterpret” the 
subject matter encompassed by the claims of a patent.  In other words, if the objective is to 
reduce or eliminate doubts concerning the scope of the claims of a granted patent, then 
requiring adaptation of descriptions to allowable claims runs counter to that objective. 

4.6 Summary 

Sections 4.1 to 4.5 above provide further, independent reasons for concluding that the answer 
to Question 1 (whether in its original form or as rephrased above) should be “No”.  Specifically, 
those sections demonstrate that the purported rationale for mandatory description 
amendments, as set out in the commentary in the Guidelines at F-IV, 4.3, suffers from the 
following deficiencies. 

- It is based upon an illogical interpretation of Article 84 EPC (see sections 4.1 and 4.2 
above). 

- It supports objections being raised upon a purely hypothetical basis (see section 4.3 
above). 

- It is based upon an unjustifiable assumption, namely that only the EPO (i.e. not the 
downstream courts) can be relied upon to correctly identify the disclosures of the 
description that are “inconsistent” with the subject matter of claims found to meet the 
requirements of the EPC (see section 4.4 above). 
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- It gives rise to (potentially inescapable) risks of invalidity due to inadvertent errors that, 
in a significant number of cases, the EPO and/or the applicant or patentee will 
inevitably make during the description adaptation process (see section 4.5.2 above). 

- Depending upon the version of the text that is meant by “the description and drawings” 
in Article 69(1) EPC, it leads to a description adaptation practice that either serves no 
practical purpose or runs counter to the purported objective of reducing or eliminating 
doubts concerning the scope of the claims (see sections 4.5.1 and 4.5.3 above). 

5. No (clear) legal basis 

The decisions discussed in Reasons 15 of T 697/22 (the “second line of case law”) all conclude 
that there is no legal basis in the EPC or its Implementing Rules to refuse an application when 
an amendment of claims has caused an “inconsistency” with the description and the 
description is not adapted. 

I agree with this conclusion.  In this respect, I also note that further arguments supporting this 
conclusion are provided in the written statements of Dr Michael Schmidt (dated 6 October 
2025), FICPI (dated 6 November 2025), VPP (dated 23 January 2026), Dr Michael Stadler et 
al. (dated 26 January 2026) and Bayer (dated 28 January 2026). 

I also note that, whilst the “first line of case law” discussed in Reasons 14 of T 697/22 reaches 
a contrary conclusion, a notable feature of that line of case law is the absence of any 
consensus on the provision(s) of the EPC which provide a legal basis for that conclusion.  
Indeed, as mentioned in section 2.2 above, the referring Board has identified no fewer than 
six different (combinations of) legal provisions / bases at Reasons 14.3.1 to 14.3.5 of T 697/22, 
namely: 
- Article 84 EPC alone (Reasons 14.3.1); 
- Article 84 EPC in combination with Article 94(3) EPC and Rules 42, 48 and 71(1) EPC  

(Reasons 14.3.2(a)); 
- Article 84 EPC in combination with Rule 42 EPC (Reasons 14.3.2(b)); 
- Rule 42 EPC alone (Reasons 14.3.3); 
- “The requirements of the EPC” (Reasons 14.3.4); and 
- a “general rule of law” (Reasons 14.3.5). 

(The Guidelines at F-IV, 4.3 identify at least one further combination of legal provisions, 
namely Article 84 EPC, first sentence, in combination with Rule 43(1) and (3) EPC – though, 
as discussed in section 2.2.2 above, this is in connection with type (ii) inconsistencies only.) 

I believe that it is highly significant that, even with respect to a single type of “inconsistency” 
(i.e. type (iii) above), the Boards of Appeal have been unable to reach a consensus on the 
legal basis for a purported (mandatory) description adaptation requirement.  This 
demonstrates that, at the very least, the EPC lacks a clear legal basis for that purported 
requirement. 

The absence of a clear legal basis for a description adaptation requirement is not just evident 
from the ordinary meaning of the wording of the provisions of the EPC.  Indeed, a review of 
the travaux préparatoires for the EPC reveals a complete absence of any discussions of a 
description adaptation requirement, let alone the relative pros and cons of making such a 
requirement a barrier to grant or maintenance of a patent. 
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There is therefore no clear reason to interpret the EPC as providing legal basis for a 
mandatory description adaptation requirement.  On the contrary, there are numerous and 
compelling reasons, including those discussed in T 697/22 and sections 3 and 4 above, to 
interpret the EPC as lacking any legal basis for such a requirement. 

6. Proposed answers to the questions referred 

6.1 Question 1 (answered in rephrased form) 

I propose that Question 1 should be rephrased as follows. 

If the claims of a European patent are amended during opposition proceedings 
or opposition-appeal proceedings, and the amendment introduces an 
inconsistency between the amended claims and the description of the patent 
in the sense that one or more technical features of an independent claim are 
afforded a meaning in the description of the patent that is either broader than 
or different to the meaning afforded to the same technical feature(s) in the 
claim, is it necessary, to comply with the requirements of the EPC, to adapt the 
description to the amended claims so as to remove the inconsistency? 

The answer to this rephrased question should be “No”. 

6.2 No need to answer Question 2 

In the light of the proposed answer to (rephrased) Question 1, an answer to Question 2 is not 
required. 

6.3 Question 3 

In the light of the proposed answer to (rephrased) Question 1, the answer to Question 3 should 
also be “No”. 

Yours faithfully, 

SNODIN, Michael David 


