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Amicus Curiae 

PETER DE LANGE 

Observations submitted to the Enlarged Board of Appeal in the matter of 

G 1/25 ~ Adaptation of the description 

Dear Chair and Members of the Enlarged Board of Appeal,  

The following questions were referred by decision T 697/22: 

1.  If the claims of a European patent are amended during opposition proceedings 

or opposition-appeal proceedings, and the amendment introduces an inconsistency 

between the amended claims and the description of the patent, is it necessary, to 

comply with the requirements of the EPC, to adapt the description to the amended 

claims so as to remove the inconsistency? 

2.  If the first question is answered in the affirmative, which requirement(s) of the 

EPC necessitate(s) such an adaptation? 

3.  Would the answer to questions 1 and 2 be different if the claims of a European 

patent application are amended during examination proceedings or examination-

appeal proceedings, and the amendment introduces an inconsistency between the 

amended claims and the description of the patent application? 

1. The following comments are not intended to be exhaustive. 

A. Order and wording of the questions 

2. The order of the questions referred does not bind the Enlarged Board. Accordingly, 

it may be convenient first to consider Question 3, i.e., whether the description must 

be brought into conformity with the allowable claims in the procedure before the 

Examining Division, and whether the Examining Division must refuse the applica-

tion if the applicant refuses to make the necessary amendments to the description.  

3. If the legal basis for such a requirement in connection with European patent appli-

cations is Article 84 EPC, it could be convenient to say that the requirement applies 

mutatis mutandis in opposition proceedings, in line with G 3/14. 

4. If the legal basis for such a requirement, in connection with European patent appli-

cations, is provided by Rule 48(1)(c) EPC (in conjunction with Article 78 EPC), the 

requirement applies mutatis mutandis in opposition proceedings (Rule 86 EPC), 

viz., to the extent that an amendment of the claims in the opposition proceedings 

introduces the inconsistency (cf. G 3/14). 

5. Hence, Question 3 can be considered first, even though the underlying appeal pro-

cedure concerns an opposition appeal. 

6. As to Question 2, it is duplicative: the first question already refers to compliance 

with ‘the requirements of the EPC’.  

7. As to Question 3, inconsistencies between the claims and the description can be 

present already upon filing. I have experience with European and PCT patent ap-

plications in which the description, upon filing, included embodiments not covered 
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by the claims. Hence, the answer to Question 3 should not be limited to the case 

wherein the claims are amended during prosecution. 

8. The wording of Question 1 suggests that either any inconsistency must be removed 

or none. This is not necessarily the case, namely if Rule 48(1)(c) EPC is the legal 

basis for the requirement, as set out below. 

B. Analysis of Rule 48 EPC 

9. Rule 48(1) EPC provides: “The European patent application shall not contain … 

(c) any statement or other matter obviously irrelevant or unnecessary under the cir-

cumstances.” 

10. As summarised in point 15.1.3 of the referring decision, the competent Board of 

Appeal in the earlier decision T 1989/18 rejected Rule 48(1)(c) EPC as the legal 

basis for the requirement to adapt the description because non-compliance with the 

provision would not be a ground for the refusal of a patent application.1  

I disagree and submit that Rule 48(1)(c) EPC constitutes a valid ground for 

refusing a patent application. To substantiate this, I first examine the general under-

standing of Rule 48(1)(c) EPC, with particular attention to legal scholarship and the 

case law of the Boards of Appeal. I then analyse the reasoning set out in decision 

T 1989/18. Finally, I assess whether Rule 48(1)(c) EPC implies a requirement for 

the description to be aligned with the claims. 

B.I.  Refusal in case of non-compliance with Rule 48(1) EPC 

11. R. Singer and M. Singer, in the first edition of their commentary on the EPC, had 

no difficulty with the sanction for non-compliance with the predecessor of Rule 

48(1)(c) EPC, i.e., Rule 34(1)(c) EPC 1973: “stimmt der Anmelder einer Streichung 

dieser Angaben nicht zu, so muß nach Art 97(1) die ePA [europäische Patentan-

meldung]  zurückgewiesen werden”.2 The same remark appears in the current edi-

tion of this handbook.3 

12. Rule 48 EPC implements (at least) Article 78(1) EPC.4 The legal consequence of 

non-compliance with Article 78(1) EPC is laid down in Article 97(2) EPC, as fol-

lows: if the Examining Division concludes that the European patent application 

does not meet the requirements of the Convention, “it shall refuse the application 

unless this Convention provides for a different legal consequence.” No different 

 
1 T 1989/18, point 12 of the reasons: “Rule 48 EPC cannot serve as a legal basis for the refusal …”.  
2 Singer, EPÜ, 1st edition 1989, Art. 78 note 34 on p. 255. The handbook has been cited in 

numerous decisions, including G 1/18, point 4 of the reasons (specifically citing the first edition). 
3 Grabrucker in Singer/Stauder/Luginbühl, EPÜ (9th edition 2023), Art. 78, note 73. 
4 Art. 78(1) EPC: “A European patent application shall … satisfy the requirements laid down in the 

Implementing Regulations.” The 17th edition of the EPC, p. 401, indicates that R. 48 EPC is an 

implementation of Art. 78 and 93 EPC. I refrain from analysing whether R. 48(1)(c) EPC is 

additionally based on Art. 84 EPC. 
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legal consequence is specified in the EPC,5 and non-compliance with Rule 48(1)(c) 

EPC is therefore a ground for refusal of the patent application by the Examining 

Division, as confirmed by Singer, EPÜ. 

13. This conclusion is further supported by the Guidelines (2025) F-II, 7.5, which ex-

plain that:  

“Any such matter [prohibited under Rule 48(1)(a) and (b) EPC that is] not omitted 

from the application as published [by the Receiving Section] must be removed, 

together with any other prohibited matter [i.e., matter prohibited under Rule 48(1)(c) 

EPC], during the application’s examination.”6  

In this context, the term ‘the application’s examination’, which is said to occur after 

the publication,7 refers to the examination by the Examining Division.8 Since the 

Examining Division can only decide on the application by granting or refusing it, 

the phrase “must be removed … during the application’s examination” indicates 

that the non-removal is a ground for refusal of the application.9 

14. This conclusion is supported by the literature10 and by the Boards’ case law.  

In T 544/88, headnote 2, it was stated that, if an applicant, in response to a 

lack-of-unity objection under Article 82 EPC, files new claims meeting the unity 

requirement, “the Examining Division may request the applicant to bring the de-

scription and drawings into line with the valid claims (Rule 27(1)(d) EPC 1973) and 

to delete from the patent documents those parts of the description and drawings 

which do not refer to claimed inventions (Rule 34(1)(c) EPC 1973).”11 

In decision T 853/91, the application had been refused by the Examining Di-

vision under Rule 34(1)(c) EPC 1973 (corresponding to current Rule 48(1)(c) EPC). 

The Board saw no procedural mistake in refusing the application on that ground 

and examined the merits of the refusal.  

 
5 Rule 48(2) and (3) EPC do not refer to Rule 48(1)(c) EPC; moreover they do not take away the 

sanction of refusal in case on non-compliance with Rule 48(1)(a) and (b), see Singer, EPÜ, 

1st edition 1989, Art. 78, note 33 emphasizing that “Weigert sich der Anmelder in diesem 

Verfahren [i.e., before the examining division], auf die Äußerung zu verzichten, so ist die gesamte 

Anmeldung nach Art 97(1) iVm R 34 (1) b) zurückzuweisen; Abs 1 dieser Regel hat zwingenden 

Charakter.”  
6 This sentence can be found already in the first edition of the Guidelines (1978), C-II, 7.4, with 

only linguistic changes.  
7 And, hence, is conducted after the examination of Rule 48(1)(a) and (b) EPC by the Receiving 

Section. 
8 See Rule 10 EPC. 
9 The EPO cannot compel the applicant to make the amendments, nor, strictly speaking, make 

them ex officio (Art. 113(2) EPC). 
10 Strebel, Münchner Gemeinschaftskommentar, vol. 2, Art. 91, note 191 on p. 60, also states that 

Rule 48(1)(c) EPC is examined by the Examining Division. Idem: Bossung, Münchner 

Gemeinschaftskommentar, vol. 8 (January 1986), Art. 78, note 100. Thums in Benkard, EPÜ, 4th 

ed. 2023, Art. 78, note 82, also refers to the examination proceedings. (“erst im Laufe des 

Prüfungsverfahrens eintreten”) implying that the Examining Division examines the requirement. 
11 OJ 1990, p. 428. In the context of the EPC, compliance with ‘requests’ (or ‘invitations’) from the 

EPO is not optional for applicants. 
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In T 1903/06, the Board objected under Rule 34(1)(c) EPC 1973 in an appeal 

concerning the refusal of a European patent application.  

Similarly, in T 443/11, the Board saw no procedural mistake in the objections 

of the Examining Division under Rule 48(1)(c) EPC.  

15. Furthermore, a systematic analysis reinforces this interpretation: different from 

other Rules, Rule 48(1)(c) EPC is not formulated as an optional provision.12 Yet, 

no other sanction is given for it than the refusal of the patent application.13 

16. Rule 48(1)(c) EPC corresponds verbatim to Rule 9.1(iv) PCT (in the English ver-

sions). Non-compliance with the latter rule may result in a suggestion from a PCT 

authority to the applicant to voluntarily correct the application (Rule 9.2 PCT), but 

not in the suppression of the irrelevant matter in the publication of the PCT appli-

cation.14  

However, Rule 9.1(iv) PCT has an important legal effect in the context of 

Article 27(1) PCT. The latter provision generally prohibits designated offices from 

applying, in the national phase processing of PCT applications, any national re-

quirements “relating to the form or contents of the patent application different from 

or additional to those which are expressly provided for in the [PCT] Treaty and 

Regulations”.15 Rule 9 PCT is a requirement relating to the contents and is provided 

for in the PCT Regulations.16 Hence, Rule 9.1(iv) PCT enables designated offices 

to apply, in the national/regional phase, any requirement prohibiting obviously ir-

relevant or unnecessary statements. In other words, without Rule 9.1(iv) PCT, the 

EPO, as a designated Office, would be prevented by Article 27(1) PCT from apply-

ing Rule 48(1)(c) EPC to Euro-PCT applications that have entered the European 

phase.17 

B.II. The reasoning in T 1989/18 

17. I will now discuss the specific reasoning concerning Rule 48(1)(c) EPC given by 

the Board in T 1989/18, points 9-11 of the reasons. The Board first provided a tex-

tual analysis, namely:  

 
12 Compare Rule 42(1)(b) EPC about background prior art, Rule 43(7) EPC about reference signs, 

and former Rule 49(7) EPC about line numbers. Both provisions are explicitly formulated as 

facultative (using the term ‘preferably’). 
13 The procedure of Rule 48(2) and (3) EPC does not apply to Rule 48(1)(c) EPC. However, this 

does not mean that non-compliance with Rule 48(1)(a) and (b) EPC is not a ground for refusal by 

the Examining Division, see footnote 5 above.  
14 Article 21(6) PCT does not refer to obviously irrelevant or unnecessary statements. 
15 National rules that are more favourable to applicants are permitted (Article 27(4) PCT). 
16 See Records of the Washington Diplomatic Conference on the PCT, 1970, p.35, Final Text, 

Explanatory Notes to Article 27 PCT: “The requirements relating to form and contents are 

principally provided for in Articles 3 … and the Rules pertaining to these Articles (mainly Rules 3 

to 13 [n.b.: Rule 9 inclusive]). The words “form or contents” are used merely to emphasize 

something that could go without saying, namely, that requirements of substantive patent law 

(criteria of patentability, etc.) are not meant.”.  
17 See also Article 150(2) EPC. 
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“According to both the wording and history of this provision [i.e., Rule 48(1)(c) EPC], 

it is concerned not with the contents of granted patents but with patent applications. 

The introductory sentence [of Rule 48(1) EPC] makes reference to European patent 

applications as opposed to the contents of the description as in Rule 42 EPC.”  

However, the preamble of Rule 48(1) EPC refers to “the European patent applica-

tion” because offensive matter in the sense of that provision may also appear in the 

drawings, and not only in the description.18 Hence, from this choice of words alone, 

it cannot be concluded that the provision is concerned not with the contents of 

granted patents but only with patent applications.”19 

In fact, the provision is concerned with granted patents, see, e.g., 

Singer/Stauder/Luginbühl, EPÜ (9th edition 2023), Art. 78, note 73: 

“Diese Vorschrift soll es ermöglichen, die Patentschrift klar und verständlich zu halten 

und von unnötigen, verwirrenden oder […] werbenden Bestandteilen freizuhalten. 

Denn der Zweck der Patentschrift ist lediglich, die Erfindung darzustellen und den 

geschützten Gegenstand festzulegen.” (emphasis added) 

The same remark appears in the first edition of this handbook.20 Singer referred to 

the purpose of the patent specification (“der Zweck der Patentschrift”) and hence 

to the granted patent. 

18. The Board also analysed the history of Rule 48 EPC in point 9: 

“According to [the] history of this provision, it is concerned not with the contents of 

granted patents but with patent applications. (…)  Rule 48 EPC is based on Article 

21(6) [PCT] and Rule 9 PCT, which provide that the international application may not 

contain matter contrary to morality or public order, disparaging statements or 

obviously irrelevant or unnecessary matter. Any such matter may be omitted from the 

publication of the international application.” 

19. It may be observed, firstly, that Article 21(6) PCT only provides for the suppression 

in the publication of matter contrary to morality or public order, disparaging state-

ments, not of obviously irrelevant or unnecessary matter.  

 
18 Indeed, R. 48(2) EPC speaks of “the place and number of words or drawings omitted”. See also 

the Guidelines A-IX, 6: “Statements or other matter of the type referred to in Rule 48(1)(c) (see 

F‑II, 7.4) that are likely to appear in drawings are, in particular, various kinds of advertising, e.g. 

where the applicant includes in the drawing obvious business or departmental markings or a refer-

ence to an industrial design or model, whether registered or not. Doing so introduces matter that is 

clearly irrelevant or unnecessary, which is expressly prohibited by Rule 48.” See also R. 48(1)(a) 

EPC in German: “Angaben oder Zeichnungen, die gegen die öffentliche Ordnung oder die guten 

Sitten verstoßen” (idem for the French version). The fact that R. 48(1)(c) EPC in German and 

French does not refer to the drawings does not change the observation that R. 48(1) EPC as a 

whole, hence also its preamble, is not confined to the description (as R. 42 EPC indeed is). 
19 Indeed, the Guidelines F-II, 7 contain the instruction that: “When matter is removed from the 

description, it must not be incorporated into the patent specification by reference to the 

corresponding matter in the published application or in any other document”. 
20 Idem in the first edition, p. 255. 
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Secondly, the purpose of Rule 9(1) PCT is not to duplicate Article 21(6) 

PCT,21 but to enable designated offices to apply a corresponding national require-

ment in the national/regional phase of the procedure under Article 27 PCT, as dis-

cussed hereinabove (fn. 16) by reference to the Explanatory Notes to Article 27 

PCT.22 

Thirdly, according to Bossung in Münchner Gemeinschaftskommentar, Rule 

48(1)(c) EPC may have its historical roots in German patent law, and he traces the 

history back to a German provision of 1936.23 On that basis,24 the German roots of 

the rule predate the publication of patent applications by the German Patent Office, 

which began later, in 1955.25 

20. The Board also observed that “Rule 48 EPC is entirely silent on the legal conse-

quences” of non-compliance with Rule 48(1)(c) EPC. However, the legal conse-

quences of non-compliance are set out simply in Article 97(2) EPC.  

It may be observed that Rule 48 EPC is part of Chapter II “Provisions gov-

erning the application” of Part III of the EPC, and that none of the Rules 41-50 in 

that Chapter spells out the refusal of the application as the legal consequence.  

21. The Board in T 1989/18 furthermore reasoned that: 

“points (a) to (c) of Rule 48(1) EPC are in the order of their offensiveness, ranking 

from high to low. This is reflected in paragraphs (2) and (3) of Rule 48 EPC.26 At the 

Munich diplomatic conference, there was general acceptance that the application 

should not be refused even if the application as filed contained statements or other 

matter contrary to ‘ordre public’ or morality” [i.e., non-compliance with Rule 34(1)(a) 

EPC 1973] (referring to document M/PR/I, No. 2225 to 2236).  

 
21 This applies especially to clauses (i) to (iii) of Rule 9(1) PCT, which define the same prohibited 

matter as Art. 21(6) PCT. 
22 Additionally, Rule 9 PCT is examined by the IPEA, see Rule 66(a)(iii) PCT, Rule 70.12(i) PCT 

and the PCT International Search and Preliminary Examination Guidelines, §17.49. 
23 Bossung, Münchner Gemeinschaftskommentar, vol. 8 (January 1986), Art. 78, note 91. 

Mr Bossung was a member of the Working Group for the EPC, see G. Oudemans, The Draft 

European Patent Convention, 1963, p.1. 
24 The draft provision in the Haertel-Entwurf AO 1963 (viz., Zu Art. 68, Nummer 3, Inhalt der 

Beschreibung, paragraph (1)) was probably grounded in the practice of the German Patent Office. 

This provision was still included in the 1964 draft (4419/IV/63Zu Art. 68, Nr. 3) and in BR/GT 

1/52/70 (Re Art. 66 Nr. 2, para. (1) on p.21 of the English document). The latter document added 

the predecessor to the current Rule 48 as “Re Art. 66 Nr. 5” (on p.32 of the English document); the 

provision from the Haertel draft and the PCT-aligned provision coexisted in the document. Only 

the latter provision was included in the 1972 draft, BR/200/72, Art. (i.e., Rule) 27 (Art. 66 Nr.2). 
25The German patent office began publishing patent applications in 1955, see Ballhaus in Benkard 

PatG 5th ed. 1969, §24 note 64 on p. 871 in conjunction with §30, note 5 on p.  988. See also 

USPTO, MPEP, 4th edition 1979, chapter 901.05 “Foreign Patent Documents”, section F.10 - 

Germany, p. 259: “Prior to September 1955 the only printing of the specification was after the 

patent was granted.” (https://www.uspto.gov/web/offices/pac/mpep/old/E4R0_900.pdf).  
26 Paragraphs (2) and (3) of R. 48 EPC no longer differ in severity; the former difference in 

severity between R. 34(2) and (3) EPC 1973 (‘shall omit’ resp. ‘may omit’) was abolished by the 

EPC 2000; see Thums in Benkard, EPÜ 4th ed., Art. 78 note 78.  
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22. However, the relevant remark in the minutes of the Munich diplomatic conference 

referred to a refusal by, specifically, the Receiving Section:27  

2236. In this connection, the Chairman pointed out that in the Main Committee's view, 

the Receiving Section had to examine whether the application was in keeping with 

Rule 34, paragraph 1(a), although if this were not so, it [i.e., the Receiving Section] 

should not refuse the application, but merely omit from the application the statements 

to which it objected. 

Nothing in this part of the minutes indicates a limitation of the power of the Exam-

ining Division to refuse the application (after the publication) on the ground of non-

compliance with Rule 34(1)(a) EPC 1973.28  

23. The Board in T 1989/18 was therefore correct in reasoning that it is “difficult to 

conceive that the legislator intended to impose more severe sanctions on less offen-

sive matter”.  Indeed, the refusal of the patent application by the Receiving Section, 

excluded for Rule 48(1)(a) in point 2236 of the Minutes, is not envisaged for Rule 

48(1)(c) EPC either.29 However, this is not pertinent to the question of whether the 

Examining Division is competent to refuse the patent application on the ground of 

non-compliance with Rule 48(1)(c) EPC. 

24. Finally, T 1065/99, point 7 of the reasons, did not express doubts (as stated by the 

Board in T 1989/18) but held that the Examining Division must clearly put on notice 

the applicant of any objection under Rule 48(1)(c) EPC because such objections are 

rarely raised.30 

25. For these reasons, non-compliance with Rule 48(1)(c) EPC is without doubt a 

ground for the refusal of the patent application by the Examining Division. 

B.III. Whether R. 48(1)(c) EPC entails a requirement to adapt the description 

26. A further question is whether (or when) parts of the description that are inconsistent 

with the claims are “statement[s] or other matter obviously irrelevant or unneces-

sary under the circumstances” in the sense of Rule 48(1)(c) EPC. This is a matter 

of interpreting the provision in terms of whether Rule 48(1)(c) EPC entails a re-

quirement to adapt the description (to amended claims).  

 
27 Indeed, R. 48 EPC is not included in the list of requirements examined by the Receiving Section 

of R. 57 EPC. 
28 Non-compliance with Rule 48(1)(a) and (b) EPC is a ground for refusal by the Examining 

Division, see footnote 5 above. 
29 Accordingly, the list of formal requirements in Rule 57 EPC, which are examined by the 

Receiving Section (because Rule 57 EPC is part of Chapter I “Examination by the Receiving 

Section” of Part IV of the Implementing Regulations), does not include Rule 48 EPC. 
30 T 1065/99, point 7 in relevant part: “In reply, [the applicant] presented arguments against the 

novelty and inventive step objections. It did not present any arguments on the questions of 

irrelevance, clarity or insufficiency, and indeed could not be expected to do so at this point for 

three reasons. First, none of these matters had been identified as an objection as such - while in 

principle that was equally wrong as regard all these objections, in practice it was particularly 

wrong as regards the irrelevance objection since Rule 34(1)(c) [EPC 1973] is only very rarely 

relied on as a source of objection.”  
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27. The Board in T 1989/18 did not reach this question and accordingly expressed no 

views on this point, not even obiter.31 

28. I submit the following considerations for the interpretation of Rule 48(1)(c) EPC in 

this respect, without aiming to be exhaustive. 

29. A comparison of the three language versions of Rule 48(1)(c) EPC reveals some 

differences:32  

- “any statement or other matter obviously irrelevant or unnecessary under the 

circumstances” 

- “Angaben, die den Umständen nach offensichtlich belanglos oder unnötig 

sind” 

- “des éléments manifestement étrangers au sujet ou superflus”. 

30. Regarding Rule 48(1)(c) EPC, the German and French versions do not distinguish 

between statements and other matters.  

The French version does not refer to the circumstances but clarifies that the 

(ir)relevance is to be examined relative to ‘sujet’, which I understand as a reference 

to the claimed invention.  

In all language versions, ‘obviously’ may qualify both ‘irrelevant’ and ‘un-

necessary’.  

31. Rule 9.1(iv) PCT must also be considered.33 The English version thereof is identical 

to Rule 48(1)(c) EPC.34 The equally authentic French version of Rule 9.1(iv) PCT 

reads as follows: ‘de déclarations ou d’autres éléments manifestement non perti-

nents ou superflus en l’espèce.’35 

32. An official interpretation of Rule 9.1(iv) PCT is that: 

“The matter … may already be obviously irrelevant or unnecessary in the original 

description. It may, however, be matter which has become obviously irrelevant or 

unnecessary only in the course of the examination proceedings, for example, owing to 

a limitation of the claims of the patent to one of the originally several alternatives.” 

(WIPO PCT International Search and Preliminary Examination Guidelines, §4.31). 

This statement supports the view that Rule 9.1(iv) PCT entails a requirement to 

adapt the description, and that such a requirement is acceptable at the international 

level.36 

33. Bossung, Münchner Gemeinschaftskommentar, vol. 8 (January 1986), Art. 78, 

note 100, states that the examination of superfluous matter as a rule is carried out 

 
31 The only statement in T 1989/18 is point 9: “The preparatory documents provide no guidance as 

to what could amount to ‘obviously irrelevant or unnecessary’ statements or matter.” 
32 Applying Article 177 (1) EPC by analogy to the Implementing Regulations. 
33 Article 150(2) EPC, in view of Article 27(1) PCT. 
34 Indeed, the wording was taken from the PCT, see BR/GT 1/52/70. 
35 French and English are the two authentic languages of the PCT, see Art. 67(1)(a) PCT. 
36 Designated offices are not obliged to apply the rule, see Article 27(4) PCT. 
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only after the allowable claims have been established and the adaptation of the de-

scription becomes necessary:   

“Unnötige Angaben (Abs. 1 c) 

Auf die Entfernung dessen hinzuwirken, was i. S. v. R. 34 (1) c) »belanglos oder 

unnötig« bzw. aus übergeordneten Gesichtspunkten (insbes. Art. 83 und 84) nicht in 

die Patentschrift gehört, ist Sache der Prüfungsabteilung und erfolgt im 

Prüfungsverfahren durch Mängelrüge. Bedenken sollten von der Prüfungsabteilung 

frühzeitig bei sich bietender Gelegenheit ausgesprochen werden. Im übrigen aber und 

hauptsächlich steht die Bereinigung erst an, wenn die gewährbaren Patentansprüche 

feststehen und die Anpassung der Beschreibung an diese fällig ist.” 

Further, according to Bossung, impermissible unnecessary matter in the description 

includes “Ausgeschiedene Gegenstände” (“vor allem nach »Streichung«, »Ver-

zicht«, »Beschränkung«”) and “Beschreibungs-Überschuß” (op. cit. note 103 and 

104). 

34. The Guidelines (2025) F-II,7.4 indicate that:  

“The matter to be removed may already be obviously irrelevant or unnecessary in the 

original description. It may, however, be matter which has become obviously 

irrelevant or unnecessary only in the course of the examination proceedings, e.g. 

owing to a limitation of the claims of the patent to one of originally several 

alternatives.”  

This statement can also be found (verbatim) in the 2001 edition of the Guidelines.37 

No such statement appeared in the corresponding paragraph of the first edition of 

the Guidelines (1978).38  

35. Singer/Stauder/Luginbühl, EPÜ, in the current edition, states that: 

“Nach der klaren Bestimmung der R 48 (1) c) darf die europäische Patentanmeldung 

solche Angaben nicht enthalten; dies ist nach Art 94 (1) im Sachprüfungsverfahren zu 

prüfen. Ein solcher Verstoß kann ursprünglich vorliegen oder im Lauf des Verfahrens, 

zB durch eine Beschränkung der Ansprüche eintreten.”39 

The corresponding paragraph in the first edition of this handbook did not yet include 

the last sentence. 

36. According to Thums in Benkard, EPÜ, 4th ed. 2023, Art. 78, note 82, an amend-

ment limiting the claims in the grant procedure can result in matter that is imper-

missibly unnecessary or irrelevant: 

“Die Unnötigkeit bzw. Belanglosigkeit kann bereits in der ursprünglichen 

Beschreibung gegeben sein; sie kann aber auch erst im Laufe des Prüfungsverfahrens 

eintreten, zB wegen einer Beschränkung der Patentansprüche auf eine von 

ursprünglich mehreren Alternativen.”  

 
37 Guidelines 2001, C-II, 7.3. 
38 Own PDF copy of the first edition of the Guidelines. The first edition of the Guidelines has not 

yet been published on the EPO website. I was unable to consult any editions of the Guidelines 

issued between 1978 and 2001. 
39 Grabrucker in Singer/Stauder/Luginbühl, EPÜ (9th edition 2023), Art. 78, note 73 (emphasis 

added, footnote omitted). 
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37. As discussed in point 19 above, according to Bossung, Rule 48(1)(c) EPC has a 

predecessor in German national law. The corresponding provision under German 

law also entails a requirement to adapt the description, nowadays40 and in 1969 

already.41  

38. Based on the above, there are reasonable grounds to conclude that Rule 48(1)(c) 

EPC entails a requirement to adapt the description, albeit a qualified one as set out 

below. 

B.IV. Evaluating inconsistent description parts 

39. On the basis that Rule 48(1)(c) EPC is the legal basis in the sense of Questions 1-

3, a need to provide guidance on its application beyond the somewhat binary ap-

proach seemingly implied by Question 1 may be acknowledged. 

40. Evidently, inconsistent parts of the description can only be objected to under this 

provision if they form “statement[s] … obviously irrelevant or unnecessary under 

the circumstances.”  

41. It may be observed, firstly, that the English and German texts both refer to the cir-

cumstances (as does the French version of Rule 9.1(c) PCT). This implies that the 

circumstances (of the case) must be considered. The rule, therefore, is not to be 

construed as a rigid one. Accordingly, Rule 48(1)(c) EPC leaves a margin of appre-

ciation to the competent department of the EPO.42 

42. Secondly, the German version of the provision refers to ‘belanglos’. Hence, a pos-

sible test is whether the statement, which is inconsistent with the claims, neverthe-

less serves an objective (or legitimate) interest in the application as a whole. This 

may very well be the case if an inconsistent embodiment is bona fide included in 

the description as information ‘helpful for understanding the claimed invention’ and 

the description identifies the embodiment as not in accordance with (the wording 

of) the claims. On the other hand, this will generally not be the case if the text is 

misleading, e.g. if the text states that an embodiment is in accordance with (the 

wording of) the claims, whereas it is not.  

 
40 Schulte, Patentgesetz mit EPÜ, penultimate 11th edition, § 34, marginal note 216 and note 212: 

“Entspricht die eingereichte Beschreibung nicht dem Ergebnis des Prüfungsverfahrens, ist sie 

insbesondere nicht den gewährbaren Ansprüchen sachgerecht angepasst oder enthält sie nach wie 

vor Teile, die zu Recht beanstandet wurden (…), so ist dieser Mangel zu rügen und die 

Anmeldung nach fruchtlosem Ablauf der Frist zurückzuweisen. [Vgl BPatGE 13, 57; s auch 

BPatG BlPMZ 16, 376]”.  
41 Ballhaus in Benkard, PatG, 5th ed. 1969, §26 note 24, p.903: “Bei einer Änderung der 

Patentansprüche muß die Beschreibung den neu gefaßten Ansprüchen angepaßt werden; weigert 

sich der Anmelder, der Beschreibung eine dem gewährbaren, beschränkten Anspruch 

entsprechende Fassung zu geben, so ist die Anmeldung zurückzuweisen, PA Bl. 33, 233; 

BPatGerE 4, 13, 15.”  
42 The provision is, however, not a discretionary one. Hence, any objection based on it by a first-

instance department is reviewed de novo upon appeal. G 7/93, point 2.6 of the reasons, does not 

apply. 
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43. Thirdly, any amendment, not only of the claims, but also of the description, may 

give rise to an Article 123(2)/(3) EPC trap,43 even when the amendment involves 

the adaptation of the description to the claims.44 The EPO should, therefore, flexibly 

accommodate genuine attempts of applicants to appropriately adapt the description 

in difficult cases.45 

44. Finally, if Rule 48(1)(c) EPC is understood to entail a requirement to adapt the de-

scription, this has the consequence that the Administrative Council could amend 

the requirement if desired. For instance, the Administrative Council may amend 

Rule 48(1)(c) EPC to reflect changed circumstances or an emerging consensus 

among the interested circles that gives rise to a political desire to change the re-

quirement.46 By the same token, any such political considerations are beyond the 

scope of a referral under Article 112 EPC. 

* * * 

45. I include, as an Annexe, selected scanned pages of some of the cited handbooks and 

sources at the end of this document. 

46. The above observations are presented without prejudice to the relevance, if any, of 

Articles 83 and 84 EPC for the topic of the referral.47 

47. The above observations are my personal views only. 

 

Respectfully submitted, 

Peter de Lange 

c/o V.O. Patents & Trademarks 

Utrecht ~ The Netherlands 

29 January 2026 

 
43 G 1/93, headnote 1, see also point 11 of the reasons. 
44 E.g., the claim is amended by adding the feature that two elements are joined ‘with a fastener’. 

The description mentions ‘preferably, with a fastener, e.g. nails or screws’, and separately an 

embodiment wherein glue is used to join two elements. Amending the description to state that the 

embodiment with glue is not according to the claims may violate Article 123(2) EPC if the 

opposition division, differently from the examining division, concludes that the skilled person 

considers glue to be a fastener. See also pending case T 855/24 (appl. 08101643.8), preliminary 

opinion of 28.08.2025, points 16-23. 
45 For instance, by permitting the applicant to keep an embodiment in the text expressly without 

assertion as to whether the embodiment is or is not in accordance with the claimed invention. 
46 For instance, the Administrative Council could add a clause stating that ‘a statement shall not be 

considered obviously irrelevant or unnecessary solely because it is inconsistent with the claims.’ 
47 Article 83 EPC does not refer to the description only, but to the European patent application (as 

a whole), and does not simply require that the European patent application shall disclose the 

invention in a manner that allows it to be carried out by a person skilled in the art, but refers to the 

clarity and completeness of the disclosure.  
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