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Introduction

UNION of European Practitioners in Intellectual Property (UNION-IP) is an
association of practitioners in the field of Intellectual Property, that is of individuals
whose principal professional occupation is concerned with Patents, Trade Marks,
Designs , Copyright and related questions and who carry on their profession
independently or as employees. UNION-IP aims on the one hand to work
continuously on current developments in intellectual property in Europe, in particular
by making submissions during the preparation of proposed laws and treaties with the
intention of influencing them, and is devoted to the improvement of professional and
personal understanding between European practitioners in the intellectual property
field in countries across Europe.

The Reference to the Enlarged Board of Appeal

UNION-IP welcomes this referral to the Enlarged Board of Appeal (EBA) and trusts
that this will increase legal certainty and improve clarity for European patent
applicants, proprietors and their representatives regarding the question of whether, or
to what extent, description amendments are required to align with amended claims.
UNION-IP presents these submissions to assist the EBA in its deliberations.

The Questions for the Enlarged Board (from T 697/22):

1. If the claims of a European patent are amended during opposition proceedings
or opposition-appeal proceedings, and the amendment introduces an
inconsistency between the amended claims and the description of the patent, is
it necessary, to comply with the requirements of the EPC, to adapt the
description to the amended claims so as to remove the inconsistency?

2. If the first question is answered in the affirmative, which requirement(s) of the
EPC necessitate(s) such an adaptation?

3. Would the answer to questions 1 and 2 be different if the claims of a European
patent application are amended during examination proceedings or
examination-appeal proceedings, and the amendment introduces an
inconsistency between the amended claims and the description of the patent
application?
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Question 1

To answer question 1, it is worth first considering what problem this is trying to solve.
The supposed problem, at least from the perspective of the EPO, relates to cases
where there is, in general terms, an “inconsistency” between the claims and the
description, i.e. where the claims define the invention having a scope that is different
to the description. Such an inconsistency is, however, perfectly normal and expected
in any application or patent. This is because the claims are invariably a generalisation
of what is set out in detail in the description and drawings, and are therefore intended
to define the invention more broadly. The Enlarged Board (EB) has, however, not
been asked to decide on how broad a claim can be in light of a more detailed
description, which is the specific purpose of Article 84 EPC. Instead, the EB has been
asked more generally to decide on whether there are any requirements of the EPC
that make it necessary to adapt the description to amended claims to remove an
inconsistency. This can only mean that the supposed problem to be addressed is:

i) whether a claim that defines a narrower scope than the description and
drawings is an inconsistency; and

i) whether the EPC requires that such an inconsistency needs to be resolved by
amendment of the description.

Any supposed inconsistency of the above type between the claims and the
description in a European patent will inevitably be a matter for interpretation. If a
particular feature in a claim is defined as being required, but the description specifies
that the feature is optional, an interpretation of the claim in accordance with Article 69
EPC and G 1/24 is needed. Article 69 EPC requires that the extent of protection shall
be determined by the claims but the description and drawings shall be used to
interpret the claims. G 1/24 similarly sets out that the claims are the starting point and
basis for assessing patentability, while the description and drawings shall always be
consulted to interpret the claims when assessing patentability.

While Article 69 EPC is primarily intended for the purpose of assessing the extent of
protection of a patent in post-grant court proceedings, the principles of G 1/24 are
directed towards assessing the patentability of claims in proceedings before the EPO
and the Boards of Appeal, in which infringement is never an issue.

A correct interpretation in the above situation should result in the straightforward
conclusion that the claim language is the primary source of interpretation. To take a
more specific example, if claim 1 defines a product comprising features A, B and C,
while the description specifies that C is an optional feature, an interpretation of the
scope of the claim according to Article 69 EPC and G 1/24 would not arrive at the
conclusion that C is merely optional because this would place primacy of the
description over the claim language. Instead, a conclusion would be reached that the
description is clearly not consistent with the scope of the claim and should therefore
be discounted, at least as far as the optionality of feature C is concerned. The claim
does not need to be interpreted more broadly, and the apparent inconsistency
therefore has no effect on the scope of the claim, when interpreted correctly.
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In another example, a specific feature in a claim may have a meaning that would be
interpreted by the skilled person to have a particular scope when read in isolation but
for which a different and broader interpretation is provided by the description. This
would also result in an apparent inconsistency between the claim and the description.
This is, however, the situation that has already been resolved by G 1/24, which
decided that the description and drawings should always be referred to when
interpreting the claims, and not just in the case of a lack of clarity or ambiguity. The
problem to be solved in the present case is not therefore how to interpret a narrow
feature in a claim when a broader interpretation is provided by the description, since
this has already been solved by G 1/24.

The supposed problem to be solved is therefore not a problem at all, not least
because any inconsistency can be easily resolved through the existing rules of
interpretation based on Article 69 EPC and G 1/24, depending on the applicable
forum. Nevertheless, the question is whether there are any “requirements of the
EPC” that necessitate the description to be amended when such an inconsistency
becomes apparent.

There are several provisions of the EPC that result in applicants being required to
amend the description of an application, which would also apply when allowing an
opposed patent to be maintained in amended form. Examples of these provisions
include Rule 42, which is commonly used to justify amending the technical field and
background section of the description, and Rule 49, which defines formal
requirements for the presentation of documents (as now set out in decisions of the
President of the EPO). Other requirements such as Rule 48, requiring the removal of
irrelevant or unnecessary statements, or the use of Sl units (again under Rule 49),
may require amendments to the description. These are all, however, formal
requirements that have no bearing on whether there is an inconsistency between the
claims and the description.

Article 84 EPC has commonly been used in support of a requirement to resolve any
inconsistencies of the above type between the description and claims. Article 84,
however, is a requirement on the claims that establishes a unidirectional obligation
on the description, which is required to provide a foundation, i.e. support, for the
claimed invention. This requirement ensures that the scope of protection defined by
the claims does not exceed what is justified by the disclosure of the description and
drawings. This requirement differs from, although with some overlap, Article 83 EPC,
which requires the disclosure to enable the invention so that the skilled person can
reproduce it. A requirement for support does not mean that the boundaries of what
the description includes needs to be limited to what is claimed, in the same way that
a table does not need to have a supporting surface that has the same extent as an
item placed on the table. A broader description still provides support for an invention,
provided the scope of the claimed invention is not too broad to be supported. In line
with the decision of T 56/21, we consider that Article 84 EPC does not provide a legal
basis for a mandatory adaptation of the description to claims of a more limited scope.

Given that there are no other provisions of the EPC that could plausibly be used in
support of requiring description amendments, we submit that the answer to question
1 must be ‘no’. A further point to note, however, is that there may be circumstances
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union

where the proprietor may choose to amend the description to address an
inconsistency, for example in the situation where a broader definition of a feature is
provided in the description compared to the claims. In such cases, we submit that it is
the proprietor’s responsibility to make any such amendments, to the extent that such
amendments are possible given the requirements of Rule 80 EPC, and it is the
EPO'’s responsibility to ensure that any such amendments comply with the
requirements of the EPC. It is not the EPO’s responsibility to place an obligation on
the proprietor to make any amendments to resolve any apparent inconsistency.

Question 2

Given the answer to question 1, question 2 does not require an answer.

Question 3

To answer question 3, we only need to consider the different principles that apply
during examination leading up to grant compared to examination and appeal
following opposition. In examination leading up to grant, there is more scope both for
amendment by the applicant and for objections by the examiner, including under
Article 84 EPC. Any alleged lack of clarity in a claim may for example be resolved by
introducing a feature from the description. This does not, however, justify placing a
requirement on the applicant for amending the description to match the claims just as
there should be no such requirement after grant. The answers to questions 1 and 2
should therefore be no different during examination proceedings before grant. As with
the case of a patent post-grant, it should be the applicant’s responsibility to make any
amendments to the description that may affect how the claims should be interpreted,
and it is the EPO'’s responsibility to ensure that any such amendments comply with
the requirements of the EPC.

Signed at Brussels on 29 January 2026

President of UNION-IP

Rui do Nascimento Gomes
President of the Patents Commission of UNION-IP
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