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1. General observations

1. The established case law of the boards of appeal of over 40 years requires applicants and
proprietors to adapt the descriptions of their applications and patents to the claims in case of
inconsistencies. The boards confirm the adaptation requirement either explicitly with
Article 84 EPC normally being cited as legal basis or implicitly by remitting the case with an
order binding the division to adapt the description to claims found patentable.

2. The European Patent Office (hereinafter referred to as “EPO” or “Office”) follows this case
law in its examination and opposition practice. The Guidelines for Examination at the EPO
(hereinafter “Guidelines”) require an adaptation of the description in case of inconsistencies
with the claims. It is the duty of the EPO to grant patents with clear scope. The description
and the claims are part of a unitary legal title," and by ensuring their consistency, the EPO
promotes quality and legal certainty for the public as to the scope of the patent monopoly.
This consistency supports harmonised conclusions in post-grant proceedings in all
jurisdictions in which European patents may take effect, in line with the harmonisation
purpose behind the EPC.2

3. The legal basis and purpose of the adaptation requirement have only lately been called into
question. The debate was intensified by a clarification of the practice in the Guidelines in
2021 and by three® recent decisions from boards of appeal which contradicted the
established case law. Two of them concerned the adaptation of the description by deletion
of claim-like clauses.

4. In view of the fundamental importance for legal certainty, quality and harmonisation of the
European patents system, and considering the divergence in the case law, the referring
board seeks answers to three questions from the Enlarged Board of Appeal (hereinafter
“Enlarged Board”). They will be relevant to many proceedings since applications and patents
are often amended during examination and opposition proceedings.

5. The Enlarged Board has invited the President of the Office to comment on the points of law
referred.*

6. The President's comments are set out below. They first, highlight relevant aspects of the
referring decision and then discuss the admissibility of the referred questions before turning
to the legal basis of the adaptation requirement and its application in examination and
opposition proceedings. Then the practices of the EPO and other national patent offices are
set out. Finally, the findings are condensed into answers to the three referral questions.

2. The referring decision

7. The referring decision T 697/22 is based on appeals filed by both the proprietor and the
opponent against the opposition division’s interlocutory decision to maintain European patent
2 124 521 (application number EP 07704142.4) in an amended form, based on auxiliary
request 1E, which included an amended description.

T 438/22, point 5.5.6.

2 G 1/24, point 16, citing G 5/83, point 6 and G 3/08, point 7.2.2.

3 Referring decision T 697/22 identified four decisions but, as set out below, T 2194/19 was partly taken out of context.
4 Article 9 of the Rules of Procedure of the Enlarged Board of Appeal.
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8. The contentious issue underlying the referral is an inconsistency identified in auxiliary request
1E between claim 1 and the description.

9. Claim 1 of auxiliary request 1E relates to a method of growing a plant in a special hydroponics
growing medium comprising a binder. It requires the binder to have certain features (namely
to be based on “a reducing sugar” and on “reaction products obtained by curing an aqueous
solution comprising citric acid, ammonia and dextrose"). These features were taken from
granted claims 7 and 11. The description, however, describes the binder's features in
paragraphs [0013] and [0016] in optional terms (“[...] may be based on” [...]). Moreover, the
exemplary binders disclosed in these paragraphs are not limited to the binders required by
claim 1 of the auxiliary request 1E but are defined in a broader way.

10. On appeal, the opponent argued that what was described as optional in the description had
become mandatory in claim 1. Hence claim 1 is not supported by the description as required
by Article 84 EPC. The proprietor maintained the view that no further adaptation was
necessary. Only during oral proceedings, they submitted a newly adapted description.

11. The referring board rejected the newly adapted description under Article 13(2) RPBA® as late
filed.® It concluded that there is an inconsistency between claim 1 and the description which
was introduced by the amendments submitted during opposition proceedings, and that the
outcome of the appeal depends on whether such inconsistency contravenes the support
requirement of Article 84 EPC.”

12. This led the referring board to seek answers to the following three questions:

(1) If the claims of a European patent are amended during opposition proceedings or
opposition-appeal proceedings, and the amendment introduces an inconsistency
between the amended claims and the description of the patent, is it necessary, to comply
with the requirements of the EPC, to adapt the description to the amended claims so as
to remove the inconsistency?

(2) If the first question is answered in the affirmative, which requirement(s) of the EPC
necessitate(s) such an adaptation?

(3) Would the answer to questions 1 and 2 be different if the claims of a European patent
application are amended during examination proceedings or examination-appeal
proceedings, and the amendment introduces an inconsistency between the amended
claims and the description of the patent application?

13. For the referring board, question 1 is “decisive for the outcome of the current case”,®
question 2 addresses the “divergence [of case law] as regards the legal basis”,® and
question 3 is considered as “useful” since “the same divergence of case law exists for
examination-appeal proceedings”.™

5 RPBA stands for Rules of Procedure of the Boards of Appeal, see OJ EPO 2021, A35.

8 T 697/22, points 9.3 and 9.4. On a sidenote, T 1968/18, point 7.3 took a different approach saying “the board has no discretion under
this provision not to take an amended description into account”.

7T 697/22, points 10.5 and 10.6.

8 T 697/22, points 10.6 and 19.

®T 697/22, point 21.2.

0T 697/22, point 21.3.
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3.

Admissibility

14.

15.

16.

17.

18.

According to Article 112(1)(a) EPC, a board of appeal shall refer any question to the Enlarged
Board if it considers that a decision is required to ensure uniform application of the law or if
a point of law of fundamental importance arises. Additionally, a ruling by the Enlarged Board
on the referred question must be decisive for the case before the referring board.

In the present case the referring board considers that the question whether the inconsistency
in auxiliary request 1E between claim 1 and the description contravenes Article 84 EPC or
any other EPC requirement must be answered before it can decide on the allowability of
auxiliary request 1E."?

Further, the referring board is of the opinion that the referral concerns a point of law of
fundamental importance as the referred questions “affect the practice of the boards and all
other departments of the EPO”."® Indeed, the claims are often amended during the grant
proceedings. In opposition proceedings about 40% of the patents are maintained in amended
form.' On appeal, it is established practice of the boards to remit cases to adapt the
description to amended claims found patentable. Further, the issue impacts not only the
proceedings before the EPO but also those before the UPC and national courts since an
adaption of the description is primarily to give legal certainty post-grant. Finally, the issue of
adaptation of description has become a legal issue widely debated in the academic and
professional patent community. The Enlarged Board’s answers will be highly significant for
the Office, users of the patent system and courts in post-grant proceedings. They will help
implementing a consistent, harmonised, and predictable patent grant process

The referring decision provides a sound basis for the referral. The referred questions
establish a clear framework for comprehensively addressing all relevant issues. The point of
law is of fundamental importance not only for the amendment of claims in opposition
proceedings (like in the case before the referring board) but also in examination proceedings.
It needs to be established whether there is an adaptation requirement at all and under which
EPC requirement (questions 2 and 3), before turning to whether and under which conditions
that requirement applies in the special situation of opposition proceedings (question 1),
bearing in mind G 3/14 and that Article 84 EPC is not a ground for opposition under Article
100 EPC. Moreover, question 3 is essential for the present referral since all decisions of the
diverging second line of case law concern refusals of applications by examining divisions.

There is case law from the Enlarged Board on related aspects. The referring board observes
that according to G 3/14 an amended claim of a patent may be examined for compliance with
the requirements of Article 84 EPC if the amendment in the claim introduces non-compliance
with Article 84 EPC." The referring board also notes that G 1/24 clarified the roles of the

" The Enlarged Board has repeatedly stated that, under Article 112(1)(a) EPC, it is primarily the referring board “that decides whether
referral to the Enlarged Board is necessary and must explain in its referral decision that (and why) it believes it needs an Enlarged Board
ruling on the point arising in the case before it”. This also follows from Article 22(2), second sentence, RPBA, requiring the referring board
to state the “context in which the question arose”. Ultimately, however, it is the Enlarged Board that must examine whether the referral
fulfils the requirements of Article 112(1)(a) EPC (including that “a decision is required”) and is thus admissible; see G 1/12, point 14;
G 1/21, points 11-13; G 4/19, points 11-20; G 1/14, point 2; G 2/19, point A.ll.

2T 697/22, points 10.6 and 20.1.

8T 697/22, point 21.4.

™ 44% in 2024, see Quality Report 2024 (Annex to the Annual Review), page 62, figure 39, showing the development of opposition
outcomes over the last ten years.

8 T 697/22, point 10.3.
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description and drawings when interpreting claims,’® without addressing the point of law
concerned by the present referral. The referring board concludes that “[flollowing G 1/24, the
question whether an application can be granted or a patent can be upheld if there is an
inconsistency between an amended claim and the description has become of even greater
significance.”"’

19. If a referral concerns fundamental points of law, Article 112(1) EPC does not additionally
require the necessity to ensure a uniform application of the law.’® However, as set out in
depth by the referring board, there are divergences in the case law. First, there are three®
recent decisions of the boards of appeal which question the established case law, and
second, the established case law applies different legal bases.?°

20. As aresult, the referral is in line with the requirements of Article 112(1) EPC.
4. Adaptation of the description

41 The two lines of case law

21. The referring board refers to the established case law as the first line of case law and to the
diverging decisions as the second line of case law. This terminology will also be used in the
following. The case law is analysed below to define the aspects highlighting the fundamental
importance of the referral with its three questions. In parallel, the analysis illustrates that the
aspect of uniform application of the law is less significant in the present referral since the
proportion of the diverging decisions is rather minor.

4.1.1 Firstline of case law

22. The referring board identifies numerous decisions from over 4 decades (starting with T 11/82)
which require an adaptation of the description?' and subdivides them into “subordinate
lines”?? depending on the legal bases cited. Further decisions which explicitly support the
adaptation requirement could be added to those cited by the referring board.?® An overview
is given in Annex 1.

23. On top of these numerous decisions which explicitly confirm the adaptation requirement,
each board of appeal decision which remits a case under Article 111(2) EPC ordering (and
legally binding) the division to adapt the description to claims found patentable can be seen
as implicitly confirming the requirement.

6 T 697/22, point 21.4.

7T 697/22, point 21.4.

8 G 4/19, points 12 and 13.

9T 1989/18, T 1444/20 and T 56/21. T 2194/19 does not seem to diverge from the established case, contrary to the referring board’s
opinion, as will be set out in detail below.

2 The two lines of case law are set out in T 697/22, points 14 and 15.

21T 697/22, point 14 cites the following decisions (including those referenced within the referring board’s quotation of T 1024/18): T 11/82,
T 13/84, T 403/88, T 977/94, T 619/00, T 430/02, T 73/04, T 300/04, T 1808/06, T 1252/11 ; T 2378/13, T 1956/16, T 237/16, T 2641/16,
T 1579/17, T 2498/17, T 2766/17, T 1024/18, T 1968/18, T 2293/18, T 2391/18, T 2414/18, T 3003/18, T 140/19, T 2685/19, T 3097/19,
T 121/20, T 169/20, T 250/20, T 454/20, T 1516/20, T 623/21, T 1426/21, T 1452/21, T 1472/21, T 1695/21, T 1784/21, T 438/22, T 447/22,
T 673/22, T 1048/22, T 1745/22, T 1571/22.

27T 697/22, point 14.3.

2 Without intending to be exhaustive: T 544/88, T 329/89, T 853/91, T 113/92, T 636/97, T 698/01, T 323/05, T 1903/06, T 443/11, T
1883/11, T 978/16, T 1354/17, T 1399/17, T 1941/18.
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24. The referring board singles out T 1024/18 as “a guiding decision” of the first line of case law.
T 1024/18 was indeed one of the first decisions addressing diverging decision T 1989/18,
criticising its focus on the clarity requirement and expressing that “the criterion that the claims
be ‘supported by the description’ is not in any way subordinate to the requirement of ‘clarity’
of the claims, but is a requirement of its own”.?* The referring decision contains several
references to T 1024/18.

25. There are further decisions which are worth highlighting, particularly in the light of concerns
raised by users.?®

26. T 977/94, for instance, held that it is the applicant or proprietor who is both entitled and
responsible to adapt the description.?® Recent decision T 2027/23 confirmed this as one of
the three “major takeaways” from G 1/24:

Third?’, it is up to a patentee to remedy discrepancies between the description and
the claims. In other words, patentees are the masters of their fate.

27. This responsibility of applicants/proprietors is important in view of some users’ concerns that
requiring to adapt the description may create conflicts with Article 123(2) or (3) EPC.%8 It is
the applicants’ and proprietors’ responsibility to make sure the adaptation does not add
subject-matter or extend the scope of protection.

28. Article 123(2) compliance needs to be assessed on a case-by-case basis. For example, it
must be checked whether a combination of features has been disclosed in the application as
originally filed to allow amending the claim by adding one of those features. If so, then the
description can be adapted accordingly. Otherwise, neither the claim nor the description can
be amended to that combination which was not disclosed. T 938/20 and T 1382/24 (both
appeals concerning the same proceedings) may serve as another example of how to align
the requirements of Article 123(2) EPC with the adaptation requirement.

29. Post-grant, as far as conflicts between Article 123(2) and Article 123(3) EPC are concerned,
G 1/93 continues to apply, which means that an added undisclosed feature can be replaced
only by a feature for which there is a basis in the application as filed and which does not
extend the scope of protection conferred by the claims as granted. A section of the
description that discloses more restrictive features in comparison to those of the granted
claims is, however, not inconsistent with those claims.?® Accordingly, the applicant would

2T 1024/18, point 3.1.7.

% See, for instance, AIPLA Comments to EPO on the 2023 Examination Guidelines, published on aipla.org; FICPI Resolution of the
Executive Committee Cannes, France, 25 to 29 September 2022 “Compulsory Amendment of Description and Drawings”, published on
ficpi.org.

26T 977/94, point 6.2.

27 According to T 2027/23, point 3.5.2, the other two major takeaways from G 1/24 are: First, the wording of the claims forms the "basis"
for their interpretation and, for the purpose of interpreting the claims, the description and the drawings should always be "consulted" or
"referred to". Second, discrepancies in claim interpretation practice between national courts, the UPC and the Boards of Appeal are
undesirable and should thus be avoided.

% See, for instance, AIPLA Comments to EPO on the 2023 Examination Guidelines, published on aipla.org, referring to T 471/20 which,
however, merely confirmed the established case law which, for instance, in T 11/82 (headnote V and point 22) held that the “mere addition
to the description of a reference to prior art cannot reasonably be interpreted as the addition of ‘subject- matter” as well as the Office
practice that “[r]eferences to the prior art introduced after filing must be purely factual” (Guidelines F-II, 4.3); see also FICPI Resolution of
the Executive Committee Cannes, France, 25 to 29 September 2022 “Compulsory Amendment of Description and Drawings”, published
on ficpi.org.

2 Guidelines, F-1V, 4.3(iii): “However, it is not an inconsistency when an embodiment comprises further features which are not claimed as
dependent claims if the combination of the features in the embodiment is encompassed by the subject-matter of an independent claim.”
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neither remove nor designate such disclosure as “not part of the invention” during the patent
grant procedure, and thus no issue is expected to arise.

30. Another decision of the first line of case law worth highlighting is T 1808/06. It gives two
options for adapting a description, namely either by deleting references to an inconsistent
embodiment or by “prominently stating” that it is not covered by the claims. The board allows
the latter option only if the embodiment “can reasonably be considered to be useful for
highlighting specific aspects of the amended subject-matter”.3° Other boards confirmed these
two options but took an approach more favourable to the applicant by giving them the
discretion to choose between deleting the embodiment and adding a statement without
requiring that retaining these embodiments be useful to understand the invention.?

31. Indeed, apart from “being useful for highlighting specific aspects”, there are further procedural
situations in which retaining the subject-matter by adding a statement may be beneficial, for
instance to address some users’ concerns that a deletion of information from the description
would negatively impact the sufficiency of disclosure if the deleted material is later deemed
necessary to practice the claimed invention (Article 83 EPC).3? T 438/22 characterised the
practice of retaining subject-matter necessary for an enabling disclosure (Article 83 EPC,
Rule 42(1)(c)-(e) EPC) as follows:

[...] this practice results in a correct and equitable compromise between the interests
of the applicant to retain the disclosed subject-matter and the overall purpose of the
description to facilitate claim interpretation and the common understanding of the
claimed subject-matter”. Thus, the board approves the practice where instead of a
direct removal, i.e. the deletion of the subject-matter not covered by the claims, a
"removal" by way of an appropriate statement is made, leaving the technical
disclosure unaffected.

32. T 438/22 provides comprehensive reasons supporting the adaptation requirement. Apart
from the considerations concerning Article 83 EPC (see above) and many others, the board
gives the following advice to examining divisions:

Furthermore, it does not seem plausible that the examination would seek to
meticulously identify even the smallest inconsistency. Rather, it is to be expected that
the applicant will be invited to remove only obvious inconsistencies which have
become apparent during the substantive examination of the claims for novelty and
inventive step, at a stage when both the examiner and the applicant are likely to be
familiar with the application.*

33. While T 438/22 acknowledged that “the required amendments to the description should not
unnecessarily interfere with the legitimate interests of the applicant, for example, by limiting
its procedural options in subsequent amendments to the patent®, it also stated that an
“applicant has no legitimate interest in retaining subject-matter in the description not covered

30T 1808/06, points 2 and 3.

31T 1024/18, point 3.1.10 describes it as « common practice when making claim amendments ».
32 AIPLA Comments to EPO on the 2023 Examination Guidelines, published on aipla.org.

33T 438/22, point 5.7.2.

34T 438/22, point 6.7.
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by the claims”. The board failed to see “how an applicant could lose rights by non-covered
subject-matter being removed from the description, either by deletion or by statement”.®

34. T 2293/18 and T 447/22 from the first line of case law analyse the special situation of applying
the adaptation requirement during opposition in the light of G 3/14, in other words the issue
underlying the first referred question.3® This will be looked at separately in section 4.4 below.

35. As to the legal basis (the second referred question), the first line of case law normally bases
the adaptation requirement on Article 84 EPC, either alone or in combination with other EPC
provisions. Most decisions apply the requirement that the claims must be supported by the
description which is contained in the second sentence of Article 84 EPC. Others resort to the
first sentence of Article 84 EPC, like T 3097/19, which held that claims and description do
not precisely define the matter for which protection is sought if they contradict each other.%”
A reference to Article 84 EPC, first sentence, also exists in the Guidelines where it is stated
that inconsistencies between the claims and the description may cast doubt on the definition
of the subject-matter to be protected, counteracting the purpose of the claims.*® Some boards
rely on Rule 42 EPC in addition to Article 84 EPC.3° T 438/22 cites Article 94(3) and Rules
42, 48 and 71(1) EPC in addition to Article 84 EPC.4°

4.1.2 Second line of case law

36. The second line of case law takes the view that neither Article 84 EPC nor any other provision
of the EPC require an adaptation of the description. The referring board identified four
decisions.*! They are all quite recent and concern examination (appeal) proceedings, in other
words the third referred question.

37. T 56/21 provides extensive reasons, thoroughly examining the legislative history and relevant
case law. Some of its conclusions, however, appear to have been overruled by G 1/24. The
assumption of T 56/21 that “harmonisation of the practice of national courts by way of
interpreting Article 84 EPC contrary to its wording is outside of the powers of the EPO” is
difficult to reconcile with the harmonisation philosophy behind the EPC which was reaffirmed
by G 1/24.%2 Further, while G 1/24 confirms T 56/21 in that Article 69 EPC is “arguably only
concerned with infringement actions before national courts and the UPC”, in other words
does not apply directly in proceedings before the EPO except for Article 123(3) EPC, the
Enlarged Board identifies a body of case law applying Articles 69 and 84 EPC to claim
interpretation in an "analogous way”. The Enlarged Board states that applicable principles of
claim interpretation can be extracted from these provisions, contrary to the conclusion drawn
in T 56/21 that Article 69 EPC and its Protocol do not provide a general methodology for
determining the subject-matter claimed for assessing patentability. The Enlarged Board
concludes that the description and drawings must always be consulted to interpret the claims

% T 438/22, point 5.8.

36 T 2293/19, points 3.1 and 3.3 ; T 447/22, points 72 et seq. .

7T 3097/19, headnote 3 and points 27-32.

% Guidelines, F-1V, 4.3, first paragraph.

3 T 697/22, point 14. Only four of the decisions cited by the referring board did not invoke Article 84 EPC. T 140/19 cited Rule 42 EPC in
a heading but did not give further reasons. T 1472/21, T 250/20 and T 1517/22 cited rather generally requirements of the EPC or
consistency but in their individual cases concluded that there is no further need for adaptation.

40T 438/22, headnote 2.

4171989/18, T 2194/19, T 1444/20 and T 56/21.

42.G 1/24, point 16, citing G 5/83, point 6 and G 3/08, point 7.2.2.
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when assessing the patentability of an invention under Articles 52 to 57 EPC, and not only if
the skilled person finds a claim to be unclear or ambiguous.*?

38. T 1989/18 and T 1444/20 focus on the clarity requirement of Article 84, sentence 2, EPC, an
approach which was criticised in “guiding decision”** T 1024/18 for ignoring that the provision
“actually covers three distinct requirements on claims, namely their clarity, their conciseness
and their support by the description”.*

39. Two decisions of the second line of case law (T 1444/20 and T 56/21) concerned the deletion
of claim-like clauses from the description.*® This highlights the relevance of this specific kind
of adaptation for the point of law referred to the Enlarged Board with the present referral,
which will be looked at in detail in section 4.3 below.

40. Finally, T 2194/19 does not seem to diverge from but agree, at least in principle, with the
established case law that inconsistencies or contradictions between the claims and the
description are to be avoided. The board explicitly refers to T 1808/06 and T 2293/18 (which
belong to the first line of case law) and acknowledges that an embodiment may represent an
inconsistency requiring adaptation “in a given case”. But this “has to be justified by the
examining division”.*” For the board, the mere indication that an embodiment does not or no
longer fall under the claims is not sufficient because neither Article 84, 2" sentence, EPC
nor Rule 42(1)(c) EPC nor the case law allow for the conclusion that all embodiments must
fall within the scope of the claims.*® This is based on the board’s distinction between the
"invention" and the "invention claimed".*® Consequently, the board was satisfied with
adapting the description by adding the statement: "an embodiment of the present invention
alternative to the embodiment as claimed in the present invention".%° A distinction between
the "invention" and the "invention claimed", however, was rejected by T 438/22 which found
it difficult to reconcile with Rule 42(1)(c) and (e) EPC and the unity of invention under Article
82 and Rule 44 EPC.%

4.2 Legal basis for requiring the adaptation of the description (question 2)
421 Article 84 EPC

41. Whether Article 84 EPC requires an adaptation of the description to the claims will be looked
at by applying the established principles of interpretation of legal provisions, which involve
looking at the wording, systematic context, purpose and history of Article 84 EPC (Articles 31
and 32 of the Vienna Convention on the Law of Treaties).%?

43 G 1/24, headnote and points 7 and 10; T 56/21, points 27 et seq.

4T 697/22, point 14.3.1, described T 1024/18 as “guiding decision”, see above.
4T 1024/18, point 3.1.7.

46T 1444/20 and T 56/21.

47T 2194/19, point 6.2.2.

48T 2194/19, point 6.2.

49T 2194/19, point 6.2.

50T 2194/19, point 5.

51T 438/22, point 6.5.

52 Case Law of the Boards of Appeal of the EPO, 11"" edition, 11l.H.2.2.
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Wording

42.

43.

44,

45.

46.

47.

Starting with the wording, Article 84 EPC reads as follows (emphasis added):

The claims shall define the matter for which protection is sought. They shall be clear
and concise and be supported by the description.

The first sentence relates to the function of the claims, namely as specifying the subject-
matter to be protected. A corollary of this wording is that the description and the drawings
must not impair the subject-matter defined in the claims, e.g. either by directly contradicting
it or by expanding it in some vague way using general statements. Otherwise, the function of
the claims may be undermined since doubts would arise as to the definition of the subject-
matter sought.>?

The second sentence expresses three requirements: claims must be clear, concise and be
supported by the description. The use of the conjunction “and” in the second sentence (even
twice) indicates that they are independent of each other.

The equally authentic (Article 177(1) EPC) German and French versions make it even more
clear that the support of the claims by the description is a separate requirement (emphasis
added):

Die Patentanspriche miussen den Gegenstand angeben, fur den Schutz begehrt
wird. Sie mussen deutlich und knapp gefasst sein und von der Beschreibung
gestiitzt werden.

Les revendications définissent I'objet de la protection demandée. Elles doivent étre
claires et concises et se fonder sur la description.

There is a clear linguistic distinction in the German and French versions between the claims
having to be clear and concise on the one hand and the description having to support them
on the other hand.5

It is noted in this context that this linguistic distinction is mirrored in the parallel provision of
the PCT, namely Article 6 PCT, which puts clarity and conciseness in the second sentence
and support by the description in its third sentence:

The claim or claims shall define the matter for which protection is sought. Claims shall
be clear and concise. They shall be fully supported by the description.

By putting the support requirement in a distinct sentence, the PCT provision makes even
more clear that it is a separate requirement.

According to Article 6 PCT, the claims must be “fully” supported. The word “fully” was deleted
from the wording of the predecessors of Article 84 EPC during the drafting of the EPC. This
is set out in detail in T 56/21’s analysis of the legislative history of Article 84 EPC, which
concludes from the deletion of the word “fully” that the EPC legislator did not want to have
an equally strict requirement in the EPC.% In substance, however, the EPO makes no

%8 T 3097/19, headnote 3 and points 27-32.
54 See Case Law Book, 10th edition 2022, chapter 1ll.H.4 for the interpretation of the various language versions of the EPC.
%5 T 56/21, points 54-58.
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difference in the assessment of the requirements of Article 6 PCT during the international
phase and Article 84 EPC during the European phase.

48. Having established that the support requirement is a distinct requirement, the wording of
Article 84, sentence 2, EPC does not give any indication which would allow qualifying the
support requirement as subordinate or less important than clarity and conciseness.*®

49. As final observation on the wording, Article 84, sentence 2, EPC demands support by “the”
description, which can be read to mean that the entire description must support the claims
and not only parts of it. T 1024/18 expressed this point as follows:

To put this into context, to provide only support for the claims in one single passage
of the description while the rest of the description might give a different or even
contradictory meaning to the claims, would in essence negate the general meaning
of the words "support by the description" and in fact would allow it to be reduced to a
de minimis requirement of e.g. repetition of the claim wording while allowing the entire
remaining description to be left to explain an entirely different invention to the one
claimed.®

Systematic context

50. Systematically, Article 84 EPC is located in the chapter concerning the “requirements of the
European patent application”. The requirements are listed in Article 78(1) EPC. They include
“(b) a description of the invention” and “(c) one or more claims”. Claims and description are
part of one “unitary legal title”. It should be free of contradictions so that the specification
achieves the “general and overarching objective [...] that authorities, courts and the public
interpreting the claims at a later stage should, as far as possible, arrive at the same
understanding of the claimed subject-matter as the EPO bodies deciding on the patentability
of the same subject-matter.”%®

51. The subsequent articles specify the requirements of a European patent application in more
detail, without being limited to either the description or the claims. For instance, under
Article 82 EPC, a patent may only be granted when “the application” relates to a single
invention or to a group of inventions so linked as to form a single general inventive concept,
and a finding of non-unity may require the excision or amendment of parts of the
description.%® The disclosure of the invention in terms of Article 83 EPC is not limited to the
description but must be judged on the basis of the application as a whole, including the
description, drawings and the claims.®° Likewise, Article 84 EPC is not limited to the claims
but expressly addresses both claims and description, contrary to the opinion of diverging
decision T 56/21.%" Article 84, sentence 2, EPC defines requirements that the description
must meet vis-a-vis the claims. The passive wording “the claims must be supported by the
description” can equally be read as “the description must support the claims”.

% T 1024/18, point 3.1.7.

57T 1024/18, point 3.1.8.

%8 T 438/22, headnote and point 5.5.3.
% T 631/97; Guidelines F-V, 5.1.

60 T 14/83, point 3.

81 T 56/21, points 53 and 99(c).
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Purpose

52. The purpose of the requirements of Article 84 EPC is to ensure that the public is not left in
any doubt as to which subject-matter is covered, and which is not. For the sake of legal
certainty and fairness of the patent system, the skilled person should be able to establish the
demarcation of the scope of the claim without undue burden.

53. The above considerations lead to the purpose of requiring the adaptation of the description
under Article 84 EPC, in particular under the support requirement. Van Empel observed that
“the general principle according to which ‘claims shall.... be supported by the description’
(Article 84) [...] is another expression of the basic ‘deal’ which the patent system is all
about”®?, that is “on the one hand the exclusive right to be granted to the inventor and on the
other hand the fair disclosure of the invention to the public.”®® The support by the description
requires that the scope of the claims must not be broader than is justified by the extent of the
description and drawings and also the contribution to the art.%

54. According to the first line of case law, the support requirement also implies that there must
not be any inconsistency between the claims and the description.®® If the description and the
claims contradict each other, the skilled person will be left in doubt as to what is the invention
sought to be protected. This means neither the claims nor the description would be able to
fulfil their roles as required by Article 84 EPC, namely to define the matter for which protection
is sought and to provide support, respectively.

55. Adaptation usually takes place at the end of the grant proceedings for reasons of procedural
efficiency, with a view to the determination of the extent of protection in post-grant
proceedings.®®

56. In post-grant proceedings, the UPC and national courts use the description to interpret the
claims which determine the extent of protection (Article 69(1) EPC). Inconsistencies between
the claims and the description of a patent create a risk of diverging interpretations and legal
uncertainty for the public regarding the scope of protection.®” As Schacht observes
(concerning German patent infringement proceedings in which the prosecution history is
normally not consulted; emphasis added):

Bei einer Anderung der Patentanspriiche muss die Beschreibung den neu gefassten
Anspriichen angepasst werden [...]. Weigert sich der Anmelder, der Beschreibung
eine dem gewahrbaren, beschrankten Anspruch entsprechende Fassung zu geben,
ist die Anmeldung zurickzuweisen. Ein nicht unerheblicher Teil der
Auslegungsschwierigkeiten in Verletzungsprozessen resultiert daraus, dass
die Beschreibung in der Erteilungspraxis gleichwohl nicht an geadnderte
Anspriiche angepasst zu werden scheint. Der Berlicksichtigung von Vorgangen

62 Van Empel, The Granting of European Patents: Introduction to the Convention on the Grant of European Patents, 1973, point 308.
8 Van Empel, The Granting of European Patents: Introduction to the Convention on the Grant of European Patents, 1973, point 246.
64 Guidelines F-1V, 6.1.

8 Guidelines, F-1V, 4.3 and the Case Law of the Boards of Appeal of the EPO, 11th edition 2025, 1.A.1.1.

8 Cf. T 438/22, point 5.4.

57T 1024/18, point 3.1.9.
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57.

58.

59.

60.

im Erteilungsverfahren sind bei der Auslegung des Patentanspruchs im
Verletzungsprozess enge Grenzen gesetzt [...].8

The EPO grants patents which may take effect in over 40 contracting, extension and
validation states with different legal cultures and traditions.®® Adapting the description to the
claims supports the UPC and national courts in coming to harmonised conclusions and thus
more legal certainty, irrespective of the fact that some of them may adhere more strictly to
the claims while others rely more on the description, that they may or may not refer to the
prosecution documents (and, for instance, apply a file history estoppel),’® or that they may
apply different approaches to equivalents.”

In connection with equivalents, some users argue that national courts and the UPC may
construe added statements like “not covered by the claims” as a surrender of an equivalent
or an explicit declaration against applicability of the corresponding doctrine.”? However, the
purpose of the adaptation of the description is to increase legal certainty for the public as to
the scope of the patent monopoly. It helps to establish whether a competitor’s product literally
infringes a patent. The clarification of the scope for literal infringement does not limit the room
for arguing that a competitor’s product may be covered by the doctrine of equivalents. Greater
certainty in patent scope supports post-grant courts when deciding between literal and
equivalent infringement and applying equivalence tests predictably.”

Furthermore, in most cases, the embodiments with features which are no longer covered by
the claims have been left out of the scope of the claim for the purpose of arriving at patentable
subject-matter. This means, such embodiments cannot normally be viable equivalents or
fallback positions for the patent proprietor.

The following examples from the UK, Germany and the UPC illustrate the impact of a
description that was not adapted to amended claims.

(1) In the case concerning L’'Oréal’s application 04785834.5 the examining division adapted
the description, as approved by the applicant, by replacing “embodiment” with “aspect”
to indicate that the respective embodiment (which was held not to be patentable) was no
longer covered by the claims. In the later infringement proceedings L'Oréal v RN
Ventures, however, the England and Wales High Court (Patents Court) interpreted the
granted claims to include those “aspects”. Only the wording “aspect which is not part of
the invention” was held to make clear that this aspect is outside the extent of protection
(emphasis added):’

67. Mr Davis submitted that the shear mode is described as “an aspect”, and in EPO
practice, the use of the word “aspect” indicates that what follows is outside the scope
of the invention. However, he was unable to point to any authority or guideline which

8 Benkard/Schacht, Patentgesetz — PatG, 12. Auflage 2023, § 34 Rn. 270.

8 See epo.org for an overview. Only the extension agreement with Bosnia and Herzegovina (BA) is still in force. Current validation states
are MA Morocco, MD Republic of Moldova, TN Tunisia, KH Cambodia and GE Georgia. Details of the validation system are set out on
epo.org. See also OJ EPO 2023, A106.

0 See the overview of jurisdictions provided by Kiihnen, GRUR 2012, 664, 665 and, more recently Miiller-Stoy / Bernatska, “File Wrapper
Estoppel at the UPC?”, GRUR Patent 2023, 34.

" See Cremers et al., Patent litigation in Europe, European Journal of Law and Economics (2017), Volume 44, pages 1-44.

72 AIPLA Comments to EPO on the 2023 Examination Guidelines, published on aipla.org.

3 A first instance UPC decision on equivalents was issued by the court in The Hague: UPC_CFI_239/2023 (Plant-e vs. Arkyne/Bioo).

74 'Oréal Société Anonyme v RN Ventures Ltd, [2018] EWHC 173 (Pat), points 67 and 68.
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https://www.bailii.org/ew/cases/EWHC/Patents/2018/173.html
https://www.bailii.org/ew/cases/EWHC/Patents/2018/173.html
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https://www.epo.org/en/legal/official-journal/2023/12/a106.html
https://beck-online.beck.de/Dokument?vpath=bibdata%2Fzeits%2Fgrur%2F2012%2Fcont%2Fgrur.2012.664.1.htm&anchor=Y-300-Z-GRUR-B-2012-S-671
https://beck-online.beck.de/Dokument?vpath=bibdata%2Fzeits%2Fgrurpatent%2F2023%2Fcont%2Fgrurpatent.2023.34.1.htm&pos=1&hlwords=on
https://link.springer.com/article/10.1007/s10657-016-9529-0#Sec24
https://www.aipla.org/docs/default-source/advocacy/aipla-comments-to-epo-on-2023-examination-guidelines.pdf?sfvrsn=a44dc85_1
https://www.unifiedpatentcourt.org/sites/default/files/files/api_order/24FDA62A30C8A8D7838D5739CE610873_en.pdf
https://www.bailii.org/ew/cases/EWHC/Patents/2018/173.html

supported this. He sought to refer to the prosecution history of the Patent, which is
not admissible in this context (see below). Nor could the approach taken by one
examiner establish any general practice.

68. | do not accept RN Ventures’ submission. Where an aspect is outside the scope
of the invention, the description of the Patent makes this clear. Paragraph
[0013] refers to “another aspect which is not part of the invention.” Conversely
paragraphs [0033] - [0034] et seq make clear that both the shear and tension and
compression arrangements are part of the invention, and that the former is preferred.

(2) In the German case “Kreuzgestange”, the Bundesgerichtshof (BGH) held that claims are

to be interpreted in such way that all embodiments of the description fall under the claims.
This does not apply only if a contradiction is irresolvable.”® This may result in extreme
cases even in “the claim being turned into its opposite”.”® The BGH held (emphasis

added):

Werden in der Beschreibung eines Patents mehrere Ausfiihrungsbeispiele als
erfindungsgemaB vorgestellt, sind die im Patentanspruch verwendeten
Begriffe im Zweifel so zu verstehen, dass samtliche Beispiele zu ihrer
Ausfiillung herangezogen werden kénnen.

Nur wenn und soweit sich die Lehre des Patentanspruchs mit der Beschreibung und
den Zeichnungen nicht in Einklang bringen lasst und ein unauflésbarer
Widerspruch verbleibt, dirfen diejenigen Bestandteile der Beschreibung, die im
Patentanspruch keinen Niederschlag gefunden haben, nicht zur Bestimmung des
Gegenstands des Patents herangezogen werden.

(3) The UPC’s first instance local division in Hamburg held in UPC_CFI_278/2023
(Agfa/Gucci) that the description should have been adapted during examination
proceedings to reflect the deletion of a feature in claim 1. The court said (emphasis

added):

The unchanged remainder of para. [0029] apparently is a mistake like the similar
one in claim 10. The inconsistency is also evident in other parts of the description.
There are several passages mentioning 'chromatic’ in the specification of the
patent that should have been deleted: page 3, line 56 in the first definition of the

invention and page 6 lines 17 and 45.77

(4) The above decision of the Hamburg local division was followed by the UPC'’s first instance
local division in Paris in UPC_CFI_363/2024 (NJ Diffusion vs Gisela Mayer). The patent
mentioned two modes of action with only one being claimed (somewhat similar to the
above UK case L’Oréal v RN Ventures). The Paris CFl confirmed that the description

must be aligned to the claims, namely during the patent grant procedure:

1- Le périmétre de la protection des enseignements du brevet :

5 BGH, decision of 02.06.2015 - X ZR 103/13, GRUR 2015, 972 — Kreuzgestange.

8 Meier-Beck, GRUR Patent 2024, 178 (in English: GRURInt 2024, 666), referring to BGH, GRUR 2015, 875, point 32.

" UPC_CFI_278/2023 (Agfa/Gucci), point B. IV. 2. c) bb) (page 23). Cited by the referring board T 697/22, point 16.
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https://juris.bundesgerichtshof.de/cgi-bin/rechtsprechung/document.py?Gericht=bgh&Art=en&sid=91cd20eb522aba5ed5984ea337c4f97f&nr=71878&anz=5&pos=3&Blank=1.pdf
https://www.unifiedpatentcourt.org/sites/default/files/files/api_order/2A0050A0E2E2A9068A8145AAD671AEBD_en.pdf
https://www.unifiedpatentcourt.org/sites/default/files/files/api_order/2A0050A0E2E2A9068A8145AAD671AEBD_en.pdf
https://www.unifiedpatentcourt.org/sites/default/files/files/api_order/540780613CF807C0F82F5ECA7FCCD732_fr.pdf
https://www.bailii.org/ew/cases/EWHC/Patents/2018/173.html
https://juris.bundesgerichtshof.de/cgi-bin/rechtsprechung/document.py?Gericht=bgh&Art=en&sid=91cd20eb522aba5ed5984ea337c4f97f&nr=71878&anz=5&pos=3&Blank=1.pdf
https://beck-online.beck.de/Dokument?vpath=bibdata%2Fzeits%2Fgrur%2F2015%2Fcont%2Fgrur.2015.972.1.htm&anchor=Y-300-Z-GRUR-B-2015-S-972&jumpType=Jump&jumpWords=GRUR%2B2015%252c%2B972%2B&readable=Suche%2Bnach%2BFundstelle%253a%2BGRUR%2B2015%2B%2B972
https://beck-online.beck.de/Dokument?vpath=bibdata%2Fzeits%2Fgrurpatent%2F2024%2Fcont%2Fgrurpatent.2024.178.1.htm&anchor=Y-300-Z-GRURPATENT-B-2024-S-178&jumpType=Jump&jumpWords=grur%2Bpatent%2B2024%252c%2B178&readable=Suche%2Bnach%2BFundstelle%253a%2Bgrur%2Bpatent%2B2024%2B%2B178
https://beck-online.beck.de/Dokument?vpath=bibdata%2Fzeits%2Fgrurint%2F2024%2Fcont%2Fgrurint.2024.666.1.htm&anchor=Y-300-Z-GRURINT-B-2024-S-666-N-1
https://beck-online.beck.de/Dokument?vpath=bibdata%2Fzeits%2Fgrur%2F2015%2Fcont%2Fgrur.2015.875.1.htm&pos=1&hlwords=on
https://www.unifiedpatentcourt.org/sites/default/files/files/api_order/2A0050A0E2E2A9068A8145AAD671AEBD_en.pdf
https://www.epo.org/en/boards-of-appeal/decisions/t220697ex1
https://www.epo.org/en/boards-of-appeal/decisions/t220697ex1

Peu importe que dans la partie descriptive demeure le mode de réalisation de
superposition, ce qui importe est le périmétre de protection tel que délimité par les
revendications qui se limitent expressément au mode « bord a bord ». La Cour reléve
d’ailleurs que I'ajout des termes « placées bord a bord » dans la revendication
1 aurait d( entrainer, lors de la phase de délivrance dudit brevet, la suppression
du mode de réalisation de I'invention dit « en superposition » mentionné dans
la description car ce mode n’entre pas dans le périmétre de protection des
enseignements du brevet tels que retenus finalement dans les revendications.
(cf décision Agfa v Gucci, LD de Hambourg du 30 avril 2025, UPC_CFI_278/2023,
Headnote 3: «Specifications in the description that are not consistent with the granted
claims cannot serve as a basis of a broad interpretation of a claim.”)®

In more detalil, the Paris CFI established in point 40 of the decision:

La Cour considere, comme le soutient GM, que le brevet indique dans la
description deux modes de réalisation distincts pour assurer la connexion entre
les tissus, soit un positionnement « bord a bord », soit « en superposition », mais que
toutefois, un seul mode de réalisation est mentionné dans la revendication 1,
dans le but de limiter le périmétre de I'invention.

The Paris CFI then proceeded to assess equivalent infringement.”

History

61.

62.

63.

In the history of Article 84 EPC, interesting statements can be taken from the minutes of the
2" meeting of the of Working Party | sub-Committee on “Implementing Regulations"
(Luxembourg, 15-18 September 1970) (BR/51/70).8° The requirement “that the claims must
be clear and concise and that they must be fully supported by the description” was regarded
as “so important” that the sub-Committee felt the provision should be moved from the
Implementing Regulations to the Convention.8! As reason, the sub-Committee explicitly
referred to the importance of this requirement for national infringement actions. The Inter-
Governmental Conference in April 1971 accepted this suggestion (“In view of its importance,
the Conference decided to transfer the provision in paragraph 1 to the text of the Convention
itself, as Article 71a. (1)").82

The above examples from the UK, Germany and the UPC confirm that the consideration of
the sub-Committee members was not just a theoretical one but indeed became relevant in
practice.

Going back even further in the history, implementing provision No. 4 to Article 68 of the
Convention, third paragraph, second sentence of the first draft of the Implementing
Regulations to the Convention relating to a European Patent Law ("Haertel draft" of March
1963) contained detailed provisions regarding the form and content of the claims. Paragraph

8 UPC_CFI_363/2024 (NJ Diffusion vs Gisela Mayer), headnote 1.

8 UPC_CFI_363/2024 (NJ Diffusion vs Gisela Mayer), point 67 et seq.

80 See also T 1024/18, point 3.1.9.

81 Minutes of the 2nd meeting of Working Party | sub-Committee on “Implementing Regulations" (Luxembourg, 15-18 September 1970),
BR/51 e/70 lor/RT/prk, point 18. They are publicly available on epo.org.

82 See Minutes of the 4™ Meeting og the Inter-Governmental Conference for the setting up of a European System for the Grant of Patents
(Luxembourg, 20 o 28 April 1971), BR/125/71, point 172. They are publicly available on epo.org.
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3 of this provision stipulated that the claims must accord with the description and drawings
(“Die Patentanspriiche missen mit der Beschreibung und mit den Zeichnungen im Einklang
stehen”).® Decision T 56/21 sets out in detail how this was aligned in 1970 with Article 6 PCT
and Article 84 EPC (see above).®

Conclusion

64.

4.2.2

65.

The legal basis for the adaptation requirement is to be found in Article 84 EPC. This is in line
with the first line of case law and supported by the above interpretation of the wording,
context, purpose and history of Article 84 EPC.

Article 69, Rules 48 and 42 EPC

In addition to Article 84 EPC, the referring board observes that some boards referred to
further EPC provisions in support of the adaptation requirement.®

Article 69 EPC

66.

67.

68.

Article 69 EPC applies to the UPC and national courts. It is an example of the harmonisation
purpose of the EPC which aims at limiting diverging decisions post-grant by giving guidance
to national courts and the UPC on the extent of protection conferred by a European patent
or European patent application in an attempt to harmonise varying national approaches.®® It
is important for courts and the public that they can start from the premise that the description
of a patent granted by the EPO is formulated in such a way that an accurate understanding
and interpretation of the claims is possible, and that they can rely on all parts of the
description when interpreting the claims.

Article 69 EPC does not directly apply in proceedings before the EPO but (as confirmed by
G 1/24) its guidance may still be considered.®” While it does not define a “requirement of the
Convention” to be met before grant in terms of Article 97(1) EPC, Article 69 EPC is closely
linked to the support requirement of Article 84 EPC. Article 84 EPC obliges the EPO to grant
patents only if the description supports the claims, and Article 69 EPC obliges authorities and
courts to consider the description when interpreting the claims. Both serve the same general
and overarching objective of legal certainty arising from a common understanding of the
claimed subject-matter. The description can fulfil its function of supporting the understanding
and interpretation of claims only if inconsistencies between the claims and the description
are avoided.%®

In other words, ensuring compliance with Article 84 EPC in accordance with the established
first line of case law pre-grant (or in opposition proceedings) is an enabler for applying Article
69 EPC in post-grant proceedings.

8 Working Draft of 5 March 1963 for Implementing Regulations to the Convention relating to a European Patent Law — Proposals of the
Chairman of the EEC “Patents” Working Party regarding the Implementing Regulations — “Haertel draft”, Zu Artikel 68 Nummer 4 (3). The
Haertel draft is publicly available on epo.org. See also the summary of the origins of Article 84 EPC in CA/PL 12/95, pages 1-2.

8 T 56/21, points 54-58.

8 T 697/22, point 14.3.

% Visser, Annotated European Patent Convention, 2025 edition, Art. 69, point 1. As to the “harmonisation philosophy, see G 1/24, point
16, citing G 5/83, point 6 and G 3/08, point 7.2.2. See also T 438/22, point 5.4.5 and 5.5.

87.G 1/24, points 6 and 7; T 438/22, point 5.4.5.

8 Cf. T 438/22, headnote 2.
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Rule 48 EPC

69.

70.

71.

72.

73.

According to Rule 48(1)(c) EPC, a European patent application must not contain any
“irrelevant or unnecessary matter”. Matter may be irrelevant or unnecessary already at filing,
but it may also become so in the course of the examination proceedings, for instance owing
to a limitation of the claims to one of originally several alternatives.® As set out by T 438/22,
“irrelevant matter” may mean that there is no clear connection between the matter and the
invention that is revealed or claimed, whereas “unnecessary matter” (if it does not have the
same meaning as irrelevant matter) may mean, for example, repeated matter that does not
have any extra helpful information.*®

Some boards interpreted Rule 48(1) EPC (partly in connection with Article 84 EPC) to be a
legal basis for the requirement to adapt the description to amended claims. Examples in the
description which are no longer covered by the present claims were held to be “irrelevant or
unnecessary” in terms of Rule 48(1)(c) EPC (then Rule 34(1)(c) EPC1973) and had to be
deleted.®

However, this reasoning does not apply if an embodiment which is no longer an embodiment
of the invention claimed is still “useful for highlighting specific aspects of the amended
subject-matter”. T 1808/06 proposed that such embodiments need not be deleted but could
be kept provided it is “prominently stated” that they are “not covered by the claims”.%

Although Rule 48(1)(c) EPC may not directly mandate adapting the description to the claims,
it supports the above interpretation of Article 84 EPC. If the EPC stipulates that applicants
must eliminate content even if it is merely deemed “irrelevant and unnecessary,” it follows, a
fortiori, that the EPC obliges the removal of content inconsistent with the claims and
potentially leading to divergent interpretations of those claims after grant.

T 1989/18 applied a different a fortiori reasoning. It examined the wording and history of
Rule 48 EPC and, given that statements contrary to ordre public can remain, the board
concluded that it is “difficult to conceive that the legislator intended to impose more severe
sanctions on less offensive matter, in particular to provide a ground for refusal based on the
inclusion of merely "irrelevant or unnecessary" matter”.%® This is, however, not convincing.
Ordre public is governed by Article 53(a) EPC and, as the referring board observed, seems
unrelated to the present issue.®*

Rule 42 EPC

74.

Rule 42(1)(c) EPC requires the description to “disclose the invention, as claimed, ...”. The
relationship between the description and the claims is even more clear in the German version
(“In der Beschreibung ist die Erfindung, wie sie in den Patentanspriichen gekennzeichnet ist,
so darzustellen, ...) and in the French version (La description doit exposer l'invention, telle
qu'elle est caractérisée dans les revendications, en des termes...). Furthermore,

89 Guidelines F-II, 7.4.

% T 438/22, point 5.6.5.

91 T 329/89, point 4.4; T 1903/06, point 2 (in connection with Article 84 EPC); T 544/88, point 5; T 853/91, point 2; T 443/11, point 3.
92T 1808/06, point 2.

% T 1989/18, point 11. See also T 56/21, point 97.

% T 697/22, point 17.
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75.

Rule 42(1)(e) requires the description to describe in detail at least one way of carrying out
the invention claimed.

The wording of Rule 42(1)(c) EPC supports the above findings and may be regarded as
further piece of the puzzle that contributes to the overall understanding that the EPC requires
the description to disclose the invention “as claimed” and not to disclose subject-matter which
is inconsistent with the claims.®> Similarly, in this context, it only makes sense that the
embodiments in the description as defined in Rule 42(1)(e) should be aligned to carrying out
the invention claimed and not comprise inconsistencies.

Conclusion

76.

4.3

77.

78.

79.

80.

To conclude, Article 69 EPC as well as Rules 42 and 48 EPC do not seem to serve as legal
basis on their own. However, they confirm and complement the above interpretation of
Article 84 EPC requiring an adaptation of the description to the claims.

Adaptation in examination proceedings (question 3)

Examining divisions may grant a patent only if the application and the invention to which it
relates comply with the requirements of the EPC (Article 97(1) EPC). This includes all
requirements set out in Article 84 EPC. As held by G 3/14, “[a]pplications for European
patents are as a matter of course examined for compliance with Article 84 EPC and are
regularly refused for non-compliance” because “the requirements of Article 84 EPC are part
of the requirements of the Convention within the meaning of Article 94 EPC that have to be
fulfilled on grant”.%

If not, an examining division will invite an applicant to amend “the application” (Article 94(3)
EPC). According to Rule 71(1) EPC, this includes amendments to (explicitly and in this order)
“the description, claims and drawings”.%’

As a result, applicants must adapt the description to the claims during examination
proceedings as required by Article 84 EPC (see above). Otherwise, an examining division
must not grant a patent. This applies even more since lack of compliance with Article 84 is
not a ground for opposition (Article 100 EPC).%

The EPQO’s obligation to examine compliance with all requirements of the EPC (Article 97
EPC) means that neither the EPO nor the applicant can select or choose to ignore EPC
requirements. This is to be kept in mind when some users voice concerns about the additional
work and costs of adapting descriptions. Such concerns are often combined with the
argument that only a small fraction of patents is litigated in post-grant proceedings, making
these costs an “unnecessary burden” and even “prohibitive for small companies”.®® This logic,
however, could be applied to any requirement examined before grant. Further, the fact that
a patent is not litigated does not mean that the public and especially competitors ignore or

% Cf. T 438/22, point 5.7.2. T 490/90 applied Rule 42 EPC (then Rule 27 EPC 1973) together with considerations of clarity (Article 84
EPC) and “obviously unnecessary matter” (Rule 48 EPC).

% G 3/14, point 48. See Guidelines F-I.

97 T 438/22, point 5.1. See Guidelines C-llI, 4.2.

% G 3/14, point 71. See Guidelines D-V, 5.

% AIPLA Comments to EPO on the 2023 Examination Guidelines, published on aipla.org; see also FICPI Resolution of the Executive
Committee Cannes, France, 25 to 29 September 2022 “Compulsory Amendment of Description and Drawings”, published on ficpi.org;
see also the argument raised by the appellant in T 438/22, point 6.6.
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can ignore these patents. They need to know whether they operate within the scope of a
patent, even more if there is no division, board or court helping them to interpret the patent.

81. A patent which is as legally certain as possible and consistent in its content between claims
and description is particularly beneficial for small and medium-sized companies. They usually
have less resources and knowledge to assess the scope of a patent and their freedom to
operate, unless they involve external paid services. Consistent patent specifications help
them avoid the expenses associated with court proceedings. Avoiding unnecessary court
proceedings also reduces the burden on the courts.

82. Furthermore, the applicant is responsible for deciding how to word the application
(Article 113(2) EPC). The potential extra effort and costs at grant stage may be mitigated by
careful drafting in which the description avoids unnecessary proliferation and claims
encompass all embodiments.

Claim-like clauses

83. A specific kind of adapting the description is the requirement to remove or reword claim-like
clauses, addressed also in the diverging second line of case law in decisions T 1444/20 and
T 56/21.

84. Claim-like clauses are defined in the Guidelines F-IV, 4.4 as “clauses present in the
description which despite not being identified as a claim, appear as such and usually
comprise an independent clause followed by a number of clauses referring to previous
clauses.” They are usually used by applicants in divisional or Euro-PCT applications. The
original set of claims from the parent or PCT application is appended to the description to
avoid, as a precautionary measure, the loss of any subject-matter in view of Articles 76(1)
and 123(2) EPC and to take into account different drafting styles in the national and regional
phases of a PCT application. This is legitimate. However, these reasons for having former
claims in the description no longer apply upon grant. So, the issue at stake is whether
applicants may retain such former claims in the description, for example as fallback positions
in later proceedings.

85. Two of the three'® decisions of the second line of case law (T 1444/20 and T 56/21) concern
claim-like clauses. In these cases, the examining division decided to refuse the application
because the applicant did not delete claim-like clauses from the description. Since according
to the second line of case law the EPC does not require any adaptation of the description,
said two decisions held that applicants are not obliged to delete the claim-like clauses.

86. The first line of case law requires applicants and proprietors to adapt the description in case
of inconsistencies. Two recent decisions confirmed that this includes deleting claim-like
clauses if they are inconsistent with the description.'®" In other words, these two decisions
treat claim-like clauses like any other part of the description which needs to be adapted to
the claims. This has the benefit of one consistent approach for all parts of the description.

87. Other decisions require deletion of claim-like clauses irrespective of whether they are
consistent with the claims. In an early decision (J 5/87), the board required the applicant to

19 Not counting T 2194/19 for the reasons set out above.
101 T 438/22 and T 1426/21.
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even pay claims fees for them. %2 While the requirement to pay claims fees was not followed
in J 15/88'% and T 490/90, the board in T 490/90 required their deletion based on clarity
considerations, Rule 42 EPC and because they are “unnecessary matter” (apparently
referring to Rule 48(1)(c) EPC).'"™ In other words, the idea seems to have been to either
delete claim-like clauses or have them as dependent claims and pay claims fees where
necessary. Subsequent decisions continued along these lines and required deletion of claim-
like clauses.%

88. There are valid reasons to object to having claim-like clauses in the description.

(1) An application must contain claims and a description but must not contain claims in the
description (Article 78(1) EPC)."% Claims define the matter for which protection is sought
(Article 84 EPC) in the form of the technical features of the invention (Rule 43(1) EPC)."%"
The description supports the claims (Article 84 EPC) "in such terms that the technical
problem [...] and its solution can be understood" (Rule 42(1)(c) EPC)."® Claim-like
clauses blur the distinction foreseen by the EPC.

(2) The legitimate purpose of having former claims of a parent or PCT application in the
description on filing or entry into the European phase (see above) no longer applies at
grant stage. They are arguably no longer necessary in terms of Rule 48 EPC, especially
if they cover the same subject-matter as (in other words are consistent with) the actual

102 J 5/87, points 4-6: “[...] an applicant is not at liberty to ignore the provisions on the form and the content of the description and the
claims contained in Rules 27 and 29 EPC [1973 = Rules 42 and 43 EPC]. It is of great importance for the proper functioning of the
European patent system that these provisions are duly observed. [...] the addendum appears in form as well as in substance only to
consist of claims within the meaning of Article 84 and Rule 29 EPC. Furthermore, it is indisputable that the addendum, identically
corresponding to the claims of the US priority application, was included in the application in order to maintain the possibility of making its
content a basis for substantive examination.”

103 See also J 29/88, J 25/89 and J 28/89.

104 T 490/90, points 5 and 6: “5. On the other hand, it does not seem questionable that the present description of the patent application
including the addendum ("clauses") does not satisfy the requirements of [Rule 42 EPC = Rule 27 EPC1973]. At this stage of the
proceedings it is quite normal that the Examining Division requires from the Appellants that they put their application formally in
order by cancelling the said addendum because the description with the addendum does not satisfy Rule [42] EPC, is unclear and
contains obviously unnecessary matter. At this stage, it should not be detrimental to the application to satisfy this requirement
insofar as this is not an abandonment of the subject-matter contained in the clauses. 6. In conclusion, the Board is of the opinion
that the Examining Division was wrong in considering the addendum as claims which had been abandoned due to the non-payment of
the corresponding claims fees, but that it could validly require from the Appellants the cancellation of this addendum without any
loss of rights for them. There is therefore no need to examine the auxiliary request of the Appellants.”

195 T 749/00, point 4, held that the function of the claim-like clauses is not clear and they seem to be in contradiction to the requirements
of Rule 43 EPC (then Rule 29 EPC 1973). T 2455/10, point 4.5, does not cite a specific legal basis but regarded the “numbered claim-like
clauses appearing at the end” as being part of the “amendments to the description which are necessary to bring it into line with the claims
of the auxiliary request”. T 698/14, point. 2.1.2, does not cite a specific legal basis but supports the deletion of claim-like clauses in the
context of the description adaptation.

% There is a historic background to this. The distinction between claims and description was made intentionally when the EPC was
created. The “Preliminary Draft Convention relating to a European Patent Law” of 1962 initially combined claims with the description.
According to Article 70(2) of this draft, the description was to conclude with one or more claims defining the protection applied for. The
structure of Preliminary Draft 65, however, then corresponded to the PCT model with the claims as an independent component of the
application. From this it may be concluded that it was an intentional choice of the legislator to make claims and description two separate
parts of the application. Claim-like language in the description would be contrary to this intention. For background information on the
origins of Article 84 EPC, see CA/PL 12/95, pages 1-2.

97 As a result, claims have a concise (Article 84 EPC) style of setting out the technical features in one sentence, normally in a two-part
form (Rule 43(1) EPC) or, in case of dependent claims, by referring to a preceding claim (Rule 43(4) EPC).

198 Contrary to T 438/22’s opinion, the format of claim-like clauses does not normally provide ways of carrying out the invention. Instead,
they are drafted like claims, in a way that generalises the embodiments. If this format that might be acceptable for claims were seen
enough, the legislator would not have devised a specific rule, namely Rule 42(1)(e), to ensure that the description describes in detail at
least one way of carrying out the invention claimed.
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claims. If they are not consistent, then they must be deleted anyway in line with the first
line of case law (Article 84 EPC, see above).

(3) The number of claims is limited to a “reasonable” number (Rule 43(5) EPC). For large

numbers of claim-like clauses, it may not be feasible to draw conclusions on the
consistency with the claims, in particular if there are combinations of dependencies or
several independent claim-like clauses per category (cf. Rule 43(2) EPC). They can
create legal uncertainty as to whether this subject-matter is claimed or encompassed by
the claims, somewhat similar to having general statements in the description which imply
that the extent of protection may be expanded in some vague and not precisely defined
way. % This problem was already observed by van Empel in 1973 (emphasis added):'"°

It has been said that the object of the claims is to enhance legal security. In order to
do so they should be “clear and concise” (Article 84) and not be excessive in
number (Rule 29(5)). Only in this way are third parties provided with a
reasonably clear impression as to where they stand vis-a-vis the patent
monopoly in question.”

(4) Applicants seeking to preserve fallback positions should utilise dependent claims, as

these are the fallback mechanisms intended by the legislator.”"" Permitting claim-like
clauses would undermine the regulations governing dependent claims (see Rule 43(1)
and (4) EPC) as well as the legislative rationale behind claims fees (Rules 45(1), 71(4),
162(1) EPC and Atrticle 2(1)15 Rules relating to Fees).!'?

Conclusion

89. Ensuring the support of the claims by adapting the description is a requirement of Article 84

4.4

90.

91.

EPC. It serves the legal certainty for the public enabling them to understand the scope of
protection and their freedom to operate without infringing the patent. It needs to be complied
with before a patent can be granted (Article 97(1) EPC).

Adaptation in opposition proceedings (question 1)

Having established the legal basis for requiring the adaptation of the description during
examination, the next step to answer the referral questions is to analyse whether and under
which conditions this applies in opposition (appeal) proceedings.

In the case underlying the present referral, granted method claim 13 referred to granted
product claim 1. During opposition proceedings, the proprietor submitted auxiliary request 1E
in which granted method claim 13 became claim 1 with the additional features of granted

199 Guidelines, F-1V, 4.4.

10 Van Empel, The Granting of European Patents: Introduction to the Convention on the Grant of European Patents, 1973, point 325.

1 Visser, Annotated European Patent Convention, 2025 edition, Rule 43(4) point 3.

2 The legislator explicitly introduced them to steer applicants’ behaviour, to discourage them from submitting applications with a large
number of claims, and to compensate for the fact that applications with a large number of claims are normally more complex to examine
and require more resources of the EPO during prosecution than other applications; see CA/44/07 Rev. 1, points 15, 16 and 18: “The new
measure is expected to reduce the number of claims presented for search and examination (in European and international applications)
and at the same time provide the necessary financial compensation for the extra work of examiners in handling applications with a large
number of claims.”
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claims 7 and 11. This resulted in the situation that features rendered mandatory in claim 1
remained optional in the description.

92. The referring board cites G 3/14 and concludes that an amended claim of a patent may be
examined for compliance with the requirements of Article 84 EPC if the amendment in the
claim introduces non-compliance with Article 84 EPC.™"3

93. In G 3/14, the Enlarged Board held (emphasis added):

In considering whether, for the purposes of Article 101(3) EPC, a patent as amended
meets the requirements of the EPC, the claims of the patent may be examined for
compliance with the requirements of Article 84 EPC only when, and then only to
the extent that the amendment introduces non-compliance with Article 84 EPC.

This is not limited to one specific requirement of Article 84 EPC. The Enlarged Board refers
to “the requirements of Article 84 EPC” (plural) and thus to all of its requirements, including
the support requirement.

94. This understanding of G 3/14’s headnote is supported by point 6 of its reasons (emphasis
added):

6. The referral refers to the examination of amended claims for clarity. As pointed
out in various submissions, however, Article 84 EPC, which is at the heart of the
referral, concerns more than just clarity as such. Thus in T 433/97 an
inconsistency between an amended claim and certain parts of the description
and drawings was alleged but this did not originate with the amended passages of
the claim but was already present in the claim as granted. In T 367/96 lack of support
for an amended claim was alleged but such lack of support was already present as
regards the granted patent. In T 518/03 it was alleged that the independent claims
lacked essential features, an objection usually dealt with as one of lack of clarity under
Article 84 EPC in conjunction with Rules 43(1) and (3) EPC. In each of these cases
the opponent’s objections (based on Article 84 EPC) were disregarded in accordance
with the “conventional” jurisprudence identified by the referring Board (i.e. that starting
from T 301/87, OJ EPO 1990, 335 — see point 18, below). The Enlarged Board
considers that the answers to the referred questions also need to take these
kinds of situations into account.

95. This means that, following G 3/14, a claim amendment during opposition proceedings
introducing an inconsistency between claims and drawings can be examined for compliance
with Article 84 EPC, including its support requirement.

96. The referring board cites numerous boards of appeal decisions which applied the adaptation
requirement during opposition-appeal proceedings.'™ In the following, two of these decisions
will be examined further because of their instructive reasoning and to illustrate that the above
applies irrespective of whether the inconsistency between claims and description was
introduced by adding features from the description or from granted dependent claims.

"3 T 697/22, point 14.
4T 697/22, point 10.3.
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97. The first decision is T 2293/18. It concerned a case where the added features were taken
from the description. This introduced an inconsistency which, in the board’s opinion, may be
examined for compliance with Article 84 EPC following G 3/14 (emphasis added):

3.1.4 [...] Jedoch wird durch die Anderung die Frage nach einer ausreichenden
Stitzung durch die Beschreibung aufgeworfen, denn diese enthalt widerspruchliche
Elemente, die nicht im Einklang mit dem geanderten Anspruch 1 stehen. Dieser
VerstoB gegen Artikel 84 EPU ist bedingt durch die in Anspruch 1
vorgenommene Anderung.

3.1.5 Die Anderung steht der Priifung unter Artikel 84 EPU somit nach den in
G 3/14 festgelegten MaRstaben offen.

The board then gave insightful reasons which confirm the above conclusions (emphasis
added):

3.3 Stiitzung der Anspriiche durch die Beschreibung (Artikel 84 EPU) [...]

3.3.5[...] GemaR Artikel 84, Satz 2, EPU ist die Stiitzung der Anspriiche durch die
Beschreibung, neben der Deutlichkeit und Knappheit der Anspriche als solche, ein
eigenstindiges und grundlegendes Erfordernis der Anspriiche nach Artikel 84
EPU (s. T 1024/18, Punkt 3.1.7 der Griinde, siehe auch Teschemacher in Miinchner
Gemeinschaftskommentar, Artikel 84, Rn. 3 und 7).

[...] Das Erfordernis der Stiitzung der Anspriiche durch die Beschreibung gilt — wie
alle weiteren Erfordernisse des EPU — entsprechend fiir Anspriiche, die im
Einspruchsverfahren geéndert worden sind (Artikel 101 (3) (a) EPO).

[...] Entstehen Widerspriiche durch Beschrankungen der Anspriiche, so sind
diese durch Anpassung der Beschreibung so zu bereinigen, dass alle Angaben
beseitigt werden, die den eingeschrankten Patentgegenstand nicht mehr
erlautern und die nicht zum Verstandnis der Erfindung erforderlich oder
nutzlich sind (siehe beispielweise T 113/92, Punkt 2 der Griinde und T 636/97, Punkt
3 der Grunde).

Um das Erfordernis der Stlitzung durch die Beschreibung zu erflillen, reicht es nicht
aus, dass der beanspruchte Gegenstand der Beschreibung enthommen ist und dort
folglich an einer Stelle beschrieben wird. Vielmehr muss die Beschreibung in ihrer
Gesamtheit mit den Anspriichen in Einklang stehen. Die Kammer folgt insofern
vollumfanglich der Beschwerdekammer in T 1024/18, siehe insbesondere Punkt 3.1.7
bis 3.1.10 der Grinde (siehe hierzu auch T 2231/09, Punkte 3.1.1 bis 3.1.10 der
Grlnde).

98. The second decision is T 447/22. It concerned a case where the added features were taken
from granted dependent claims 3 and 11 (“features (i) and (ii)”). After reaching the conclusion
in the first oral proceedings that the claims of auxiliary request 2 were allowable, the board
continued the proceedings exclusively for the question of adaptation, including second oral
proceedings. This highlights the importance the board attributes to the adaptation
requirement. The board held that objections as under Article 84 EPC are admissible pursuant
to G 3/14 insofar as they arise out of the addition of features (i) and (ii) (emphasis added):
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80. The board is satisfied that the patent proprietor's amendments to paragraphs
[0007], [0017] and [0021] of the description filed with letter dated 16 June 2023 are
both necessary and admissible under Article 84 EPC, Rule 80 EPC and decision
G 3/14. Not only are they directed to non-compliances with the third requirement
of Article 84 EPC (support by the description), which were not already present
in the granted patent but were introduced by the addition of features (i) and (ii)
to claim 1 as granted, they can also be regarded as occasioned by the ground for
opposition of lack of sufficient disclosure, in accordance with Rule 80 EPC.

Interestingly, the board identified further inconsistencies but concluded that they are not open
to examination in opposition appeal proceedings in view of G 3/14 because they already
existed in the patent as granted (emphasis added):

82. Nevertheless, these inconsistencies between claim 1 of auxiliary request 2 and
the amended description of the patent do not arise out of the amendments made in
auxiliary request 2; they already existed in the patent as granted. In fact, feature
c. relating to the steering device remained unamended after grant. And the addition
of features (i) and (ii) did not change the claimed subject-matter concerning the
steering device vis-a-vis the claims as granted. Therefore, the board fails to see a
direct nexus between the amendments to claim 1 and the passages identified
by the opponents, the removal or adaptation of which is thus not possible in
view of decision G 3/14.

83. In this context, it is worth noting that the Enlarged Board of Appeal in decision
G 3/14 concluded that a granted claim may turn out not to comply with Article 84 EPC
but that "such non-compliance must be lived with" (see Reasons 55). [...]

Hence the second headnote of T 447/22 reads:

[...] It must thus be accepted that the removal of an inconsistency between the
description and a claim amended in opposition or opposition appeal proceedings is
not possible when the inconsistency previously existed in the patent as granted (see
point 83 of the reasons).

Conclusion

99. G 3/14 applies. No changes in the legal framework have taken place which would prompt a
reconsideration of the Enlarged Board’s findings in that decision (cf. G 2/24).1"% For the
purposes of Article 101(3) EPC, the claims of the patent may be examined for compliance
with the requirements of Article 84 EPC if and insofar that an amendment introduces non-
compliance with Article 84 EPC.

5. Practice of the European Patent Office

100.The EPO follows the established first line of case law which requires the adaptation of the
description, not only because of the large number of decisions over the past four decades
which consistently confirmed the requirement with convincing reasons, as set out above, but
also because the EPO is legally bound to do so in those cases in which boards of appeal

5 G 2/24, points 21-26.
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remit cases with an explicit order to the examining or opposition division to adapt the
description to claims found patentable (Article 111 EPC). In addition, the EPO sees in the
interests of the user community and all stakeholders of the patent system to provide legal
certainty which allows equal standing between all users, thus not demanding the less
experienced users to turn in all cases to paid services or to initiate court proceedings (which
often implies the same) to establish their freedom to operate when there is a contradiction
between the claims and the description.

101.The adaptation requirement is reflected in the Guidelines since 1978. It evolved with the case
law but, in substance, remained unchanged for over 40 years. Annex 2 compares the wording
of the Guidelines 1978 and 2025."®

102.The Guidelines advise examiners to give the benefit of the doubt to the applicant in
“borderline cases where there is doubt as to whether an embodiment is consistent with the
claims”."" Further, the Guidelines require removal of inconsistencies only if “it casts doubt
on the subject-matter for which protection is sought”.'® This is in line with the comments of
T 438/22 cited above that “examination would [not] seek to meticulously identify even the
smallest inconsistency”.'?

103.The Guidelines set out what is to be regarded as an inconsistency. For example, with a view
to the scenario in the case underlying the referral,'® features required by the independent
claims may not be described in the description as being optional using wording such as

"preferably”, "may" or "optionally". The description must be amended to remove such terms
if they make a mandatory feature of an independent claim appear as being optional.?!

104.The established first line of case law makes no distinction in the meaning of the terms
“‘inconsistent” and “contradictory” and uses them interchangeably. The Guidelines likewise
adopt the same approach.

105.1n line with recent decisions like T 1024/18 and T 438/22, the Guidelines F-I1V, 4.3 leave it to
the applicant to decide whether to delete or to add a statement: 22

The applicant must remove any inconsistencies by amending the description either
by deleting the inconsistent embodiments or marking appropriately so that it is clear
that they do not fall within the subject-matter for which protection is sought.

106.When choosing to add a statement that an embodiment is not covered by the claims instead
of deleting it, the precise wording of such statement is important. This is highlighted by the
above-mentioned UK case of L’Oréal v RN Ventures. In that case, as set out above, although
the examining division had relabelled embodiments as “aspects” to make clear that they are
no longer covered by the claims, the England and Wales High Court (Patents Court) pointed
to the absence of “any authority or guideline” of such an EPO practice and interpreted the

16 T 2293/18, point 3.3.5, notes that the Guidelines comply with the established case law.

"7 Guidelines, F-1V, 4.3(iii).

8 Guidelines, F-1V, 4.3, first paragraph.

19T 438/22, point 6.7.

120 T 697/22, point 10.5.

2! Guidelines F-1V, 4.3.

122 T 438/22, 3™ catchword and point 5.7.2; T 1024/18, point 3.1.10. Contrary to that, T 1808/06, point 2, allowed to retain embodiments
no longer covered by amended claims only if “these embodiments can reasonably be considered to be useful for highlighting specific
aspects of the amended subject-matter”.
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granted claims to include those “aspects”. Only the wording “aspect which is not part of the
invention” was held to make clear that this aspect is outside the extent of protection.'?® The
present Guidelines F-1V, 4.3(iii) give clear instructions how to indicate that an embodiment is
not covered by the claims:

The terms "disclosure", "example", "aspect" or similar do not, on their own,
necessarily imply that what follows is not encompassed by an independent claim.
Unambiguous expressions have to be adopted to mark an inconsistent embodiment
(e.g. by adding "not encompassed by the wording of the claims”, "not according to
the claimed invention" or "outside the subject-matter of the claims") instead of merely

replacing the terms "embodiment" or "invention" by one of the aforementioned terms.

107.As to claim-like clauses, the Guidelines F-1V, 4.4 require their deletion or rewording. This
applies irrespective of whether they are consistent with the actual claims. To avoid repetition,
reference is made to the reasons set out above in section 4.3.

108.Guidelines D-V, 5 implement the case law on adaptation of the description during opposition
proceedings as follows:

Correspondingly, the description of the patent may be examined for compliance with
the requirements of Art. 84 only when, and then only to the extent that, an amendment
of the patent introduces non-compliance with Art. 84. In particular, inconsistencies
between the description and the claims resulting from amendments during opposition
proceedings and casting doubt on the subject-matter for which protection is sought
must be avoided (see F-IV, 4.3 for examination of inconsistencies between the
description and the claims in general).

109.0n a final note, the referral focuses on adapting the description to the claims. However, it is
also possible to solve inconsistencies by amending claims. This was recently addressed by
T 2027/23. The board confirmed the long-established'® practice of the Office set out in
Guidelines F-1V, 4.3(i) (emphasis added):

For example, there is a statement in the description which suggests that the
invention is limited to a particular feature but the claims are not thus limited;
also, the description places no particular emphasis on this feature and there is no
reason for believing that the feature is essential for the performance of the invention.
In such a case, the inconsistency can be removed either by broadening the
description or by limiting the claims. Similarly, if the claims are more limited
than the description, the claims may be broadened or the description may be
limited. See also paragraph (iii) below [addressing the adaptation requirement in
detail].

6. Other patent systems and jurisdictions

110.Many national patent offices provide guidelines similar to those of the EPO. The same applies
to the PCT International Search and Preliminary Examination Guidelines. In other words,
contrary to the belief held by some users, it is not only the first line of case law of the boards

123 [2018] EWHC 173 (Pat), points 67 and 68.
124 Exactly the same wording can be found, for instance, in the 2001 Guidelines, C-llI, 4.3(i), available on epo.org.
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of appeal and the EPO that require adaptation of the description.'?® Details of the laws and
guidelines of other patent systems and jurisdictions are set out in Annex 3.

111.The PCT International Search and Preliminary Examination Guidelines give instructions as
to the practice to be followed by international authorities during the international search and
examination procedures.'® They require the removal of “serious” inconsistencies if they
“cause doubt as to the meaning of the claims”. Applicants “should be invited to amend the
claim or the description and drawings to remove the inconsistency and thus avoid any
possible uncertainty which could arise later as to the meaning of the claims”.'?’

112.The Spanish Guidelines address the adaptation of the description and claim-like clauses in
detail. The description must be adapted to the claims in case of inconsistencies. The Spanish
guidelines give applicants the option to either delete inconsistent embodiments or make a
statement that they are not covered by the subject-matter for which protection is sought.
Wording suggestions are given if the latter option is chosen. A generic statement at the
beginning of the description is not regarded as sufficient. Features that are required by
independent claims cannot be shown in the description as optional by using terms such as
"preferably”, "may" or "optionally". Finally, claim-like clauses must be deleted or amended as
they could lead to a lack of clarity with regard to the subject-matter of the invention for which

protection is sought.

113.According to the Danish guidelines, any inconsistency between the description and the
claims must be avoided if the discrepancy creates doubt about the scope of protection and
thus makes the claims unclear or results in the claims not being supported by the description.
Embodiments in the description that are no longer covered by the independent claims should
be deleted. As to claim-like clauses, where the claims are reproduced in the description by
replacing the word claim with words such as “embodiment”, “aspect” or similar wording, “any
difference in features” (“enhver forskel i traek”) will create an inconsistency between claims

and description which must be avoided.

114.The Austrian and German Guidelines require an adaptation of the description. They propose
to perform it towards the end of the patent grant procedure when patentable claims have
been established.'?®

115.The Swedish guidelines require to adapt the description to the claims. This applies in
particular if the claims were revised. Each embodiment must be examined whether it is within
the scope of protection of the patent claims.'® The Norwegian guidelines go in a similar
direction.3°

116.The guidelines of the UK patent office require an adaptation of the description if an
inconsistency between the claims and the description creates “genuine difficulty” in
determining the claims’ scope. One example where this might occur is an inconsistency

125 See for instance FICPI Resolution of the Executive Committee Cannes, France, 25 to 29 September 2022 “Compulsory Amendment
of Description and Drawings”, published on ficpi.org.

126 PCT International Search and Preliminary Examination Guidelines, paragraph 1.01.

127 PCT International Search and Preliminary Examination Guidelines, paragraphs 5.29-5.30.

128 Richtlinien fur die Priifung von Patentanmeldungen (AT), point 4.6; Richtlinien fiir die Priifung von Patentanmeldungen (DE), points
24 and 2.7.1.

129 Riktlinjer tillhérande den nya patentlagen (2024), points B7-2.1 and 2.2.

130 patentretningslinjer, points C-VII, 4 and D-1V, 3.4.
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which makes it “difficult to determine whether an embodiment falls within the scope of the
claims”. The patent office will “[w]here appropriate add a warning [...] that any amendment
to meet the objection must not add subject-matter”, which makes clear that ultimately it is the
applicant’s responsibility. However, if “an embodiment is clearly outside the scope of the
claims then a skilled person, reading the claims in the light of the description, would remain
in no doubt as to the scope of the claims and so no objection should be made”. Claim-like
clauses are described as “minor matter” which should not be raised. "

7. Conclusions

117.Adaptation of the description is an integral part of the harmonisation philosophy behind the
EPC."™2 It ensures that claims and description are consistent and form one unitary legal
title."3® This consistency promotes quality and legal certainty for the public as to the scope of
the patent monopoly. It fosters harmonised conclusions in post-grant proceedings in all
jurisdictions in which European patents may take effect.

118.Adapting the description is often considered costly and burdensome, particularly by users
outside Europe.’* The EPO likewise invests significant examiner resources in this task,
which can in some cases require an additional communication before an application can
proceed to grant.'® As explained above, the purpose of adapting the description is to support
the EPQO’s objective of harmonising patent law across the Contracting States. Ensuring
consistency between the claims and the description allows patent proprietors, competitors,
courts, and other stakeholders to assess the scope of a European patent on a common basis.
This in turn promotes legal certainty and predictability within the European patent system.

119.The long-standing practice is grounded in well-established jurisprudence of the Boards of
Appeal. If the Enlarged Board were to depart from this established practice, it would be
important for the patent system if the Enlarged Board clarified how the scope of the claims
and claim interpretation should be assessed in examination and opposition proceedings
when inconsistencies arise between the claims and the description. This is particularly
relevant in light of decision G 1/24, which states that the description and drawings must
always be consulted for claim interpretation, even when the claims are clear and
unambiguous.

120.From the foregoing the following conclusions can be drawn in response to the three referral
questions (which are repeated below for ease of reference):

Question 1

If the claims of a European patent are amended during opposition proceedings or
opposition-appeal proceedings, and the amendment introduces an inconsistency
between the amended claims and the description of the patent, is it necessary, to
comply with the requirements of the EPC, to adapt the description to the amended
claims so as to remove the inconsistency?

131 UK Manual of Patent Practice, 14.144, 18.43-18.45, 18.68.

132 G 1/24, point 16, citing G 5/83, point 6 and G 3/08, point 7.2.2.

133 T 438/22, point 5.5.6.

34 AIPLA Comments to EPO on the 2023 Examination Guidelines, published on aipla.org.
135 Guidelines, F-1V, 4.3.
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121.The answer to question 1 is yes. As stated in question 1, the important condition is that “the
amendment introduces an inconsistency”. This allows to examine compliance with Article 84
EPC in line with the principles established in G 3/14.

Question 2

If the first question is answered in the affirmative, which requirement(s) of the EPC
necessitate(s) such an adaptation?

122.The requirement of the EPC which necessitates such an adaptation is Article 84 EPC, in
particular the proper definition of the subject-matter for which protection is sought under
sentence 1 and the support requirement of sentence 2. This conclusion can be drawn from
the wording of Article 84 EPC, its position in the EPC, its purpose, and its drafting history.
For more than four decades, the Boards of Appeal have overwhelmingly endorsed this
interpretation.

123.Further EPC provisions, while not being the legal basis as such, confirm the adaptation
requirement. They include Rules 42 and 48 EPC as well as Article 69 EPC.

124.As far as the adaptation concerns the deletion or rewording of claim-like clauses, further
provisions are to be considered, including Rules 43 and 48 EPC and Article 78 EPC.

Question 3

Would the answer to questions 1 and 2 be different if the claims of a European patent
application are amended during examination proceedings or examination-appeal
proceedings, and the amendment introduces an inconsistency between the amended
claims and the description of the patent application?

125.No, the answers to questions 1 and 2 would not be different. Ensuring the support of the
claims by adapting the description is a requirement of Article 84 EPC. It needs to be complied
with before a patent can be granted (Article 97(1) EPC).
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Annex 1

Case law overview

Without intending to be exhaustive, the following provides an overview of the two lines of case law.

15t line (supporting adaptation requirement) m

T 11/82
T 13/84
T 403/88
T977/94
T 619/00
T 698/01
T 430/02
T 73/04

T 300/04
T 323105
T 1808/06
T 1252/11
T 1883/
T2378M13
T 1956/16
T 23716

T 978/16

T 264116
T 135417
T 157917
T 249817
T 2766117
T 102418
T 194118

description to claims found patentable.

T 196818
T 229318
T 239118
T 2414118
T 300318
T140/19

T 268519
T 309719

EPO practice

T121720
T 1516/20
T 169720
T 250720
T 454720
T 1048/22
T1426/21
T 1452121

In addition, implicit confirmation through remittals ordering division to adapt the

T 147221
T 1695/21
T 1784121
T 6231
T&73/22
T 1745/22
T1571/22
T 438/22
T 44722

m T 198918
B T 1444/20
B T 56/21

B (T 2194/19)



Annex 2

Guidelines 1978 and its counterparts in

Guidelines 2025

8

;1978 — C-lll, 4.3

2025 - F-1V, 4.3 (selection)

Where there is any serious inconsistency
between claims and description, amendments
to remove this should be required.

Any inconsistency between the description and
the claims must be avoided if it casts doubt on
the subject-matter for which protection is
sought, thereby rendering the claim either
unclear or unsupported under Art. 84, second
sentence, or objectionable under Art. 84, first
sentence.

For example, the description may state, or may
imply, that a certain technical feature not
mentioned in the claims is essential to the
performance of the invention. In such a case,
the examiner should require the claims to be
amended to include this feature, unless the
applicant can show convincingly that it would be
clear to a person skilled in the art that the
description was incorrect in suggesting that the
feature in question was essential, in which case
amendment of the description should be
required instead.

For example, it may appear, either from general
technical knowledge or from what is stated or
implied in the description, that a certain
described technical feature not mentioned in an
independent claim is essential to the
performance of the invention or, in other words,
is necessary for the solution of the problem to
which the invention relates. In such a case, the
claim does not meet the requirements of Art. 84
because Art. 84, first sentence, when read in
conjunction with Rule 43(1) and (3), has to be
interpreted as meaning not only that an
independent claim must be comprehensible
from a technical point of view but also that it
must clearly define the subject-matter of the
invention, that is to say indicate all the essential
features of it (see T 32/82). If, in response to this
objection, the applicant shows convincingly,
e.g. by means of additional documents or other
evidence, that the feature is in fact not essential,
they may be allowed to retain the unamended
claim and, where necessary, amend the
description instead.




Another form of inconsistency is that in which
the description and/or drawings include one or
more embodiments of the invention which
appear to fall outside the subject-matter
covered by the claims (e.g. the claims all specify
an electric circuit employing electronic tubes
and one of the embodiments employs semi-
conductors as an alternative). Here again either
amendment of the claims or of the description
and drawings is required, to remove the
inconsistency and thus avoid any possible
uncertainty which could arise later as to the
meaning of the claims.

According to Art. 84, second sentence, the
claims must be supported by the description.
This means that there must not be
inconsistency between the claims and the
description. Parts of the description that give the
skilled person the impression that they disclose
ways to carry out the invention but are not
encompassed by the wording of the claims are
inconsistent (or contradictory) with the claims.

[..]

The applicant must remove any inconsistencies
by amending the description either by deleting
the inconsistent embodiments or marking them
appropriately so that it is clear that they do not
fall within the subject-matter for which
protection is sought. See F-1V, 4.3, paragraph
(i), above for the case where an inconsistency
can be removed by broadening the claims.

However, the examiner should not pursue
objections of this kind unnecessarily.

For borderline cases where there is doubt as to
whether an embodiment is consistent with the
claims, the benefit of the doubt is given to the
applicant.
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1. PCT

1. The PCT International Search and Preliminary Examination Guidelines give instructions on
the practice to be followed by authorities during the international search and examination
procedures (see paragraph 1.01). They contain the following instructions with respect to
adaptation of the description in paragraphs 5.29-5.30 (emphasis added):

5.29 Where there is any serious inconsistency between claims and description,
amendments to remove this should be invited from the applicant. For example,
the description may state, or may imply, that a certain technical feature not mentioned
in the claims is essential to the performance of the invention. In such a case, the
examiner should invite amendment of the claims to include this feature. However, if
the applicant can show convincingly by way of response that it would be clear to a
person skilled in the art that the description was incorrect in suggesting that the
feature in question was essential, amendment of the description should be invited
instead. Another form of inconsistency is that in which the description and
drawings include one or more embodiments of the invention which appear to
fall outside the subject matter covered by the claims (for example, the claims
all specify an electric circuit employing electronic tubes and one of the
embodiments employs semiconductors as an alternative). Here again the
applicant should be invited to amend the claim or the description and drawings
to remove the inconsistency and thus avoid any possible uncertainty which
could arise later as to the meaning of the claims. However, inconsistencies
which do not cause doubt as to the meaning of the claims may be overlooked.

5.30 General statements in the description which imply that the extent of protection
may be expanded in some vague and not precisely defined way should be objected
to as not complying with Article 6. In particular, objection should be raised to any
statement which refers to the extent of protection being expanded to cover the “spirit”
of the invention. Where the claims are directed to a combination of features only, any
statement in the description which seems to imply that protection is nevertheless
sought not only for the combination as a whole but also for individual features or sub-
combinations thereof should be objected to.

2. Point 5.30 refers to Article 6 PCT which is similar to Article 84 EPC and reads:

The claim or claims shall define the matter for which protection is sought. Claims shall
be clear and concise. They shall be fully supported by the description.

2. AT - Austria

3. Austrian patent law explicitly requires that the patent claims must be "supported by the
description" in § 91(1) PatG, corresponding to Article 84, sentence 2, EPC. It is contained in
a separate sentence, highlighting that it is a distinct requirement, not linked or subordinate to
the clarity requirement:

Die Patentanspriche mussen genau und in unterscheidender Weise angeben, woflr
Schutz begehrt wird. Sie missen von der Beschreibung gestitzt sein.


https://www.wipo.int/pct/en/texts/ispe/5_29_30.html
https://www.wipo.int/pct/en/texts/ispe/1_01_04.html
https://www.wipo.int/pct/en/texts/ispe/5_29_30.html
https://www.wipo.int/pct/en/texts/ispe/5_29_30.html
https://www.wipo.int/en/web/pct-system/texts/articles/a6
https://www.epo.org/en/legal/epc/2020/a84.html
https://www.jusline.at/gesetz/patg/paragraf/91
https://www.epo.org/en/legal/epc/2020/a84.html

4. The Austrian Patent Office publishes Guidelines for the Examination of Patent Applications
(“Richtlinien fir die Prifung von Patentanmeldungen”). Point 4.6 presupposes the
requirement of an adaptation of the description:

Die Anpassung der Beschreibung kann zurlckgestellt werden, bis gewahrbar
erscheinende Patentanspriiche vorliegen oder seitens des FTM [fachtechnisches
Mitglied des Osterreichischen Patentamtes] solche Anspriiche vorgeschlagen
werden (und die Zustimmung der Anmelderin oder des Anmelders zu diesem
Vorschlag erwartet werden kann). Dieses Vorgehen soll den Anmelder:innen
unnoétigen Mehraufwand ersparen.

5. The adaptation requirement was addressed as follows in the decision of the Technical
Division 3 C of May 11, 2005, A 1797/2001 (last page, paragraphs 7 to 9; emphasis added).

Dem Einspruch war daher teilweise stattzugeben und ein Patent im Umfang der im
Spruch genannten Ansprliche zu erteilen.

Die im Spruch durchgefiihrten Anderungen der Beschreibung dienen der
Anpassung an das neue, eingeschriankte Schutzbegehren und berticksichtigen
den im Einspruchsverfahren zusatzlich bekannt gewordenen Stand der Technik.
Weiters wurden redaktionelle Korrekturen durchgefihrt.

Die beantragten Anderungen der Beschreibung gemaR den neu vorgelegten
Beschreibungsseiten 2-3a und Seite 8 wurden insofern nicht Gbernommen, als diese
nicht in den bekanntgemachten und ausgelegt gewesenen Unterlagen enthalten
waren. Aus dem spruchgemal erteilten neuen Schutzbegehren geht eindeutig
hervor, dass die in Fig. 4 dargestellte Ausfiihrungsvariante nicht mehr unter Schutz
gestellt ist.

3. BE - Belgium

6. Belgian patent law is regulated, amongst others, in the Code de droit économique. Livre Xl
is titled “Propriété intellectuelle et secrets d'affaires”.

7. Art. XI1.18 § 2 contains a provision similar to Article 84 EPC. It reads (emphasis added):

La ou les revendications définissent 'objet de la protection demandée. Elles doivent
étre claires et concises et se fonder sur la description.

8. Art. XI.23 § 6 states that an applicant submitting amended claims amends the description to
bring them in line with the new claims (emphasis added):

§ 6. L'Office communique le rapport de recherche et 'opinion écrite au demandeur
qui peut déposer une nouvelle rédaction des revendications et de I'abrégé. Le
demandeur qui a déposé une nouvelle rédaction des revendications modifie la
description pour la mettre en concordance avec les nouvelles revendications.


https://www.patentamt.at/fileadmin/root_oepa/Dateien/Patente/PA_Infoblaetter/2023_01_01_PA_extern_Richtlinien.pdf
https://www.patentamt.at/fileadmin/root_oepa/Dateien/Patente/PA_Infoblaetter/2023_01_01_PA_extern_Richtlinien.pdf#page=24
https://www.ejustice.just.fgov.be/eli/loi/2013/02/28/2013A11134/justel
https://www.ejustice.just.fgov.be/eli/loi/2013/02/28/2013A11134/justel#LNK0376
https://www.ejustice.just.fgov.be/eli/loi/2013/02/28/2013A11134/justel#Art.XI.18
https://www.ejustice.just.fgov.be/eli/loi/2013/02/28/2013A11134/justel#Art.XI.23

4,

5.

9.

10.

11.

12.

CH - Schweiz

Art. 51 (2) and (3) of the Swiss patent act (Bundesgesetz Uber die Erfindungspatente —
Patentgesetz; Loi fédérale sur les brevets d’invention) contains a provisions similar to
Article 69 EPC (only the German language version is reproduced below).

1 Die Erfindung ist in einem oder mehreren Patentanspriichen zu definieren.
2 Die Patentanspriiche bestimmen den sachlichen Geltungsbereich des Patentes.

3 Die Beschreibung und die Zeichnungen sind zur Auslegung der Patentanspriche
heranzuziehen.

Art. 29 (2) of the Swiss patent regulation (“Verordnung tber die Erfindungspatente”) specifies
further:

2 Die Patentanspriiche mussen klar und moglichst knapp gefasst sein.

The Swiss patent office (Eidgenossisches Institut flr Geistiges Eigentum) publishes
guidelines (Richtlinien fur die Sachprufung der nationalen Patentanmeldungen sowie der
ESZ- und PESZ-Gesuche) which contain several parts addressing adaptation of the
description:

41 [...] Zu beanstanden sind einzig Stellen, die widersprichlich zu den
Patentansprichen sind, oder die in technischer Hinsicht unvollstandig, unrichtig oder
nicht verstandlich sind, soweit sie mit der Erfindung in direktem Zusammenhang
stehen.

4.2.2[...] Es darf sich aber kein Widerspruch zu den Patentanspriichen ergeben, z.B.
betreffend die Anspruchskategorie. [...]

4.2.3 Es gibt Falle, bei denen in der Beschreibung bzw. in den Zeichnungen mehr
geschildert wird, als von den unabhangigen Patentansprichen umfasst wird. [...] Es
liegt am Patentanmelder zu entscheiden, ob er die Beschreibung éndern oder die
Patentanspriiche erweitern will. Werden die Patentanspriiche nicht geandert, kann
angenommen werden, dass auf den Schutz des Nichtbeanspruchten verzichtet wird.

6.1.1[...] Widerspriiche zwischen der Beschreibung und den Patentanspriichen
(wie auch Widerspriche innerhalb eines Anspruchs) miissen bereinigt werden,
wobei der Rahmen der ursprunglichen Offenbarung einzuhalten ist.

12.4 [...] Fur die Prifung von Teilanmeldungen gelten analog die Erfordernisse aus
den Kapiteln 1 — 7 dieser Richtlinien. Betreffend die Beschreibung kann sich die
Prifarbeit auf die Bereinigung von Widerspriichen zu den Patentanspriichen
beschrénken. [...]

DE - Germany

German law does not contain an explicit requirement such as that of Article 84, sentence 2,
EPC according to which the patent claims must be "supported by the description". However,


https://www.fedlex.admin.ch/eli/cc/1955/871_893_899/de#art_51
https://www.epo.org/en/legal/epc/2020/a69.html
https://www.fedlex.admin.ch/eli/cc/1977/2027_2027_2027/de#art_29
https://www.ige.ch/de/
https://www.ige.ch/fileadmin/user_upload/schuetzen/patente/d/richtlinien_patente/RiLi_Sachpruefung_CH-Patent_DE.pdf
https://www.ige.ch/fileadmin/user_upload/schuetzen/patente/d/richtlinien_patente/RiLi_Sachpruefung_CH-Patent_DE.pdf
https://www.epo.org/en/legal/epc/2020/a84.html

§ 14, sentence 2, of the German Patentgesetz corresponds to Article 69, sentence 2, EPC
and reads:

Die Beschreibung und die Zeichnungen sind jedoch =zur Auslegung der
Patentansprlche heranzuziehen.

13. This provision is used by German case law to establish the requirement to adapt the
description. The Bundespatentgericht held: 3

Dies folgt insbesondere aber aus § 14 S. 2 PatG, wonach die Beschreibung und die
Zeichnungen zur Auslegung der Patentanspriiche heranzuziehen sind. Die
inhaltlichen Anforderungen an die Beschreibung sind daher aus dieser Vorschrift
abzuleiten. Die Beschreibung muss demnach zur Auslegung der Erfindung geeignet
sein. Dies erfordert, dass die Beschreibung den Anmeldegegenstand klar und
eindeutig schildert. Andernfalls muss die Anmeldung im patentamtlichen Verfahren
schon aus diesem Grunde zurlickgewiesen werden (BPatGE 4, 13; Benkard a. a. O.
Rn. 84); dies gilt auch, wenn bei einer Anderung der Patentanspriiche die
Beschreibung nicht an die neu gefassten Anspriiche angepasst wird (BPatGE
4, 13, 15; Benkard a. a. O. Rn. 83). Unterbleibt eine notwendige Anpassung im
Beschwerdeverfahren, weil der Anmelder die erforderlichen Anderungen der
Beschreibung nicht vorgenommen hat und in der mindlichen Verhandlung nicht
erschienen ist, so kann seine Beschwerde schon aus diesem Grund ohne
Sachprifung zurtickgewiesen werden (BPatGE 17, 204).

14. The guidelines (Richtlinien fir die Prifung von Patentanmeldungen) published by the
German Patent and Trademark Office (DPMA) contain the following instructions (emphasis
added):

2.4 [...] Erst wenn patentfahig erscheinende Anspriche vorliegen oder wenn die
Prifungsstelle patentfahig erscheinende Anspriche vorschlagt und das
Einverstandnis des Anmelders mit dem Vorschlag erwartet werden kann, sollte dieser
zu einer Uberarbeitung der Beschreibung aufgefordert werden. In diesem
Zusammenhang wird auch auf Abschnitt 2.7.1. hingewiesen.

2.7.1[...] Istim Falle einer als patentierbar erachteten Erfindung Einverstandnis mit
dem Anmelder Uber die Anspruchsfassung erzielt worden, ist daher der Anmelder
verpflichtet, die Beschreibung mit den geltenden Anspriichen in Einklang zu
bringen.

6. DK -Denmark

15. § 39 of the Danish Patent Act (Patentloven — PL) reads as follows:

Patentbeskyttelsens omfang bestemmes af patentkravene. Til forstdelse af
patentkravene kan vejledning hentes fra beskrivelsen.

English translation:

1% BPatG (20. Senat (Technischer Beschwerdesenat)), Beschluss vom 18.04.2016 - 20 W (pat) 47/13.


https://www.gesetze-im-internet.de/patg/__14.html
https://www.epo.org/en/legal/epc/2020/a69.html
https://www.bundespatentgericht.de/SharedDocs/Entscheidungen/DE/2016/20047-13_18042016.pdf?__blob=publicationFile&v=2
https://dpma.de/docs/formulare/patent/p2796.pdf
https://dpma.de/docs/formulare/patent/p2796.pdf#page=19
https://dpma.de/docs/formulare/patent/p2796.pdf#page=23
https://danskelove.dk/patentloven/39
https://danskelove.dk/patentloven/39
https://www.bundespatentgericht.de/SharedDocs/Entscheidungen/DE/2016/20047-13_18042016.pdf?__blob=publicationFile&v=2

The scope of patent protection is determined by the patent claims. Guidance for
understanding the patent claims can be obtained from the description.

16. Furthermore, according to § 16 (3) of the Danish Patent Decree (Patentbekendtgarelsen —

17.

BEK) the description shall only contain information contributing to the understanding of the
invention.

The Danish Patent and Trademark Office publishes “Guidelines for patenter”. It contains a
specific section titled and dedicated to “Correspondence between description and claims”
(“Overensstemmelse mellem beskrivelse og krav”):

Hvis kravene er blevet zendret og aendringerne er tilladelige (se Tilladelige sendringer
i henhold til PL § 13, og Andringer i kravseettet efter forste
patenterbarhedsvurdering), skal der undersages, om beskrivelsen kraever tilsvarende
rettelser for at fijerne uoverensstemmelser mellem dem.

Der undersgages f.eks., om alle konkrete udtryk af den beskrevne opfindelse stadig er
indenfor omfanget af et eller flere krav. Se Uoverensstemmelse mellem krav og
beskrivelse.

Der undersgges omvendt ogsa, om alle de aendrede krav er understottet i
beskrivelsen. Se Underbygning af krav i beskrivelsen.

English translation (emphasis added):

If the claims have been amended and the amendments are allowable (see Allowable
amendments according to PL § 13 and Amendments to the claim set after first
patentability assessment), it must be examined whether the description requires
corresponding corrections to remove inconsistencies between them.

For example, it is examined whether all concrete embodiments of the described
invention are still within the scope of one or more claims. See Inconsistency
between claims and description [see below].

Conversely, it also examines whether all the amended claims are supported in the
description. See Supporting requirements in the description.

18. The above guidelines section refers to another section titled “Inconsistency between claims

and description” (“Uoverensstemmelse mellem krav og beskrivelse”). It contains detailed
instructions for cases of inconsistency between claims and description, including a part on
claim-like clauses.

Enhver uoverensstemmelse mellem beskrivelsen og kravene skal undgas, hvis
uoverensstemmelsen skaber tvivl om beskyttelsesomfanget og dermed ger kravene
uklare eller medferer at kravene ikke understgttes af beskrivelsen.

(i) Uoverensstemmelser, der angar ikke essentielle treek, kan forekomme ved en
angivelse i beskrivelsen der antyder at opfindelsen er begraenset til et bestemt treek,
men kravene ikke er begraenset til dette traek, samtidigt laegger beskrivelsen ikke
nogen seerlig vaegt pa treekket og der er ingen grund til at tro at traekket er essentielt
for udgvelsen af opfindelsen. | dette tilfaelde kan uoverensstemmelsen fiernes ved at

10


https://www.retsinformation.dk/eli/lta/2021/2111
https://paguidelines.dkpto.dk/a.aspx
https://paguidelines.dkpto.dk/aa/danske-patenter/behandling-af-patentansoegninger/aendringer---patent/overensstemmelse-mellem-beskrivelse-og-krav.aspx
https://paguidelines.dkpto.dk/aa/danske-patenter/indlevering-af-nationale-patentansoegninger/krav/kravenes-klarhed/uoverensstemmelse-mellem-krav-og-beskrivelse.aspx

udvide beskrivelsen eller ved at begraense kravene. P4 samme made kan kravene
udvides, hvis det er muligt i henhold til de @vrige regler herfor, eller beskrivelsen
begraenses, hvis kravene er mere begraensede end beskrivelsen.

[..]

(iii) Uoverensstemmelser hvor treek findes i de selvsteendige krav, men beskrivelsen
ikke er begraenset til disse traek. | disse tilfaelde skal beskrivelsen tilpasses kravene
for at undga uoverensstemmelser mellem kravene og beskrivelsen.

(iv) Hvor dele af beskrivelsen udtrykker mader at udgve opfindelsen pa, men hvor det
ikke er tilfeeldet i kravene, fx grundet aendringer i formuleringen af kravene. Disse dele
af beskrivelsen kan sa tvivl om hvad beskyttelsesomfanget er, hvilket ger kravene
uklare. Udferelsesformer i beskrivelsen der ikke leengere er deekket af de
selvstaendige krav skal slettes (for eksempel hvis beskrivelsen omfatter et alternativ
for mindst et traek der ikke lzengere er deekket af de aendrede krav). Hvis kravene
f.eks. begraenses til at specificere et kagretgj med en elektrisk motor, mens en af
udferelsesformerne i beskrivelsen og tegningerne anvender en forbraendingsmotor i
stedet, skal uoverensstemmelsen udbedres ved at fierne udfgrelsesformen med
forbraendingsmotoren.

(v) Treek der er ngdvendige i selvsteendige krav ma ikke beskrives i beskrivelsen som
valgfri ved brug af udtryk sdsom “fortrinsvis”, "kan” eller "valgfri”. Beskrivelsen skal
rettes saledes at termer som disse fijernes fra beskrivelsen af treek fra selvsteendige

krav.

(vi) | tilfeelde hvor kravene i ansggningen er gengivet i beskrivelsen ved udskiftning
af ordet krav med ord som "udferelsesform”, "aspekt” eller lignende ordlyd vil enhver

forskel i traeek skabe en uoverensstemmelse mellem krav og beskrivelse.

(vii) Dele af beskrivelsen der er ekskluderet fra patenterbarhed skal fjernes fra
beskrivelsen eller omformuleres saledes at de ikke falder inden for betingelserne for
ekskludering for patenterbarhed.

English translation (emphasis added):

Any inconsistency between the description and the claims shall be avoided if
the inconsistency creates doubts as to the scope of protection and thus
renders the claims unclear or results in the claims not being supported by the
description.

(i) Inconsistencies concerning non-essential features may arise from a statement in
the description suggesting that the invention is limited to a particular feature, but the
claims are not limited to that feature, and at the same time the description does not
attach any particular importance to the feature and there is no reason to believe that
the feature is essential to the practice of the invention. In such a case, the
inconsistency may be removed by expanding the description or by restricting
the claims. Similarly, the claims may be expanded if possible under the other
rules hereof, or the description may be restricted if the claims are more
restricted than the description.

11



[..]

(iii) Inconsistencies where features are present in the independent claims, but the
description is not limited to these features. In these cases, the description must be
adapted to the claims to avoid inconsistencies between the claims and the
description.

(iv) Where parts of the description express ways of practising the invention, but where
this is not the case in the claims, e.g. due to changes in the wording of the claims.
These parts of the description may cast doubt on the scope of protection, making the
claims unclear. Embodiments in the description that are no longer covered by
the independent claims should be deleted (for example, if the description includes
an alternative for at least one feature that is no longer covered by the amended
clamis). For example, if the claims are limited to specifying a vehicle with an electric
motor, while one of the embodiments in the description and drawings uses an internal
combustion engine instead, the inconsistency shall be corrected by removing the
embodiment with the internal combustion engine.

(v) Features that are necessary in independent claims shall not be described in the
description as optional by using terms such as "preferably”, "may" or "optional". The
description shall be corrected to remove terms such as these from the description of

features from independent claims.

(vi) In cases where the claims of the application are reproduced in the
description by replacing the word claim with words such as "embodiment”,
"aspect"” or similar wording, any difference in features will create an
inconsistency between claim and description.

(vii) Parts of the description that are excluded from patentability must be removed
from the description or reworded so that they do not fall within the conditions for
exclusion for patentability.

7. ES - Spain

19. Article 28 of the Spanish patent act (Ley 24/2015, de 24 de julio, de Patentes) is equivalent
to Article 84 EPC:

Las reivindicaciones definen el objeto para el que se solicita la proteccion. Deben ser
claras y concisas y han de fundarse en la descripcion

English translation:

The claims define the object for which protection is requested. They must be clear
and concise and must be based on the description

20. Under Article 48(1) of the Spanish patent act and Rule 64 of the Royal Decree approving the
Regulation for the implementation of Law 24/2015, of July 24, on Patents (“Real Decreto
316/2017, de 31 de marzo, por el que se aprueba el Reglamento para la ejecucion de la Ley
24/2015, de 24 de julio, de Patentes”), the possibility to amend the claims includes the

12


https://www.boe.es/buscar/doc.php?id=BOE-A-2015-8328
https://www.epo.org/en/legal/epc/2020/a84.html
https://www.boe.es/buscar/doc.php?id=BOE-A-2015-8328
https://www.boe.es/buscar/doc.php?id=BOE-A-2017-3550
https://www.boe.es/buscar/doc.php?id=BOE-A-2017-3550

possibility to amend the description and the drawings or the sequence listings, in order to
maintain the coherence of a patent application or patent.

Articulo 48. Modificaciones.

1. Salvo en los casos en que se trate de subsanar errores manifiestos, el interesado
solo podra modificar las reivindicaciones en aquellos tramites del procedimiento de
concesidn en que asi lo permita la presente Ley, y con sujecion a lo que se establezca
reglamentariamente. La posibilidad de modificar las reivindicaciones incluye la de
modificar la descripcion y, en su caso, los dibujos o las secuencias bioldgicas.

Articulo 64. Modificaciones de la solicitud de patente o de la patente concedida.

1. El solicitante o titular de la patente solo podra modificar las reivindicaciones en los
tramites de los procedimientos previstos en la Ley y en el presente Reglamento. Al
modificar las reivindicaciones, el solicitante o titular podra, para mantener la
coherencia, modificar la descripcién y, en su caso, los dibujos o las secuencias
bioldgicas, en los términos previstos en el articulo 48 de la Ley.

English translation (emphasis added):
Article 48 [of the Spanish patent act]. Modifications.

1. Except in cases where it is necessary to correct manifest errors, the interested
party may only modify the claims in those steps of the concession procedure in which
this Law allows it, and subject to what is established by regulation. The possibility
of modifying the claims includes modifying the description and, where
appropriate, the drawings or biological sequences.

Article 64 [of the implementing regulations]. Modifications to the patent application or
the granted patent.

1. The applicant or owner of the patent may only modify the claims during the
procedures provided for in the Law and in this Regulation. When modifying the
claims, the applicant or owner may, to maintain coherence, modify the
description and, where appropriate, the drawings or biological sequences, in the
terms provided in article 48 of the Law.

21. The Spanish Patent and Trademark Office (“Oficina Espafiola de Patentes y Marcas”)
publishes guidelines (“Directrices de examen de patentes nacionales”). Part F5.3.1 is titled
“Inconsistency between the claims and description” (“Incoherencia entre las reivindicaciones
y la descripcién”). It corresponds mostly to the EPO Guidelines F-1V, 4.3. This is illustrated
by the following excerpts (underlining as in original; bold emphasis added):

F5.3.1 Incoherencia entre las reivindicaciones y la descripcion

Debe evitarse cualquier incoherencia entre la descripcion y las reivindicaciones que
pueda poner en duda el objeto para el que se solicita la proteccion, ya que daria lugar
a una falta de claridad en la reivindicacion o a una falta de soporte en la descripcion.

(a) Incoherencia manifiesta
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Este tipo de incoherencia se refiere a la existencia de claras contradicciones en el
propio texto de la descripcidbn que provocan incoherencia entre descripcion vy
reivindicaciones. Por ejemplo, en la descripcién se sugiere de forma explicita o
implicita que la invencion esta limitada a una caracteristica particular que no se
incluye en las reivindicaciones. Al mismo tiempo, la descripcion no pone especial
énfasis en esta caracteristica y no hay razén para creer que es esencial.

En tal caso, laincoherencia se puede eliminar ya sea modificando la descripcién para
evitar esa aparente limitacion o modificando las reivindicaciones para incluir la
caracteristica esencial de acuerdo con la descripcion.

De manera similar, si las reivindicaciones estan mas limitadas que la descripcién,
estas pueden ampliarse o la descripcion puede limitarse, de manera que queden
coherentes.

[..]

(c) Parte de la descripcién y/o los dibujos es incoherente con el objeto cuya
proteccién se solicita

Las reivindicaciones deben fundarse en la descripcion, lo que significa que no debe
haber incoherencias entre ambas partes. Se consideran incoherentes (o
contradictorias) aquellas partes de la descripcion que para un/a experto/a en la
materia parezcan divulgar formas de realizacion de la invencién pero que, sin
embargo, no estan cubiertas por el texto de las reivindicaciones. [...]

El solicitante debe subsanar cualquier incoherencia modificando la descripcion, ya
sea eliminando los modos de realizacion incoherentes o bien sefialando que no estan
cubiertos por el objeto para el que se solicita la proteccion. Para el caso donde una
incoherencia puede subsanarse ampliando el alcance de las reivindicaciones, ver
apartado F5.3.1 (a). [...]

Una incoherencia entre la descripcion y las reivindicaciones no puede subsanarse
simplemente incluyendo al principio de la descripcion una declaracién genérica sin
sefalar qué partes de la descripcién no quedan ya cubiertas por las reivindicaciones.
Para subsanar la incoherencia, tal declaracion debe referirse a modos de realizacién
especificos. [...]

LT LT

Los términos “divulgacién”, “ejemplo”, “aspecto” o similares, por si solos no implican
necesariamente que lo que sigue no esta cubierto por una reivindicacion
independiente. Se deben emplear expresiones inequivocas para sefialar un modo de
realizacién incoherente (por ejemplo, afiadiendo "no comprendido por el texto de las
reivindicaciones", "no conforme a la invencién reivindicada" o "fuera del objeto de las
reivindicaciones") en vez de simplemente reemplazar los términos “modo de

realizacién” o “invencion”
por uno de los términos anteriormente mencionados.

Siempre que el texto resultante de la descripcibn no presente informacion
contradictoria, una realizacion incoherente también puede subsanarse asegurandose
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de que no se menciona como "segun la invencién" a lo largo de toda la descripcion
y complementando la referencia a la misma con una declaracion explicita de que se
mantiene por ser util para comprender la invencion (por ejemplo, "realizacién Gtil para
comprender la invencién" o "ejemplo comparativo de la técnica anterior"). [...]

Ademas, las caracteristicas que son necesarias segun las reivindicaciones
independientes no pueden mostrarse en la descripcibn como opcionales usando
expresiones tales como ‘“preferentemente”, “puede” u “opcionalmente”. La
descripcion debe modificarse para eliminar esos términos si hacen que una
caracteristica necesaria en una reivindicacion independiente parezca opcional en la
descripcion.

English translation (emphasis added; emphasis by underlining as in original):
F5.3.1 Inconsistency between the claims and description

Any inconsistency between the description and the claims that may cast doubt
on the subject matter for which protection is sought should be avoided, as it
would lead to a lack of clarity in the claim or a lack of support in the description.

(a) Manifest inconsistency

This type of inconsistency refers to the existence of clear contradictions in the
text of the description itself, which cause inconsistency between the
description and the claims. For example, the description explicitly or implicitly
suggests that the invention is limited to a particular feature that is not included in the
claims. At the same time, the description does not place particular emphasis on this
feature and there is no reason to believe that it is essential.

In such a case, the inconsistency can be eliminated either by modifying the
description to avoid this apparent limitation or by modifying the claims to
include the essential feature in accordance with the description.

Similarly, if the claims are more limited than the description, they can be broadened
or the description can be narrowed so that they are consistent.

[..]

(c) Part of the description and/or the drawings is inconsistent with the object for which
protection is sought

The claims must be based on the description, which means that there must be
no inconsistencies between the two parts. Parts of the description that appear
to a person skilled in the art to disclose embodiments of the invention but are
not covered by the text of the claims are considered inconsistent (or
contradictory). [...]

The applicant must remedy any inconsistencies by amending the description, either
by deleting the inconsistent embodiments or by stating that they are not covered by
the subject matter for which protection is sought. For the case where an inconsistency
can be remedied by broadening the scope of the claims, see section F5.3.1 (a). [...]
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An inconsistency between the description and the claims cannot be remedied simply
by including at the beginning of the description a generic statement without indicating
which parts of the description are not already covered by the claims. To remedy the
inconsistency, such a statement must refer to specific embodiments. [...]

The terms "disclosure", "example", "aspect” or the like, by themselves do not
necessarily imply that what follows is not covered by an independent claim.
Unambiguous expressions should be used to signal an inconsistent embodiment (e.g.
by adding "not covered by the text of the claims", "not in accordance with the claimed
invention" or "outside the scope of the claims") rather than simply replacing the terms

"embodiment" or "invention" with one of the above-mentioned terms.

Provided that the resulting text of the description does not present contradictory
information, an inconsistent embodiment can also be remedied by ensuring that it is
not referred to as ‘according to the invention’ throughout the description and by
supplementing the reference to it with an explicit statement that it is retained because
it is useful for understanding the invention (e.g., "implementation useful for
understanding the invention‘ or ‘comparative example of the prior art"). [...]

In addition, features that are required by independent claims cannot be shown
in the description as optional by using terms such as "preferably", "may" or
"optionally". The description must be modified to remove such terms if they make a
feature required by an independent claim appear optional in the description.

22. Claim-like clauses are addressed in the subsequent part of the guidelines (part F5.3.2 of the
Spanish patent guidelines). The instructions are similar to part F-IV, 4.4 of the EPO
Guidelines:

Las clausulas “tipo reivindicacion”, es decir, aquellas que utilizan en la descripcién
una redaccién mas propia de las reivindicaciones, deben eliminarse o modificarse,
ya que podrian dar lugar a una falta de claridad con respecto al objeto de la invencion
cuya proteccidn se pretende.

Estas clausulas “tipo reivindicacion” estan presentes en la descripcién y, aunque no
se declaran como auténticas reivindicaciones, parecen serlo. Habitualmente
comprenden una clausula independiente seguida de otras clausulas que se refieren
a clausulas previas.

English translation (emphasis added):

Clauses that are ‘claim-like’, i.e. those that use wording in the description that
is more typical of claims, should be deleted or modified, as they could lead to
a lack of clarity regarding the subject matter of the invention for which
protection is sought.

These ‘claim-like’ clauses are present in the description and, although they are not
declared as actual claims, they appear to be so. They usually comprise an
independent clause followed by other clauses that refer to previous clauses
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8.

9.

23.

24.

25.

26

FR - France

The French Code de la propriété intellectuelle (CPI) contains a provision similar to Article 84
EPC in Article L612-6 CPI (emphasis added):

Les revendications définissent I'objet de la protection demandée. Elles doivent étre
claires et concises et se fonder sur la description.

If the claims are not supported by the description, the application is refused based on
Article L612-12 8° and Article R612-49 CPI.

One of the scenarios in which the description may be adapted by the applicant in accordance
with the CPl is set out in Article R 612-60 CPI:

En cas de dépdt de nouvelles revendications, les changements apportés aux
revendications sont signalés.

Sur requéte, le demandeur peut, dans ce cas, étre autorisé a éliminer de la
description et des dessins les éléments qui ne seraient plus en concordance
avec les nouvelles revendications. Cette requéte est recevable jusqu'a la date du
paiement de la redevance de délivrance et d'impression du fascicule.

. The above is also set out in guidelines published by the French Patent Office INPI (Directives

brevets et certificats d’utilité) in chapters C.I1.5.4.

En cas de modification des revendications en réponse au rapport de recherche
préliminaire, la suppression, sur requéte, des éléments de la description qui ne
seraient plus en concordance avec ces nouvelles revendications.

27. In addition, chapter C.IV.5.3 provides the following guideline (emphasis added):

Tout nouveau jeu de revendications doit étre examiné pour vérifier qu'il satisfait aux
conditions générales de régularité (forme, fondement sur la description, unité
d’invention, critéres de brevetabilité examinés par I'INPI).

GB - United Kingdom

28. In the UK, the Patents Act 1977 sets out Section 14(5):

(5) The claim or claims shall [...] (c) be supported by the description; [...]

29. The Manual of Patent Practice published by the UK’s Intellectual Property Office (IPO)

explicitly addresses the situation of amended claims and an adaptation of the description
under the heading “support by the description”. The Manual gives the following guidance
(emphasis added):

14.144

Objections should only be raised relating to an inconsistency between claims and
description when the inconsistency causes genuine difficulty in determining the
scope of the claims. Examples where this might (but not always) occur are:
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[..]

if it is difficult to determine whether an embodiment falls within the scope of
the claims, then an objection should be made. However, in general, an objection
should not be raised if an embodiment falls outside the scope of the claims as
the claims should clearly define the monopoly sought. [see 718.68 below]

18.43

Objection should only be raised under s.14(5)(a), (b) or (c) if the claims contain
obscurities or ambiguities or are not clearly consistent with the description and
this causes genuine difficulty in determining the scope of the claims.

[.]
18.44

[.]

Objection should be raised to any obscurities which hinder the understanding
of the invention or cast genuine doubt upon the scope of the claims. Objection
should be made under s.14(5) in preference to s.14(3) where this is possible (see
14.102-14.105 and 14.144). [...] Where appropriate a warning should be added
that any amendment to meet the objection must not add subject-matter. Minor
matters which would not lead a skilled reader to misconstrue a document or which
would not be pursued if no amendment were forthcoming should not be raised.

[[...] Examples of minor matters which should not be raised are inconsequential
incorrect or missing reference numerals or leading lines, missing words, repeated
phrases, and spelling errors, numbered clauses at the end of the description, lack
of antecedence and dependency numbering errors.]

18.45

Objection must be raised if amendments to the specification result in the application
disclosing matter which extends beyond that disclosed in the application as filed (see
76.03 to 76.23), or if amended claims are not supported by the description as
filed (see 14.142-14.156).

18.68

[..]

Objection should not be raised when there are embodiments or statements in
the description which are inconsistent with the claims, unless the
inconsistency causes genuine difficulty in determining the scope of the claims.
If an embodiment is clearly outside the scope of the claims then a skilled
person, reading the claims in the light of the description, would remain in no
doubt as to the scope of the claims and so no objection should be made. If,
however, it is difficult to determine whether an embodiment or statement is
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within the scope of the claims then an objection should be made. This objection
may be to the clarity of the amended claim, the portion of the description or both.

10. NO — Norway

30.

31.

32.

33.

The Norwegian patent law (“Lov om patenter (patentloven)’) provides in § 8, second
paragraph (emphasis added):

Seknaden skal inneholde en beskrivelse av oppfinnelsen, innbefattet tegninger nar
slike er ngdvendige, samt patentkrav som angir oppfinnelsen som sgkes beskyttet
ved patentet, og er klare, tydelige og har statte i beskrivelsen.

English translation (emphasis added):

The application shall contain a description of the invention, including drawings when
necessary, as well as patent claims that specify the invention that is sought to be
protected by the patent, and are clear, distinct and supported by the description.

It is accompanied by the patent regulations (“Forskrift til patentloven (patentforskriften)”),
which stipulate in § 9:

Beskrivelsen skal bare inneholde slikt som bidrar til & forsta
oppfinnelsen.
English translation:

The description must only contain information that contributes to understanding the
invention.

The Norwegian Industrial Property Office (“Patentstyret”) publishes patent guidelines
(“Patentretningslinjer”). They give the following instruction in C-VII, 4:

| beskrivelsen med tilhgrende tegning kan sgkeren bare foreta endringer og tillegg,
som er ngdvendige for a tydeliggjere eller korrigere, eller for a tilpasse beskrivelsen
til nye eller endrede patentkrav.

English translation (emphasis added):

In the description with the associated drawing, the applicant can only make changes
and additions that are necessary to clarify or correct, or to adapt the description to
new or changed patent claims.

A patent proprietor is entitled to have his patent limited. To this end, the Norwegian patent
guidelines give the following instruction in D-I1V, 3.4:

Om ngdvendig ma det leveres en ny versjon av beskrivelsen, tilpasset de endrede
kravene.

English translation (emphasis added):
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If necessary, a new version of the description must be submitted, adapted to the
amended claims.

11. SE — Sweden

34. The new Swedish patent act (“Patentlag”) as in force since 1 January 2025 now contains an
explicit wording equivalent to Article 84 EPC in its chapter 4 section 4:

Patentkraven ska genom tekniska och andra sardrag definiera den uppfinning
sOkanden vill f& skyddad. Patentkraven ska vara tydliga, koncisa och ha stod i
beskrivningen.

English translation (emphasis added):

The patent claims shall define the invention for which the applicant wishes to have
protection through technical and other features. The patent claims shall be clear,
concise and supported by the description.

35. The Swedish patent guidelines for the new patent act (Riktlinjer tillhérande den nya
patentlagen (2024)) specifically address the situation of adapting the description to amended
claims in B7-2.1 and 2.2:

RL B7:2.1 Allmant om andring av beskrivning och ritningar
2025-01-01

| beskrivning och ritningar far sbkanden endast géra sddana andringar som antingen
ar nédvandiga i korrigerande syfte eller ar avsedda att anpassa beskrivningen Htill
omarbetade patentkrav. Det ar ocksa tillatet att inféra hanvisning till kand teknik som
framkommit under handlaggningen.

[...]
RL B7:2.2 Anpassa beskrivningen efter omarbetade patentkrav
2015-04-01

Da patentkraven andrats kan beskrivningen behdva anpassas for att undanréja
bristande 6verensstammelse mellan patentkrav och beskrivning (2 kap. 5 § PB
[Patentbestammelser]). Exempelvis maste det undersékas om varje i beskrivningen
angiven utféringsform ligger inom patentkravens skyddsomfang och om alla &ndrade
patentkrav har stéd i beskrivningen. Om patentkrav och beskrivning inte
Overensstammer ska sdkanden uppmanas att anpassa beskrivningen utan att denna
ger sken av att omfatta annat an vad som framgar av patentkraven.

English translation (emphasis added):
RL B7:2.1 General information on amendments to descriptions and drawings

2025-01-01
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The applicant may only make changes to the description and drawings that are either
necessary for corrective purposes or intended to adapt the description to revised
patent claims. It is also permitted to include references to known technology that has
emerged during the processing of the application.

[...]
RL B7:2.2 Adapting the description to revised patent claims
1 April 2015

When the patent claims have been amended, the description may need to be
adapted to eliminate any inconsistencies between the patent claims and the
description (Chapter 2, Section 5 PB [Patent Regulations]). For example, it must be
examined whether each embodiment specified in the description falls within the
scope of protection of the patent claims and whether all amended patent claims
are supported by the description. If the patent claims and the description are not
consistent, the applicant shall be requested to adapt the description without
giving the impression that it covers anything other than what is stated in the patent
claims.

36. In case of a patent limitation, the situation is similar to Norway (see above), although an
adaptation appears to be optional. The Swedish patent guidelines D3-3 read:

Patenthavaren kan anpassa beskrivningen till de nya patentkraven, men det ar inget
krav for att patentbegransningen ska beviljas. Beskrivningen far andras bara om det
behdvs pa grund av en andring i patentkraven.

English translation:

The patentee can adapt the description to the new claims, but this is not a requirement
for the patent restriction to be granted. The description may only be amended if it
is necessary due to a change in the claims.
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