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September 4, 2026 

 

Amicus curiae Brief in G 1/26 ("Coated steel strips") before the Enlarged Board of 
Appeal of the European Patent Office 

To the attention of Mr Nicolas Michaleczek: 

Following the referral in G 1/26 by the Technical Board of Appeal in case T 873/24, the undersigned 
respectfully submits the following statement pursuant to Article 10 of the Rules of Procedure of the 
Enlarged Board of Appeal (RPEBA). 

 

1. Question 1 

Question 1 of the referral concerns whether a decision may be considered "required" for the purposes 
of Article 112(1) EPC, if the referring Board demonstrates that the point of law in question arises out of 
the context of the case pending before it and, in the circumstances of the proceedings, it is reasonable 
for the Board to examine it and decide on it next. 

Article 112(1)(a) EPC provides the general basis for a referral to the Enlarged Board of Appeal. Its 
wording is broad. It allows a Board of Appeal, “during proceedings on a case”, to “refer any question” 
to the Enlarged Board if it considers that a decision is required “for the above purposes”, namely “in 
order to ensure uniform application of the law, or if a point of law of fundamental importance arises”. 
The French wording confirms the same understanding by requiring that the decision be necessary “à 
ces fins”.  
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Article 112 EPC does not permit a referral where the requested decision falls outside the purposes set 
out in Article 112(1)(a) EPC. In addition, Article 112(3) EPC shows that the referred question must have 
a sufficient connection with the pending appeal, since the decision of the Enlarged Board is binding on 
the referring Board “in respect of the appeal in question”. A question having no relevance to that 
appeal would therefore fall outside the function of a referral under Article 112 EPC.  

1.1. The threshold under Article 112(1)(a) EPC 

This is the approach taken in G 3/98. The Enlarged Board accepted that a referral must originate in the 
context of the case that led to it. It held that the assessment of whether a referral is required must be 
based on “objective criteria” and be “plausible” (G 3/98, Reasons 1.2.3). The purpose of stating the 
context of the referral is to show that the question does not have “merely theoretical significance” for 
the original proceedings (G 3/98, Reasons 1.2.3). G 3/98 illustrates such a merely theoretical question 
by the situation in which the referring Board would reach the same decision regardless of the answer 
given by the Enlarged Board. That passage, however, should not be read as an exhaustive definition of 
relevance or as establishing a strict final-outcome test.  

Further, G 3/98 expressly rejected a rigid order in which legal issues must be examined. The Enlarged 
Board stated that there is “no binding principle” governing the order in which the conditions for 
applying a legal provision must be examined, and that the order depends on what is useful and 
appropriate in the circumstances (G 3/98, Reasons 1.2.2). Although other seriously disputed issues 
could have allowed a final decision to be taken without an answer to the referred question, the 
Enlarged Board considered it justified, also in the interests of procedural economy, to address the 
referred question first (G 3/98, Reasons 1.2.4). 

The same conclusion is supported by other decisions of the Enlarged Board. G 2/03 provides a 
particularly clear example. There, not all substantive requirements had yet been examined by the 
referring Board, and the Enlarged Board expressly acknowledged that the allowability of the disclaimer 
might ultimately prove irrelevant if inventive step were lacking. Nevertheless, the referral was 
considered justified because the point of law arose out of the context of the pending case and the 
formal allowability of the claimed subject-matter was normally examined before the substantive 
requirements (G 2/03, Reasons 1.2). 

1.2. Application to Question 1 

Accordingly, the requirement that a decision be “required” within the meaning of Article 112(1)(a) EPC 
is not a requirement of strict inevitability or final-outcome determinacy. The referred question need 
not be the sole remaining issue on which the final outcome of the appeal depends, and the referring 
Board need not first decide every other potentially dispositive issue. It is sufficient that the point of law 
arises out of the context of the pending case, is not merely theoretical, and that resolving it is 
reasonably relevant to the procedurally appropriate further course of the appeal. The further 
requirements of Article 112(1)(a) EPC remain unaffected: the decision of the Enlarged Board must be 
required to ensure uniform application of the law or because a point of law of fundamental 
importance arises.  
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This is the situation addressed in Question 1. It presupposes that the point of law arises out of the 
context of the case pending before the referring Board and that, in the circumstances of the 
proceedings, it is reasonable for the Board to examine and decide that point next. In such 
circumstances, a decision of the Enlarged Board may be considered “required” for the purposes of 
Article 112(1)(a) EPC. That assessment remains subject to the Enlarged Board’s own examination of 
whether a decision is ‘required’ under Article 112(1)(a) EPC. 

1.3. Proposed answer 

Question 1 should be answered in the affirmative: a decision may be considered “required” within the 
meaning of Article 112(1)(a) EPC where the referred point of law arises out of the context of the 
pending case and is not merely theoretical, and where resolving it is reasonably relevant to the 
procedurally appropriate further course of the appeal. It is not necessary that all other potentially 
dispositive issues have first been decided, or that the referred question be the sole remaining issue on 
which the final outcome of the appeal depends. It is sufficient that the referring Board’s assessment 
that the point should be decided next is objectively grounded and plausible, provided that the 
requested decision is required for one of the purposes specified in Article 112(1)(a) EPC, namely to 
ensure uniform application of the law or because a point of law of fundamental importance arises. 

 

2. Question 2(a): Description-based interpretation of claim terms 

Question 2(a) concerns whether features, definitions or technical explanations disclosed only in the 
description or drawings may be taken into account when interpreting a granted claim, including where 
this leads to a restrictive reading of claim terms.  

2.1. The established premise under G 1/24 

In G 1/24, the Enlarged Board held that “[t]he claims are the starting point and the basis for assessing 
the patentability of an invention under Articles 52 to 57 EPC” and that “[t]he description and drawings 
shall always be consulted to interpret the claims when assessing the patentability of an invention 
under Articles 52 to 57 EPC, and not only if the person skilled in the art finds a claim to be unclear or 
ambiguous when read in isolation” (G 1/24, Order; see also Reasons 12 and 18). 

Accordingly, the claims are not first given a definitive meaning in isolation, with the description being 
consulted only afterwards in exceptional cases. G 1/24 makes this clear by stating that “[t]he finding 
that the language of a claim is clear and unambiguous is an act of interpretation, not a preliminary 
stage to such an interpretative act” (G 1/24, Reasons 17). Thus, the meaning of a claim term cannot 
first be fixed without considering the description. 

The issue under Question 2(a) is therefore not whether the description and drawings may be 
consulted. They must be consulted. The issue is what limits apply where the description gives a claim 
term a meaning different from the meaning it would have when read in isolation. 
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2.2. Legal principles 

The description may influence the meaning of a claim feature, but it may not cause the claim feature 
to disappear as that feature. The claim feature must remain identifiable as the same technical feature 
within the claimed subject-matter. 

This is supported by G 1/24 and the structure of the EPC. According to the headnote of G 1/24, the 
claims are the starting point for the assessment of patentability. Their role is central to feature 
interpretation, meaning that the technical identity of features defined in the claim must be preserved 
upon interpretation.  

Article 69(1) EPC provides that “[t]he extent of the protection conferred by a European patent or a 
European patent application shall be determined by the claims”, while “[n]evertheless, the description 
and drawings shall be used to interpret the claims”. The description is therefore not an independent 
source of protection. Its function is interpretative.  

Article 84 EPC and Rule 43(1) EPC point in the same direction. Article 84 EPC provides that “[t]he claims 
shall define the matter for which protection is sought”. Rule 43(1) EPC requires the claims to define 
that matter “in terms of the technical features of the invention”. It is therefore evident that the claims 
have a significant relevance to patent protection and must be taken into account.  

On the other hand, G 1/24 clarifies that Article 84 EPC is only “formal in nature”, “does not mention 
the invention” and “provides no guidance on how to interpret claims”; it “only sets out an instruction 
to the drafter of what needs to be in the claims, and an instruction to the EPO to determine whether 
the claims meet that purpose” (G 1/24, Reasons 8). However, that limitation of Article 84 EPC 
regarding claim interpretation does not make Article 84 EPC irrelevant. It confirms the systemic role of 
the claims: the technical features for which protection is sought must be found in the claims. 

Therefore, if the description could transform a claimed feature into a different technical feature, 
Article 69 EPC, Article 84 EPC and Rule 43(1) EPC would lose their legally intended function. The claim 
would no longer define the matter for which protection is sought. It would merely provide a verbal 
placeholder, while the actual subject-matter would be supplied by the description.  

Consequently, after consulting the description, a claim feature must remain identifiable as the same 
technical feature within the claimed subject-matter – it must keep its technical identity. 
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2.3. Case law 

2.3.1. T 0439/22 – unitary process 

This approach is supported by T 0439/22. The Board held that claim interpretation results from reading 
the claims together with the description and drawings as a “unitary process” (T 0439/22, Reasons 2.4). 
A definition in the description is to be taken at face value if it is “technically reasonable” and consistent 
with the “overall teaching of the claims, description and figures”, taking into account both its 
broadening and limiting aspects (T 0439/22, Catchword 3; Reasons 3.4 and 6). 

A feature, definition or technical explanation in the description may therefore broaden or restrict the 
meaning of a claim term, provided that the technical identity of the defined feature is preserved. This 
excludes artificial definitions and reliance on specific embodiments or isolated or inconsistent 
passages. A patent may be its own lexicon, but not in the sense that any statement in the description 
can detach a claim feature from the technical teaching of the claim. The skilled person must recognise 
the definition as a technically meaningful explanation of that feature. 

The point can be illustrated by distinguishing permissible interpretation from replacement. A broader 
patent-specific definition of “gathered sheet”, such as the definition considered in T 0439/22 (which 
applied G 1/24 in the case from which the referral arose), may still preserve the technical identity of 
the feature, if it remains a sheet having a particular configuration in the claimed article. The precise 
meaning of “gathered” may be determined by the description, but the technical feature remains the 
same type of feature in the claimed subject-matter. 

By contrast, a claim to a “motorcycle” cannot become a claim to any means of transport, including cars 
and aircraft, because the description states that “motorcycle” is to be understood broadly. Such a 
reading would not preserve the technical identity of the feature “motorcycle”. It would replace it by a 
different technical category. 

2.3.2. Confirmation by G 6/88 

The approach is also consistent with G 6/88. In that case, the Enlarged Board held that a claim to the 
use of a known compound for a particular purpose, where that purpose is based on a technical effect 
described in the patent, “should be interpreted as including that technical effect as a functional 
technical feature” (G 6/88, Headnote and Order). The description therefore shaped the technical 
content of the claim. However, it did so by qualifying the claimed use; it did not replace the claimed 
subject-matter by an unrelated technical concept – the technical identity of the subject-matter was 
preserved. 

G 6/88 also states the underlying balance in general terms. The Enlarged Board explained that the 
object of the Protocol on the Interpretation of Article 69 EPC is “to avoid too much emphasis on the 
literal wording of the claims when considered in isolation from the remainder of the text of the patent 
in which they appear”, and also “to avoid too much emphasis upon the general inventive concept 
disclosed in the text of the patent as compared to the relevant prior art, without sufficient regard also 
to the wording of the claims as a means of definition” (G 6/88, Reasons 3). Accordingly, the claim 
wording must retain its function as a means of definition and may not be overridden by the general 
inventive concept disclosed in the patent. 
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2.3.3. Application by the UPC 

This is also how the UPC decision in Agfa v Gucci, UPC_CFI_278/2023, can be understood. The 
Hamburg Local Division held that the definition of claimed features based on the principle that a 
patent may be used as its “own lexicon” is “limited to those parts of the description that are related to 
the feature in question” (Headnote 2). It further held that “[s]pecifications in the description that are 
not consistent with the granted claims cannot serve as a basis of a broad interpretation of a claim” 
(Headnote 3).  

This should not be read as an absolute rule that the description may restrict but never broaden a claim 
term. Rather, Agfa v Gucci illustrates that a broad interpretation cannot be based on material that is 
inconsistent with the granted claims, i.e. that incoherent features of the description cannot serve as a 
basis for broad claim interpretation.  

2.3.4. Analogy to infringement by equivalent means 

The concept of technical identity also finds an analogous counterpart in the law of patent infringement 
by equivalent means. That case law addresses a different legal question and is not suggested here as a 
legal basis for claim interpretation. It nevertheless illustrates a more general principle concerning the 
relationship between a claimed feature and a technically modified alternative. 

2.3.4.1. German case law 

Under German case law, infringement by equivalent means requires three conditions: equivalent 
effect (“Gleichwirkung”), accessibility of the alternative means to the skilled person (“Auffindbarkeit”), 
and orientation of the skilled person’s considerations towards the patent claim (“Orientierung am 
Patentanspruch”). A comprehensive summary of these requirements is given in OLG Düsseldorf, 
judgment of 12 September 2025 – 2 U 60/25, referring inter alia to the German Federal Court 
decisions Schneidmesser I (BGH, GRUR 2002, 511 – X ZR 168/00), Okklusionsvorrichtung (BGH, GRUR 
2011, 313 – X ZR 16/09), Pemetrexed (BGH, GRUR 2016, 921 – X ZR 29/15), V-förmige 
Führungsanordnung (BGH, GRUR 2016, 1254 – X ZR 76/14) and Kranarm (BGH, GRUR 2021, 574 – X ZR 
16/17). 

For “equivalent effect”, the relevant question is which technical effects the individual claim features, 
both separately and in their combination, provide for solving the problem addressed by the patent. 
This combination of effects represents the patented solution. The alternative equivalent means must 
achieve substantially the effect which the replaced claim feature is intended to achieve within that 
solution. The assessment is therefore directed not at an abstract similarity between two means, but at 
the technical function assigned to the particular claim feature within the claimed invention. 

Further, particularly relevant in the present context, the “skilled person’s considerations” must be 
oriented towards the meaning of the technical teaching protected by the patent claim to such an 
extent that the alternative is recognised as an equivalent solution. It is insufficient that the skilled 
person, merely on the basis of general technical knowledge, could identify another technically sensible 
and equally effective solution. The patent claim, with all of its features, must remain the starting point 
and the authoritative basis of the skilled person’s considerations. 
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Although these principles concern infringement by equivalent means rather than claim interpretation, 
they illustrate the same underlying boundary relevant here: a potential departure from the literal 
expression of a claim feature remains linked to that feature only if its technical function within the 
claimed teaching is preserved and the skilled person’s reasoning remains anchored in the technical 
teaching of the claim. This provides an established analogy for using preservation of the technical 
identity of the claimed feature as a limit on patent-specific definitions. 

2.3.4.2. UPC case law 

A comparable feature-oriented approach has emerged in the UPC case law on equivalence. In Plant-e v 
Arkyne (UPC_CFI_239/2023, LD The Hague, 22 November 2024), the Hague Local Division asked, inter 
alia, whether the variant performs essentially the same function in solving essentially the same 
problem and whether extending protection remains compatible with reasonable legal certainty for 
third parties (in this case, whether the skilled person would understand from the patent that the scope 
of the invention is broader than what is claimed literally). More recently, in Wonderland v Cybex 
(UPC_CFI_807/2024 and UPC_CFI_334/2025, 27 May 2026), the Düsseldorf Local Division expressly 
emphasised that technical equivalence cannot be assessed merely by reference to the general object 
of the invention; the function of each exchanged claim feature within the invention must be identified 
and the alternative must essentially perform that function. 

Although equivalence concerns the extension of protection to an alternative rather than the 
interpretation of a definition, the underlying problem is comparable: how far may one move away 
from the literal expression of a particular claim feature without losing the technical identity which the 
claim has selected? The feature-specific focus used in German and UPC equivalence case law thus 
supports using preservation of the technical identity of the claimed feature as the relevant boundary, 
with the technical function assigned to that feature serving as a relevant indicator of whether its 
technical identity is preserved. 

2.4. Definitions taken from embodiments 

This does not mean that every statement appearing in the description may be transformed into a claim 
limitation. A distinction must be made between a general definition or explanation of a claim term and 
technical details disclosed only in specific embodiments. Such embodiment-specific details do not 
generally define the claim term merely because they describe one way of carrying out the invention. 

This distinction is also in line with post-G 1/24 decisions, for example T 2027/23. There, the Board held 
that a claim should not be given a narrower meaning merely on the basis of features contained in 
embodiments of the invention and rejected an attempt to align broader claim wording with narrower 
embodiments by “interpretative somersaults” (T 2027/23, Reasons 3.5.6 and 3.5.8). In particular, the 
Board emphasised that it is not permissible to read limitations from specific embodiments into the 
claim if these are not reflected in the claim wording itself (T 2027/23, Reasons 3.5.6). 
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2.5. Legal certainty  

T 1999/23 expressed the concern that allowing a claim feature to be given a narrower meaning based 
on a restrictive definition contained only in the description may undermine legal certainty for third 
parties. That concern is legitimate. However, following G 1/24, it cannot justify a general rule under 
which restrictive definitions are disregarded while broadening definitions remain capable of affecting 
claim interpretation. Since the description, including any definitions contained therein, must always be 
taken into account, restrictive and broadening definitions create opposite but structurally equivalent 
risks for legal certainty. 

Where the description defines a claim term more narrowly than its wording may suggest when read in 
isolation, the claim may appear to third parties to be broader than the subject-matter resulting from 
interpretation of the patent as a whole. Where the description defines the same term more broadly, 
the converse problem arises: the claim may appear narrower than it actually is. A third party relying on 
the claim wording alone may then consider an activity to fall outside the patent, although the patent-
specific definition brings it within the properly interpreted claim.  

There is therefore no inherent legal-certainty advantage in accepting broadening definitions while 
rejecting restrictive ones. Legal uncertainty may arise in either direction. On the other hand, a 
comparable principle has been applied for decades in the context of infringement by equivalent 
means, where it is likewise established that the assessment cannot be based solely on the literal 
wording of the claim, but must instead be grounded in the technical teaching of the patent as a whole. 

In this respect, the reasoning subsequently adopted in T 1226/23 is not entirely convincing. Referring 
to T 1999/23, that decision formulated the broader proposition that a restrictive definition in the 
description may not be used to restrict claim subject-matter which would otherwise be clearly broader 
for the skilled person. Such an approach risks reintroducing, in substance, the very distinction rejected 
in G 1/24: the meaning of the claim is first determined from the claim wording itself and treated as 
sufficiently clear, while the description is subsequently prevented from altering that meaning. Yet G 
1/24 expressly recognises that determining whether a claim has a clear meaning is itself an act of 
interpretation and that the description must form part of that interpretative process. The statement 
that the claims are the “starting point and the basis” of the assessment cannot therefore mean that a 
meaning attributed to the claim before consideration of the description is insulated against a genuine 
patent-specific definition merely because that definition is restrictive. 

The same applies to the legal-certainty reasoning in T 1999/23. Legal certainty cannot, by itself, 
provide a principled basis for disregarding a restrictive definition while allowing a broadening 
definition to influence the meaning of the same claim term. The relevant distinction should instead be 
whether the skilled person recognises the passage as a definition of the claimed technical feature and 
whether the meaning thereby attributed to that feature preserves its technical identity within the 
claimed subject-matter. Whether that definition broadens or restricts the meaning which the term 
might have when read in isolation should not, as such, be decisive. 
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The appropriate safeguard for legal certainty lies primarily at the examination stage. G 1/24 itself 
emphasises the importance of high-quality examination under Article 84 EPC and states that the 
correct response to lack of clarity in a claim is amendment (Reasons 20). Where a patent-specific 
definition materially affects the meaning of a claimed feature, legal certainty for third parties is best 
served by requiring the applicant to express that meaning sufficiently clearly in the claim itself rather 
than leaving it to be reconstructed only from the description after grant. This applies in particular 
where patentability depends on a restrictive definition in the description. In such a case, the applicant 
should not obtain the benefit of the narrower meaning for the purposes of examination while leaving 
broader wording unchanged in the granted claim; the limiting meaning should instead be reflected in 
the claim. 

2.6. Proposed answer 

Question 2(a) should be answered as follows: 

The fact that the claims are the starting point and the basis for assessing patentability does not 
generally preclude a patent-specific feature, definition or technical explanation disclosed only in the 
description or drawings from being taken into account when determining the meaning of a term used 
in a granted claim, including where this results in a restrictive or broader reading of that term, 
provided that the resulting interpretation preserves the technical identity of the claimed feature 
within the claimed invention and that the relevant disclosure is recognisable to the skilled person from 
the patent as defining or explaining that feature. 

3. Question 2(b): Claim-led interpretation and the role of general technical understanding 

Question 2(b) concerns in fact two separate issues. The first issue is whether claim interpretation is the 
result of reading the claims and consulting the description and drawings as a unitary process. The 
second issue is whether the fact that the claims are the starting point and the basis for assessing 
patentability rules out only those interpretations that, although derivable from the patent as a whole, 
clearly contradict the general technical understanding of the terms used in the claim. 

Both issues should be answered separately. 

3.1. A unitary process does not imply equal normative weight 

The first part of Question 2(b) should not be answered by treating the expression “unitary process” as 
self-explanatory because it may be understood in two different ways. 

If “unitary process” means that the claims, description and drawings have equal normative weight in 
determining the claimed subject-matter, the answer should be negative. G 1/24 does not establish 
such an approach. The Enlarged Board held that “[t]he claims are the starting point and the basis for 
assessing the patentability of an invention under Articles 52 to 57 EPC” and that “[t]he description and 
drawings shall always be consulted to interpret the claims when assessing the patentability of an 
invention under Articles 52 to 57 EPC” (G 1/24, Order; see also Reasons 12 and 18). These two 
statements must be read together. The description and drawings must always be consulted; however, 
they are consulted for the purpose of interpreting the claims. They do not become an equal source of 
the claimed subject-matter. 
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This is also consistent with Article 69(1) EPC, according to which the extent of protection is determined 
by the claims, while the description and drawings are used to interpret the claims. It is further 
consistent with Article 84 EPC and Rule 43(1) EPC, which require the claims to define the matter for 
which protection is sought in terms of the technical features of the invention. These provisions would 
be deprived of their function if the claimed subject-matter resulted from an undifferentiated 
assessment of the claims, description and drawings as materials of equal rank. 

Accordingly, claim interpretation is contextual, but it remains claim-led. The claims provide the 
technical framework and the features to be interpreted. The description and drawings provide the 
interpretative context. The requirement that they must always be consulted does not mean that the 
description may be used to displace the technical content of the claims. 

However, if “unitary process” means only that the claims must not be interpreted in isolation and that 
the description and drawings must always be consulted as part of the same interpretative exercise, the 
first part of Question 2(b) should be answered in the affirmative. In that sense, reading the claims and 
consulting the description and drawings form a unitary process. The skilled person does not first 
determine a final claim meaning without the description and then consult the description only in 
exceptional cases. Such an approach was explicitly rejected in G 1/24, see reasons 15 “The diverging 
case law […], where the description is referred to only in cases of unclarity or ambiguity, is contrary to 
the wording, and hence the principles, of Article 69 EPC”. Rather, the claims, description and drawings 
are considered together for the purpose of interpreting the claims, while the claims retain their 
leading role as the starting point and basis for assessing patentability. 

3.2. General technical understanding as a limit 

The second part of Question 2(b) is formulated in exclusive terms by asking whether the role of the 
claims rules out only the category of interpretations specified in the question. In the absence of 
further categories or examples in the referral, it does not appear necessary to determine conclusively 
whether no other circumstances may justify excluding an interpretation derived from the patent as a 
whole.  

The following observations are therefore limited to the specific category identified in the referred 
question, namely interpretations which clearly contradict the general technical understanding of the 
terms used in the claim. 

The fact that the claims are the starting point and the basis for assessing patentability does rule out 
interpretations that clearly contradict the general technical understanding of the terms used in the 
claim, where such an interpretation causes the claim feature to lose its technical identity. 

This follows from the requirement of preservation of the technical identity of the claimed feature 
within the claimed invention, see answer to question 2(a). If a technical term used in the claim has a 
clear meaning in the art and that meaning is consistent with the technical context of the claim, the 
description cannot be used to assign to that term a meaning which contradicts that understanding to 
such an extent that the claimed feature is no longer preserved. In such a case, the description would 
not interpret the claim feature. It would replace it. 
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3.3. Proposed answer 

Question 2(b) should be answered as follows: 

The first part of Question 2(b) should be answered in the affirmative, provided that “unitary process” 
is understood as meaning that the claims are not interpreted in isolation and that the description and 
drawings are always consulted as part of the same interpretative exercise. This does not imply that the 
claims, description and drawings have equal normative weight. Claim interpretation remains claim-led: 
the claims are the starting point and the basis for assessing patentability, while the description and 
drawings provide the interpretative context. 

The exclusive formulation of the second part of Question 2(b) should not be understood as requiring 
an exhaustive determination of all circumstances in which an interpretation derived from the patent as 
a whole must be excluded. As regards the specific category identified in the question, however, an 
interpretation which clearly contradicts the general technical understanding of the terms used in the 
claim must be excluded where such contradiction causes the claimed feature to lose its technical 
identity. To that extent, the second part of Question 2(b) should be answered in the affirmative. 

 

4. Answers to Questions 3(a) and 3(b) 

4.1. Question 3(a) 

4.1.1. Understanding of Question 3(a) 

Question 3(a) addresses whether for compliance with Article 123(2) EPC, a term used in a claim must 
be assessed against all interpretations that make technical sense to the skilled reader on the basis of 
the claim alone. 

Gold standard – G 2/10 

When assessing compliance with Article 123(2) EPC, a term used in an amended claim must be 
assessed with respect to the “gold standard”. The gold standard is reflected in the headnote of G 2/10, 
according to which “An amendment to a claim [...] infringes Article 123(2) EPC if the subject-matter 
[...] is not, be it explicitly or implicitly, directly and unambiguously disclosed to the skilled person using 
common general knowledge, in the application as filed. Determining whether or not that is the case 
requires a technical assessment of the overall technical circumstances of the individual case under 
consideration, taking into account the nature and extent of the disclosure in the application as filed, 
the nature and extent of the [...] subject-matter and its relationship with the subject-matter remaining 
in the claim after the amendment.” 

Although this passage concerns disclaimed subject-matter, it illustrates the general point that the 
assessment under Article 123(2) EPC requires a technical assessment of the amended subject-matter 
in its relationship with the disclosure as a whole. 
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Interpretation as a necessary step under Article 123(2) EPC 

In Reasons 4.5.1 of G 2/10, the Enlarged Board expressed this principle in terms of the “disclosure 
test”, namely that, after the amendment, the skilled person must not be presented with new technical 
information. The Enlarged Board notably did not confine such new technical information to the 
wording of the claims in isolation. Rather, in Reasons 4.5.2, it stated: “Whether the skilled person is 
presented with new information depends on how he or she would understand the amended claim 
[...]”. 

Applying the gold standard therefore first requires understanding the technical information conveyed 
by the amended claim. That identification is necessarily an act of interpretation. Before it can be 
assessed whether a feature is directly and unambiguously derivable from the application as filed, it 
must be determined what that feature technically means.  

Although G 1/24 concerned the assessment of patentability under Articles 52 to 57 EPC, the underlying 
methodological point can be understood more broadly: whenever the EPC requires the technical 
content of a claim to be assessed, that content must first be established by interpretation. Such 
interpretation should, consistently with the approach adopted in G 1/24, consider the description and 
drawings rather than the claim wording in isolation. 

It should be noted that, as a matter of logic and legal coherence, the same claim feature cannot be 
interpreted in one way for the purposes of Article 69 EPC and Articles 52 to 57 EPC, but in a broader 
way for the purposes of Article 123(2) EPC, where the very same technical meaning of that feature has 
to be determined. 

4.1.2. Answer to Question 3(a) 

Question 3(a) should therefore be answered in the negative: 

For Article 123(2) EPC, the relevant comparison is not between the application as filed and every 
technically sensible meaning that the words of the amended claim might have if read in isolation. 
Rather, the comparison is between the application as filed and the technical subject-matter which the 
amended claim conveys to the skilled person when properly interpreted in its technical context, 
including the description and drawings. 

Accordingly, a term used in an amended claim must not be assessed against all interpretations that 
might make technical sense based on the claim wording alone. 
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4.2. Question 3(b) 

Question 3(b) concerns whether, if claim-alone interpretations are not decisive under Article 123(2) 
EPC, the gold standard is satisfied where the subject-matter conveyed by the claim, properly 
interpreted against the background of the patent specification as a whole, is directly and 
unambiguously derivable from the application as filed. 

Article 123(2) EPC does not assess the meaning of an amended term in the abstract. It assesses 
whether the subject-matter resulting from the amendment is directly and unambiguously derivable 
from the application as filed. The subject-matter resulting from the amendment can only be 
determined by interpreting the amended claim. If claim interpretation is not an isolated linguistic 
exercise but requires the claim to be read in the context of the description and drawings, the 
comparison under Article 123(2) EPC must be made on the basis of the claim so interpreted. 

Accordingly, the relevant test under Article 123(2) EPC is whether the technical teaching conveyed by 
the amended claim, when properly interpreted in that context, is directly and unambiguously derivable 
from the application as filed. The gold standard therefore remains fully applicable, but it is applied to 
the subject-matter actually conveyed by the properly interpreted claim, not to further meanings 
arising only from an isolated reading of the claim wording. 

Question 3(b) should therefore be answered in the affirmative: 

It is sufficient and constitutes the relevant test under Article 123(2) EPC, if the interpretations of the 
subject-matter of the claim established against the background of the patent specification as a whole, 
i.e. the technical subject-matter conveyed by the claim when so interpreted, are directly and 
unambiguously derivable from the application as filed.  
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5. Legal questions 

We respectfully emphasise the importance of answering the specific legal questions referred to the 
Enlarged Board of Appeal. These questions are: 

(1) May a decision be considered to be "required" for the purposes of Article 112(1) EPC, if the 
referring Board demonstrates that the point of law in question arises out of the context of the 
case pending before it and, in the circumstances of the proceedings, it is reasonable for the 
Board to examine it and decide on it next? 

Answer to question (1): Yes. A decision may be considered required within the meaning of 
Article 112(1)(a) EPC where the referred point of law arises out of the context of the pending 
case and is not merely theoretical, but may reasonably have a practical bearing on the further 
course or decision of the appeal. It is not necessary that the referred question be the sole 
remaining issue on which the final outcome of the appeal depends, provided that clarification 
by the Enlarged Board serves uniform application of the law or concerns a point of law of 
fundamental importance. 

(2a)  Does the fact that the claims are the starting point and the basis for assessing the patentability 
of an invention generally preclude a feature which is only disclosed in the description or the 
drawings of a patent from being read into the meaning of a granted claim, in particular if this 
leads to a restrictive reading of terms used in the claim? 

Answer to question (2a): No. The fact that the claims are the starting point and the basis for 
assessing patentability does not generally preclude a patent-specific feature, definition or 
technical explanation disclosed only in the description or drawings from being taken into 
account when determining the meaning of a term used in a granted claim, including where this 
results in a restrictive or broader reading of that term, provided that the resulting interpretation 
preserves the technical identity of the claimed feature within the claimed invention and that 
the relevant disclosure is recognisable to the skilled person from the patent as defining or 
explaining that feature.  

(2b)  If the answer to question (2)(a) is no: is claim interpretation the result of both reading the 
claims and consulting the description and drawings as a unitary process and does the claim 
being the starting point and the basis for assessing the patentability rule out only those 
interpretations which can be derived from the patent as a whole but would clearly contradict 
the general technical understanding of the terms used in the claim? 

Answer to question (2b): Question 2(b) contains two distinct issues which should be answered 
separately. The first issue is whether claim interpretation is the result of reading the claims and 
consulting the description and drawings as a unitary process. The second issue is whether the 
fact that the claims are the starting point and the basis for assessing patentability rules out 
only those interpretations that, although derivable from the patent as a whole, clearly 
contradict the general technical understanding of the terms used in the claim. 
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The first part of Question 2(b) should be answered in the affirmative, provided that “unitary 
process” is understood as meaning that the claims are not interpreted in isolation and that the 
description and drawings are always consulted as part of the same interpretative exercise. This 
does not imply that the claims, description and drawings have equal normative weight. Claim 
interpretation remains claim-led: the claims are the starting point and the basis for assessing 
patentability, while the description and drawings provide the interpretative context. 

The exclusive formulation of the second part of Question 2(b) should not be understood as 
requiring an exhaustive determination of all circumstances in which an interpretation derived 
from the patent as a whole must be excluded. As regards the specific category identified in the 
question, however, an interpretation which clearly contradicts the general technical 
understanding of the terms used in the claim must be excluded where such contradiction 
causes the claimed feature to lose its technical identity. To that extent, the second part of 
Question 2(b) should also be answered in the affirmative. 

(3a)  When assessing compliance with Article 123(2) EPC, must a term used in a claim be assessed 
against all interpretations that make technical sense to the skilled reader on the basis of the 
claim alone? 

Answer to question (3a): No. For Article 123(2) EPC, the relevant comparison is not between 
the application as filed and every technically sensible meaning that the words of the amended 
claim might have if read in isolation. Rather, the comparison is between the application as filed 
and the technical subject-matter which the amended claim conveys to the skilled person when 
properly interpreted in its technical context, including the description and drawings. 
Accordingly, a term used in an amended claim must not be assessed against all interpretations 
that might make technical sense based on the claim wording alone. 

(3b)  If the answer to question (3)(a) is no: is it sufficient that only the interpretations of the subject-
matter of the claim established against the background of the patent specification as a whole 
are directly and unambiguously derivable from the application as filed? 

Answer to question (3b): Yes. It is sufficient and constitutes the relevant test under Article 
123(2) EPC, if the interpretations of the subject-matter of the claim established against the 
background of the patent specification as a whole, i.e. the technical subject-matter conveyed 
by the claim when so interpreted, are directly and unambiguously derivable from the 
application as filed. 

 

 

Yours faithfully, 

//Dr. Michael Schmid// 

European Patent Attorney 
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