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1. Introduction

In October 2021, the Group B+ delegations decided to spend the 2021-2022 work cycle consulting
stakeholders inter alia on the Industry Trilateral's (IT3) “Elements Paper” of September 2020.

National stakeholder consultations on user proposals for substantive patent law harmonisation
(SPLH) based on a Common Consultation Document were held by 19 member states’ in April and
May 2022, so as to yield data which could be consolidated and compared, to have a European
overview of stakeholder positions. In addition to the IT3 Elements Paper, European delegations
consulted on both the FICPI Position on Patent Law Harmonization (Group B+) of 2018, as well as
relevant AIPPI Resolutions, in particular on: the grace period (2013), prior user rights (2014) and
conflicting applications (2018). The EPO was entrusted with producing a report consolidating all the
European data and analysing it for Europe as a whole.

However, it is also important that stakeholders having participated in the consultation be able to
consult a snapshot of the positions prevailing in their own jurisdictions, and it was agreed that, as is
usual after a consultation, reports would be drawn up by the delegations giving an overview of the
respective national outcomes.

The EPO was called upon to consult the epi, and a short report was drawn up summarising the
written submission received, which is also included here.

The national reports are collated in alphabetical order.

" Although one Member State did not receive any responses (Sl). It was nevertheless considered very positive
that some Member States not usually closely involved in the SPLH process made a great effort to inform and
involve their users on this occasion.



2. Belgium

NATIONAL REPORT FROM BELGIUM ON

THE COMMON CONSULTATION ON USER PROPOSALS FOR
SUBSTANTIVE PATENT LAW HARMONISATION

Belgium held a national consultation on user proposals for substantive patent law harmonisation on
the basis of the Common Consultation Document provided by the European Patent Office (EPO)
and approved by the Member States of the European Patent Organisation. The national consultation
was conducted electronically using an automated form established by the EPO and made available
online by the Belgian Intellectual Property Office (IPObel). Members of the Belgian Council for
Intellectual Property — Section “Industrial Property” were informed of the national consultation on 8
April 2022 and were invited to provide their feedback on a voluntary basis by 25 May 2022.

IPObel received feedback from one respondent. This person is a resident of Belgium, patent
attorney, as well as a member of the Council for Intellectual Property. The opinion provided is the
person’s own and does not form any indication of a possible position of the Council for Intellectual
Property nor of any other organisation.

The patent attorney concerned is primarily active in the area of mechanics and has filed more than
five but less than 49 patent applications in the last five years. Of those patent applications, five or
less were PCT or European patent applications.

As to the substance of the consultation, the respondent regards international substantive patent law
harmonisation as very important for users of the European patent system. In this context, he notes
not to be in favour of a grace period, regardless of its definition. In his own words, a “grace period
will render the patent procedure more complicated and more expensive, and may even contribute to
uncertainty”.

With regard to the various proposals for achieving international harmonisation in the field of
substantive patent law, the respondent supports the IT3 Elements Paper as a way forward and as a
basis for future work, more than the FICPI Proposal or the AIPPI Resolutions in respect of which he
indicates to be neutral. This is true not only for the proposals as a whole, but also regarding the
various normative aspects of all three proposals, and more specifically the grace period, conflicting
applications and prior user rights. In this context, the respondent marks the IT3 Elements Paper as
“the best balanced solution if a grace period would be introduced”.

In summary, the Belgian stakeholder who responded to the national consultation on user proposals
for substantive patent law harmonisation indicated to be in favour of the IT3 Elements Paper as the
basis for future work. Such harmonisation should not lead to the introduction of a grace period in
Europe. As there was only one person responding to the national consultation, results cannot be
considered as representative, however, for Belgian stakeholders as a whole.



3. Croatia

CROATIA
Report on the National User Consultation on SPLH (2022)

National consultation method

There were 6 respondents: one user association representing SMEs and research organisations,
and 5 individual entities (2 universities/research institutions and one company who filed patent
applications, as well as an SME and one company who did not).

Responses

With regard to SPLH, 4 respondents considered the process “very important” or “important”,
(including all the respondents who filed patent applications and the stakeholder association), whilst
an SME was neutral on this point and one company which did not file patent applications considered
it “slightly important”.

All the respondents were in favour of a grace period. The stakeholder association responded that it
was in favour of the grace period, but only if it was defined as a safety-net grace period. Two
respondents approved of a grace period only if it was itself internationally harmonised, whilst two
respondents were in favour of a grace period regardless of its definition, one of which was a
pharmaceutical company which referred to the difficulties encountered in that field in the case of
clinical studies. Finally, one respondent’s approval was conditional on the grace period both being
defined as a safety-net and being itself internationally harmonised, pointing out that both criteria
promoted legal certainty and clarity/simplicity. That respondent believed that the grace period should
cover “exceptional situations of unfortunate or accidental disclosures” rather than becoming the
norm, so whilst it should “definitely exist”, its scope should be “strongly restricted”.

Four respondents chose the IT3 Elements Paper as their preferred package, with one stating that it
“seemed the most constructive”, and another repeating the self-describing statement of the IT3 that
it was “intended to fairly balance the interests of all entities, large and small, individuals and
universities, in a patent system that encourages innovation and protects the rights of innovators and
third parties”. One respondent preferred the FICPI Proposal, stating that it strived for a safety-net
grace period and minimizing costs for applicants (for example, with the voluntary declaration), whilst
suggesting that the FICPI Proposal be complemented by the other two proposals for matters not
addressed by FICPI. Finally, one respondent favoured the AIPPI Resolutions, because they were
clearly written and brought “some novel ideas”.

Most results were consistent, with respondents rating their preferred package higher than the others,
and their preference being mirrored also in the ratings of the sets of norms. However, as far as
conflicting applications were concerned, it can be remarked that four respondents were neutral as to



both the FICPI and AIPPI proposals which, as seen elsewhere, both reflected the basic system of
the EPC, whilst two respondents gave them different ratings. Moreover, one respondent preferring
the IT3 Elements Paper rated all the packages negatively, before rating all three sets of IT3 norms
as “rather positive” and giving the AIPPI and FICPI neutral ratings throughout, which appears a little
difficult to conciliate.

The ratings of the sets of norms on grace period, conflicting applications and prior user rights are
consigned in the table below.

IT3 | FICPI | APPI | IT3 | FICPI | AIPPI | IT3 | FICPI | AIPPI
1 1 1 1 1 - 1 1 -

3 1 2 2 - 1 2 - 3
2 3 2 3 4 4 2 4 3

- - - - - - 1 - -

- 1 1 - - 1 - 1 -

- - - - 1 - - - -

Conclusion

A majority of Croatian respondents believed that SPLH is either “important” or “very
important”. All 6 respondents to the Croatian national consultation were in favour of a grace
period, 2 of them regardless of its definition, but the other 4 subject to the grace period being
defined as a safety net, being internationally harmonised or both. The preferred package
was the IT3 Elements Paper, but on the questions concerning conflicting applications and
prior user rights, the respondents’ answers were more neutral and seeking alternative
solutions in the other two packages.



4. Czech Republic

Czech Republic
National Report

For the convenience of the respondents, the IPO CZ had the questionnaire and accompanying text
translated into Czech. The questionnaire and accompanying text were then published on the Office's
website and sent to representatives of user associations and stakeholders.

As part of the national consultation, the IPO CZ received 8 responses to the questionnaire on the
Common Consultation Document. Of these, 3 responses were from universities and research
institutions, 2 from lawyers and patent attorneys, 1 from a corporation, 1 from a company and 1 from
a user association.

4 respondents considered harmonisation of substantive patent law important, 2 considered it very
important and 2 considered it slightly important. Regarding the introduction of a "grace period", only
1 respondent expressed that he did not know or did not want to answer, the others are in favour of
its introduction but under conditions where it is defined as a safety net (4) or internationally
harmonised (3). When grading the different packages, 3 respondents had a rather positive opinion
on the IT3 Elements Paper, 2 neutral and 1 supports it as the way forward. For the FICPI proposal,
4 respondents had a rather positive opinion, 3 neutral and 1 would support it as a way forward. On
the AIPPI decision, 7 respondents had a rather positive opinion and 1 had a neutral opinion. As a
basis for future work, 4 respondents would most like to see the AIPPI resolution, 3 the FICPI proposal
and 1 the IT3 Elements Paper.

On the norms relating to the "grace period" as proposed by IT3, 3 respondents had a rather positive
opinion, 2 had a neutral opinion, 1 supported it as a way forward, 1 had a rather negative opinion
and 1 did not know or did not want to answer. On the FICPI proposal, 3 respondents had a rather
positive opinion, 3 had a neutral opinion, 1 supported it as a way forward and 1 did not know or did
not want to answer. On the AIPPI proposal, 7 respondents had a rather positive opinion and 1 did
not know or did not want to answer.

As for the norms relating to “conflicting applications” as proposed by IT3 had a rather positive opinion,
1 had a neutral opinion, 3 supported it as a way forward and 1 did not know or did not want to answer.
On the FICPI proposal, 5 respondents had a neutral opinion, 1 had a rather positive opinion, 1
supported it as a way forward and 1 did not know or did not want to answer. On the AIPPI proposal,
3 respondents had a neutral opinion, 3 had a rather positive opinion and 2 supported it as the way
forward.

With regard to the norms relating to “prior user rights” as proposed by IT3, 3 respondents had a
rather positive opinion, 2 had a neutral opinion, 1 supported it as a way forward, 1 had a rather
negative opinion and 1 did not know or did not want to answer. On the FICPI proposal, 4 respondents
had a rather positive opinion, 2 had a neutral opinion, 1 supported it as a way forward and 1 did not
know or did not want to answer. On the AIPPI proposal, 5 respondents had a rather positive opinion,
2 had a neutral opinion and 1 supported it as the way forward.

Additional comments provided by respondents in terms of proposed solutions were available in the
table containing the responses.



5. Denmark

DENMARK
Report on the National User Consultation on SPLH (2022)

National consultation method

The consultation process as part of the Common Consultation was conducted in written form by e-
mail. More than 130 recipients are listed as Danish IP users on the hearing list by the Danish Patent
and Trademark Office. All main IP stakeholders and user associations in Denmark are part of the list
and includes academia, private companies, etc. The hearing e-mail was distributed on 5 April 2022
with a deadline to provide answers by 16 May 2022. It contained the background for the consultation
in Danish language, with the unaltered form of the Common Consultation Document attached. The
e-mail further provided information on how the answers would be compiled and provided to the EPO
in anonymized form for analysis. There were four responses: three user associations and one
university/research institution.

Responses
General positions on SPLH and the grace period

The research institution rated substantive patent law harmonisation as “very important”, two user
associations rated it as “important”, whereas the third association rated it as “not important”.

Two of the three user associations were in favour of grace period, provided it was defined as a
“safety-net”.

One association was against the grace period, arguing that a grace period was not needed for IPR-
intensive companies, which the respondent represented. Implementation of the grace period would
introduce additional administrative work and uncertainties regarding precedents and court decisions,
whilst third parties would be negatively impacted by the legal uncertainty.

The research institution was also against the grace period, regardless of its definition, explaining that
without it, less costs were associated with filing, prosecution and defence. Without the grace period,
there was also less of a burden to prove that an item was prior art, and it was easier and faster to
gain “transparency of the existing IP landscape”, i.e. freedom-to-operate opinions.

Assessment of the three packages

The three packages were rated as follows:




Do not know/N.A. - - 1

As far as preferred packages were concerned, two user associations chose the AIPPI Resolutions,
whilst one preferred the FICPI Proposal. The research institution preferred the IT3 Elements Paper,
opining that it introduced “the strictest interpretation of the grace period” of the three proposed
packages.

One user association which rated the IT3 Elements Paper and the FICPI Proposal rather negatively,
but the AIPPI positively, did not evaluate the different sets of norms. Likewise, the research institution
which preferred the IT3 package rated the IT3 grace period norms positively, and gave the FICPI
and AIPPI grace period norms a neutral rating, but did not evaluate the norms on conflicting
applications and prior user rights. The other two user associations would support their respective
preferred package (AIPPI or FICPI) as a way forward for all three sets of norms, both gave the IT3
neutral ratings throughout, and the respective other package “rather positive” ratings throughout.

Conclusion

Opinions in Denmark were split on both the principle of the grace period and the packages
themselves, but the results of the evaluations were consistent.




7. Finland

FINLAND
Report on the National User Consultation on SPLH (2022)

National consultation method

The Common Consultation Document was distributed by the Finnish Patent and Registration Office
to stakeholders with the request to distribute the document further to members and users. Two
responses by stakeholder associations were received.

Response
General positions on SPLH and the grace period

Both respondents believe that substantive patent law harmonisation (SPLH) is “important”.

The respondents are both in favour of the grace period, but only if it is defined as a safety-net grace
period, and one of them added that it believed it should itself be internationally harmonised, as
businesses (especially SMEs) needed to be sure that conditions and requirements do not vary in
different territories. The patent system must strive to be coherent and promote legal certainty, which
cannot be achieved if the grace period and its components vary. The importance of the
harmonisation of the definition of “safety-net” was emphasised.

Assessment of the three proposals

Although the AIPPI Resolutions were chosen as the preferred package by both respondents, the
user proposals of FICPI and AIPPI were rated very similarly, both receiving a “rather positive opinion”
by both associations. One user association gave the IT3 Elements Paper a “neutral” rating whereas
the other replied it “did not know” how to evaluate it.

The respondents’ reasons for preferring the AIPPI package were in one case that they viewed it as
being the most balanced. In the other, the clear statement of the AIPPI that the grace period should
be calculated from the earlier of the filing or priority date tipped the scales, although the respondent
acknowledged that the AIPPI and FICPI Proposals were similar.

Regarding the sets of norms, one respondent only rated the conflicting application norms, supporting
the FICPI Proposal as a way forward, having a positive opinion of the AIPPI Resolutions, and
responding that they “did not know” to the compromise proposal of the IT3.

Regarding the grace period and conflicting application norms, the other respondent supported the
AIPPI norms as a way forward, had a rather positive opinion of the FICPI norms but did not know
about the IT3 norms. As for the norms on prior user rights, the AIPPI norms were given a rather
positive opinion, the FICPI norms were considered “neutral” and the respondent “did not know” how
to evaluate the IT3 norms.

In concluding comments, one of the respondents summarised its views that the best solution would
be a mix of elements of the FICPI Proposal and AIPPI Resolutions regarding the prior user right

10



(PUR). They preferred the practice proposed by AIPPI that a "good faith" principle should apply. On
the other hand, it found that FICPI gave guidance on conditions for the prior user right to arise, that
activities should be ongoing immediately before the critical date and that the activities should be to
similar subject-matter as in the patent, and regarding the scope of the prior user right, that only minor
modifications should be permitted. It also preferred the FICPI view that the burden of proof should
lie with the prior user claiming the PUR. [Note: AIPPI did not address this issue].
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1.1.1.

8. France

Common Consultation, amongst European patent stakeholders, on
International Patent Law Harmonization on behalf of the B+ Group

National report from France

This report presents the results of the consultation carried out in France with the help of the common
questionnaire produced by the European Patent Office (EPO) following the decision, in November
2021, of the EPO's Patent Law Committee to carry out a concerted consultation of stakeholders in
Europe on certain specific points: the grace period, prior user rights and conflicting applications. The
questionnaire was based on several proposals for international harmonization of substantive patent
law prepared by several user associations (IT3, FICPI, AIPPI). The purpose of the questionnaire was
to determine the extent to which certain proposals have more or less support among European users.

Methodology

The common questionnaire was first translated into French for a better accessibility to the French
public. It was then posted, along with an explanatory text and the three proposals (IT3, FICPI, AIPPI),
on the inpi.fr website: https://www.inpi.fr/fr/harmonisation-du-droit-des-brevets-vous-etesutilisateur-
du-systeme-national-donnez-votre-avis-sur

The two versions of the common questionnaire (English and French) were available.

Then, this information as well as the link for the consultation were relayed in the legal review of
reference published by the INPI for the professionals (PIBD, Propriété industrielle - Bulletin
documentaire), and also by e-mail via three main channels: in a personalized way to the presidents
of the main users associations, to a mailing list containing usual users of the patent system (large
companies of the Industry, IP advisors...), to a mailing list containing structures of valorisation and
SMEs.

The consultation was opened on April 25, 2022 and closed on May 25, 2022.
15 responses were received during this period.

Results by type of respondent

1.1. User associations

Three user associations responded:

- The National Company of Industrial Property Attorneys (CNCPI)
- The Association of Industrial Property Attorneys (ACPI)

- The French Business Movement (MEDEF)

Presentation of the associations

The National Company of Industrial Property Attorneys represents the French Industrial Property
Attorneys. All Industrial Property Attorneys (IPAs) are members of the CNCPI. There are 1089 IP
attorneys divided into 461 firms, of which 286 are main establishments. Their core business is to
assist companies in the protection, defence and enhancement of their intellectual property rights
(trademarks, patents, designs, software, personal data, new technologies law...).

12
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1.1.2.

The ACPI is the French branch of the FICPI and the employers' organization that represents the
interests of the leaders of IP firms, in France and internationally. It gathers the Industrial Property
Attorneys (IPAs) practicing on a freelance basis, individually or in group, as employers or self-
employed. The association is both an employers' organization and a club of entrepreneurs.

The FICPI, an international organization in intellectual property representing the liberal professionals
of the sector, gathers approximately 5,000 members, from more than 80 countries throughout the
world, in Europe its representativeness is particularly strong.

The Mouvement des Entreprises de France (Medef) is an employers' organization representing
French companies, whose purpose is to represent French entrepreneurs to the government and
trade unions, to dialogue with all actors of civil society and to work with the various decision-makers
for a better understanding of the constraints and assets of companies. It has 190,000 member
companies, 70% of which are VSEs/SMEs, representing more than 100 million employees, in 94
professional federations.

Business Europe is the main representative organization of companies at the European level. It
brings together more than 40 national federations of industry and employers from nearly 35
European countries, members and non-members of the Union, representing more than 20 million
small and large companies.

MEDEEF is part of Business Europe and has contributed to the proposals of the Industry Trilateral
(IT3).

Analysis of the responses

The CNCPI has spoken out against the introduction of a systemic grace period, considering that it
would increase legal uncertainty, and does not support any of the three packages of proposals.

The following additional reasons are given:

- The grace period covers disclosures not only "for" but also "derived from", with presumptions in
favour of the grace period

- There is no real incentive for applicants to file first
- The proposed grace period is far from a stopgap measure for first filings

- PFD Statements can be made very late although mandatory (IT3), are optional (FICPI) or are not
provided for (AIPPI)

-No treatment of issues related to multiple interactions with other legal provisions, including
provisions already harmonized long ago such as priority

The CNCPI adds that any new grace period should be decided only after careful consideration of its
real need and limited to what is strictly necessary. For example, consideration could be given to
clinical trial protocols.

ACPI has logically supported FICPI's proposals on all three areas.

Medef logically supported I1T3's proposals on the grace period and on the treatment of conflicting
applications. On the other hand, Medef favours FICPI's proposals on prior user rights: it believes that
it is important to include in the debate the harmonization of the "research privilege", i.e. the freedom
to reproduce any patented invention for the sole purpose of engaging in research and development
activities; Medef supports the clear and unconditional introduction of such an exception to the rights
granted to the patentee in the US statute.

Medef does not support FICPI's proposals on the grace period because:

13



1.2.1.

- The grace period is not calculated from the priority date

- The statement of the graced PFD is not mandatory

1.2. IP Advisors Firms

Four IP advisor firms responded to the questionnaire.

One of them states its preference for the AIPPI package, preferred for all proposals (ex-aequo with
FICPI on the treatment of interfering applications). The absence of a statement requirement and the
application of anti-self-collision rules as well as the G1/15 recognition (multiple and partial priority)
are the reasons invoked for these choices.

The second is against the grace period. However, he prefers the FICPI package, which is preferred
over the grace period. However, he expressed a preference for the IT3 proposals on the processing
of conflicting applications.

The third favours the FICPI package but rates the FICPI and AIPPI proposals equally on all three
topics.

The fourth feels that the AIPPI package is to be preferred. However, the IT3 proposals are preferred
for the treatment of conflicting applications, while all three packages are rated equally for the
remaining topics.

Analysis of responses

It is difficult to see a clear trend in the responses for this category of respondent, but the FICPI and
AIPPI packages win out.

The FICPI and AIPPI proposals are preferred for the grace period, while the AIPPI proposals win by
one vote on prior user rights.

1.3. Large companies

Three large companies responded to the questionnaire.

One of them is not in favour of a grace period. It considers that the mandatory filing of a statement
listing the graced PFDs would be necessary when filing the patent application. Nevertheless, this
company favours the IT3 proposals on the grace period.

On the other hand, the FICPI proposals are preferred on the prior user rights and the treatment of
conflicting applications (ex-aequo with AIPPI on this last topic).

The second is in favour of the introduction of the grace period as well as the proposals of IT3 on this
topic. The FICPI proposals are not supported because the grace period is not calculated from the
priority date, and the statement of graced PFDs is not mandatory. The same is true for the last point
with regard to the AIPPI proposals.

IT3 proposals are also preferred for conflicting applications. On the other hand, the FICPI proposals
are preferred for prior user rights.

The third is also in favour of the introduction of the grace period as well as IT3's proposals on this
topic, in particular because of the mandatory statement. It also supports the proposals of IT3 on prior
user rights. On the other hand, it is in favour of FICPI's proposals on the treatment of conflicting
applications.

14



1.3.1.

Analysis of responses

IT3's package is preferred over the grace period, particularly because:
- The grace period is calculated from the priority date
- the statement listing graced PFDs is mandatory

FICPI's package is preferred on the treatment of conflicting applications and the prior user rights.

1.4. SMEs/others

The last category includes SMEs, a public institution and an independent applicant.

The public institution prefers the FICPI package and rates the FICPI and AIPPI proposals equally on
all three areas. The lack of mandatory statement is one of the reasons cited: mandatory reporting
could be difficult for companies to implement.

The first SME prefers the IT3 proposals on grace period and prior use rights and the FICPI/AIPPI
proposals on conflicting applications.

The second SME is against the principle of the grace period, believing the current provisions to be
clearer. The FICPI proposals are preferred for the grace period and conflicting applications, while
the IT3 proposals are preferred for prior user rights.

The third SME expresses an overall preference for the FICPI package as "a good balance," without
commenting specifically on the three topics.

The last respondent is an independent applicant who does not express a preference for the three
packages.

Analysis of the answers

The FICPI package gets overall the votes on the grace period and the conflicting applications.

Conclusions

In terms of overall evaluations, the FICPI package came out on top (8 votes), ahead of the IT3
package (6 votes) and the AIPPI package (4 votes).

Regarding the grace period, there is no consensus, especially since some respondents, including
the CNCPI, are against the application of a systemic grace period.

For future works, two alternatives could be explored: one with a mandatory reporting requirement by
the filer of graced disclosures, the other without. The grace period should be calculated from the
priority date.

15



9. Germany

Report on the User Consultation on SPLH (2022)

National consultation method

Germany held a national consultation on user proposals for substantive patent law harmonisation
on the basis of the Common Consultation Document provided by the European Patent Office (EPO)
and approved by the Member States of the European Patent Organisation.

The national consultation was conducted by the German Federal Ministry of Justice via email using
the automated form established by the EPO in the English version provided by the EPO. The
Common Consultation Document was sent to 86 national stakeholders on April 4, 2022. A
contribution was received from five respondents, i.e. Bundesverband der Deutschen Industrie (BDI,
The Voice of German Industry), Bundesrechtsanwaltskammer (BRAK, German Federal Bar), the
Fraunhofer-Gesellschaft, Patentanwaltskammer (PAK, Chamber of Patent Attorneys) as well as
Vereinigung von Fachleuten des Gewerblichen Rechtsschutzes (VPP, Association of Intellectual
Property Experts).

Information about the respondents

The BDI is a member of Business Europe and represents the German industry at large. The
Fraunhofer Gesellschaft is an internationally renowned applied research organization. The
Fraunhofer-Gesellschaft currently operates 76 institutes and research units throughout Germany.
The VPP is an association for intellectual property professionals across industries and professions
and focuses on industry issues. The BRAK represents the interests of German lawyers and the PAK
the interests of German Patent Attorneys at the federal level. Two respondents (BRAK and the
Chamber of Patent Attorneys) did not complete the whole form.

Responses

Three respondents (BDI, VPP, Fraunhofer-Gesellschaft) were in favour of an internationally
harmonised Grace Period. Two respondents (BDI, VPP) were in favour of the Grace Period only if it
is defined as a “safety-net” grace period. The introduction of a grace period is supported by the BDI
only on the condition that the claiming of the grace period is stated in the patent application at filing
date and the published document for which the grace period is claimed is designated. Only one
respondent (BRAK) rejected the Grace Period regardless of its definition due to legal certainty
concerns.

Two stakeholders (BDI, VPP) rated the IT3 package as the preferred package for future work. In
their view, the content of the other two packages would create legal uncertainty due to the absence
of a statement requirement as well as the possibility to invoke the Grace Period through the life of
the patent. One stakeholder (Fraunhofer-Gesellschaft), prefers the AIPPI resolutions and believes
that the harmonisation of the laws on grace period is more important in and of itself than any of the
particular details of scope and term of the grace period.

Two stakeholders (BDI, VPP) rated the prior user rights proposals of FICPI and AIPPI as
“unacceptable” and believe that good faith is needed for prior user rights. In their view, the burden
of proof for "bad faith" should be with the patent owner. The same stakeholders rated the IT3
proposal on conflicting applications as rather negative. One stakeholder (Fraunhofer-Gesellschaft)
has a neutral position on the IT3 proposals on conflicting applications and prior user rights, but
prefers the FICPI and AIPPI proposals.
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Conclusion

There is no clear consensus among stakeholders on the various issues addressed in the
Questionnaire. Given the involvement of some of the respondents in the IT3 — deliberation process,
a pure numerical appraisal of the answers received does not appear to be appropriate. It is clear
however that the majority is in favour of international harmonization albeit not without conditions.
Thus, B+ Members should strive to achieve an international consensus on the further harmonization
of substantive patent law, which should be both balanced and workable in practice. It will be the
responsibility of B+ Members to agree on a way forward at the next Plenary meeting. At the level of
EPC countries, this will require a clearer understanding of the goals and objectives to be pursued,
the negotiating framework and the red lines to be respected. The position of the German government
will continue to be developed in consultation with stakeholders at the national level.
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10. Greece

GREECE

Results of the national consultation regarding substantive patent law harmonization
2022

The results of the national consultation regarding substantive patent law harmonization based on
the Common Consultation Document prepared by the EPO are hereby presented. The consultation
took place in May 2022.

Methodology

A group of stakeholders familiar with European patent filing proceedings including the local
representative of Business Europe, namely the Hellenic Federation of Enterprises were selected for
the consultation. The Common Consultation document was sent by e-mail to stakeholders.

Information about the respondents

The Hellenic Industrial Property Organisation (OBI) received input from five stakeholders.
Four participants are lawyers/firms and one is a patent attorney/ firm, who is also representing the
Hellenic Federation of Enterprises. All five have their principal place of business in Greece. They
have represented applicants filing national, European and PCT applications on their behalf. The
main areas of technology or industry that their clients engage in, are Mechanics, Chemistry and
Biotechnology. The areas of Electrical/electronics, Telecommunications, Computers and
Pharmaceuticals have also been reported as relevant technological fields by two respondents.

Two out of five respondents have a significant experience as they have filed more than 50
patent applications (national, European or PCT) in the last five years, and two reported having filed
less than 50, but more than 5 patent applications. However, only one of them has filed more than 50
PCT or European patent applications, while two respondents have filed less than 50 but more than
5 applications. One respondent reported having filed 5 or less PCT/European applications.

Importance of Substantive Patent Law Harmonisation

1. The results of the questionnaire showed that all participants consider an international substantive
patent law harmonization important for users of the European patent system. One of the respondents
even considered it as very important.

2. Most of the participants were in favor of the grace period. One of them was in favor of the grace
period as a “safety-net’. Two participants were against, while one of them would consider an
exception, if the grace period is internationally harmonized.

The reasons in favor of a grace period stem from the significant impact it is considered to have on
inventors and businesses (particularly SMEs) and their protection. The respondents consider, that
inventors either because of their enthusiasm or because they are not familiar with the way the patent
system works and due to limited resources in carefully assessing the potential of their innovative
solutions, tend to disclose their invention by presenting it publicly or by commercializing it. Thus, a
grace period would significantly help protect these innovations and their inventors. Also, a “safety-
net” grace period seems that it could be part of a harmonized system towards a first-to-file- system,
which would in turn enhance legal certainty.
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3. In terms of rating each of the three packages (IT3 Elements Paper, FICPI Proposal and AIPPI
Resolutions), the AIPPI Resolution received the most positive opinion, followed by the IT3 Elements
Paper and the FICPI Proposal, that received controversial rating with 1 respondent having a negative
opinion.

4. Only one of the participants justified the rating, claiming that although the IT3 Elements Paper
contains several positive elements, it is a complex system, which entails high costs for parties
involved. On the other hand, the FICPI Proposal and the AIPPI Resolution contain a clear and
concise system. However, there are some issues that need to be considered, such as the lack of a
mandatory declaration as well as the possibility to claim a grace period at any time during the life of
a patent.

5. As regards the preferable package among the three as a basis for future work on substantive
patent law harmonization the AIPPI Resolutions received the greatest support (3 respondents),
followed by the IT3 Elements Paper (2 respondents). One respondent proposed a combination of
the FICPI Proposal and the AIPPI Resolutions.

6. The reasons for the preference of the AIPPI Resolutions are its statement of principle, concerning
the period of grace and disagreement with some of the IT3 Elements Paper and FICPI positions. As
regards the IT3 Elements paper, it was reported as broader in scope and deeper in the factors it
considers. Finally, the respondent that suggested a combination of FICPI Proposal and AIPPI
Resolutions believes, that they could form the basis for further work, provided some issues are
addressed such as the duration of the grace period not exceeding 6 months, a formal declaration
becoming mandatory as well as prior user rights and a wrongful publication of an application by a
patent office being included.

7: Regarding the grace period, the norms that are proposed by all packages have received a rather
positive opinion by the respondents.

8: Regarding conflicting applications, the norms of the AIPPI Resolutions received the most positive
ratings, followed closely by the IT3 Elements Paper, which received three positive ratings (rated with
1 & 2) but also two neutral ones. Finally, the FICPI Proposal received rather positive ratings (rated
with 2) including neutral ones.

9: Finally, about prior user rights there are mixed ratings as both IT3 and AIPPI Resolutions received
both a very positive (rated with 1) and a rather negative (rated with 4) rate. Compared to the above,
the FICPI Proposal received the most positive rating.

10: One of the respondents believes that the issues of “grace period” and “PURs” are not
independent from each other and require a uniform treatment.
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11. Hungary

Responses by Hungarian stakeholders
to the European common consultation survey on substantive patent law harmonisation

Summary report prepared by the Hungarian Intellectual Property Office

July 2022

Executive summary

As a part of the ongoing European substantive patent law harmonisation (SPLH) process, the
European Patent Office (EPO) prepared a Common Consultation Document containing all
harmonisation proposals that have been put forward by the Industry Trilateral, AIPPI and FICPI. The
document was accompanied by a survey to form the basis of a European consultation aimed at the
users of the patent system and IP professionals.

The Hungarian Intellectual Property Office conducted a national consultation based on the
documents prepared by the EPO through the course of April and May 2022.

The survey was answered by eight Hungarian stakeholders. These respondents include one of the
largest Hungarian universities, large corporations and several associations whose membership
covers most Hungarian IP professionals. Therefore, despite the low absolute number of
respondents, the responses and the conclusions drawn should be considered highly relevant.

Overall, it may be concluded from the results that Hungarian stakeholders are open to the idea of
harmonising certain aspects of substantive patent law on the international level, provided that the
balance between the rights of patent holders and third parties is maintained. A large majority of
respondents would support the introduction of a grace period into European patent law. The minority
opponents believe it would not be beneficial in technical fields where early publication is not a real
risk and that it would be detrimental to legal certainty.

Of the three harmonisation packages presented in the consultation, the majority of respondents
prefer the AIPPI package, because it is the one they see as the most balanced set of proposals that
also avoids unnecessary complexity. Less than a third of the respondents prefer the IT3 package,
which comes under criticism from the majority of respondents for being overly casuistic and
introducing new legal concepts.

. Respondents
1. Affiliation

8 replies were received to the consultation questionnaire: 5 respondents are Hungarian associations
or other public entities representing different stakeholders of the IP system; 2 respondents are
manufacturing companies having their principal place of business in Hungary; and one respondent
is a university.

2. Primary areas of technology

4 respondents have indicated their primary areas of technology. One of these respondents is a user
association that is not directly involved in business activities, only its member organisations.
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One respondent is active in all technical fields indicated in the survey (Mechanics,
Electrical/electronics, Telecommunications, Computers, Chemistry, Biotechnology and
Pharmaceuticals.)

Two respondents are active in Chemistry, Biotechnology and Pharmaceuticals.

One respondent indicated their primary area of technology as Pharmaceuticals.

3. Member State

All of the 8 respondents have their seat or principal place of business in Hungary.

4. Number of patent applications filed by the respondents

4 respondents have answered the question regarding the number patent applications they have filed
in the last five years. One of these respondents is a stakeholder association that is not directly
involved in business activities, only its member organisations.

4a. Total number of patent applications filed in the last five years

3 out of 4 respondents have filed more than 5 but less than 49 patent applications in the last five
years. One respondent answered having filed more than 50 applications, but as this respondent is a
stakeholder association these filings are attributable to the entirety of its membership.

4b. Number of PCT/European patent applications filed in the last five years

All 4 respondents reported to have filed more than 5 but less than 49 PCT/EP applications in the last
five years.

Il. Questions regarding SPLH
1. Importance of SPLH

1 respondent deemed the issue very important, 6 respondents believed it was important and 1
respondent remained neutral.

2. Supporting the introduction of a grace period in principle

6 out of 8 respondents, a % majority are in favour of the grace period in principle, but only if it is
internationally harmonised. The remaining two respondents are not in favour of the grace period,
regardless of its definition.

7 respondents (5 in favour and 2 against) gave a detailed reasoning of their answer.

Those in favour of the grace period cite diverse reasons, some of which however cannot be
considered as a substantial argument, accepting legal harmonisation to be beneficial in itself. Given
that a large number of respondents are either IP professionals or active users of the IP system, this
is most probably due to omissions in filling out the survey and not the lack of a well-founded opinion.

The respondents believe the introduction of a grace period can improve the patent system if
‘executed wisely’ and that harmonising its rules would avoid detrimental consequences of the current
situation, i.e. there being no grace period or it having different durations in different jurisdictions.
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One respondent argued that patent law harmonisation is a process ongoing for more than a century
now, one that would eventually lead to a fully harmonised ‘world-patent’ making prosecution and
enforcement much easier and more expeditious for the patentee.

Other respondents highlighted the importance of achieving harmonisation on a wide international
scale (because otherwise its very purpose would be defeated) and urged the introduction of prior
user rights to safeguard the rights of third parties.

The two opponents of the grace period (one manufacturing company and one stakeholder
association) question the benefits it could entail, at least in specific technical fields where the
established practice is the conclusion of non-disclosure agreements and not the publication of the
invention.

They believe that the current narrow safeguards in Article 55 EPC are adequate to protect the
patentee’s interests; and further, that the patent system is more transparent and consistent if earlier
publication is always considered as state of the art, irrespective of the author and context.

They also believe the grace period would make it more difficult for third parties to challenge the
validity of the patent based on a prior publication.

3. Rating of the harmonisation packages

When asked to give an overall rating of the harmonisation packages, 4 respondents answered they
would support the AIPPI proposal as a way forward and one respondent had a positive opinion about
it. Two respondents remained neutral, one gave a rather negative opinion and one did not know/did
not answer.

5 respondents, a majority had a rather positive opinion about the FICPI package, however, no one
marked it as a possible way forward. One respondent had a neutral opinion, one had a negative
opinion and one did not know/did not answer.

Only one respondent had a rather positive opinion about the IT3 package, two remained neutral, 4
had a negative opinion and one did not know/did not answer.

4. Reasoning given for the ratings
Only the opponents of the IT3 package gave detailed reasonings of their opinion.

One respondent generally disagrees with the introduction of a grace period in jurisdictions where it
is not available today, this respondent marked a rather negative opinion on all proposals.

Other opponents argued that the IT3 package is overly complicated, and does not serve legal
certainty.

5. Preferred package as basis for future work on substantive patent law harmonisation

5 respondents prefer the AIPPI package, 2 respondents prefer the IT3 package, and one respondent
indicated the FICPI package as preference.

It is an interesting result that although 2 respondents selected the IT3 package as a preference, only
one formed a positive opinion about it (see Question 3.).
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6. Reasoning given for the preference

The proponents of the AIPPI package argue that it is the most balanced package, that also avoids
unnecessary complexity (an overly casuistic approach) and one that does not put additional
administrative burdens on the applicant and the offices, while ensuring the legal interests of all
parties concerned.

The respondents who prefer the IT3 package believe it is the most comprehensive, versatile and
‘fresh’ proposal, one that strikes the right balance between the rights of the inventor/patentee and
the various exceptions provided for.

The respondent who indicated the FICPI
package as their preference did not provide a
reasoning for this choice.

Respondent Rating IT3 Rating FICPI  Rating AIPPI

Respondent A
Respondent B

Respondent C 7. 1 Would support as a way forward

2 Rather positive opinion
3 Neutral

Respondent D

Respondent E
Respondent F

3
2
2
Respondent G

Respondent H 3 2 3

Rating of the norms relating to the grace
period

Respondents were also asked to rate the individual proposals of the packages regarding the norms
to be harmonised: these pertain to the grace period itself, conflicting applications, and prior user
rights.

IT3 FICPI AIPPI
IT3 IT3 ) FICPI FICPI . AIPPI AIPPI )
L. Prior L. Prior L. Prior
Grace Conflicting Grace Conflicting Grace Conflicting
X . user . L user X . user
period applications | period applications period applications |
rights rights rights

Respondent A

Respondent B

Respondent C

Respondent D

Respondent E

Respondent F

Respondent G

Respondent H

Overall, the AIPPI package has the support of the majority of respondents, both on the whole (see
Questions 3 and 5), and on the level of individual norms. 5 respondents would support the elements
contained in it as a way forward, and two have a rather positive opinion about some elements and a
neutral opinion about others. Only one respondent had a rather negative opinion about the rules of
the grace period and conflicting applications.

The opinions about the FICPI package are also mostly positive: 5 respondents would accept it as a
way forward regarding conflicting applications, while 4 and 6 respondents have a rather positive
opinion about it regarding the proposed rules on the grace period and prior user rights, respectively.
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These respondents would also prefer the voluntary statement under the FICPI proposal to the
mandatory statement proposed in the IT3 package, on the one hand for the sake of simplicity and
avoiding a separate procedure, and on the other hand because the fact that prior user rights may
arise from early disclosures is a sufficient incentive for the applicant to file the patent application as
soon as possible.

The reception of the IT3 package has been significantly worse: 4 respondents have an overly positive
opinion about its elements, two of those however, believe the proposal is unacceptable regarding
the grace period, which is its core content at the centre of the harmonisation efforts. One respondent
has a neutral opinion about all elements of the package, and 3 have a negative opinion overall.

The opponents of the IT3 package were the most detailed in providing their reasonings. The
problems they cite can be summarized as follows:

— Requiring a statement identifying the pre-filing disclosure is problematic as a PFD can also
be relevant to the assessment of the inventive step, and establishing a duty for the applicant
to evaluate inventive step issues seems not to be adequate.

— The envisaged accelerated publication seems not to be in line with a number of established
provisions of the patent system.

— As to prior user rights, applying the standard of “an abuse or breach of confidence” instead
of “good faith” would not serve harmonisation, as the term “abuse” may involve national civil
and/or criminal law aspects, which are impossible to harmonise.

— As to conflicting applications in the PCT system, the purpose to avoid that two or more
patents are granted covering the same or similar subject matter can be achieved by limiting
secret prior art to applications that have entered the national/regional phases. A mere PCT
publication should not constitute secret prior art for all possible national/regional phases, not
to mention countries not being part of the PCT system.

— Some opponents of the IT3 package stressed the importance of further harmonisation of
provisions regarding conflicting applications, adding that the convergence of practices of
national and regional patent offices should be as important as the harmonisation of
substantive law.
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12. Iceland

ICELAND
Report on the National User Consultation on SPLH (2022)

National consultation method

A communication was sent to the Icelandic user associations and other stakeholders/
representatives on file via e-mail on 11 April 2022. The purpose of and the history behind the
Common Consultation was briefly described, guidance provided on the link between the user
consultation and the links to the three proposals. A deadline was provided, 25 May 2022, to hand in
answers to the common consultation and the reasons for this particular date were provided (EPO
deadline 1 June 2022; B+ meeting for further discussion in the Autumn). Information was also
provided on anonymity and how the ISIPO would hand in the answers.

A friendly reminder was sent on 10 May 2022 and this exercise was also briefly discussed in a
meeting in early May with a few stakeholders and a representative from the Ministry.

Two representatives informed us that they would not be replying to the Common Consultation and
on 25th of May, one reply was received, from the Association of Icelandic Patent Professionals.

Response
General positions on SPLH and the grace period
The respondent association believed that substantive patent law harmonisation was “important”.

The respondent association was in favour of the grace period, but only if it was defined as a safety-
net. It did not set as a condition that the grace period be itself internationally harmonised.

In general, the respondents members’ are opposed to a grace-period, in part because it would
weaken the first-to-file system and in part because it would result in increased legal uncertainty for
all parties involved. A grace period would also result in patent rights being less predictable.

If implemented, the grace period would have to be a “safety-net” grace period and would need to
have a clear framework which would be fair to applicants as well as third-parties. It was of utmost
importance that legal rights prevail and that third parties would be aware that the grace period had
been utilized for a certain PFD and a patent application. This would provide for a fair balance of
interests if a grace period were introduced. “It should be mandatory for any party utilizing a grace
period to disclose his PFD via statement or by other equivalent means, which then should be easily
accessible for third parties. There should be no exception to this requirement, except in case of
evident abuse.”

Assessment of the three proposals

The association had a “rather negative opinion” of all three user proposals, the IT3 Elements Paper,
the FICPI proposal and the AIPPI Resolutions.

(a) Comments on the IT3 Elements Paper

Burden of proof: Assuming that a third party intervening disclosure is presumed derived from the
original applicant/inventor: more often than not, inventors are solving the same problem providing
for the same or similar technical solution. Further, what legal rights does the term “same or
insignificant differences” provide for? This vague language in the absence of further clarification will
certainly not lead to harmonization.
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Statement or declaration requirement: Yes, such a statement should be obligatory and should need
to be filed with patent application or within 16 months of the PFD. However, we do not agree that the
statement can be submitted later along with a declaration of “unintentionality” supported by further
evidence. The statement should be obligatory without further remedies.

Defence of Intervening User (DIU): This concept appears to potentially result in increased legal
complications. An intervening user should not need to file a DIU within a period to be determined
where an “obligatory statement” would be mandatory. This requires relating confidential information
to a competitor and should not be accepted. If a third party is unaware that a grace period had been
utilized, then he should be able to provide for a DIU once warned/threatened with infringement and
then given time to respond. Abusing this system could then put applicants in a much more favourable
position where the mandatory declaration filing was just “unintentionally” forgotten.

Conflicting applications: we are opposed to allowing anti-self-collision of applications — all applicants
should be treated fairly. The novelty-only principle such as used in the EPC should be applied as it
provides for a balanced approach towards secret prior art.

(b) Comments on the FICPI Proposal

The grace period: It should be calculated from the priority or the filing date, whichever is earlier.
Current FICPI proposal leaves this open.

A statement or declaration _requirement: Should be mandatory and either filed with the patent
application or within 16 months of the PFD. There should be no legal remedies to file the statement
late or possibility to invoke the grace period later in the lifetime of the patent.

For third parties, it would be a fairer system if invoking the grace period would lead to an early
publication of the application, at 18 months after the [earliest] PFD.

(c) Comments on the AIPPI Resolutions

A statement or declaration _requirement: Should be mandatory and either filed with the patent
application or within 16 months of the PFD. There should be no legal remedies to file the statement
late or possibility to invoke the grace period later in the lifetime of the patent.

For third parties, it would be a fairer system if invoking the grace period would lead to an early
publication of the application, at 18 months after the earliest PFD. (Same criticism as that levelled at
the FICPI proposal).

Preferred Package

Of all three proposals, the Association of Icelandic Patent Professionals preferred the IT3 Elements
Paper, but gave it a neutral rating for the grace period norms, a “rather negative” rating for the norms
on conflicting applications and a “rather positive” rating for the prior user rights norms.

It was stated: “The most critical part of the patent law harmonization is the grace period — prior user
rights follow from the implementation of any grace period, since it is essential that independent
users/innovators be protected from late-filed patent applications relying on grace period. The IT3
package requires a mandatory filing of a statement regarding usage of the grace period which we
believe is essential if a grace period is to be part of a patent law harmonization.”
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As for the other packages, both the FICPI Proposal and AIPPI Resolutions received a “rather
negative opinion” on the grace period, but “rather positive” opinions on the conflicting applications
and prior user rights norms.

Concluding comments
In conclusion, the association provided the following comments:

“While a harmonized international patent law is in principle desirable, it is unlikely that such a
debatable concept as grace period will be harmonized. If harmonization is the goal, it is our view
that a narrow grace period exception, with mandatory [declaration], is most likely to succeed.” “With
a mandatory declaration or statement in regards to the grace period, it would increase legal certainty
significantly if at publication of the patent applications, it would be indicated on the front page that
the grace period had been invoked.”

“Harmonization of prior use rights are likely to follow, as this topic is less debated and depends on
the presence/absence and nature of any grace period.

As for conflicting applications, it is our view that the approach adopted by the EPO is balanced and
fair to all parties and should form a basis for a harmonized approach.”
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13. Ireland

Report on the National User Consultation on SPLH (2022)

National Consultation methodology

The Common Consultation Document questionnaire, prepared by the EPO, was made available on
the websites of the Intellectual Property Office of Ireland and of the Department of Enterprise, Trade
and Employment. Known stakeholders were contacted by e-mail and invited to participate.

Responses received

Four responses were received to the official questionnaire.
o 2 were representatives or members of a user or stakeholder association.
o 1 x government enterprise development agency;
o 1 x stakeholder representative association.
o 2 were representatives of an entity filing patent applications either at the EPO or with the Irish
office;
o 1 x university/research institution involved in food and dairy science — has filed more
than 5 but less than 49 patent applications in the last 5 years.
o 1 x corporation involved in the mechanics area of technology — has filed more than
50 patent applications in the last 5 years.

Two further written submissions were also received, both of which were from representatives of a
user or stakeholder association. Most of the questions posed in the questionnaire were addressed
in one submission — albeit indirectly in some instances. The second submission contained general
statements favouring the introduction of a grace period but did not address any of the questions
posed in the questionnaire. Hence, this latter submission is not included in the results section below.

Results

Importance of SPLH
Three respondents viewed harmonisation as “important” and two as “very important”.

Grace period
All four questionnaire respondents were in favour of a grace period, with 3 in favour only if defined

as a “safety net” grace period and one (individual entity) in favour only if the grace period is itself
internationally harmonised. [The stakeholder representative, in their written submission, also
favoured a “safety net” grace period and, in particular, the requirement for the mandatory filing of a
statement which triggers the early publication of the patent application.]

While one stakeholder representative favoured the introduction of a grace period given that “a high
proportion of SMEs are not very IP aware and often disclose their inventions before filing patent
applications”, another user association representative commented that “In general, it is considered
that a grace period is not necessary and introduces uncertainty with third parties. However, there is
an increasing push towards a harmonized grace period, particularly in trade deals and therefore it is
advantageous to consider the type of grace period which best suits European requirements.”
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Norms relating to a grace period

In terms of the proposals on norms relating to a grace period, the responses to the questionnaire
showed that there was equal support for the FICPI Proposal and AIPPI Resolutions (2 would support
each proposal as a way forward and 2 expressed a rather positive opinion) with fewer respondents
favouring those put forward in the IT3 Elements Paper (1 would support as a way forward; 1
expressed a rather positive opinion; 1 was neutral; and 1 expressed a rather negative opinion).

Rating of each package

e |T3 Elements Paper - 2 expressed a rather positive opinion; 1 was neutral and 1 expressed a
rather negative opinion as they do not agree with pre-filing disclosures.

o FICPI Proposal - 1 would support as a way forward and 3 expressed a rather positive opinion.

o AIPPI Resolutions - 3 expressed a rather positive opinion and 1 was neutral.

Preferred package to form basis of future work

Two respondents (both individuals) expressed a preference for the FICPI proposal as the basis for
future work on patent law harmonisation as it was the easiest to follow. One user association
favoured the AIPPI Resolution as it is more in line with current practice, particularly when considering
prior user rights and conflicting applications, and it provides a fair balance between the interests of
applicants and the public. One user association favoured the IT3 Elements Paper as it deals with
the many nuanced complexities around the harmonization process.

One user association commented that “IT3 prior user rights are overly complex. In general, the
motivations of both the FICPI and AIPPI submissions are trying to balance between the patent
applicant and the general public, whereas the IT3 submissions are more concerned with the patent
applicant and their businesses, with efficiency of the process and financial considerations being the
main motivating factors of the IT3 submissions.”

Norms relating to Conflicting Applications

There was equal support for the FICPI Proposal (1 individual would support as a way forward; 3
were neutral) and AIPPI Resolutions regarding norms relating to conflicting applications (1 individual
would support as a way forward; 3 were neutral). There was less support for those in the IT3
Elements Paper (3 were neutral; 1 individual expressed a rather negative opinion).

[The stakeholder representative, however, in their written submission, favoured the proposals set
out in the IT3 Elements Paper.]

Norms relating to Prior User Rights (PURS)

As regards the norms relating to prior user rights, a slight preference was expressed for the those
contained in the AIPPI Resolutions (1 individual would support as a way forward and 3 expressed a
rather positive opinion), with the FICPI Proposal being the second most favoured option (3 expressed
a rather positive opinion and 1 user association was neutral). The norms contained in the IT3
Elements paper were least favoured (1 user association would support as a way forward; 1 individual
expressed a rather positive opinion and 2 expressed a rather negative opinion). [The stakeholder
representative, in their written submission, also favoured the FICPI and AIPPI proposals over those
in the IT3 Elements Paper.]

One stakeholder representative provided the following additional comment regarding PURs —
“Harmonization of the recognition and limitations of Prior User Rights is important for SMEs and
should be balanced in order to incentivize SMEs to file patents on one hand while taking account of
the relatively low IP awareness of SMEs in general. Therefore, PURs should only apply to existing
activities within existing territories. In addition, the need for international harmonization in relation to
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PURs is likely to increase in line with technological trends (6G/6G, Al, DLT, loT, Metaverse) and the
consequent rise in patent filings in these areas, e.g. digital use-case patents. Fair, efficient and
consistent recognition of PURs at an international level will be essential to ensure existing
businesses, including those with low IP awareness, can continue to retain some market share in this
environment. * “Use it or lose it” principle should apply to PURs and they should be transferrable.”.

Conclusions

Given the limited number of responses to the consultation and the cross-section of sectors covered
by the respondents, it is difficult to draw any definitive conclusions from the consultation.
Nonetheless, it is clear that all respondents regard international patent law harmonisation as an
important/very important issue and all favoured the introduction of a grace period, but only if defined
as a safety-net grace period or only if the grace period is itself internationally harmonised.
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14. ltaly

ITALY
Report on the National User Consultation on SPLH (2022)

National consultation method

The ltalian Office circulated the questionnaire on a national scale by sending it to a selected mailing
list of 36 well-known ltalian stakeholder associations, including several business associations
representing companies of any size and sector (handicraft, trade, industry, service); IP professionals
associations; University Technology Transfer Offices and the Chambers of Commerce/Patlib
network. In addition, information about the launch of the survey was also made available in the UIBM
newsletters (issue of March and April) and posted online on the UIBM website. The consultation was
open from 1 April until 31 May 2022. The lItalian Office received two responses.

Responses

One association did not answer the first 6 questions of the survey, and indicated their opposition to
any form of grace period, emphasising that their members, who make extensive use of international
patenting, have no problems with the current EPC. For this reason, they believed that Art. 55 EPC
reflected best practice.

However, in the event that changes should be introduced within the framework of international
harmonisation, the new system would need measures minimising the risk that it would become a
first-to-publish system. Thus, the grace period should be made “unattractive for large scale strategic

use .

The IT3 proposal was particularly criticised as it would also introduce a very competitive advantage
in favour of a party voluntarily making a public disclosure before filing a patent application. It was
argued that the more the proposal was liberal, “the more stringent counterbalancing measures are
required”.

Amongst the positions taken in this respect in the comments: the grace period should be 6 months
from the filing date of the application, “so that the grace period and the Paris Convention priority
period would run largely in parallel”. Another measure was a declaration requirement identifying the
pre-filing disclosures which should be graced, and filed at the latest upon filing of the application.
Subject to a showing that “all due care” had been taken, such a statement could be exceptionally
filed up to the 16th month from priority, and in any case should be immediately made available to
the public upon receipt. The system should encourage those making a voluntary disclosure to add a
notice on the pre-filing disclosure itself stating that they intend to file a later patent application availing
themselves of the possibilities of the “grace period”.

Otherwise, several proposals were made to limit the grace period: if there was no distinction between
voluntary and unintentional pre-filing disclosures, the content of the PDF should be required to be
enabling for the subject/matter that later will be the subject of the subsequent patent application, to
be fair to all parties. Additionally, a clear definition of “pre-filing disclosure” was argued to be
necessary. The association understood the pre-filing disclosure as “covering primarily publications
in officially recognized scientific and technical publications. Beyond that, a disclosure to be eligible
as PFD for grace period purposes should be made in a way easily accessible to public and with a
content unambiguously ‘date stamped’.”
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All three sets of norms on the grace period were considered unacceptable, as were the IT3
approaches to conflicting applications and to prior user rights. On conflicting applications, FICPI was
supported as a way forward, whilst the AIPPI sets of norms received a neutral opinion. For prior user
rights, the FICPI set of norms received a rather negative opinion, whereas a neutral rating was given
to the AIPPI norms.

The other association considered SPLH to be important, and was in favour of a grace period, but
only if it was defined as a “safety net” and was itself internationally harmonised, although it reported
that a minority of its members were against the grace period.

The association gave the IT3 package a neutral rating, and expressed rather positive opinions
regarding both the AIPPI Resolutions and the FICPI Proposal which was its preferred package, as it
appeared “to best balance the interests of all stakeholders”. The IT3 grace period, conflicting
applications and prior user rights sets of norms were all given a “rather negative” rating. The AIPPI
and FICPI sets of norms on the grace period and conflicting applications were perceived “rather
positively” and both the AIPPI and FICPI norms on prior user rights, which allowed third parties
having derived the knowledge of the invention from the applicant in good faith/in a legitimate manner
to obtain prior user rights provided qualifying activities took place, would be supported by the
association as a way forward.

Conclusion

In conclusion, there is no consensus in Italy on the grace period, with a smaller association in favour
and a larger one against, and little consensus on other issues. However, both the associations
viewed the IT3 sets of norms on grace period, conflicting applications and prior user rights negatively,
but there appeared to be a convergence of positive opinions on the sets of norms proposed by FICPI
regarding conflicting applications (which, as pointed out elsewhere, are aligned with the EPC).
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15. Netherlands

Report on the user consultation on SPLH (2022)
National consultation method

The Netherlands held a national consultation on user proposals for substantive patent law
harmonisation on the basis of the Common Consultation Document provided by the European Patent
Office (EPO) and approved by the Member States of the European Patent Organisation.

The national consultation was conducted by the Netherlands Ministry of Economic Affairs and
Climate Policy, in cooperation with the Netherlands Patent Office. Selected stakeholders’
organisations were contacted directly and a general notice was published in the official bulletin of
the Netherlands Patent Office. Responses were received from two stakeholders’ organisations.

Information about the respondents
Responses were received from VNO-NCW and from CVO.

VNO-NCW is the largest Dutch industry association. The response was prepared in the
organisation’s IP-Commission, covering a broad range of industries and technologies.

CVO (“Contactgroep Vrije octrooigemachtigden”) is the Association of Dutch patent attorneys in
private practice.

Responses

Respondents consider substantial patent law harmonization desirable rather than important (private
practice patent attorneys) or slightly important (Industry).

On the issue of the grace period both respondents expressed reservations.

Private practice patent attorneys oppose a grace period, regardless of its modalities, on the grounds
that this concept is detrimental to legal certainty and predictability, both for applicants and third
parties. In their opinion, a declaration based system as well leads to a false sense of security by
applicants.

Dutch industry also attaches great importance to legal certainty and predictability, but do not oppose
the introduction of a grace period per se. However, in their opinion, a grace period can only be
accepted if clearly limited to a ‘safety net provision’ and, if such is necessary to reach agreement, in
the context of broader harmonisation. A possible grace period should not lead to the abandonment
of the first to file principle and by no means should it facilitate first-to-publish’ default strategies of
users of the global patent system. Legal certainty for third party rights must be safeguarded.
Therefore, an obligatory declaration, filed in time to ensure publication shortly after 18 months from
the disclosure to be graced, of any patent application(s) invoking a grace period for that disclosure,
is seen as a key aspect.
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Both respondents are negative about all three packages that were mentioned in the consultation
document. For the private practice patent attorneys the FICPI proposal comes closest to their
position if introduction of a grace period cannot be prevented. The Dutch industry notes that the IT3
Elements Paper at least includes a declaration provision, although insufficient, for the contentious
topic ‘grace period’ which is absent in other proposals, while referring to ongoing discussions within
Business Europe that have progressed much beyond the 2020 Elements Paper, and noting that the
proposal therein on conflicting applications is not supported.

Conclusion

While all respondents see the merits of substantial patent law harmonisation, it is not considered to
be a goal that should be pursued at all costs, though respondents differ on what is acceptable. A
common concern however is that legal certainty and predictability, which are key elements of the
European patent system, should not be abandoned too easily. Safeguarding these elements would
be essential topics in future discussions.
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16. Poland

COUNTRY REPORT POLAND

The Patent Office of the Republic of Poland (the PPO) launched national consultations
on the harmonization of substantive patent law to learn about the preferences, opinions, and needs
of the Polish users of the international patent system as regards: grace period (GP), prior user rights (PUR),
and conflicting applications (CA).

The survey was carried out by mail (the PPO identified and contacted 34 entities, including the
President of the Polish Chamber of Patent Attorneys), via the Office's website and social media. The
consultations lasted from 26 April to 30 May 2022.

The feedback was received from nine entities: Association of Employers (1), Association
of Entrepreneurs (1), Corporation (1), University (1), and Patent Attorneys/Firms (5).
As regards the primary area of technology, the majority of respondents represented pharmacy-related
sectors, and specifically: Pharmaceuticals (66%), Biotechnology (44%), Chemistry (44%). Other entities
represented: Computers (11%), Telecommunications (22%), Mechanics (44%), Electrical/electronics (22%),
and Material Engineering (11%). From the replies it transpires that three entities agreed on their position and
sent the same answers.

As regards the total number of applications filed over the course of the last 5 years, 66%
of respondents filed more than 50 applications, while 33% between 5 and 49. With the PCT/EP applications
however the proportions were reversed, i.e.: 33% of respondents filed more than 50 application, while 66%
between 5 and 49.

The detailed results of the survey are presented below.
1. THEIMPORTANCE OF SPLH

SPLH is generally seen as important (66%), and very important (22%), yet 11% are against
harmonization. (See Tab. 1)

Tab.1
SPLH
80%
+
60%
40%
20% —X—
%%
0%
Important Very Important Against Harmonization

2. GRACE PERIOD (GP)

None of the respondents was in favor of unlimited GP regardless of its definition. 22% respondents
answered: "Yes, but only if it is defined as "a safety-net” grace period", and 33%: "Yes, but only if the grace
period is itself internationally harmonized", and nearly half (44%) were against it.

Reasons provided by the respondents:

e 33% claimed that: “the GP can be a source of legal uncertainty, serious problems in the interpretation
of case law relating to criteria of patentability, and can increase the number
of court cases/litigation which collectively would increase costs of monitoring, defending
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and obtaining patent protection. Here are no measures that could remove the risk of misuse of the
grace period. It is also unrealistic to expect that international harmonization is possible - differences
in interpretation of disclosure, the identity of inventions or simply legal standards or practice would
always occur among national jurisdictions”.

11% claimed that: “the GP should be available not only in case of evident abuse, but also
for the sake of SMEs (many of which are characterized by very low IP awareness) and due to the needs
of universities, who have reporting and publication requirements upon them. However, the legal
certainty of the public should not be jeopardized and likewise, the search and examination procedure
should be certain and not too complex. Therefore a limited grace period (e.g. 12 months) + a
facultative listing of PFDs by the applicant (like in the FICPI proposal) seems proper and balanced”.

11% claimed that: “harmonization of IP material law is an important factor for the proper functioning
of IP protection system worldwide, this includes a harmonization relating to the grace period.
Different  national regulations in this regard might have a negative impact
on both patent holders and third parties. Although we are essentially against a general
and unlimited grace period, if one should be introduced, we are only in favor of a strictly applied grace
period with very limited scope, similarly as stipulated by the EPC or Polish national regulation,
applicable to disclosures that have taken place no earlier than six months preceding the filing of a
patent  application and due to, or in  consequence  of, evident  abuse
in relation to the applicant or his legal predecessor. Such regulations might be considered
as a “safety-net” grace period. In our opinion, only such a “safety-net” grace period enables
correct functioning of the “first to file” system prevailing worldwide, but at the same time encourages
to always first file before any disclosure, and dissuades from relying on the grace period”.

11% claimed that: “introducing grace period will for sure enhance legal uncertainty. No matter what
the idea is and what disincentives are planned to be provided, the grace period will impose new
obligations on companies regarding the provision of freedom to operate (FTO).
In the current system, the main objective of the FTO is to ensure that there are no pending patent
applications/granted patents covering an invention, taking into account the 18-month period
between filing an application and its publication. With the grace period, this 18-month period will be
much longer (for example, by 6/12 months) and this adds to the legal uncertainty. Furthermore,
assuming incorporation grace period, when one wants to perform FTO diligently, it would need to be
done based on all non-patent literature, not only patent literature, which also would increase the cost
of the analyses, not only by obligatory access
too specialized, commercial databases but also due to limited availability of many journals/papers
and costs connected with retrieving those publications. From an industry point of view, having
identified a potentially conflicting non-patent publication in a possible grace period it will not be
known whether the subject matter is usable or subject to subsequent patent application. This might
suppress the development and make companies be much reluctant to continue their R&D activities”.

11% claimed that: “it should be harmonized to have one legal meaning in different IP law systems,
which would allow for clear and uniform interpretation”.

11% underlined that: “harmonization and strict definition will not allow other exceptions”.

THE RATING OF THE PROPOSED PACKAGES

IT3: 11% of respondents would support it as a way forward, 22% have rather positive opinion, 22%
are neutral, 33% have rather negative opinion, and for 11% this proposition
is unacceptable.

FICPI: 22% of respondents would support it as a way forward, 22% have rather positive opinion, 33%
have rather negative opinion, for 11% this proposition is unacceptable, and 11% do not know or do
not wish to answer.
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e AIPPIL: 44% of respondents have rather positive opinion, 33% have rather negative opinion,
for 11% this proposition is unacceptable, and 11% do not know or do not wish
to answer.

The details are shown in the Tab. 2 below.
Tab.2

IT3 FICPI AIPPI

= Would su ® Would sup m Rather positive opinion

iti ini M Rather positive opinion . -
m Rather positive opinion p . p e Eeiher el e e
Neutral Rather negative opinion
Rather negative opinion B Unacceptable W Unacceptable
B Unacceptable ® Do not know/Do not wish to answer = Do not know/Do not wish to answer

4. REASON FOR NEGATIVE OPINION ON THE PROPOSALS PUT FORWARD

Justifying negative opinion on the IT3 package, 33% of respondents stated that
“The burden of proof rules in case of conflict with a third party’s intervening disclosure would require
comparison and evaluation of the identity of two disclosures. That opens room for interpretation
and complicates the possibility of international harmonization.” The same respondents underlined that “the
statement or declaration should be obligatory, should be filed on the filing date,
and published together with the publication of the patent application. Later filing should have an effect of no
possibility to invoke grace period exemption”.

11% claimed that "any form of introducing the grace period is unacceptable {..).
The harmonization could be for example directed to enhancing legal certainty as a whole by eliminating such
exemptions as grace period”.

Justifying negative opinion on FICPI 66% of respondents pointed to the lack of the mandatory
statement or declaration requirement. In their view, “a statement with a detailed description of the date,
place, and content of the disclosure should be presented on the filing date”.

66% of the respondents also opposed the idea that GP may be invoked throughout the life
of the patent. In their view, “the obligatory statement, as mentioned above, should be an important safety
measure. Later filing should have an effect of no possibility to invoke grace period exemption”.

11% objected to harmonization.

Justifying negative opinion on AIPPI 66% of the respondents pointed to the lack of mandatory
statement or declaration requirement. In their view, “a statement with a detailed description of the date,
place, and content of the disclosure should be presented on the filing date”.

66% of the respondents also opposed the idea that GP may be invoked throughout the life
of the patent. In their view, “the obligatory statement, as mentioned above, should be an important safety
measure. Later filing should have an effect of no possibility to invoke grace period exemption”.

11% objected to harmonization.
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5. PREFERRED PACKAGE

Asked about their preferred package 77% of respondents chose FICPI Proposal of 2018, 22% IT3
Elements Paper, and 11% AIPPI Resolutions.

The details are shown in the Tab. 3 below.

Tab.3

Preferred package

100%
80%
60%
40%

20%

FICPI Proposal of 2018 IT3 Elements Paper IPPI Resolutions

0%

6. COMMENTS

Commenting on the FICPI Proposal, 33% of respondents point out that despite their “general
objection against introducing GP (internationally harmonized or not), in the remaining two areas FICPI
proposal corresponds with a fair and established approach in most European jurisdictions. It is clear and
coherent with the current EPC regulations and practice in respect of conflicting applications
and with respect to prior user rights, and apart from grace period aspects, it presents a reasonable position
with balanced benefits for prior user vs. patentee”. 11% assess FICPI Proposal as “simple, clear, encouraging
rather than imposing the desired behaviour of applicants, well balancing the interests of stakeholders
(applicants, patent office experts, courts, public)”, and another t 11% find it to be “the most thoughtful,
complementary, and balanced proposition”.

22% find IT3 Elements Paper to be the most balanced, complementary with European IP laws, and
thoughtful proposition.

11% think that FICPI Proposal and AIPPI Resolutions “seem to generally provide
a reasonable balance between the interests of patent holders and third parties and allow applicability of the
grace period in a strictly limited manner”.

11% support none of the propositions, and 11% provided no answer.
7. ASSESSMENT OF THE NORMS FOR GP

e GP/IT3: 11% of respondents would support it as a way forward, 11% have rather positive opinion,
22% are neutral, 33% have rather negative opinion, and for 11% this proposition is unacceptable.

e GP/FICPI: 11% of respondents would support it as a way forward, 11% have rather positive opinion,
33% are neutral, 33% have rather negative opinion, and for 11% this proposition is unacceptable.

e GP/AIPPI: 11% of respondents would support it as a way forward, 11% have rather positive opinion,
33% are neutral, 33% have rather negative opinion, and for 11% this proposition is unacceptable.

The details are shown in the Tab. 4 below.
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Tab.4

GP/IT3 GP/FICPI GP/AIPPI

11% & 11% 11% | 11%

® Would su orward ® Would orward ® Would supportas‘away forward

M Rather positive opinion M Rather positive opinion M Rather positive opinion
m Neutral = Neutral = Neutral

Rather negative opinion Rather negative opinion Rather negative opinion
B Unacceptable B Unacceptable H Unacceptable

8. ASSESSMENT OF THE CONFLICTING APPLICATIONS (CA)

e CA/IT3: 11% of respondents would support it as a way forward, 11% have rather positive opinion,
55% are neutral, 11% have rather negative opinion, and 11% do not know
or do not wish to answer.

e CA/FICPI: 55% of respondents would support it as a way forward, 22% have rather positive opinion,
and 22% are neutral.

e CA/AIPPI: 55% of respondents would support it as a way forward, 22% have rather positive opinion,
and 22% are neutral.

The details are shown in the Tab. 5 below.

Tab.5

CA/IT3 CA/ FICPI CA/ AIPPI

= Would su ® Would supportasa way forward ™ Would suppe
u Rather positive 6P - . | Rather positive opinion
= Neutral M Rather positive opinion
Rather negative opinion ¥ Neutral
B Do not know/Do not wish to answer Neutral Do not know/Do not wish to answer

9. ASSESSMENT OF THE NORMS RELATING TO PRIOR USER RIGHTS (PUR)

e PUR/IT3: 11% of respondents would support it as a way forward, 22% have rather positive opinion,
55% are neutral, and 11% do not know or do not wish to answer.
e PUR/FICPI: 33% of respondents would support it as a way forward, 44% have rather positive opinion,
and 22% are neutral.
e  PUR/AIPPI: 22% of respondents would support it as a way forward,11% have rather positive opinion,
and 22% and 11% do not know or do not wish to answer.
The details are shown in the Tab. 6 below.

39



Tab.6

PUR /IT3 PUR /FICPI PUR /AIPPI

® Would suppo

® Would support as a way forward = m Would support as a way forward
M Rather positive opinion

M Rather positive opinion M Rather positive opinion
Neutral
Do not know/Do not wish to answer Neutral Do not know/Do not wish to answer
ADDITIONAL COMMENTS

Two respondents provided additional comments:

e  “Although we recognize a general need for global harmonization of a grace period, we are only in
favor of a provision of a grace period for strictly limited, exceptional, instances, such as due to or
being a consequence of an evident abuse in relation to an applicant or their legal predecessor, and
for a defined, limited, duration of time, such as up to 6 months before filing an application. Prior user
rights should be secured, but only for those users acting in good faith and only for embodiments
within the scope of the patent that the user has used or has prepared for use prior to the critical date.
As far as the conflicting applications are considered in this regard, treatment of such applications
should be harmonized, avoidance of double patenting should be assured, and an examination of
novelty should be the same in all cases”.

e “Harmonization of the law in this area should be considered, you also need to take into account the
financial issues of given countries, e.g. businessman/inventor will disclose own inventions before filing
to the Patent Office because they will not have money to protect own invention (in particular this is
in the context of grace period and prior user rights)”.

10. CONCLUSIONS

The consultations process revealed that the harmonization of substantive patent law, in particular the issue
of grace period, could pose a potential problem for Polish entities. It should be noted that the majority of the
entities who decided to give their feedback represented the pharmaceuticals and related sectors. No
response from SMEs or individual inventors was received. The reason for it may lie in the fact that only
selected few were able to give feedback to very demanding material in a foreign language in a highly specific
area. Thus, the findings presented above should be viewed as representative sample of a subset group.
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17. Portugal

PORTUGAL
Report on the National User Consultation on SPLH (2022)

National consultation method

The Portuguese INPI sent the survey to all their stakeholders but only received one answer, from
an individual respondent, affiliated with a university. The INPI sent a reminder and another email
extending the deadline a little, but still received no further responses.

Response

The respondent of Portugal believes that substantive patent law harmonisation (SPLH) is very
important and is in favour of the grace period regardless of its definition.

The respondent believes that the grace period is a way of protecting SMEs, but also a great way to
ensure and encourage the acceleration of scientific research’s route to the market. “However, we
also believe that [the grace period] should not be used carelessly and that its use in that way should
be totally discouraged. The grace period should only be used as the last resort to ensure the
[invention meets the] novelty requirement. Bearing that in mind, we believe that it is important to
internationally harmonise a grace period with checks and balances in order to ensure, on one hand,
that we can extract the best from this mechanism while not compromising the current system and its
legal certainty and, on the other hand, that there is a fair balance between the interests of all parties
involved.”

The respondent had a “rather positive opinion” of the IT3 and FICPI packages, but a neutral view of
the AIPPI Resolutions. Their preferred package was the FICPI Proposal, although the respondent
viewed rebuttable presumptions contained in the IT3 package positively, as “they would facilitate
proof and, consequently speed up the processes”. The respondent preferred the voluntary statement
approach of the FICPI Proposal to the mandatory statement contained in the IT3 package, as they
believed that a statement submitted by the applicant voluntarily would bring certain advantages and
address the issue without imposing an extra burden on the applicant.

For the sets of norms on the grace period, both the IT3 and FICPI norms were considered a way
forward, whilst the AIPPI norms were considered neutral. For conflicting applications, the FICPI
proposal was considered a way forward, the AIPPI Resolutions were considered rather positively,
and the IT3 norms were considered “neutral”.

As for prior user rights, the respondent considered all three packages of norms to be “unacceptable”,
commenting in conclusion that as a University, all the prior user rights proposals would be very
harmful for them. Although they understood the need to ensure a balance between the interests of
a third party, who in good faith has used or made serious and effective preparations to commercially
exploit an invention involving significant investment, and the interests of the applicant, they believed
that such rights, even under very strict conditions, would take away “all their perspectives of a
financial return for [their] investment”. Although it was realised that a balance was necessary, it was
proposed that prior users be forced to enter into a licencing agreement, with the fee reflecting the
investment of the prior user.
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18. Spain

REPORT ON THE ANSWERS TO THE COMMON
CONSULTATION QUESTIONNAIRE ON SPLH IN SPAIN
(OEPM - SPANISH PATENT AND TRADEMARK OFFICE)

The consultation started on the 21t of April and it finished the 15" of May. On the 25" of April, a
meeting was held with representatives of the main stakeholders in the Spanish Patent System, to
present the consultation and try to address possible issues.

In order to make easier for interested parties to answer the questionnaire, both the questionnaire
and the background document were translated into Spanish by the OEPM.

PARTS I AND II
Eleven users responded to the questionnaire and a brief analysis of their answers is provided.

Eight answered as representatives of an entity filing patent applications either at the EPO or with
their national office?. Among them, there were four companies (corporations, although some of them
are suspected to be SMEs) and three patent agent firms. On the other side, three answered as a

representative or member of a user or stakeholder association.

4 Corporations 1 Representative of an association
(generics)

1 University 1 Representative of an inventors’
association

3 Patent attorney/firm 1 Representative of corporations’
association

2 Mechanics

1 Chemistry

3 Pharmaceuticals

1 Other: all areas

None 2 2
5 or less 1
More than 5 but less than 49 | 2 2
More than 50 3 2

2 Although one of them was, in fact, a University which does not file applications.
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PART Il

Overall, most participants considered SPLH to be an important matter, (seven of them rated it as
“very important” and two as “important”).

Not important, as | am against 0
harmonisation

Not important

Slightly important

Neutral

Important

N |IN(RFP -

Very important

Do not know / do not wish to answer

Regarding the implementation in Europe of a Grace Period, a clear majority of users are adamantly
opposed to that possibility and only one of them would be clearly in favour. Three users could live
with it, were it to be of the safety net type, two of them would also need it to be internationally
harmonized. One of the users only asked for the grace period to be internationally harmonized.

The main reasons provided by the opponents of a grace period are the legal uncertainty it would
bring about, and that it would be used mainly by USA and Far Eastern countries, which would
increase the number of Non-European Patents granted in Europe. Another reason for opposing a
grace period in Europe is that there is neither a demand nor a need for it in Europe.

There is only one stakeholder association that is clearly in favour of a grace period, and its main
argument is that a grace period would provide the inventor with enough time to assess whether it is
worth making further investments and thus filing a patent application.

Those users who could only accept a safety-net type grace period argue that such a grace period
would encourage applicants to file a patent application as early as possible and discourage the
strategic and abusive use of the Grace Period. Some of them insisted that the grace period should
be used just as an exception, with very strict conditions, as a mandatory declaration. One considered
that the grace period should be only for a period of 6 months.
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@ Yes, regardless of its definition 1 Yes

@ Yes, but only if it is defined as a 3 Yes
“safety-net” grace period*

® Yes, but only if the grace period is 3 Yes
itself internationally harmonised

@ No, regardless of its definition 6 Yes

® Do not know / do not wish to answer | None

@ x x x x v x x x x x x
® x x x x x v x x x v v
©) X X x v x v x x X v
@ v v v x x X v v v x
® x x x x x x x x x x x

PREFERRED PACKAGES

As for the three “proposals” or “packages”, those that reject the Grace Period outright, are not in
favour of any of them.

The main reason to reject the IT3 paper is that it is considered to be too far from a safety-net type
grace period.

In the case of the FICPI proposal, the main issue relates to the absence of a “mandatory declaration”.

With regard to the AIPPI proposal, some users say that they were published many years ago so they
are already obsolete.

FICPI is chosen as the preferred package by one respondent, and three respondents chose AIPPI
and IT3. The others reject all the packages, though they chose one of them (AIPPI) because it was
compulsory to indicate a preferred one.

Packages rate

Would support as a| 1 2 2
way forward

Rather positive| 1 2 1
opinion

Neutral 3 1 2
Rather negative| 1 2 2
opinion
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Unacceptable

Do not know / do
not wish to answer

IT3 5 5 5 3 1 5 5 4 3 3
FICPI | 5 5 3 2 4 5 4 1 2
AIPPI | 5 3 5 2 3 4 5 4 1 1
Preferred package for future work
Asso. | Corp. | Corp. | Univ. | Inv. Pat. Corp. | Corp. | Corp. | Pat. Pat.
Asso. | Attor. Asso. | Attor. | Attor.

IT3 v v v

FICPI v

AIPPI v v v v v v

GRACE PERIOD

When it comes to the grace period, a majority of those users that do not reject all packages preferred
the FICPI proposal, with four of them with a rather positive opinion and one of them choosing it as a

way forward.

IT3 5 5 5 3 1 2 5 5 6 2 3
FICPI | 5 2 5 2 2 4 5 5 6 3 2
AIPPI | 5 5 2 3 4 5 6

CONFLICTING APPLICATIONS

The IT3 paper was rejected by all users except one, probably because it deviates from the EPC
approach.

IT3 5 5 5 3 1 4 5 5 6 4 3
FICPI | 5 1 5 3 2 2 5 6 2
AIPPI | 5 1 5 3 3 2 5 5 6 2 1

PRIOR USER RIGHTS

The broadest support was obtained by the FICPI proposal.
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IT3 5 5 5 3 1 2 5 5 6 3 3

FICPI | 5 1 5 3 2 2 5 5 6 2 2
AIPPI | 5 3 5 3 3 2

COMMENTS BY RESPONDENTS

Several users claim that the consultation was not properly carried out, because only the interests of
patentees were taken into account. Another criticism is towards the lack of clarity concerning the
different positions of the three “packages”.

The only user who is clearly in favour of a grace period, supports the IT3 paper because it is the only
one that takes into account the interests of all parties. The new approach of the IT3 concerning
“Conflicting Applications” has been widely rejected, since the respondents do not want to give up the
EPC approach.

Several users affirm that a grace period would mainly favour non-European companies, create legal
uncertainty and add more complexity to the patent system. Some users would only accept a “safety-
net” type grace period with a mandatory “declaration”.

CONCLUSIONS

Although there is a consensus among Spanish respondents on the importance of SPLH, an analysis
of the users that responded the questionnaire and their answers reveals that there does not seem
to be a significant demand for a grace period among Spanish stakeholders. Perhaps with the
exception of individual inventors, while there is a strong reaction against it among those companies
that do not usually file patent applications. Other stakeholders would only accept a safety-net grace
period. A majority of stakeholders think that a grace period would create legal uncertainty and would
favour non-European applicants.

Madrid, 27th May 2022
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19. Sweden

SWEDEN
Report on the National User Consultation on SPLH (2022)

National consultation method

The Ministry of Justice sent the Common Consultation Document to twenty main stakeholders at the
beginning of April, and set a deadline for them to send responses by 18 May 2022. Two replies were
received. One from the Confederation of Swedish Enterprise, (Svenskt Naringsliv) which is Sweden’s
largest and most influential business federation representing 49 member organizations and 60 000
member companies with over 1.6 million employees. And one from FICPI Sweden.

Response

Both organisations believe that substantive patent law harmonisation (SPLH) is very important.

Svenskt Naringsliv is in favour of a grace period, but only if it is defined as a safety-net grace period
and is itself internationally harmonised, while FICPI Sweden only specifies that it should be defined
as a safety-net grace period.

Svenskt Naringsliv emphasises that the current absolute novelty requirement in Europe is possible
to handle. SPLH is fully understood as a long term project. On the one hand, it is believed that the
grace period and prior user rights are seldom relied upon, and there may be other IP issues that may
be more urgent to resolve. However, a broad grace period introduced via a Free-Trade Agreement,
without being part of a package achieving harmonisation and containing quid-pro-quos within the
realm of patent law is perceived as a real threat, this context prompting the response that SPLH is
“very important”.

Svenskt Naringsliv would be willing to accept an internationally harmonized grace period as part of
a package providing sufficient safeguards for third parties. Such safeguards should include:

(a) a statement filed at an early stage,

(b) availability of prior user rights, including when knowledge of the invention was derived from
a graced public disclosure by the applicant. The territorial scope should be sufficiently broad
to allow continued use not only within the country where the prior use took place.

In their view, international harmonization would require full implementation of such agreed norms
and not be limited to a set of minimum standards (which, by definition, would not achieve the goal of
ensuring identical outcomes in all jurisdictions).

With respect to the above question, FICPI Sweden refers to the position of FICPI International.

In terms of the user proposals, Svenskt Naringsliv identified the IT3 package as their preferred
package and would support it as a way forward, for all elements of the package consulted upon:
grace period, conflicting applications and prior user rights. The respondent did not attempt to
evaluate the alternative proposals of FICPI and AIPPI.

This is not surprising, given the indication that the person who responded on behalf of the employer’s
organisation has been a member of the BusinessEurope core team negotiating the Industry
Trilateral’s (IT3) Elements Paper since 2013. They emphasise that the “IT3 has aimed at providing
a comprehensive package of principles that are workable and balance the interests of different
stakeholders”.
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Thus, the Swedish Consultation has resulted in the valuable input that the Swedish member of the
BusinessEurope negotiating team enjoys the full support of their national federation, but the
contribution of the respondent can hardly be considered an independent assessment of the three
user proposals.

FICPI Sweden favour the proposal from their international counterpart, which they would support as
a way forward. FICPI Sweden would also have a rather positive opinion of the AIPPI proposal.

Specifically, FICPI Sweden supports keeping the “Whole Content Approach” and further expresses
concern that the IT3 proposal does not comply with Article 4B of the Paris Convention.
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20. Switzerland

Substantive Patent Law Harmonization (SPLH)

Report on the Swiss public consultation
Held between 4 April and 20 May 2022 on various stakeholders proposals

Overview

The consultation period on the SPLH has come to an end and we can therefore begin to draw some
preliminary conclusions based on the received comments. In quantitative terms, the participation
was moderate: between 4 April and 20 May 2022, 11 submissions were submitted to the Swiss
Federal Institute of Intellectual Property (IPI), of which 5 were from Stakeholder Associations, 4 from
Corporations and 2 from Patent attorneys/firms. Among the possible reasons for this rather shy
participation, we must certainly consider the complexity of the topics that are being examined, the
abundance of documentation produced (almost 150 pages between the Common Consultation
Document and the proposals of IC3, FICPI and AIPPI) and the limited time available to express an
opinion on them.

In qualitative terms, on the other hand, there is a generally decent degree of detail and depth to the
issues raised, particularly on the introduction of a harmonized grace period (GP) and on the matter
of prior user rights (PURs). Furthermore, the submissions received come from two major
associations of IP professionals (INGRES and VIPS) and from Switzerland’s research-based
pharmaceutical industry association (Interpharma), the pharma, chemical and life science industries
association (Science industries) and the leading association for both SMEs and major corporations
in the Swiss technology industry (Swissmem). These participants therefore represent a large part of
Switzerland's IP professionals and from Swiss innovative industries, which make the greatest use of

the international patent system.
Observed trends

SPLH is important

As a general observation, the majority of the participants consider SPLH to be important or even
very important, while only one considers harmonization to be merely ‘slightly important’. With regard
to the three developed packages, participants expressed mainly negative or even very negative
opinions on all three of them. The IT3 package, however, received less criticism and was overall
preferred by the participants due in particular to the postulated mandatory requirement, within the
GP-matter, of a statement identifying the Pre-Filing Disclosures (PFD) of the applicant which are to
be graced.

The Grace Period as a Stumbling Block

Concerning the question as to whether to introduce a GP, a very slight tendency in favour of a GP
of the ‘safety-net’ type can be observed. However, this tendency is practically balanced by an almost
equal number of preferences for a GP under the condition that the GP is internationally harmonized
itself, as well as an almost equal number of negative views on the introduction of a harmonized GP
regardless of its definition. On the other hand, none of the participants was in favour of a GP
regardless of its definition. In general, there is some scepticism due to the expected negative
implications of a GP on legal certainty and because of its novelty for the European and Swiss patent
law systems.
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Regarding the concrete proposals made by IT3, FICPI and AIPPI, the general opinion tends to be
negative or even very negative for all three solutions. The solution with the least disagreement is
that of IT3. With regard to this proposal in particular, participants find the trade-offs for the
introduction of a GP to be totally insufficient. Furthermore, according to the participants, a GP must
not exceed 12 months and a PFD must be filed as soon as possible and published at the latest at
the time of the publication of the patent application.

Prior Users’ Rights and Conflicting Applications

Concerning PURs, the participants expressed mostly positive opinions on all three packages.
However, participants want the effect of PURs to extend beyond the national borders where they
originated. With regard to Conflicting Applications, the evaluation of the three proposals also appears
to be slightly positive overall, with a slender preference of the participants for the AIPPI package.
IPI’'s Conclusions

The consultation gathered the views of major associations of intellectual property professionals as
well as of the main innovative industries, which make use of the international patent system and are
of high economic and political importance. Based on the submissions received, it is clear that SPLH
is unanimously desired, but not at any price. There is still a lot of work to be done to find a workable
and accepted solution for Swiss stakeholders. In particular, there is still strong opposition to the very
principle of introducing a GP. Even for those participants who said they were willing to consider such
a solution, there is still a long way to go regarding the introduction of a GP. Participants have been
very clear: any GP must be conceived as a safety net, harmonized at international level and offering
adequate compensation to Switzerland and European countries. The proposals of IT3, FICPI and
AIPPI are far away from such a solution. Therefore, it appears doubtful that they are a suitable and
promising point of departure for further work.

The IPI will provide stakeholders with more information on the development of this dossier, so that
they become more familiar with it and that participation increases in future consultations.

Next steps

The next Plenary Meeting of Group B+ will be held on 21 September 2022. At this meeting, a
discussion will take place as to whether and how to follow up on the SPLH project. In this context,
the outcome of the public consultation in Switzerland, but also in eighteen other European countries,
will be taken into account. Afterwards, i.e. towards the end of September 2022, our Institute will
inform the stakeholders of the outcome of this meeting and the following steps.
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21. United Kingdom

UK responses to Common Consultation on SPLH
Background

The UKIPO contacted a number of our stakeholders directly to share the summary document of
user proposals for substantive patent law harmonisation (SPLH) and direct them to the gov.uk
website where they would find the survey questions. We arranged a roundtable meeting with them
on 10 May, which was attended by 11 people (representing: BIA, IPLA, CIPA, ABPI and IPFed).
We also made the summary available on the gov.uk website and included links to the full proposal
papers made by industry. An online survey was created for stakeholders to respond to the
questions agreed between Member States and EPO.

UK responses

Survey responses

The UK received four responses to the online survey, from three legal professionals and one IP
association.

Three respondents indicated that SPLH was either important or very important. Two identified the
FICPI proposal as their preferred package. However, one qualified this preference by stating that
the FICPI proposal required the addition of a mandatory declaration. One respondent favoured the
IT3 proposal. They felt that introduction of a grace period came with drawbacks/risks, however,
these were outweighed by the benefits of broad harmonisation to both applicants and third parties.

One respondent, who supported a ‘safety net’ grace period, identified strong prior user rights
(including those derived from graced self-disclosures), as an efficient means of achieving this.

One respondent was against harmonisation. They favoured the current six-month grace period
offered under the EPC, which they believe provides a fair balance.

Written Submissions

Three stakeholder organisations chose to file written responses rather than use the survey
questions to structure their response. All supported efforts to reach agreement on substantive
patent law harmonisation.

All respondents identified the complexity of the IT3 proposal as an issue. One highlighted that
complexity inherently disadvantages smaller companies, who have less resources. Two
organisations warned of the dangers of treating the SPLH topics independently. They felt that
achieving broad harmonisation will require everybody to compromise.

Two organisations indicated a preference for the IT3 proposal’s approach to Grace Period, but
preferred AIPPI and FICPIs approach to Prior User Rights. They supported the provision of
accelerated publication and a statement requirement in IT3’s proposal, but indicated that stronger
prior user rights, in line with AIPPI and FICPI, as an important safeguard against creating a first to
publish system.

One organisation supported the IT3 proposals approach to conflicting applications. Another
acknowledged the merits of the IT3 approach, as an incentive for early filing, however, they
preferred to maintain the current approach under the EPC.

One organisation preferred the AIPPI and FICPI proposals as a whole package, purely on the
basis that they were simpler.

51


https://www.gov.uk/government/consultations/common-summary-of-user-proposals-for-patent-harmonisation

22. EPO

EPO
Report on the User Consultation on SPLH (2022)
Summary of epi written submission

Method of consultation

As 19 member states decided to engage in a national consultation of their stakeholders on user
proposals for SPLH, it was realised that holding an EPO consultation in parallel would result either
in a duplication of responses, or in a siphoning away of stakeholder input from the national
consultations. Thus, it was decided that the EPO should consult the supra-national European user
associations, for which it would be a natural interlocutor. However, one of these, BusinessEurope,
being a member of the IT3 and co-author of the Elements Paper, one of the user packages being
consulted upon, it did not seem appropriate to consult it about its own work. One main point of the
exercise was to present the Elements Paper to other European stakeholders uninvolved in the
negotiations, and gather their input, bearing in mind that the document was a work in progress. As
a result, at the meeting of the Committee on Patent Law 2022, the EPO was entrusted with consulting
only the epi. The Common Consultation Document was sent to the epi on 4 April 2022, with arequest
to provide their feedback by 1 June 2022, and the epi contribution was received on 25 May 2022.

Response

The Chair of the Harmonisation Committee, having been deputised by the President of the epi to
forward the epi response to the EPO, prepared a written submission following consultation with the
epi Council and the epi Harmonisation Committee, then filled out the survey insofar as was possible
on the basis of these comments.

The epi is “in favour of international patent law harmonisation’, and considers it “could be of great
advantage to innovative companies in Europe as this could lead to less distortion in the market and
greater legal certainty, provided that the package as a whole is coherent’.

The three proposals were correctly summarised in the written submission, but the association chose
not to enter into an analysis of the details of the innovative aspects of the Elements Paper.

The epi Harmonisation Committee was of the opinion that the IT3 package was “a complex system
which would induce high costs if used (potentially both for the applicant/patentee and third parties”

Both the FICPI Proposal and AIPPI Resolutions set forth clear and concise systems with prior user
rights, but lacked a mandatory declaration which the epi considered essential. The epi preferred a
6-month grace period, and disagreed with the concept that the grace period could be claimed at any
time in the life of the application or patent.

The epi emphasised the importance of the harmonisation of prior art, leading to the grant of the
same patent to the same applicant across jurisdictions (epi views the definition in WIPO's document

SCP/10/4 as “an obvious starting point”). Also, the epi “always prefers the options which offer the
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highest level of certainty for third parties”, and its view was that the introduction of a grace period
would complicate the procedure and lead to legal uncertainty.

For conflicting applications, it favoured that they be relevant for novelty only, without anti-self-
collision, as this offered better legal certainty. The epi supported the IT3 proposal that PCT
applications should enter the prior art upon publication, without requiring entry into the national phase
or the publication of a translation of the application.

The members of the epi Council passed two motions: (1) one agreeing that the epi is opposed to
any kind of grace period (passed by 68 votes for; 32 votes against and 13 abstentions); and (2) A
motion to the effect that “epi could consider a grace period as a safety net as part of a harmonised
system.” (passed by 88 votes in favour, 18 votes against and 5 abstentions).

“Thus, whilst epi remains opposed to the introduction of a grace period, it has long indicated and
has now reconfirmed that it could consider a grace period as a true safety net, as part of a
harmonised system.” Such a harmonised system could be a true first-to-file system with features
such as:

* a grace period with a duration of 6 months preceding the priority date;
* a formal declaration should be mandatory;
* prior users’ rights should be mandatory;

 wrongful publication of an application by a patent office should be included.”

(It was noted that abuses were usually dealt with separately by national/regional patent laws.)

The epi referred to two previous papers on its’ positions on various harmonisation issues, namely
CA/PL 18/06 and CA/PL 18/07 together with its “Reaction of epi to the Industry Trilateral Position of
6 September 2017”.

In the latter document, commenting on an earlier version of the Elements Paper, on features retained
in the current version, it was stated inter alia with regard to the grace period norms suggested: “we
can basically support the Objectives and principles, which include to "Provide a Safety-Net Grace
Period that Discourages a Publish-First Priority". However, we note that the individual elements
proposed are far from resulting in this principle. Our understanding of [the IT3 approach to the grace
period] is that the proposed system is engineered to work to the advantage of the inventor/applicant
disclosing his invention, leading away from the very principle of a safety net grace period.” In
particular, epi opposed presumptions regarding intervening disclosures favouring the applicant. It
was in favour of a mandatory declaration, but against an administrative fee for late filing as an option,
“because to be effective, it would have to be set at a high level hurting SMEs and universities”. It
also opposed anti-self-collision.

The epi considered that agreement on prior user rights was an essential element of any
harmonisation package because they were linked to the grace period. Prior user rights were needed
to provide balance and were part of the definition of a safety net, as they encouraged the filing of an
application at the earliest possible date. Their scope should be predictable without intervention of
the courts. Harmonisation of the scope of prior user rights would be of great benefit to all users of
the patent system in general, but particularly relating to any grace period regime that may be agreed.
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