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Background

</ (Intent) To compensate for the unreasonable side-effects of reductions in the patent term caused delays in the granting procedure.

«” Defined in the KORUS FTA Agreement, Subparagraph 6, Article 18.8 (March 15, 2012)

<The KORUS FTA Agreement, Subparagraph 6, Article 18.8 >

(a). Each Party, at the request of the patent owner, shall adjust the term of a patent to compensate for unreasonable delays
that occur in granting the patent. For purposes of this subparagraph, an unreasonable delay shall at least include a delay

in the issuance of the patent of more than four years from the date of filing of the application in the territory of the Party,

or three years after a request for examination of the application, whichever is later. Periods attributable to actions of the

patent applicant need not be included in the determination of such delays.

Revision of the Korean Patent Act (Promulgated on Dec. 2, 11, Effective on Mar. 15, ’12)

Extension of the term
of a patent to
compensate for applicant, the term of a patent may be extended as much as the delayed period.

unreasonable delays in _
the granting procedure (Article 92-2~5,KPA)

If the issuance of the patent is delayed due to reason(s) unattributable to actions of the patent




Overview

Subjects and Requirements

<#(Subjects) Patent applications filed in all technological fields after the date of the KORUS FTA being entered into force
< (Period/Applicant) Within 3 months from the date of patent issuance / Patentee

Calculation of the Extension Period

Reference Date of
Application/. _ 4yrs/3yrs Extension Issuance of
Request for Examination the Patent

s Delays in the granting procedure o
Delays attributable to the applicant

msm Extension 1

<« (Calculation of the Extension) The extension period is calculated by deducting "delays attributable to the applicant "from "the period
between the reference date and the date of patent issuance".
» (Reference Date of Extension) 4 years from the date of filing of the application (or in case of PCT applications, 4 years after entering the
Korean national phase) or 3 years after a request for examination of the application, whichever is later
* (Delays attributable to the applicant) Defined in subparagraphs of ‘Enforcement Decrees (§7-2)-Enforcement Rules(§54-5) of the KPA’
+ (Exceptions) Excepted where it is objectively acknowledged that the delays are not attributable to the patent applicant even if they

3
fall under the aforementioned subparagraphs (Enforcement Decrees (§7-2(2))



Overview

Examples of delays attributable to the applicant

<« (Delays attributable to the applicant) Delays are attributable to actions of the patent applicant; however, the cases are not restricted to
the ones in which the patent applicant is responsible for the delays (Korean Patents/Utility Models Examination Guidelines)

Examination - Trial Appeal

+ Extension of designated period-

statutory period . .
* Change of the date for conducting Submission of a wr|tte.r? argument and « Request for exclusion - challenge of Measures of court for elucidation

amendment of a specification, etc. after the ) . .
patent-related procedures . ) . an examiner, etc. * Exclusion of a judge
" issuance of an office action of refusal

« Additional payment of patent fees/the

payment of the remaining patent fee

» Completion of litigation

Alteration in claims

Application for examination of evidence,
* Objection

» Subsequent completion of procedure s . : » Evidence examination/preservation-
*  Amendment or addition of a priority claim o . .

*  Procedural amendments under the Treatv/a domestic priority claim application for witnesses, etc. in the

* Interruption - Suspension of procedure y P y trial proceeding (§186(%)

. Resumption of examination of an earlier » Suspension - interruption of appeal procedure
+ Deferral of grant P * Return of illegitimate application » Change of the date designated by the

+ Deferral of the examination filed appllca.tlo.n, dug to withdrawal of a documents, etc. presiding judge or for pleading
domestic priority claim " .
Additional period

Delays ‘NOT" attributable to the applicant

@ Where such delay was occurred before the request for examination on the application is filed -> Consequently not delaying the registration of a patent right.
@ Where the Korean Intellectual Property Office erroneously requests an amendment or notification, etc.

* Where it is acknowledged that defects in formalities or reasons for refusal are overcome even without amendment in formalities or in a specification, etc.

® Where the delay is due to causes other than the patent applicant, including a natural disaster, etc.



(Case) Calculation of Patent Term Extension

Application History and Calculation of Extension

Procedure Notification Time Limit Delayed
(Submission) Date Period

<lIncaseof ®, @ >
Where a patent is granted without amendment of a

Eaten_t APp"C;“O” and Mar. 14,13 specification, etc. in response to an office action issued by an
FEHITEIE REgUES! examiner — Excepted from delayed period attributable to the
Notification of Reasons for Refusal May 19, ‘14 Jul. 19, 14 patent applicant
. . . . <In case of ® >
Request for Extension of Period (1 month) Jul. 18, ‘14 Aug. 19, ‘14 Where a patent was granted after appeal decision to revoke
o . examiner's decision of refusal, without any amendments to the
Submission of Amendment and Written Argument Aug. 19, 14 @92 days specification , etc. — Excepted from delayed period attributable
to the patent applicant o
Notification of Reasons for Refusal Dec. 29, ‘14 Feb. 28, ‘15 S =
Delayed period attributable to the patent applicant =
Request for Extension of Period (1 month) Feb. 25, ‘15 Mar. 31, ‘15 @31 days ®+®+@+@ =250 days
Submission of Written Argument Mar. 31, ‘15 The date of the filing of Mar. 14. “13
Notification of Reasons for Refusal Aug. 27,15 Oct. 27, “15 a patent application
Date for requesting Mar. 14, ‘13
Submission of Written Argument Oct. 27, ‘15 @0 day patent examination [Delayed period of
Decision of Refusal Dec. 29, ‘15 Jan. 29, “16 4 years from the filing date of ~ Mar. 13, ‘17 patent issuance = 321
Request for Jan. 28, ‘16 Mar. 29, ‘16 ®60 days a patent application (A) days]
Extension of Statutory Period (2 months) . -
3 years from the date for Mar. 14, ‘16 [ Delayed period

Appeal against Decision of Refusal Mar. 29, ‘16 requesting examination (B) attributable to

{A or B, whichever is later (C) Mar. 14, ‘17 RD] the patent applicant =

Appeal Decision to Grant a Patent Oct. 24, ‘17 250 days ]
Patent issuance date(D Jan. 29, ‘18 =
Service of a Certified Copy of the Patent Grant Nov. 23, ‘17 [ (®) J Extendable term = 71
Payment of Patent Fees (Issuance of the Patent) Jan. 29, ‘18 @67 days Delayed period of patent D-C=321 days
Delays attributable to the Applicant 250 days issuance days



To Confirm Patent Term Extension (KIPO Webpage) (1/2)
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Case) To Confirm Patent Term Extension (KIPO Webpage) (2/2)
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To Confirm Patent Term Extension (KIPRIS) (1/3)
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To Confirm Patent Term Extension (KIPRIS) (2/3)

<« Search by the application number
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To Confirm Patent Term Extension (KIPRIS) (3/3)
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Korean Intellectual Property Office

Thank you!
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