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I. Introductory observations
The questionssubmittedto the EnlargedBoard of Appeal by the EPOpresidentgive the
impressionthat thereis merelyaneedfor clarification of a numberof specific details of the

rulesthat governsoftwarepatentability.But is it really only a matterof details?The debate
on softwarepatentability lasts for several decadesalready,and still there are persistent

complaintsabout unclearrules,despitenumerousdecisionsof the EPOBoardsof Appeal.

Should perhaps an essentially different approachbe envisaged,rather than yet another
clarification attempt?

Another reasonfor a thorough review of presentcaselaw is that it doesnot addressthe

basic controversy about softwarepatentability. On the one hand, it is often arguedthat
softwarepatentingis merelya logical consequenceof the developmentof technology,on

theotherhandsomepeoplebelievethat by grantingsoftwarepatentsan essentialboundary

is transgressed,in a legaland/or economicsense.Doessoftwarefit into the patentsystem?
Do softwarepatentscontributeto socialwelfare?

While thedebateon softwarepatentshasbecomemoreintensein recentyears,culminating
in massive protests against a proposed European Directive on the patentability of
“computer-implementedinventions” a few yearsago,1 actually from the 1960s therewere

reservationsagainst software patenting. Isn’t software too “abstract” to be patentable?
Aren’t software patentsa form of “mental steps”,2 that fundamentallydon’t belong in

patentlaw? The Americansquestionedsoftwarepatentingfor many years,3on the ground
that softwarerelatesto algorithms, thatwere associatedwith mathematics.4Mathematical

inventionsin turn could be qualified as “abstractideas”, andsuchideasarenot considered

* PhD (MaastrichtUniversity), LL.M. (LeidenUniversity),M.Sc. (Deift TechnicalUniversity). ReinierBakels

is anindependentresearcher.
I Directiveof theEuropeanParliamentandof the Councilon thePatentabilityof Computer-Implemented

Inventions,COM(2002)92. Brussels,20 February2002.
2 mentalstepsin theGermanlegal tradition: Wilfried Elben, TethnischeLehreundAnweisungan den
menschlichenGeistins Patent-andGebrauchsmusterrecht(Diss.FrankfurtamMain 1960).
3JohnFellas,ThePatentabilityof SoftwareRelatedInventionsin theUnitedStates,BIPR1999,p. 330-333.
~U.S. SupremeCourt20 November1972,GRURInt1973,p. 75-78,409U.S. 63, 175 USPQ 673 (Gottschalk

Benson).CAFC 7 November1989,888 F.2d1370,12 USPQ2d1908 (In reiwahashi).
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patentablesubject-matterinthe US since the
19

th century.5 While a US court in 1998
qualified the “mathematical algorithm exception” as a misconception,°so that it was

effectively abolished,recentlythe Americans felt the needagainto excludeoverly abstract

subject-matterby prescribinga “machine or transformationtest”.7 In sum,alwaysthe need
was felt to restrict the domain of patent law. But so far no generally accepted

comprehensiveconceptionof patentablesubject-matterwasdeveloped.

Is thereperhapsa connectionbetweenthe persistentlegal certaintyproblems,the various
objections againstsoftwarepatents,andthe fundamentallimits of the patentlaw domain?
In this Amicus CuriaeBnefwe will attempta synthesis.

II. Methodology
The responseto the questionsshouldbe basedon a solid methodologicalfoundation,not

only for a properjustification, but also becausea thoroughunderstandingof the arguments
for the eventualrulesis indispensablefor a responsibleapplication,especiallyin borderline

cases.

Basically,the problemraisedin the presentreferralis the interpretationof the exclusionof
programs for computers8 “as such” in the EPC. What sources are available for
interpretation?The text of the pertinentprovisionsitself is generallybelievedto be unclear.

While the exclusionof computerprogramswascodified in the EPC to provide clarity once

and for all,1° the words “programs for computersas such”11 have createdinterpretation

problemsalmost from the moment the EPC went into force.12 According to Von He4(feld
this clausecanbeinterpretedin at leastsix different ways.13

Caselaw cannot be a sourcefor interpretationeither,becauseits very inconsistencyis the
reasonfor the presentreferral to the EBA. Furthermore,the EPO Boards of Appeal are
not formally boundby precedents.14There is evena common belief that patentlaw must

accountfor evermorenewtechnologiesby adaptivecaselaw.15

A further sourcefor interpretationis the legislativehistory,1’ in the caseof an international
treatyrepresentedby the“travaux préparatoires”.The reportsfrom the negotiationsfor the

initial version of the EPC show aboveall confusion aboutsoftwarepatentability.Neithera
full exclusion of software,nor unrestrictedsoftwarepatentabilitywas seenas appropriate

U.S. SupremeCourt 10 january1853,55 U.S. 156, 175L. Ed. 367; 1852U.S. LEXIS 433; 14 Flow 156 (Le
Re~yv. Tatham).For an overviewof olderpertinentcaseaw see:U.S. SupremeCourt 16June1980,447U.S.
303, 206 USPQ 193, 197,GRURInt.1980p. 627-632(Diamonde.Chakrabar~y).
‘CAFC 23 july 1998,149F.id 1368,47 USPf~2d1596 (StateStreetBank & Trust Co. v. SignatureFinancialGroup
Inc.), GRURInt 1999,p. 633-639(Finan~dienstleistungs-Anordnueig~

CAFC 30 October2008, case07-1130,GRVR Int2008,p. 1075-1076(In re BernardL BilskiandRandA.
lVarsaw).
8Art 52 subsection2 subc. EPC.
‘Art. 52 subsection3 EPC.
10 GertKolle, ‘ThePatentableInventionin theEuropeanPatentConvention’,IIC 1974,p. 140-156(144,
151).
~ Art. 52 subsections2c and3 EPC.
12 On1 June1978 the first applicantsfiled for Europeanpatentprotectionat theEPO
(<http:/ /www.epo.org/about-us/office/historv.htnil>).Thefirst “softwarepatent”applicationhandledby a
Boardof Appealwasfiled by I/ICOM Corporationon 22May 1979.Sevenyearslatertheinitial rejectionwas
setaside:TBoA 15July 1986, caseT 208/84,0J1987,p. 14, IIC1987p. 101-107(VICOM~.
13 Axel VonHeilfeld, ‘Sind Algorithmenschutzfiihig?’,GRUR 1989,p. 471-485(476).
14 TBoA 15 November2006, caseT 154/04,012008,p. 46-79(58):Reasonsfor the decisionnr. 2.

(DUNS/Methodofestimatingproductdistribution).
15 Seethe explanationof the “dynamictechnologyconcept”theoryon p. 7.
16Art 32 ViennaConventionon theLaw of Treaties(hereafterVCLT).
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by the diplomatic conferencethat preparedthe EPC. Eventually in the final stageof the
negotiationsthe compromisewasreachedonly to excludecomputerprograms“as such” —

merely in the sensethat the exclusion shouldbe interpreted restrictively,17 and definitely
not in the sensethat only technicalcomputerprogramswould be patentable.1’

Given that all thesesourcesprovide so little help for the interpretationof the EPC, we
must resort to an analysis of the internal structureof patent law. This analysis actually

revealssomeessentialcluesabout theinherentboundariesof thepatent law domain.1’ But
firstwewill review the “softwarepatent”conceptitself2° andthe technologyrequirement.21

III. The “software patent” concept
While commonlythe term “softwarepatent” is used,the EPO usually talks aboutpatents
for “computer-implementedinventions~~,ua term also usedin a — meanwhilerejected—

EuropeanDirective proposal.23

While theterm “softwarepatents”may be avoidedfor the sakeof consistency,becausethe

EPC prohibits the patentingof software(“as such”), a more fundamentalproblem is the
questionhow to fit “software” into patentlaw.24 In order to solve that problem,first of all

wenote thatwhile patentlaw refersto “products” and “processes”,2’theactualobjectof a
patentis alwaysknow/edge:an inventionis in essencea “trick”, a “teaching”.2’ The industrial

application27of sucha “trick” leadsto a product.An inventionshouldbe distinguishedfrom

its realisation.That applies just aswell to software:a softwarepatentrepresentsknowledge
that may be usedto developa productthat involves software.So thereare only software

realisationsandno softwareinventions.2’

Consequently,all of the abovedesignationsfor “softwarepatents”areactually incorrect. It

is not a distinct category.Patentscan be obtainedfor inventionsdescribedin applications

that do not specify any details about a software implementation,and evenrefrain from
making the choiceto implementthe inventionin softwareratherthan hardware,as long as

the descriptionis sufficient for a “person skilled in the art” to accomplisha realisation.2’
Furthermore, advanced technology may blur the distinction between hardware and

l
7

Jusmie Pila, ‘Article 52(2)of theConventionon the Grantof EuropeanPatents:WhatDid theFramers

Intend?A Studyof theTravauxPréparatoires’,IIC 2005,p. 755-787(766-770).
10 Gert Kolle, ‘The PatentableInventionin theEuropeanPatentConvention’,IIC 1974,p. 140-156(1 45-146).
19 ChapterV: “The inherentboundariesof patentlaw”, p. 7.
20 ChapterIII: “The “softwarepatent”concept”,p. 3.
21 ChapterIV: “The technologyrequirement”,p. 5.
22 GuidelinesforExaminationin theEuropeanPatentOffice. EuropeanPatentOffice, june 2005,paragraph

C.IV.2.3.6. <http:/ /www.european-patent-office.org/legal/guilines/pdf 2005/g-uidelines2005 e.pdf5-.
23 Directiveof theEuropeanParliamentandof the Councilon thePatentabilityof Computer-Implemented

Inventions,COM(2002)92. Brussels,20 February2002.
24 Kolle mentionsno lessthanthirteenwaysto qualify computerprogramsin law, of whichsevenspeakfor

patentabilityandsix against.GertKolle, ‘Der Rechtsschutzvon Computerprogrammeausnationalerund
intemationalerSicht, 2. Teil’, GRUR 1974,p. 7-20(10).
25 This is in particularapparentfrom nationalstatutoryprovisionsaboutthecontentsof therights of the
patentowner, suchasart. 53 DutchPatentAct 1995, ~ 9 PatG andSection60 UK PatentsAct.
20 Germanscommonlyreferto a “LehrezumtechnischenHandeln”.Seein particularthefollowing famous
Germandecision:GermanFederalCourtofjustice(BGH hereafter)27 March1969,caseX ZB 15/67,hG
1970,p. 136-142(138)(RedDove).27Art 57 EPC.
28 ReinierB. Bakels,‘Software:werkwijzeof voortbrengsel?’(Software,processor product),BIB 2003,p. 428-

434.

29 This follows from art. 83 EPC.
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softwarealtogether.3°But evenif a software-implementationis the only realisticoption, still

the invention must conceptuallybe distinguishedfrom its implementation.31While it is
apparentlyobvious that the invention is the “teaching” rather than the “product”, the

distinctionis oftenblurredby the specificformat of patent“claims”.32

Softwarepatentapplicationsare often hardto recognise.If softwarepatentingis subjectto
restrictions,applicants may want to avoid their application from being classified as

software-relatedby using covert language.But as we just noted,conceivably it may not
evenbe decidedat all by the applicantwhethera softwareimplementationis envisaged—

becausesoftwareis a meansof realisation,ratherthana propertyof the invention.

When Weyandand Haaseproposeda specific regulationfor softwarepatents,theywerealso
facedby the problemhow to identify softwarepatentapplications.They tried to solve the
problemby proposinga reversalof the burdenof proof: if an applicationis identified by

the patentoffice aspotential/ysoftware-related,the applicantwould be requiredto comply

with theproposedspecialrequirementsfor the disclosureof softwarepatentapplications,3’
unlesshe is able andwilling to prove that an implementationwithout softwareis realistic,
bothin a technicalandan economicalsense.In our perception,this proposalconfirms that

the distinctionhasno groundfrom the start.

Acknowledging that software nowadaysis also used extensively in various fields of

conventionaltechnology, e.g. in software-controlledprocessorsused in the traditional
manufacturingindustry,34attemptshavebeenmadeto developrulesthat allow “computer-

implemented inventions” in these fields to be patented,but exclude “pure” software-
inventions.However, suchadistinction is fundamentallyunfeasible,becausethe verysame
inventionoften canbe realisedboth in an independentsoftwareproductandin a tangible

product of manufacture,potentially evenwith the samesoftware code.35If there is no

difference,it cannotbe made.

In sum,notions like “softwarepatent” or “computer-implementedinvention”3’ are based

on an incorrect understandingof patent law, just as much as the notion “software
invention”. Becausethis categoryeffectively does not exist, specific rules for “software”

patentingare fundamentallymisplaced.

30 E.g. thereare“Field ProgrammableGateArray’s”, a kind of chipsthatcanbe programmedto performthe
samefunctionsas “Application SpecificIntegratedCircuits”, chipswith a functionwhichis determinedat
manufacturetime. ASICs arehardware.Couldn’t aFPGA be characterisedaspurehardwareby its
programmability,evenif it eventuallyperformsexactlythe samefunction?(Thechoicein aconcretecaseis
determinedprimarily by economicconsiderations:ASIC’s aremoreexpensiveto develop,FPGA’saremore
expensiveto manufacture).
31 This is well illustratedin: RomanSedlmaier& janGigerich, ‘RechtlicheBedingungenundRisikender
LandeshauptstadtMiinchenfür denEinsatzvon Open-SourceSoftware’,JurPC10/20052005,Abs.1-192.
<http:/ /www.jurpc.de/aufsatz/20050010.htin>.
32 43 EPC.
33joachimWeyand& HeikoHaase,‘PatentingComputerPrograms:NewChallenges’,IIC 2005,p. 647-663
(661). Germanversion:‘Anforderungenan einenPatentschutzfur Computerprogramme’,GRUR2004,p.
198-204(203).
~ In particularin controlengineeringandin signalprocessingtechnology,softwareis oftenusedin
conjunctionwith conventionaltechnology.
~ Thinkof imageenhancementsoftwarethatcanbeusedboth in an “embeddedprocessor”in a television
setandci “mediaplayer” softwareon aPC. “Embedded”softwareis not fundamentallydifferent from other
software,but only in the sensethatit is not seenas aseparateproductby end-users.
36 A furtherobjectionspecificallyto the term “computer-implementedinvention” is that thedesignation
“invention” in Europeanpatentlawterminologyimpliespatentablesubject-matter,so thateffectivelythe test
prescribedby art. 52 EPCwhetherthepatentapplication representsan inventionis bypassed.
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That doesnot imply however that there is no ground for the objectionsagainst“software

patents”,37 that were raised for instanceduring the debate in the EuropeanParliament
about the above mentioned Directive proposal.” Ratherwe must conclude that these

objectionscannot possiblyapply only to the (nonexistent)categoryof “softwarepatents”.

IV. The technologyrequirement
Until recently,the EPO concludedthe requirementof a technical charactermerely from
indications in the EPC,3’ addedto tradition.4° Theseindications were not always found
convincing,41and the traditionwas actually German.42For instance,the British,43 French~

andDutch45usedto reject a (separate)technologyrequirement.

In the new “EPC 2000”, that went into force on 13 December2007, the words “in all

fields of technology”were insertedinto art. 52(1) EPC.Thesewords werecopiedliterally

from a provision of the TRIPS Agreement,~an annexto the World Trade Agreement,
which bindsnearly all EPO memberstates.47While the TRIPS provision actuallypurports

to a prohibition to discriminateany field of technology,4’the Diplomatic Conferencethat
prepared“EPC 2000” addedthe abovephrasealsowith the intentto codify thetechnology

requirement.4’

Most of the questionsaskedin the referral letter deal with the problem how to assess

whethera “software” patentapplication is sufficiently technicalto be honoured.What is

supposedto be “technology” in the context of patent law? The framers of the EPC
consciouslyrefrained from giving such a definition, in order not to loose flexibility in

~ ReinierB. Bakels& P. BerntHugenholtz,Thepatentabilityofcomputerprograms.DiscussionofEuropean-level
legislation in thefield ofpatentsforsoftware.Studycommissionedby theEuropeanParliament,2002.
<http:/ /www.ivir.nl/publications/other/softwarepatent.pdf>.
38 Seenote 23.
~‘ For instance:TBA 14 March1989,caseT 163/85 (BBC/colourtelevisionsigna~TBA 16 April 1993,caseT
833/91 (IBM/Simulationofcomputerprogramexternalinterfaces);TBA 16 April 1993,caseT 236/91 (Texas
Instruments);TBA 29 October1993,caseT 204/93 (AT&T/ Sjistemforgeneratingsoftwaresourcecodecomponents);
TBA 29 October1993,caseT 790/92 (IBM/Editingbusinesscharts);TBA 31 May 1994, caseT769/92,Of
1995,p. 525 (SOI-IEI),IIC 1996,p. 373-374(General-PurposeManagementS5stem);TBA 6July 1994,caseT
1002/92,011995,p. 605 (Pettersson);TBA 8 September2000, caseT 931/95,012001,p. 441-457(Pension
BenefitSjistems).
40AlbertBallesterRodéset al. (eds.),CaseLaw oftheBoardsofAppealoftheEuropeanPatentOffice. Munichetc.:
EuropeanPatentOffice 2006, Chapterl.A. 1. HereaftercitedasEPO CaseLaw.Availableunder
<http:/ /www.epo.org/patents/appeals/case-law.htinl>.
41 “[qt is somethingof acounselof desperationto usewhatis little morethanaproceduralrulein placeof
major substantiveprovisionsof theConvention”.PatentsCourt21 July 2005, case2005EWHC 1589 Pat,
RPC2006,5, nr. 78 (CFPI-I).
42 Seein particular:BGH 22June1976,caseX ZB 23/74,GRUR1977,p. 96-99(99) (Dispositioniprogramm),
IIC 1977p. 558-565(564) (Dijpositionprogram).
u M.A.L. Banks,TheBritishpatentfystem:report oftheCommitteeto ExaminethePatentS5stemandPatentLaw.
London: H.M.S.O.1970, Chapter17, p. 140-144.
~‘ GertKolle, ‘The PatentableInventionin theEuropeanPatentConvention’, IIC 1974,p. 140-156(145).
uBoardof Appealof theDutchPatentOffice (“Octrooiraad”)11 May 1987,BIB 1987,p. 174-176
(Streepjescode),CR 1987,p. 195-197,GRURInt 1988,p. 71-72 (Stre~Jincode).
46 Art. 27(1)TRIPS.
‘~ Theonly exceptionis Monaco,asit is not amemberof the World TradeOrganisation.
~ Straus,‘BedeutungdesTRIPS für dasPatentrecht’,nr. 27, CRUXInt1996,p. 179-205.Translation:
JosephStraus,‘Implicationsof theTRIPsAgreementin the field of patentlaw’, nr. 27. In: Friedrich-Karl
BeierandGerhardSchricker(ed.),From GATEto TPJPs:theagreementon trade-relatedaipectsofintellectualproper~y
rights,. Weinheim[etc.]: VCH 1996,p. 160-215.
19 AdministrativeCouncilof theEPO,BasicproposalfortherevisionoftheEuropeanPatentConvention,Munich, 13
October2000,p. 43. <http://www.european-patent-office.org/epo/diplconf/pdf/em00002.pdf~’.
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respectto future developments.50Evennow that the technologyrequirementis codified in
the EPC,51it still gives no legaldefinition of “technology”.

By default of an explicit statutorydefinition, the interpretationrules of the law of treaties

require“the ordinarymeaningto be given to the terms of a treaty in their context [.. .

At first sight, there is no need to define the “technology” concept explicitly, because
anyoneintuitively knows what the word means:“I know it whenI seeit”,53 eventhoughit

is hardto give an explicit definition.

Whetherthis is really true is debatable.54The Boardsof Appeal of the EPO did notaccept
theintuitive technologyconceptanyway,whenthey concludedfrom the EPC text that the

intuitively obvioustechnicalcharacterof softwareis not sufficient for patentability.Starting
from the usual EPO perception that “as such” is the oppositeof “technical”,55 a Board

concludedthat a “plain” technical characterdoes not suffice for software patentability,
because otherwise the exclusion of “programs for computers as such” would be

meaningless.So it decided that a “further technical effect” is required for software

patentability.”This decisionshowsthat “technology” in the senseof Europeanpatentlaw
is a legalconcept,with a specificmeaningbeyondcommonparlance.

Still, not all software lacking such a “further technicaleffect” is consideredunpatentable.
While a “further technicaleffect” requirementwas introducedbecauseasimpletechnology

requirementwould not be strongenough,on the otherhandit is occasionallybelievedto

be too strong: if the regulartechnologyrequirementis notmet, the applicationof technical
considerationsmaybe sufficientto allow patenting.57

Perhaps the purpose of the acceptanceof “technical considerations” as a reason for

patentabilitywas to get closeragain to the intuitive meaningof technology.As a similar
Germandecisionexplains,58the technical considerationscriterion no longer requires a direct
relationshipbetweenthe subject-matterof the patentapplication and technology.Critics

have noted that acceptingonly an indirect relationship with technologymay erode the
technologycriterion toofar.5’ How remoteis the indirect relation allowedto be?

s° GertKolle, ‘The PatentableInventionin theEuropeanPatentConvention’,IIC 1974,p. 140-156(145).
51 On13 December2007 anewversionof theEuropeanPatentConventionwentinto force,usuallycalled

“EPC 2000”, becauseit wasdraftedduringadiplomatic conferencein 2000.Art. 52 subsectionI EPCnow
statesthatpatentsaregranted“in all fieldsof technology”.Accordingto the explanatorytext, this clause
codifiesthe technologyrequirement:Administrative Councilof theEPO,Basicproposalfortherevisionofthe
EuropeanPatentConvention,Munich, 13 October2000,p. 43. Seealso:JustinePila, ‘Dispute overtheMeaning
of “Invention” in Art. 52(2) EPC- ThePatentnbilityof Computer-ImplementedInventionsin Europe’,IIC
2005,p. 173-191(185).
52Art. 31 subsection1 \TCLT: “A treatyshall beinterpretedin good faith in accordancewith theordinary
meaningto begiven to thetermsof thetreatyin their contextandin thelight of its objectandpurpose.”
~ U.S. SupremeCourt22June1964,378U.S. 184 (Jacobellisv. Ohio). In this casethejudgedecidedthatthe
“obscenity” conceptneededno definition, “becauseI knowit when I seeit”.
~ GregAharonian,‘More ‘technical’ nonsensefrom EPOheardat aLondonmeeting’, CIPAJournal2004,p.
23-27; SimonDavies,‘A reply to Mr Aharonian’, C1PAjournal2004,p. 77-79.
~ EPOExaminationGuidelines,Chapterl.A. 1.
56 TBoA 1 July 1998, caseT 1173/97,at 6.4,011999,p. 609-632(620),]1C2000 (IBM/ComputerProgram
Product~.

~ TBoA 31 May 1994,caseT 769/92,011995,p. 525-544,IIC 1996,p. 373-374(SOHEI/General-Prerpose
ManagementS5stem~,CRUXInt 1995,p. 909- 913 ~SOHEb/UniversellesVerwaltungsfystem).
58 BGH 13 December1999,caseX ZB 11/98,IIC 2002,p. 231-238(Logic Verification), GRUR2000,p. 498-
502, <http://w~w.jurpc.de/rechtspr/20000072.htm>,C&R2000,p. 360-362(Commentby Schoninger),
C&R 2000,p. 281-285 (Logikverifikation).
~ RudolfKrafier, ‘ErweiterungdespatentrechtlichenErfindungsbegriffes?’,GRUR 2001,p. 959-965(963);
Grinther Schölch,‘Patentschutzfür computergestutzteEntwurfsmethoden-- einKulturbruch?’,CRUX 2006,
p. 969-976.
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A further complication is the common belief, that the technologyconcept in patent law

ought to be 4ynamic.’° patentlaw shouldbe flexible to adopt new technologies.”Because
thelegal technologyconceptis not necessarilycompliantwith commonparlance(aswe just

noted),onemaywonder how the technologyrequirementis substantiatedat a given point
in time. In order to warrant legal certainty, thereought to be a fixed “meta-rule” that

determinesthecontentof the variabletechnologycriterion at a particularpoint in time.But
thereis no such rule. That is one of the causesof persistentcomplaintsabout poor legal

certainty.

In sum, the presenttechnologycriterion— in whateverform — is primarily a meansto the

endof keepingcertainundesiredsubject-matterout of patentlaw. Which subject-matteris
“undesired”?As a British judge said: the referenceto technologyis “merely a restatement

of the problem in different and more imprecise language”,’2 perhaps inspired by a

publication thatappearedshortly before,which is verycritical on the technologycriterion.’3

It seemsthatwe shouldlook for the inherentboundariesof patentlaw, ratherthan for the
essenceof “technology”.

V. The inherent boundariesof patent law
Patentsaregrantedfor (1) inventionsthat are (2) new, (3) inventive and(4) susceptibleof

industrial application.’4 In current practice, most applications are only examined for
compliance with the three last mentioned criteria.’5 The first requirement — that an

applicationshould relate to invention — undercurrent law is only testedfor softwareand
othersubject-matterspecificallylisted in art. 52 subsection2 EPC. Is it really sufficient to

test other patentapplicationsonly for the threeother requirements,or is there a fourth
dimensionin patent law, an additional requirementthat must be testedfor all applications,

perhapsbeforeanything else?”

As yet, thereis no coherentanswerto that question.Europeanpatenthasits catalogueof

exceptions“as such”.’7 In Germanlaw, patentsalwayswereonly grantedfor technology.’8

It was always considereda rule of customary law, to be applied before any other
patentability criterion, even after the exclusion of “Programme für

‘°The EPO implicitly adoptsadynamictechnologyconcept,by not giving a definition. German patentlaw
fostersan explicit technologyconcept,but it emphasisedthat it can notbe staticin the following famous
decision:BGH 27 March 1969, caseX ZB 15/67,CRUX 1969,p. 672-676(672) (RoteTaube),IIC 1970,p.
136-142(173) (RedDove).
61 GertKolle, ‘ThePatentableInventionin theEuropeanPatentConvention’,IIC 1974,p. 140-156(145).
62 PatentsCourt21 july 2005, case2005EWHC 1589 Pat,RPC2006,p. 5, nr. 14 (CFPH).Thisdecision

quotesa Germandecisionthatmadesimilar observations:BGH 11 May 2000, caseX ZB 15/98,sub
II)1)c)bb)(1),IIC 2002,p. 343-348(344-345)(SpeechAna/ysisApparatu.r,with commentby jurgenBetten).
‘
3

Justine Pila, ‘DisputeovertheMeaningof “Invention” in Art. 52(2) EPC- ThePatentabilityof Computer-
ImplementedInventionsin Europe’,IIC 2005,p. 173-191.
“After art. 52(1) EPC.
65 Lastmentionedconditionis hardlyrelevantanymorenowadays.Before EPC2000wentinto forcelate
2007,theindustrialapplicability requirementpreventedmedicalmethodsfrom beingpatented,astheywere
consideredexplicitly “not susceptibleof industrial application”by art. 52 subsection4 (old), by wayof fiction.
Thatexclusionis now codifieddirectlyin art. 52(c)EPC withoutusinga legal fiction.
66 ReinierB. Bakels,Technology,thefourth dimensionofthepatentlaw. A discussionofreasonsto limit or notto limitpatent
law to technology,di legelata anddi legeftrenda(PhD thesisMaastricht2008).Publicationofupdatedversion
expectedin 2009.
‘7Art. 52 subsections2 and3 EPC.
“SupremeCourtof theGermanReich21 january1933,case271/1932,CRUR1933,p. 289-292
(Mult(plikationstabelle);BGH 21 March1958,caseZR 160/57,CRUR1958,p. 602-603(U

7
ettschein);BGH 27

March1969,caseX ZB 15/67,CRUX 1969,p. 672-676(Rote Taube),IIC 1970, p. 136-142(RedDove).
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Datenverarbeitungsanlagenals solche” wasinsertedinto the GermanPatentAct after the
ratification of the EPC.7°The British recognisedexceptionssimilar to the EPC already

before the adoption of the EPC,71but explicitly rejectedtechnology72or any other single
criterion73as a common denominator.All jurisdictionshavesomehowsimilar restrictions.74

Even the Americans,with their reputationto allow patentsfor “anything under the sun
that is madeby man”,75acknowledgethat “laws of nature,physicalphenomenaandabstract
ideas”cannotbe patented.7’

Would it be possibleto discerna systematicdistinction betweenon the onehandsubject-
matterthat is basicallysusceptiblefor patent,the “invention” in EPC terminology,and on
the otherland subject-matterinherent/yunfit to be patented?As we noted, the object of a

patentis (a form of) knowledge.77The contentsof a patentright canbe summarisedasa right
to apply the knowledgeconcerned.78Within reason,patent law can only protect what

actuallyhasbeeninvented.7’Hence, the claimedapplicationsmust havebeenelaborated:a
patent is not a “hunting licence”, as an American court once aptly noted.” This is in

compliancewith the EPC requirementto disclosethe invention “in a mannersufficiently
clearand completefor it to be carriedout by a personskilled in the art”.’1 Commonlythis
provision is only seenas a prescriptionfor thefomr of the patentapplication,but logically
this requirementimplies that the inventionshouldbe elaboratedto the extentthatit canbe

applied by such an (ordinary) personskilled in the art, becauseotherwiseit can not be

describedin the way requiredby this provision. Americancourtsalreadyacknowledgethat
the statutoryrequirement’2of a proper descriptionlogically has substantialimplications as
well, in particularto preventoverbroadclaims.’3

Consequently,knowledgethat has not (yet) reachedthe stageof concreteapplications is
notpatent-eligible.Mere ideas,as well aspure scientific knowledgecanbe useful too, but a

patent,being an exclusiveright for at~yapplication of such knowledgewould extendto
applicationsthat are notelaboratedandperhapsevenunknown at the time of application.

69 Translation:“programsfor computersassuch”.

70 Currently:~ 1(3)3 and~ 1(4)PatG.
71 M.A.L. Banks,TheBritishpatentfystem:report ofthe Committeeto ExaminethePatentSystemandPatentLaw.

London:H.M.S.O. 1970,p. 62.
72 Courtof Appeal27 October2006,case2006EWCA Civ 1371,at. 9 (Aerotel/Macrossan);PatentsCourt21

July 2005, case2005EWHC 1589Pat,RPC2006,p. 5, at. 28 (CFPFI); PatentsCourt7 November2005,case
2005EWHC 2416(pat), RPC2006,p. 7, ut. 8 (Shopalotto);PatentsCourt21 july 2005, case2005EWHC 1623
(Pat),RPC2006,p. 2, at. 212 (Halliburton).
~ High Courtof AustraliaRPC1961,p. 134-147(N.RD.C.).
~ World IntellectualPropertyOrganisation,StandingCommitteeon theLawof Patents,‘Exclusionsfrom
PatentableSubjectMatter’, in: CertainA~pectsofNational/RegionalPatentLaws, 2008, p. 64-96.
<http:/ /www.wipo.int/edocs/mdocs/scp/en/scp12/scp 12 3 rev 2-aunex2.pdf~’.
~ S. Rep.No. 1979, 82d Cong.,2d Sess.,5 (1952);H. R. Rep.No. 1923,82d Cong.,2d Sess.,6 (1952)
76 U.S. SupremeCourt l6june 1980,447U.S. 303, 206 USPJ2193 (Diamondv.Chakrabar~y),containing
referencesto oldercaselaw.
~ Seep. 3.
78 In patentlegislation,the rights of patentownersarespecifiedwith detailedlists of reservedacts,seee.g.art.
53 ROW1995 for TheNetherlands,§ 9 PatG for GermanyandSection60 UK PatentsAct for theUK. For
completeness,it is notedthatapatentowneronly hastheright to disallowothersto performcertainacts.
~ Notablythe theoryof “absolutecompoundprotection”is an exceptionwhichviolatesthisprinciple, and
indeedit is controversial.Seee.g.Rudolf Kraller, Patentrecht.Munich, Beck2004, p. 134-137.It maybeseenas
an “exceptionthatprovesthe rule”.
‘° CCPA21 March 1966,86S.Ct.1033,383 US. 519,16LEd.2d69,148 U.S.P..Q. 689 (Brennerv.Manson).
81 Art. 83 EPC.
8235 U.S.C.§ 112 in theAmericanpatentact—whichis thepeerof art. 83 EPC.
83 CAFC 23July 1998, 149F.3d1368, 47 USP.Q2d1596,1604 (StateStreetBank & TrustCo. v. Signature
FinancialGroup Inc.).
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Not all brainwork can be rewardedby a patent,after all.’4 Attempts have beenmade to

designpatent-likerights for purely scientific knowledge,but that leadsto difficulties which
eventuallydemonstratethat this is hardly feasible.’5

Contraryto conventionalwisdom amongeconomists,”the amount of researchinvestment

is immaterialfor patentability.On the one hand,no patentsaregrantedfor purescience,’7

however costly the researchwas, on the other hand bright ideas and coincidental

inventions are patentable,however low the cost was, as long as they are ready for
applicationby a “person skilled in theart”. This generalpatentlaw principle hasevenbeen

codified by theAmericans:“[p]atentability shall notbe negativedby the mannerin which
the inventionwas made”,” but it is a recognisedprinciple in Europeanpatentlaw as well.
Patentsapparentlydo not (directly) serve the purposeof allowing researchto be financed

by enabling“internalisationof externalities”.”

But what is the purposeof patentlaw then?” Patentsareoften associatedwith monopolies.

While patentsdo not necessarilylead to an economicmonopoly, becausethereare often
substitutes,’1 still the purpose of patent law is undeniably to control competition: if a

patentedproducthas a “perfect substitute”which is patent-free,the marketis not affected
by the patent,andit is worthless.While it is often assumedthat thereshouldbe as much

competitionas possible,becausethat motivatessuppliersto deliver the bestperformance
for the lowest price, economicsciencereveals that so-called perfect competition in its

purestform is notdesirable,becauseeventuallyit leadsto a situationwhereno moreprofit

is made.’2Firms will attempt to escapefrom relentlessprice competition by providing
somethingexclusive,by d//ftrentiating themselves.That leadsto “monopolistic competition”,

a situationbetweenmonopolyand“perfect” competition,where the interestsof suppliers
and buyers are better balanced. Firms have various options for differentiation: by
geographicallocation,by a slightly different product,by service,by brandimage,etcetera.’3

Firms can also distinguish themselvesby exclusive skills, in the case that knowledgeis
appliedthat requiresa specialskill. Knowledgefit for applicationby any “person skilled in

14 SvenjR. Bostyn,‘1k denk,dus di krijg eenoctrooi.Octrooieerbaarheidvanbedrijfsvoeringsmethodesen

ideeënin EuropaendeVS’ (‘I think, thereforeI getapatent.Patentabilityofbusinessmethodsandideasin
EuropeandtheUS’), BIE2001,p. 77-88.
‘5 Friedrich-J<arlBeier& josephStraus,DerSchut~wissenschq/ilicherForschungsergebnisse:rygleich einelVurdigung des

Cenfir VertragesleberdieinternationaleEintragungwissenschafllicherEntdeckungen.Weinheim[etc.]: VerlagChemie
1982.The WIPOproposedin 1978the “GenevaTreatyon theInternationalRecordingof Scientific
Discoveries”,but it wasneveradopted.
86 Thereis an extensiveeconomicliteraturehow patent“length” (term),“breadth” (extentofprotection)and
“height” (inventivesteprequirement)canbeoptimisedin orderto matchpatentvalue to costs.Seee.g.:
PatrickF. E. Beschorner,‘Optimal patentlengthandheight’, Empirica2008,p. 233-240andRichardGilbert &
CarlShapiro,‘Optimal PatentLength andBreadth’,RANDJournalofEconomics1990,p. 106-112.Note that
for legalreasonsnotall theseparametersareavailablefor economicoptimisation.Forinstancethe degreeof
freedomof theextentof protectionin a legalperceptionis fully consumedby legalconsiderations:Adrianus
P. Pieroen,Beschermingsomvangvanoctrooienin Nederland,Duitslanden Engeland:vannationaalnaarEuropeesrecht
(PhDthesisLeiden). Deventer:Kiuwer 1988.
‘7Art. 52 subsections2aand3 EPC.
88 35 U.S.C.§ 103 (a), attheend.
89 PaulA. Samuelson& William D. Nordhaus,Economics.Boston: McGraw-Hill/Irwin, 2005,p. 36.

“A discussionof the traditionalpatentlawjustification theoriesis beyondthescopeof this article.Literature
explainsthatnoneof theseareactuallytenable:Fritz Machlup& Edith E.T. Penrose,‘The Patent
Controversyin theNineteenthCentury’,JournalofEconomicHistory 1950,p. 1-29.
91 PaulA. Samuelson& William D. Nordhaus,Economics.Boston: McGraw-Hill/Irwin, 2005,p. 92.
92 The marketpricebecomesequalto the marginalcostprice.PaulA. Samuelson& William D. Norcihaus,

Economics.Boston: McGraw-Hill/Irwin, 2005,p. 150.
93 F.M. Scherer& DavidRoss,Industrialmarketstructureandeconomicpe~formance.Boston,Mass.,[etc.]: Houghton
Mifflin 1990,p. 571.
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the art” can not contribute to exclusivity in a naturalway, however, becauseit does not
requirespecialskills. In that case,by defaultof naturalexclusivity, patentlaw maybe helpful

to createart~/Icialexclusivity, thuspreventingexcessivecompetition.

So a distinction must be made between“upstream” knowledge, for instancescientific
knowledge,which hasa naturalexclusivity becauseit is only usefulin the handsof people
with exceptional skills, such as inventors, and “downstream” knowledge, that can be

appliedby any personskilled in the art. The distinctive criterion is not the usefulness,or
whether the knowledgeis susceptiblefor industrial application,but the questionwho is

ableto apply that knowledge:is the knowledgeuseful for any producer,or is it only raw

materialfor an inventor?

Thus we reacha remarkablysimilar conclusionhere aswe found from our earlieranalysis

of therelation betweenobject andcontentof patentlaw.’4 Patentsareonly appropriatefor
knowledgeelaboratedto the stageof concreteapplications,that can be applied by any

personskilled in the art.’5

Becausein law, the “invention” concept is defined as subject-matterwhich is potentially

patent-eligible,suchknowledgeis apparentlyaninvention. Knowledgereadyfor immediate
application is called technicalknowledge in common parlance, in contrast to theoretical
knowledge.We concluded that only the former type of knowledge fits into patent law.

Thus we not only find that patentlaw naturally is only fit for technology,but also what

shouldbe understoodby “technical” in the contextof patentlaw. This line of reasoningis
methodologicallyjustified, becausewe looked for anji criterion to decidewhethera patent

application representsan invention, and only afterwardswe connectedour findings to
commonparlance.

While this new “vertical” technologyconceptcomplieswith commonparlanceasmuch as

the traditional patentlaw technologyconcept,it is hasa very differentnature:it relatesto a

quali~’yof the associatedknowledgeinsteadof a~e of discipline.

Basedon the finding that naturally only a specific quality of knowledgeis patent-eligible,

we now canconstruehow the exclusionof “softwareas such” shouldbe interpreted.First,
we note that the EPC prohibits the patentingof certain subject-matterin two different

ways: the subject-matterlisted in art. 52(2) EPCis excludedindirectly, becausethatmatter
(“as such”) is not consideredan invention,while the subject-matterlisted in art. 53 EPC is
excludedeventhoughit is consideredan invention (medicalmethodsfor instance).Thus
the former typeof exclusionsspecificallyrelateto non-inventions.Now we combinethat
finding with our earlier observation,that knowledgelacking a technicalcharacter(in the
new “vertical” sense),can not be patentable,and therefore can not be consideredan
invention. If we combinethesetwo observations,thenwe find that “software as such”
should be conceived as knowledgeto be used for softwaredevelopment,which is not
technicalin a “vertical” sense,i.e. that can not be appliedby an averageprogrammer,but
needsspecialinventor-likeskills.

~‘ Seep. 8.
~ This conceptis knownin Germanliteratureas “fertige Erfindung” (“fertig” meansboth “completed” and
“ready”). RudolfKraller, Patentrecht.Munich, Beck2004,p. 191 andfollowing pages;UweDreiss, ‘Der
Durchschnittsfachmannals Mallstabfür ausreichendeOffenbarung,Patentfáhigkeitund Patentauslegung’,
CRUR1994,p. 781-791.
96 This newtechnologyconceptis distinguishedas “vertical”, becauseit relatesto the hierarchyfrom
theoreticalto appliedknowledge,asopposedto the traditional“horizontal” technologyconcept,thatrelates
to aparataxisof engineeringdisciplines.Reinier B. Bakels,‘A NewParadigmin PatentLaw: TheVertical
Conceptof Technology’. In: MolengraficaSeries2004,IntellectualPropertyLaw,Articles on CrossingBorderbetween
traditionaland actual,eds.F. Willem Grosheide& JanJ. Brinkhof, Intersentia:Antwerpen/Oxford2005,p.
349-365.<http:/ /www.atrip.org/upload/files/activities /utrecht2004/int property law.pdf>.
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This is indeeda relevantcriterion for inventions— eventually— to berealisedin software,as
becomesapparentfrom the many complaints that “software patents” only claim mere
ideas,with the effect thatprimarily competitionis limited, while little usefulinformationis
disclosedandmostdevelopmentwork still hasto be done.’7

The proposed “vertical” technology concept does not suffer from a curious paradox
associatedwith the applicationof the traditional “horizontal” technologyconcept.With the

traditional discipline-orientedtechnologyconcept, it appearsintuitively logical to dissect
patentapplicationsinto technicalandnon-technicalcomponents,andto requirespecifically
the technical elements to be novel. Otherwise, conceivably non-novel elementsmight
attribute a technical characterto an applicationwhich is not otherwise technical.While
perhapscounter-intuitiveat first sight, still the basicrule of patentlaw appliesthatpatent
applicationsmustalwaysbe assessedas a whole. Thisrule hasareason.All claimedelements
do have a function in the application,” including allegedlynon-technicalelements.Are
non-technicalelementsthatcontributeto technicaleffectsreally non-technical?”

Even though formally the classicalcontribution theory was abandoned,10°courts never
really acceptedthe rule that patentapplications should be assessedas a whole.101 This
dilemmabetweenintuition anda basicrule of patentlaw doesnot occur if “technical” is
seenas a quality of knowledgerather thana typeif disczjtiline. Patentapplicationseventually
alwaysrelate to a singleinventiveconcept,102soa dissectionis inappropriatefrom thestart.

In our perception,only patentapplicationsthat aretechnicalin the above“vertical” sense
arepatent-eligible,in allfields oftechnology.Thus in theproposedapproach,thereis no need
to assessfirst whetherthe applicationperhapsrelatesto software.103As wenotedbefore,it
may be fundamentallyimpossibleto decide whether an invention is software-related.104

Furthermore,a specific treatment of “software technology” would also violate the
discriminationprohibition of the TRIPSAgreement,105so theproposedapproachis better
compliantwith internationaltreatyobligationsas well.10’

~ SvenKiesewetter-Kobinger,‘Uber diePatentprufungvonDatenverarbeitungsaalagen’,CRUX2001,p.
185-193.
“It is not permittedto includeclaims to elementsthatdo not contributeto the solutionof the problemwhat
is thesubjectof thepatentapplication.This obviousrulewasevenconfirmedby aGermancourt:German
FederalPatentsCourt (“BPatG”) 12 August 1987,case19 W (pat) 56/85,CRUR1987,p. 799-800(800)
(EiektronischesStellwerk,English: railwaycontrol centre).
99Wilfried Anders,‘Erflndungsgegenstandmit technischenund nichttechaischenMerkmalen’,CRUR2004,
p. 461-468.Wilfried Anders,‘Wie viel technischenCharakterbrauchteinecomputerimplementierte
Geschäftsmethode,urnauferfinderischerTatigkeitzu beruhen?’,CRUX2001, p. 555-560.
100 Wilfried Anders,‘The patentabilityof computerprogramsandbusinessmethods:recentdecisionsof the
FederalCourtofjusticeandtheFederalPatentCourt’, EPOOJ SpecialEdition2001,p. 130-149(140).The OJ
alsocontainsaFrenchandaGermanversion.
101 Seein particularthegraphin: Knut Blind, JakobEdler,RalphNack& JosefStraus,Software-Patente.Eine
empirischeAna/yseausokonomischerundjuristischerPerspektive.Heidelberg:Physica-Verlag2003, p. 125.
002 Article 82 EPC:“Unity of invention:The Europeanpatentapplicationshall relateto oneinventiononly or
to agroupof inventionsso linked asto form a singlegeneralinventiveconcept.”While this is primarily a
proceduralprovision,it doesnot allow multiple inventiveconceptsin onepatentapplication.
103ReinierB. Bakels,Technology,thefourth dimensionofthepatentlaw. A discussionofreasonsto limit or not to limit

patentlaw to technology, di legelata anddi legeferenda(PhDthesisMaastricht2008). (Publicationexpectedin 2009).
This book explains thatall exclusionslistedin art. 52 subsection2 EPCcanconvincinglybe interpretedin the
waydescribedabove.
104 SeeChapterIII, “The “softwarepatent”concept”,atp. 4.
~°sArt. 27(1) TRIPS.
~ While theEPOitselfis no signatoryto theTRIPSAgreement,all its memberstatesare, exceptMonaco.
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Needlessto saythatpatentapplicationsthathavebeenfound to relateto true inventionsin
the abovesense,still haveto be testedalong the other threedimensions-inovelty,107inventive
step10’andsusceptibilityof industrialapplication,10’as we discussedin the beginningof this
chapter.11°

VI. The questions
Before we discusseach of the questionsindividually, we would like to note that they all

start from the perceptionthat the wordings of the claims in the patentapplicationare
decisive.While it is an centralprinciple of Europeanpatentlaw that the extentofprotectionis
determinedby the claims,111 somewhatparadoxically both case law112 and literature113

persistentlyemphasise,that substancerather than form is decisive for patentability. In
particular, a dissectionof patentapplicationsinto technicalandnon-technicalelements
involves a substantialrisk of misconceptions114and manipulation.115Patentabilityshould
not merelydependon the draftingskills of thepatentagent.11’

Question1

Cana computerprogramonly be excludedas a computerprogramas suchif it is explicitly claimed
as acomputerprogram?

The questionrelatesto the form of the claims — and as we just stated,contentrather than
form is decisivefor patentability.If only an explicit computerprogramclaim is considered
prohibitive for patenting,that only meansthat the patentagentshould choosehis words
morecarefully.

l07~A~54EPC.
108 Art 56 EPC.
109 57 EPC.
110 Seep. 7.
~ Art. 69 EPC andassociatedProtocol.
112 In particular,thefollowing two decisionsfrom theEPOmemberstatesareoftencited:BGH 22 June

1976,caseX ZB 23/74,IIC 1977p. 558-565(560) (DiipositionProgram): “it is not thelinguistic form whichis
decisiveasto whetheror not a teachingis of atechnicalnature,but its substantivecontent.”(The original
Germantextis: “Nicht diesprachlicheEinkleidungentscheidetdarüber,ob eineLehretechnischerNatur ist
odernicht, sonderndir sachlicherGehalt.”) Also: Courtof Appeal21 April 1989,RPC1989,p. 561 (569)
(Merrill Lynch): “[1]t cannotbepermissibleto patentanitemexcludedby section1(2) [theequivalentof art.
52(2) EPCin theUK PatentsAct] undertheguiseof an articlewhichcontainsthatitem -- that is to say,in
the caseof a computerprogram,thepatentingof a conventionalcomputercontainingthat program.”Even
the UnitedStatesSupremeCourtwarnsnot to “exalt form oversubstance”in a similar context:U.S. Supreme
Court22June1978,437 U.S. 584,590,198USP~Q193 (Parkerv.Flook).
113 GertKolle, ‘Technik,Datenverarbeitungmid Patentrecht- Bemerkungenzur Dispositionsprograinm-
EntscheidungdesBundesgerichtshofs’,CRUX1977,p. 58-74(64): thedrafting skills (Formulierungskunstein
German)of thepatentagentshouldnot be decisive.Sinir]arly: President’sCommissionon thepatentsystem,
Topromotetheprogressof... usefularts, in an ageofexplodingtechnology.ReportofthePresident’sCommissionon thepatent
fystem.1966,p. 14.
114A (technical)securitysystemfor abankingapplicationwasinitially mistakenfor abusinessmethod:BGH
24May 2004, caseX ZB 20/03,CRUX2004, p. 667-669,CRURInt 2004,p. 874-875,Mitt. 2002,p. 275-278
(ElektronischerZahlungsverkehr),IIC2005p. 242-249(EhctronicPaymentSystem).
115 Strikingly, thereis evena book that directspatentagentshow to draftanEPOpatentapplicationin the
mosttechnicalway: Keith Beresford,PatentingSoftwareundertheEuropeanPatentConvention.London: Sweet&
Maxwell 2000.
116 GertKolle, ‘Technik,Datenverarbeitungmid Patentrecht- Bemerkungenzur Dispositionsprogramm-
EntscheidungdesBundesgerichtshofs’,CRUX1977,p. 58-74(64). ‘Patentagent” is usedasa generic
designationfor professionalswho help inventorsto applyfor patents(e.g.,Patentanwaltin German,
octrooigemachtigdein Dutch).
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As we found, theobjectof apatentis never— literally — a“computerprogramassuch”, but
only potentially an invention that can be implemented using software.117 A literal

interpretationof the exclusion of “programs for computersas such” — as it has been
appliedin the casequoted11’in the referral letter— therefore can not be correct, becauseit

would neverapply: all software-relatedpatentapplicationswould passthis test.

Another, related question is whether it is allowed to claim computer programs by

themselvesas products.11’If this is notpermitted,therearebasicallytwo possibilities:either
the applicantcould claim a “programmedcomputer” as a (conventional)product, or he

could claim theprogramby itself as aprocess.In the former case,the questionis whethera
“normal” use of a standard commercially available computer can make the patent
application sufficiently technical to be honoured. Supposingit is not just a word-play

without substantivemeaning,then apparentlythis questioncan only be answeredin the
negative.This reasoningis a fallacy though,becausethis approachstartsfrom a breakdown

departingwith the basicpatentlaw rule that patentapplicationsshouldalwaysbe assessed

as a whole.120

In the othercase,if it would only be allowed to claim a programas a process,then that

would not limit patentability by itself:, but only affect the conditionsfor infringement: in

that case supplying121the programconstitutesno direct infringement but only potentially
an indirect infringement, which may be harder to prove. Therefore, limiting program

productpatentabilityis hardly an effectivemeansto limit softwarepatentability.

In sum, the answerto the questionis negative.The form of the claims is never decisive,

andthe provision saying that “programsfor computersas such” are no inventionsshould
beinterpretedvery differently,aswe explainedearlier.

Question2(a)

Can a claimin theareaof computerprogramsavoid exclusionunderart. 52(2)(c) and(3) merelyby
explicitly mentioningtheuseof a computeror acomputer-readabledatastoragemedium?

Obviously themeremention of technical“things” cannot makean applicationpatentable.

The substanceof the claims is decisivefor patentability,not the wording.Patentabilitydoes
not dependon the technical natureof the associateddisczjline, but on the technicalquality

of the associatedknowledge.

Question2(b)

If question 2 (a) is answeredin the negative, is a further technical effect necessaryto avoid
exclusion,said effectgoingbeyond thoseeffectsinherentin the useof a computeror datastorage
mediumto respectivelyexecuteor storeacomputerprogram?

The“further technicaleffect” requirementis concludedfrom theobservationthat the EPC

only allows technical software to be patented,while all software is technical to some
extent.1uIn our perception,the technical quality of the knowledgedisclosedin the patent

application is decisive, rather than the technical nature of software. Even if software is

117 See ChapterIII, “The “softwarepatent”concept”,p. 3.
~ ThoA 23 February2006, caseT 424/03,CRUXLit. 2006,p. 851-854(Microsoft/ClipboardformatsI).
119TBoA 1 July 1998,caseT 1173/97,OJ 1999,p. 609-632,CRURInt1999,p. 1053-1059(Commentby

Schiuma),11C2000,p. l89-l98,C&R 2000,p. 91-94(IBM/ComputerProgramProductI). TheAmericans
acceptedcomputerprogramproductclaims a fewyearsearlier:CAFC 12 May 1995,53 F.3d 1583 (In
Beauregard).
120 Seep.11.
121 Infringementis regulatedin nationalpatentacts.For indirect infringement,seee.g.UK PatentsAct

Section60(2) for the UK, § 10 PatGfor Germany,andart. 73 ROW1995 for TheNetherlands.122TBoA 1 July 1998, caseT 1173/97,at 6.4, OJ 1999,p. 609-632(620),IIC 2000 (IBM/ComputerProgram

Product1).
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undoubtedlytechnical,the knowledgedisclosedin a patentapplicationmay lack technical
quality, for instance if it only claims an abstract theory. This analysis gives a better
explanationwhy a patentapplicationcanbe insufficiently technicalto be honoured,despite

the technicalcharacterof software.

Question3(a)

Must a claimed featurecausea technical effect on a physical entity in the real world in order to
contributeto thetechnicalcharacterof theclaim?

Patentlaw helps businessesto createvalue.123Whether that leads to “physical entities” is

immaterial,andif moneyis made,a relationwith the “realworld” canhardlybe denied.

Still, in courseof history courts often found that only physical subject-matterwould be
patent-eligible.124And always such a rule was eventually relaxed by allowing a creative

interpretation.In particular,information is oftenattributeda physicalcharacterin caselaw,

in orderto preventresults apparentlydeemedundesirableby courts.125

Thereis no needto requirea link with a physicalentity in the realworld in order to prevent

“abstract”patents.As we haveseen,thereareotherways to preventreally overly abstract
patents.12’

Question3(b)

If question3(a) is answeredin thepositive,is it sufficientthat thephysicalentity be an unspecified
computer?

Becausethe previousquestionwasansweredin the negative,this questiondoesnothaveto

be answered.For completeness,we note that the fact that just mentioningan unspecified
computercouldberelevantshowsthat theunderlyingperceptionis incorrect.

Question3(c)

If question3 (a) is answeredin thenegative,canfeaturescontributeto the technicalcharacterof the
claim if the only effects to which they contributeareindependentof any particularhardwarethat
maybeused?

This questionis again basedon the idea, that only applicationsusing (physical) hardware

could be honoured,and that perhapseven specific hardwarecould be required. As we
noted,127 the object of patent law in essenceis knowledge susceptible of industrial
application.And as we discussedabove,in a patentlaw context,eventuallythe only thing
that matters is whether value is created, not whether that leads to a tangible product

(“hardware”).

Question4(a)

Doestheactivity of programminga computernecessarilyinvolve technicalconsiderations?

The acceptanceof the application of “technical considerations”allows software to be

patented that does not causea “further technical effect”. It is basedon an intuitive
technologyconcept.12’

123 Patentableinventionsshouldbe susceptibleof industrialapplication,art. 52(1) and57 EPC.
124 ForinstancetheSupremeCourtof TheNetherlands(“FIR”) decidedthatprocesspatentsmustmakea

“changein nature”.HR 20 January1950,NJ1950,p. 274,BIE 1950,p. 36-39 (Rooil//nen).
125 For instance,theDutchpatentoffice developedtheconceptof “materialisedinformation”, in orderto

meetthe aboverequirementof a“changein nature”.Boardof Appealof theDutchPatentOffice
(“Octrooiraad”)11 May 1987,BIB 1987,p. 174-176(Streepjescode),6R 1987,p. 195-197,CRURInt1988,p.
71-72 (Stre~/incode).
126 Seep. 8.
127 Seepage3.
128 Seediscussiononp. 6.
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The explanationof this question in the referral letter says that programmerswho use
modern software development tools hardly need specific “technical” knowledge of

computersystems.As wehaveexplainedhowever,12’the actualprogrammingeffort is part

of the realisation of the invention, so it can not be relevant for the assessmentof
patentability.

In our perspective,it is the technical qual/y)i of the knowledgedisclosed in the patent
application that matters.130The need for technical considerations— in whatever form —

doesnot warrant the technical contentof the patentapplication in a “vertical” sense,as

explainedbefore.

Question4(b)

If question 4 (a) is answeredin the positive, do all features resulting from programmingthus
contributeto thetechnicalcharacterof a claim?

If question4 (a) is answeredin thenegative,can featuresresultingfrom programmingcontributeto
the technicalcharacterof a claimonly whenthey contributeto a further technicaleffectwhen the
programis executed?

Both alternativespresumea breakdownof the patentapplication. As we noted, such a

breakdownis incorrect:131the claims must be consideredas awhole.That is a basicrule of
patentlaw. While it may seemcounter-intuitiveat first sight, we explainedthat rather
ignoring this rule actuallyleadsto counter-intuitiveresults.

VII. Conclusion
The questionssubmittedto the EnlargedBoardof Appealall startfrom the presumption
that the technicalcontentis decisive for softwarepatentability,and~implicitly assumethat
technologyis a designationfor a specifictypeof discijtiline.

In our analysis,we found that the traditionalpatentlaw technologycriterion effectively is
not a purposein itself, but a meansto an end,in particularto preventpatentsfor software
andbusinessmethods,atleastfor someof them.But for which ones?

In all patentsystems,therehasalwaysbeensubject-matterthatwas deemedinherent/yunfit
for patents.In theEPOperception,thatsubject-matterlacks a technicalcharacter,but this
view is primarilybasedon a Germantradition, andit is not sharedby othercountries.For
instance,the British believe that there is no singly criterion to distinguish patentable
subject-matter,132andtheynotedthat the technologycriterion is not a solution, becauseit
only moves theproblemto the questionwhat is “technical” in a legal sense.133And EPO
caselaw showsthat the legal technologyconceptdiffers from commonparlance.’34But as

yet, thereis no unifying theory.

Therefore,in our analysiswe startedfrom an investigationwhether there are any inherent
liniitations to the patent law domain. This analysis reveals that indeed only technical
subject-matter should be patent-eligible — but that the word “technical” must be

understoodin a sensevery different from today’s practicein patent law, but nonetheless

129 Seepage3.
130 Seep. 10.
131 Seep. 11.
132 CourtofAppeal27 October2006, case2006 EWCA Civ 1371,nr. 9 (Aerotel/Macrossan);PatentsCourt21

July 2005,case2005EWHC 1589Pat,RPC2006,p. 5, nr. 28 (6FPITI); PatentsCourt7 November2005, case
2005 EWHC 2416 (pat), RPC2006,p. 7,nr. 8 (Shopalotto);PatentsCourt21 July 2005,case2005EWHC 1623
(Pat),RPC2006,p. 2, nr. 212 (Halliburton).
133 PatentsCourt21 July2005,case2005EWHC 1589Pat,RPC2006,p. 5, sir. 14 ((TFPH).
134 Seepage10.
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also compliant with common parlance:“technical” basically is the oppositeof theoretical.
“Technical” denotesa quality of knowledge,rather than a specific group of (engineering)

disciplines. Only technical knowledge— in this sense— is ready for applicationby an
average“personskilled in the art”, as requiredby the EPC.135This technologycriterion has
a reason:otherwisea patentwould notbe economicallyjustified,13’ and it would becomea

“hunting licence”,137eventhoughthe EPC prohibitsclaims exceedingthe disclosure.13’

Becausethe proposedtechnologycriterionis rootedin systematicandeconomicreasons,it

is much easierto applyin boundarycasesthanthepresentrules. Furthermore,it obviates
an questionableprior test whether a patent application relates to software, which was
neededunderthe assumptionthat specific ruleshaveto beapplied for software.Suchtests

haveprovento be particularlyproblematicfor inventionsthat relateto multiple discip]ines.
And they may be seen as discriminatory for certain fields of technology, which is a

violation of the TRIPS Agreement.’3’

Could the EPOafford a switch to an essentiallydifferent approachfor the assessmentof

the patentabilityof computerprograms?I would be inclined to reversethe question:hasn’t
it becomeapparent,after all theseyears,that thedevelopmentof law on thepatentabilityof

softwareis on dead-endroad?Isn’t it inevitableto take avery different road?It may sound

contradictory,but a breakwith thepastwill eventuallyimprovelegal certainty,becausethe
presentrules lacka solid foundation.

We haveshown in our analysis that there is indeedan alternative that can be explained
from the systemandpurposesof patentlaw, yet fully complieswith thepresentstatutory
text, evenbetterthan thepresentrulesdevelopedin caselaw.

lEND OF DOCUMENTLI

135 Art. 83 EPC.
136 Seep. 9.
137 Seep. 8.
130 Art 84 EPC.
139 Art. 27(1) TRIPSprohibitsdiscriminationby field of technology.
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