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Subject:Ainkus CuriaeBriefG3/08

EnlargedBoard ofAppeal
European PatentOffice
Erhardtstrassc27
D-~033l Munchen
Germany

—

DearSirs.

Krakow,
25

th April 2009

I am a studentof law, I will soon graduate.My Master’s Theses concerns the

application of Article 52 of EPCin thescopeofcomputerprograms.EventhoughI startedmy

researchsometime ago, it is still in progressthanksto dynamicEPOpractice.

Law applicationis not only limited to executive.Legalregulationsaresupposedto be

applicableby subjectsthey refer to. That is why inventors’ opinion on the subjectis truly

meaningful.It is important becauseit constitutespractical aspectof EPC provisions.This

aspectis~hardto beoverratedbut for me,asa lawyer,law goesfirst. Thenthepractice.

I have examinedsufficientamountof EBA decisionsto considermyselfasa person

with strongbasedopinion on the subject. It doesnot mean I do have a concepthow the

submittedquestionsshouldbe answered.What I do know is that there is a misconception

aboutbasicpatentlaw principles.Someo.theamicuscuriae briefs revealabovementioned as

well I would like to sharesomeremarksasa personwith maybenotpersonalbut still great

interestiti the case.

Yoursfaithfully,

~I ~

ig~Bal~s
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1. First of all, the arguments of social and economic provcnienec cannot be used in

interpretationand applicationof EPC provisions. Thosecould havebeenusedat legislative

stagebut not when it comesto execution.Resides,it seemsimpossible to me to find any

balancebetween“YES or NO to softwarepatents”attitude. Thc point of view dependson

interest and should not be decisive in a law making or applying process. What is more

important, opiniondiffers from countryto country,dependingon theirstageof development,

wbiehca~.ncause additionaladoamongmembersof internationalorganizationi.e. EPO.

2. Verifying the fact whetherthe subjectmatter constitutesan invention or not, is the first

constraintto be met. Novelty, inventivestepand industrial applicationare requirementsfor

invention. According to one of amicus curiae briefs, in order to “deal with” computer

programsproblem,it is admissible to skip the requirement of an invention and go straightto

analyzing novelty and the rest. From inventor’s point ofview, it maylook very practicaland

timesavingsincethe task is tough. Industrialproperty protection systemprotects inventions. If

thèi~is no invention, no protection. can be granted. Above mentioned approach leadsto an

inadmissible assumption that each computer program is an invention, the question whether

patentable. Even an issueofsucha great importancecannotturn upside down basic patent law

principles.

3. Tn my opinion, questionno. 2 (a) doesnot refer to mixed typeclaims as it. is suggestedin

one~of amicuscuriae brief. It is more about “any hardware approach” which was strongly

developedin PBS1,Hitachi2 and Microsoft Data Transfe?cases.It wasalso applied in Fujitsu

case4 from 2007. It let me assumethis approach is still approved by Boards of Appeal. Of

course it is admissible to look at claims including anyhardwareas if they were mixed type

clams. ~1nfact they are mixed type. But still, this is not this stageof verification where the

problem appears. Invention first, the invention step will follow.. . or not but as long as the

in’vention is not confirmed, interest in invention stepis useless.

‘T9~31/95— PensionBenefitSystem.2T 255103 — Auction methodJHTTACt-IT(OJ EPO 12/2004, 575).

T~242/03Clipboard formatsiM1CROSO1~T.
~T 1351/04— Filc scarch mcthod/FUJ1TSU.
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4. Jr hasbeenraisedmanytimesthat requirementof technicalcharacterof invention docsnot

derivefrom EPC. This mayhe true statement but one cannot forget where the F.PC derives

from. It combineslegal tradition of all contractingstates. It is obvious that one contract,

EuropeanPatent Convention or any other, cannot be taken as a completeversion of

agreement.Somethingsareagreedelsewhere,som.earenot a subjectto agreedat all because

theyareobvious for everyone.I amnot trying to present a technicalcharacteras a remedy. It

lacksof stablecontent,it is casuistic.It is hardto prove and easyto deny. I cannot think of

anysubstitutefor this criterion at the moment.British court said about technicalcharacterit

was a usefulservantbut a dangerousmaster5.I admit the sloganis quite catchy. It was then

suggestedto find determinantof invention, especiallyin casewhere claims are connected

with computer programs, somewhereelse.It wasnot said where. Technical character is not a

usefulservant. It is justusefulsincethere is no other stabile concept.Maybe it is a question of

time tiritil inventors, judges and other involved subjects know what a technical character of

computer program is?

5. Article 52(2) is like aspirin-applicable to everything, i.e. CII, computer programs, methods

implementing by computer program etc. It is really hard,maybeeven impossible, to discuss

technical character ofthem all at once.To my mind, applying articlc 52 underwent evolution.

Thanksto it, there is a possibility of looking at a computer program product as a subject

matter to protect. At first Article 52 was used in context of any kind of appearance of

computer programs in claim. Nowadays,computer program product6 can be assesseditself.

This distinction, between“somehow connectedwith computer programs applications” and

“computer program application”, matterswhen technicalcharacter is searched.

6. In my opinion, looking from different points of view, meaning both inventors and

consumers,patenting software is not the worst or the best that can happen. The worst is

uncertaintyoflaw. On Mondays software is patentable, on Thursdays you never know. EPO

judicature tends to grandpatents all weeklong. Its previous reasoning should be taken into

considcration as a processof establishingpractice. There is somethingmore. I cannot tell the

diffeirence betweenthe situation when Boards of Appeal assesspatentability, technical

character included,of ANY putative invention andwhen they do the same as to computer

High Court ofJustice (Chancery Division/Patent Court), NeutralCitation Number: [20051 EWIIC [589 (Pat),
Date:21/7/2005.,In thematterofPatentApplicationsGB 0226884.3and0419317.3by CFPH L.L. C.,point14.6T 1173/97— ComputerProgramProduct/IBM.
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program or computerprogramrelatedinvention. It is still within thescopeof their authorities

becauseBoardsof Appeal decideit~depcndcntly,no subjectmatterdistinction.If contracting

stateshave special opinion about computerprogramsas an exceptionfrom the rule, EPC

needsto be amended.Boardsof Appeal can be called “the executive of the executive”.The

other executiveis European PatentOffice in relation to European Patent Organization. Maybe

any changestowards binding force of Guidelines or different instructions canmakemember

countries‘~çelmore safeabout patentingsoftware.But it is up to themnot up to BA.

4

EMPFA~GS7EIT 27. APR, 14:12 AUS~RUCKSZEIT 27. APR. 14:15


