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The Chartered Institute of Patent Attorneys

Executive Summary

According to the EPC, computer prograassuch are not inventions. However, this does not
necessarily exclude protection for an inventivedoig or process which is implemented by a
computer program. Over many years, the EPO Bazrdppeal have developed a carefully
formulated approach in which patents are granted fechnical solution to a technical
problem. This has now become well-established practiéerbeéhe EPO in general.

In CIPA's view, there are many reasons for the iigeld Board of Appeal to confirm this
approach (and no compelling reasons not to). otiges a consistent framework for handling
all areas of excluded subject matter, includingress methods, etc., and also sits well with
the reference to “technology” now included in Alei&2(1) EPC. Furthermore, the approach
offers continuity and legal certainty in terms diavis and what is not patentable, which is of
great value to inventors and the public alike.

In summary, the current approach provides a sgnbddanced and legally coherent treatment
of excluded subject matter that benefits both applis and third parties. This approach
should continue, and our detailed answers to tlestqans below reflect this position.

I ntroduction

The EPO Boards of Appeal have considered the gigity of computer-implemented
inventions for over twenty years, from the semuhadision of T208/84 (Vicom) through to
more recent decisions such as T154/04 (Duns LinghsiThe case law has developed (rather
than diverged) over this period to place incredseds on Article 56 EPC compared with
Article 52(2) EPC. Nevertheless, the EPO Boardapgeal have managed throughout to
maintain a broadly consistent line as to what is ot patentable, allowing for the
combination of Article 52(2) EPC and Article 56 EPThis represents a very significant and
impressive achievement that provides certainty@edictability for applicants and the public
at large.

The situation at the EPO is to be contrasted wificdlties elsewhere. For example, the
State Street Bank decision from the US Court of égtp for the Federal Circuit caused a
significant increase in the range of subject mdtewhich a patent could be obtained, while
the recent Bilski decision from the same courtespnts a potentially significant contraction.
These two decisions have left US patent law iratesif great uncertainty. There have also
been problems in the UK, where the IPO has issoeddifferent Practice Notices relating to
computer-implemented inventions in just the lagt fyears. Such rapid changes are clearly
undesirable given a patent lifetime of up to tweydwgrs.

The current EPO approach does not discriminatedmtvinardware and software, but rather
focuses on technicality and, in particular, thevision of a technical solution to a technical
problem. This clearly matches the philosophy ofAR(and the corresponding amendment
to Article 52(1) EPC) that patents should be awddldor inventions in all fields of
technology.



We therefore urge the Enlarged Board to confirmctimeent approach of the EPO Boards of
Appeal as set out, for example, in T154/04. Thisraach is now established practice at the
EPO and is also reflected in the Guidelines. Whilsprovide welcome consistency, not only
with EPO case law, but also across the variousdigiions within Europe. Previous
decisions from the Enlarged Board (e.g. G01/05@0#/06) have likewise followed
established practice absent compelling reasonsltbdtherwise.

We have certain reservations about the Referf.itdlany of the legal conflicts identified

in the Referral are based on an artificial (or meot) interpretation of the relevant decisions.
They do not substantiate the presence of a diveegeetween the Boards of Appeal, but
represent at most the natural evolution of case i@her problems with the Referral include:
a) it is well-known that recent decisions, sucfia58/03 (Hitachi), place great emphasis on
the application of Article 56 EPC. However, thefdReal makes virtually no reference to
inventive step. This produces a distorted viewhefcase law.

b) although the Referral is concerned with compptegrams (as indicated in the covering
letter from the President), Article 52(2) EPC cavamuch broader range of exclusions.
Rather confusingly, some of the decisions reliednup the Referral do not actually relate to
(or consider) the computer program exclusion itséliere is great concern that any opinion
of the Enlarged Board resulting from the Referral mave unexpected and perhaps
unwelcome consequences for other categories ofi@edIsubject matter, given this mismatch
between the scope of the Referral and its poteetiatts.

c) the Referral adopts a very broad definitionadrhputer” that would easily encompass
most video recorders, heating systems, dishwaséters, This definition does not seem to
have any basis in the EPC.

Such circumstances make it very difficult for th@dged Board to provide legal certainty
other than by following existing practice, whiclopides a well-understood and trusted
framework for handling computer-implemented invens. It is therefore of great importance
for the Enlarged Board to confirm the current ajpgtoof the Boards of Appeal.

Question 1

Can a computer program only be excluded as a computer program assuch if it is
explicitly claimed as a computer program?

Response

The Background section for Question 1 recognisasdbmputer-implemented inventions are
claimed, inter alia, as “methods” and as “computgslemented methods”. The implication
is that some method claims do not specificallyteeaicomputer. Such a method claim may
have no technical features and hence may falltheeexclusion of Article 52(2) EPC. (This
follows the reasoning of T258/03 and other similacisions).

Accordingly, the answer to Question 1 is “No”.

Question 2

a) can aclaim in the area of computer programs avoid exclusion under Article 52(2)(c)
and (3) merely by explicitly mentioning the use of a computer or a computer-readable
data storage medium?



b) if Question 2(a) isanswered in the negative, isa further technical effect necessary to
avoid exclusion, said effect going beyond those effectsinherent in the use of a computer
or data storage medium to respectively execute or store a computer program?

Response

2a) A claim that explicitly recites a computer or a quter-readable data storage medium

necessarily has technical character since it ire@bv physical apparatus. Therefore such a
claim does not fall within the scope of the exasof Article 52(2) EPC. (This follows the

reasoning of T258/03 and other similar decisions).

Accordingly, the answer to Question 2a is “Yes”.

However, it must be emphasised that such a claes dot necessarily represent patentable
subject matter. In particular, features that dbaomtribute to the technical character are not
taken into consideration in relation to inventivepsunder Article 56 EPC. This might be the
case for example if the claim relates to a businesthod implemented on a conventional
computer in which any innovation lies entirely inetfield of economics. (This again follows
the reasoning of T258/03 and other similar decsjon

2b) Given the positive answer to Question 2a, thearawer to Question 2b is not required.

Nevertheless, we note that according to earliez &8 (especially T1173/97), the answer to
Question 2a would be “no” and the answer to Quelmwould be “yes”. However, this
development in case-law from T1173/97 to T258/03rat led to an overall change in the
boundaries of patentable subject matter when ceriaglthe combined effect of Article 52(2)
EPCand Article 56 EPC.

Question 3

a) must a claimed feature cause a technical effect on a physical entity in thereal world in
order to contributeto thetechnical character of the claim?

b) if Question 3(a) isanswered in the positive, isit sufficient that the physical entity be
an unspecified computer ?

c) if Question 3(a) isanswered in the negative, can features contributeto the technical
character of the claim if the only effects to which they contribute areindependent of any
particular hardwarethat may be used?

Response

3a) A feature contributes to the technical charactehefclaim if it helps to provide a
technical solution to a technical problem. The io& proposes an alternative condition for
a feature to contribute to technical character,elgrhat there is “a technical effect on a
physical entity in the real world”. However, tlakernative condition has no legal basis and
its meaning is unclear. For example, image pracgdgs long been recognised as a



technical process following T208/84 (Vicom), butiarage may or may not be considered as
a “physical entity in the real world”.

Accordingly, the answer to Question 3a is “No”.

This conclusion is consistent not only with T1258d T424/03, but also with T163/85 and
T190/94, which only imply that a technical effect @ physical entity in the real world
represents aufficient condition for technical character, nohecessary condition.

3b) Given the negative answer to Question 3a, themawer to Question 3b is not required.

Nevertheless, we believe there is no legal basilsstiminate between computers (which
clearly lie in a field of technology) and other gigal entities. Hence, the answer to Question
3b, if addressed, is “Yes”.

3c) It was established in T208/84 (Vicom) that a techhprocess may be implemented
using new hardware or new software running on aeotional computer. A claim to this
technical process fell outside the exclusion ofdtet52(2) EPC.

The technical effect in Vicom (faster image progaagswas achieved irrespective of whether
the implementation involved special purpose hardveairconventional hardware with special
purpose software. The effects of the claim featuvere therefore independent of the
particular hardware used. Indeed, this representsnmon situation, where a technical
process may be implemented on various hardwarehamck is independent of the particular
hardware used.

Accordingly, the answer to Question 3c is “Yes”.

Question 4

a) doesthe activity of programming a computer necessarily involve technical
consider ations?

b) if Question 4(a) isanswered in the positive, do all featuresresulting from
programming thus contributeto the technical character of a claim?

c) if Question 4(a) isanswered in the negative, can featuresresulting from programming
contributeto the technical character of a claim only when they contributeto a further
technical effect when the program is executed?

Response

4a) We assume that involving “technical consideratiorgresents having technical
character. We further assume that “programmingnaptiter” represents inputting
instructions into a computer in order to contra thperation of the computer. Since this
activity necessarily involves an interaction witmachine (the computer), it has technical
character (following T258/03).

Accordingly, the answer to Question 4a is “Yes”.



Merely thinking about a possible program, rathanthactually programming a computer itself,
would be excluded under Article 52(2)(c) as a mieantti(in the same way as thinking about
any other potential invention).

4b) The “features resulting from programming” are assdnio represent the program code
itself. Whether or not such features contributthtotechnical character of the claim depends
on the function of the program code, and in paldicwhether or not the program code helps
to provide a technical solution to a technical pealn For example, program code for
calculating pension benefits would not contribatéhte technical character of a claim. On the
other hand, program code for matching genetic semseor performing image compression
would contribute to the technical character ofaaral

Accordingly, the answer to Question 4b is “No”,@nt depends on the function of the
program code in question.

(The computer into which the program code is progned would always contribute to the
technical character of the claim).

4c) Given the positive answer to Question 4a, thennawar to Question 4c is not required.

Nevertheless, the same reasoning given above fest@u 4b also applies to Question 4c. In
particular, whether or not program code contribtibethe technical character of the claim
depends on the function of the program code andhehé provides a technical solution to a
technical problem.
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