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WRITTEN STATEMENT

Introduction

The Presidentof the EPO must be praisedfor her decisionto refer the questionof the

patentabilityof computerprogramsto the EnlargedBoard of Appeal.Onereasonis, of

course,the legal uncertaintywhich hasbeencharacterisingthis areaof the business.

TechnicalBoardsofAppeal havetried very hard andhonestlyto developover theyears

an appropriate approach for solving problems perceived to be involved with the

applicationof Art. 52 EPC in therelevantarea.The fact is that all their efforts havenot

broughtaboutthe level of caselaw coherenceone would wish to obtain. It is whenone

tries, asapatentprofessional,to explainthecurrentstatusofthe law to businesspeople

that it becomesobviouswearenot quitethere.It is nevera goodthingwhenthe law can

no longerbe understoodby thosewho needto understandit to takethe right economic

decisions.

But thereis another,possibly far more important, reasonfor wishing a completeand

independentreviewofthesituation. It is not excessiveto saythat thewaytheEPOhasso

far dealtwith the issueofthepatentabilityof computerprograms(andtherelatedissueof

thepatentabilityoff!businessmethods’~)hastarnishedtheimageoftheEPOin theeyesof

societyat large(in Europe)andthatthis hasspilled overonto theEuropeanpatentsystem

as a whole. Unjust as it may be, the situation is bad for the economyand for the

competitivenessofEurope.

I would suggestthat thefundamentalproblemwith thesinuousevolutionof thedecisions

of theBoardsof Appeal in thesematters is the impressionmany peoplehavethat each

evolution is leadingfartherandfartheraway from thewordingoftheEPC.It is to some

extentasif theEPOhadtakenthe law in its hands.To put theproblemin simple terms,it

is felt somewhatstrangethat, while the EPC statesclearly and unambiguouslythat

computerprogramsassucharenotpatentable,theEPO hasmanagedto grantpatentson

computerprogramsclaimed assuch (after T 1173/97).The bad feeling hasnot been
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alleviatedby the ever more subtle line of reasoningthat led to such an extraordinary

result.The line is basicallyasfollows: a computerprogramwhich is technical(makesa

technical contribution, is based on technical considerations,hasa technical effect, a

further technical effect, etc.) is not a computerprogram as such while a computer

program which is not technical (doesnot makea technical contribution, etc.) is a

computerprogramas such. Try selling that line to R&D and businesspeoplewhose

everydayexperienceis that computerprogramsandsuitablyprogrammedcomputersare

technicaltools at their disposalwhenthey developnew productsor processesin their

ownfield of technology.

The fact that, in many cases,theaim of thoselibertiestakenwith the EPCwasto serve

bettertheperceivedneedsoftheeconomy(read:theapplicants)is consideredby manyas

no real excusebecausethisaim is waybeyondtheremit oftheEPO.

it is nowtime to turn to thespecificquestionsput by thePresidentto theEnlargedBoard

ofAppeal.

Question1

Can a computer program only be excluded as a computer program as such if It is

explicitly claimed asa computer prografil?

It is temptingto proposeanegativeanswer,meaningthat, of course,if the invention is a

computerprogramassuch, it should be excluded in whateverform it is claimed.This,

however, would not be a satisfactoryanswerbecausethe groundsfor excludingclaims

directedto somethingelsethanacomputerprogrammuststill be foundin theEPC.

ThewordingofArt. 52 EPC, doesnot supportall the exclusionsthat could be required.

Strictly speaking,theexclusionof computerprogramsassuchin Art. 52(2) and (3) can

only be usedto excludecomputerprogramsclaimedassuch, that is to sayto exclude

claims directedto computerprogramsassuch.A properapplicatidn oftheEPCrequires
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thereforeto distinguishbetweenthevarioustypesof claimsthat canbe usedto definethe

invention.

a) Computerprogramclaims

If theclaim is directedto a computerprogramwithoutany limitation otherthan what the

programcontains,it mustbe excludedon thebasisofArt. 52(2)c) and(3) EPC.

If the claim is directedto a computerprogram stored on a recordingmedium or to a

recordingmedium storing a computerprogram,without any limitation otherthanwhat

theprogramcontains,it muststill be excludedon thebasisofArt. 52(2)c)and(3) EPCas

thereferenceto arecordingmediumdoesnot by itself carryanymeaningfullimitation.

b) Methodclaims

Claims directed to a methodfor doing somethingto be implementedby the useof a

computerprogramor of a programmedcomputercannotbe rejectedundertheexclusion

of computerprogramsassuchin Art. 52(2) and(3) EPC. A methodfor doingsomething

is not a computerprogramassuch.Such claims may, however,comeundersomeother

exclusionin Art. 52(2) and(3) EPC,e.g. theexclusionofmathematicalmethodsassuch

or the exclusionof methodsfor doing businessasSuch. Other methodsmay, however,

give rise to more difficult questions,for examplemethodsinvolving theprocessingof

financial data.It is generallyagreedthat the list of Art. 52(2) is non-exhaustivebut the

EPC does not provide any clear indication as to which other exclusionscould be

consideredand on what basis.Onepossibility would be to apply (with care!) the new

wordingof Art. 52(1) a contrario and to excludeinventionsclaimedasmethodsthat do

not belongto a field of technology.Whatmustbe clear,however,is that the inclusionof

a computerprogramor theuseofa suitablyprogrammedcomputerasa stepin a method

canneitherjustify by itself that themethodmustbe excludednor suffice to concludethat

themethodbelongsto a field oftechnology.
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If theclaim is directedto acomputerprogram(product)for the implementationof anon-

excludedmethod,which is thesubjectofanotherclaim, it shouldbe rejectedon thebasis

of Art. 52(2)c) and (3) EPC, as a computerprogram capableof being used in the

implementationof amethod is still acomputerprogramassuch.In T 1173/97theBoard

was clearly trying to compensatefor insufficiencies in the substantivepatent laws of

somecountriesregardingcontributory infringement.Laudableasthe aim may be, it is

totally inappropriatefor aBoardofAppeal,indeedfor theEPOasawhole, to do so.

c) Product(otherthancomputerprogramproduct)claims

Claims directedto a computeror a computersystemor any otherkind of productwith

dataprocessingcapabilitiescannotbe rejectedon thebasisof Art. 52(2)and (3) EPCas

theseprovisionsdo not give any supportfor sucharejection.A computersystemis not a

computer program as such and none of the other exclusionsmentioned in these

provisionsappearto supporttherejectionof suchclaims. Such claims thereforemustbe

passedto thenextphaseof examinatiOn,namelythenovelty/inventiveStepdetermination.

Although this is not properlypart oftheanswerto thequestion,it maybe useful to deal

briefly with the issueofnovelty/inventivestepin suchacase.It is commonlyagreedthat

it is permissibleto mix productfeaturesandmethodstepsin a claim, for exampleto mix

productparts of a computerand featuresrelating to how to use thoseproductparts to

produceausefulresult.Sometimes,this form of claim leadsto a betterandmoreconcise

definition ofthe invention.But thefactthat it is permissibleto claim an invention in such

away doesnotmeanthat this form of claim canbe usedto escapean otherwisedeserved

rejection.If theproductelementsof theclaim arenot novel, theclaim asaproductclaim

is not novel.Methodstepssuchasstoringspecific datain thememoryofthecomputeror

runninga specific computerprogramto achievea specificprocessingof the datado not

and cannotserveto definea novel computer.Theydo not impart novelty to theproduct

itself. The Boardof Appeal in T 154/04wasfacedwith suchasituation.After properly

rejectingthemethodclaim asamethodof doing businessunderArt. 52(2)and(3), it was

confrontedwith a “product” claim, which wasnothing elsethan thevery samemethod
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claim disguisedas a product claim by addition of traditional computerfeatures.The

Board arrived at the right conclusionbut felt obliged to baseits rejectionon dubious

considerationsregardingtechnical features.I believethat it would havebeen enoughto

saythat, from apureproductviewpoint,theproductclaim lackednovelty.

Question2(A)

Can a claim in the area of computer programs avoid exclusion under Art. 52(2)(c)

and (3) merely by explicitly mentioning the use of a computer or a computer-

readabledata storagemedium?

As already mentionedwith respectto Question1, it seemsunnecessaryto make any

difference betweena computerprogram,a computerprogramstored on a computer-

readabledata storagemedium or a computer-readabledata storagemedium storing a

computerprogram.From both atechnicalviewpoint andabusinessviewpointtheyall are

computerprogramsassuch.

The otherpart of thequestionis not totally clearastherearemanywaysto mentiona

computeror theuseofone in the areaofcomputerprogramsand theycannotbe handled

all in thesamefashion.As alreadysaidaboutQuestionI, a claim directedto a computer

storingandrunninga computerprogramcannotbe directly excludedon thebasisof Art.

52. On theotherhand,a claim directedto a computerprogramfor usewith a computer

canandshouldbe excludedunderArt. 52(2)(c)and(3).

Question 2(B)

If Question 2(A) is answered in the negative,is a further technical effect necessary

to avoid exclusion, said effect going beyond those effects inherent in the use of a

computer or data storage medium to respectively execute or store a computer

program?
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On thebasisoftheanswersto Question1 and2(A) givenabove, thereis no needto deal

with this Question2(B). It is enoughto saythat the questionis basedon one specific

expressionoftheunfortunate“technical/nontechnical”dichotomywhich is attheroot of

thepresentdifficulties. Thesoonerit is abandoned,themorechanceswehaveto arriveat

astraightforwardapplicationof Art. 52 EPCasoutlinedabovein responseto Question1.

Question3(A)

Must a claimed feature causea technicaleffect on a physical entity in the real world

in order to contribute to the technical character ofthe claim?

Question3(B)

If Question 3(A) is answeredin the positive, is it sufficient that the physical entity be

an unspecifiedcomputer?

Question 3(C)

If question 3(A) is answeredin the negative,can features contribute to the tet~h~icaI

character of the claim if the only effectsto which they contribute are independentof

any particular hardware that may be used?

More of the same,really. The questionsusea numberof expressionsfound in various

Board of Appeal decisions (technical effect, physical entity, real world, technical

character)which, not only arenot defined,but arenot evenusedin theEPC. Thereis no

betterwayto confirm thefeelingthatthecaselaw hasprogressivelymovedawayfrom a

straight implementationoftheEPC.

Question 4(A)

Does the activity of programming a computer necessarily involve technical

considerations?
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Question4(B)

If the answer to Question 4(A) is answered in the positive, do all features resulting

from programming thus contribute to the technical character of the claim?

Question 4(C)

If the answer to Question 4(A) is answered in the negative, can features resulting

from programming contribute to the technical character of a claim only when they

contribute to a further technical effectwhen the program is executed?

Again, moreofthesamewith furtherundefinedexpressionsforeign to theEPC:technical

considerations,furthertechnicaleffect.

Theactivity ofprogrammingacomputercanmostprobablybe termedatechnicalactivity

becauseit is usuallyperformedin atechnicalenvironmentby personshavinga technical

background.But whether or not one considersprogramming a technical activity is

irrelevantto the exclusionfrom patentabilityof computerprogramsassuch. In theEPC,

computerprogramsassucharenot excludedbecausethey result from a non-technical

activity but becausetheEPCexpresslysaystheyareexcludedfrom patentability.

It maybe theright placeto saya fewwordsabouttheTRIPSAgreementandthequestion

ofwhethertheEPC, ascurrently written, complieswith it. Many of thosewho support

the technicallnon-technicaldichotomy do so becausethey see the application of this

dichotomyasthe only possibleway of reconcilingtheir interpretationof theEPC with

theirinterpretationofArt. 29(1) TRIPS. While it is fine for scholarsto studythis issueof

TRIPS-compliance,it is certainlynot for theEPOto enterinto thedebate.TheEPOat all

levels is in chargeof applyingtheEPCasit is. TheEPOis not in chargeofinterpreting,

even less of applying TRIPS. This is thejob of WTO if and whenthe questionis put to

this organisationor of theEPC Member Statesif they feel that theirobligationsunder

TRIPScompelthemto changetheEPC.It is comfortingto seethat this is theofficial line

within the EPO but one may wonderif, beyondtheofficial line, someof the issue of



8

TRIPS-compliancehas not found its way into the birth and growth of the ill-advised

dichotomy-basedapproachwithin theBoardsofAppeal.

JacquesCombeau
24 April 2009


