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Dear Sirs

AIS4ICUS BRIEF IN ACCORDANCE WITH ARTICLE 10 OF~ RuLEs o PROCEDURE OFTHE

ENLARGED BOARD OF APPEAL

CASE G3/08
REFERRAL UNDER ARTICLE 1 12(1)(B)EPC BY THE PRESIDENT OF THE EPO TO

THE ENLARGED BOARD OF APPEAL RETHE PATENTABILITY OF COMPUTER PROGRAMS

On behalfof theComputingTechnologyIndustryAssociation(CompTIA),wethankyou for this
oppdrtunityto submitviews in connectionwith CaseG3/08andthetaskbeforetheEnlargedBoardof

Appeal. With this submission,weendeavorto assisttheEPOin its importantgoalof clarifying thelegal
requirementsconcerningthe scopeofpatent-eligiblesubjectmatterpertainingto computerprogrammes
aridthedontoursof its examinationpolicy.

= Ba~kground

The ComputingTechnologyIndustryAssociation(CompTIA) is thevoiceof theworld’s $3
trillion informationtechnologyindustry. CompTIAmembershipcomprisesmorethan250European
computercompaniesandsoftwareassociations.Our worldwidemembershipextendsinto morethan100
countriesandincludescompaniesattheforefront ofinnovation; including,thechmmelpartnersand
solutionproviderstheyrely on to bring their productsto market,andtheprofessionalsresponsiblefor
maximizingthe benefitsorganizationsreceivefromtheir technologyinvestments.Thepromotionof
policiesthat enhancegrowth andcompetitionwithin thecomputingworld is centralto CompTiA’s core
functions. Further,CompTIA’s missionis to facilitatethedevelopmentof vendor-neutralstandardsin e-
coinmcrce,customerservice,workforcedevelopment,and.TCT (InformationandCommunications
Technology)workforeccertification.
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C0mpTTA haslongadvocatedfor astrongpatentsystemacrossEuropeandits memberstates,
includingbroadeligibility forcomputerprogrammesandcomputer-implementedinventions(“Cli”) at the
EPOanditsmemberstatesfor thefollowing policyreasons:

1) “One-stop shopping”: A robustcomputerprogrammeandsoftwarepatentingregime
harmonisedacrosstheEU simplifies thelegalpaperworkandthemanagementof 1?rights — a
hallmarkof anytruesinglemarket.

2) Legal CertaintyAttracts Investment: Moreproperty,morecollateral;cash-poorSMEs

liavç somethingtheycanliterally bankupon. PatentsgiveSMEssomethingto negotiatewith.

3) Transparency: Patentsarepublishedandcan facilitatethetransferof tethnicalknow-

how. Why re-inventthe wheelwhenyou canlicenseit?

4) Competitiveness: Major tradingpartnersin Japan.WesternEurope,Canadaand
Americahaveregimesthatrecognizerobustrights surroundingcomputerprogrammeand
softwarepatenteligible subjectmatter. All Europeanfinns needto recognisethem,understand

them,andgeneratetheir ownpatentsas their economiesdevelop.

I. Introduction

A. Current Legal Framework: Choiceof Law, Harmonisation,, and TRIPS

A~flmdamentalissueattheheartof the Referralis thechoiceof law As aprecursorto the
quèstionsraisedby thePresident’sRefcrralof22 October2009in case03/08,1wewish to emphasizethe
following issuesraisedby its discussionof thecurrentlegalframeworksurroundingthepatentlawacross
Europe.~TheReferral emphasizestheprimacyoftheEuropeanPatentConvention(EPC). It alsodenies
theapplicability oftheTRIPs Agreementin its work because,inter alia, “the EuropeanPatent
Organisationitself is notamemberof theWTO andisnot a signatoryof theagreement.”2Numerous
otheramici curiae havediscussedwith in-depthanalysisandprecisionhow therelevantTRIPS
provisionsconcernthescopeof patenteligible subjectmatter(i.e.,TRIPS,Article 27, “in all (icids of
technology.. . patentsshallbe availableandpatentrights enjoyedwithoutdiscriminationasto []thefield
oftechnology.”)

In sum,CompTIA agreeson themeritswith thoseamid curiaethatexplain thattheEPO’s
adhesionto TRIPswouldprovideabeneficial patentlaw frameworkfor Europeatlarge. Furthersuchan
EPOpositionwouldeasilyresolveanyallegeddivergencesin theBoarddecisionspresentedby the
Referralwiselyandalsowouldbenefitabroadarrayof Europeaninterestsfor enhancedinnovation,
global competitiveness,andworkforcedevelopment.

‘liereinafrer, theRcfcrral.

2Referralat 16.
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CompTIAandits memberscompaniesfind the EPO’s position concerningthe germanenessand
application of TRIPSresultsa very troubling conclusion. All EPO contracting states(with onecurrent
exception)3andtheEuropeanUnionareWTO members,andhencealmostall areTRIPSsignatories.
Further, many have enjoyedthis status sincethemid-I 990sandthus havesettledexpectations.For
almosttwo decades,Europeaninventors and innovativecompanieshaveheld fundamentalexpectations
underl~inga basicunderstandingof the eligibility of patentablesubjectmatter. Likewise they have
enjoyeda degreeof certainty,the opportunity to innovate,and the ability to attractventurecapital
firianchig. Though theEPO statesthat it doesnot follow TRIPS—a conclusionbasedon dubious
jurisprudentialgrounds—wearcunawareofanylegal authority thatpreventsit from doing so.
Aècordinglythe EPO’s statementand courseof action havedire consequencesfor Europe’s innovative
technologycompanies,the Europeanworkforce, the memberstates’economics,and theprinciples
underlyingthe goalof harmonisation.

In contrast, the EPO’s recentpublication,SCENARIOS FOR THE FUTURE, praisesthegoals
surroundingharmonisation:

Olobalisationhasintegratednationaleconomicsystemsthrough internationaltrade,investment
~an4capital flowsas well as increasedsocial, cultural andtechnologicalinteraction. It has
acceleratedthe paceofchange,creatingeconomiesof scalewhich hasleadto an economic,social

- andpolitical competitiveflatteningof theworld betweena multiplicity ofplayers thatinclude
countries,regions,hotspotsandcity states,marketsectors,globalcompanies,organizationaland
businessmodels,consumermarketsandworkforces,businessanduniversitiesaswell as cultures.
In this globaljungle,there are many who areill-equippedto adapt.Protectionistmeasures— such
asincreasedtariffs or traderestrictions— carryrisks.4

The conclusionthattheEPOis exemptfrom TRIPSandtheassociatedpromisesof a global,
hannonizedpatent systemis sincerelyregrettable. It alsorisks Europe’s international leadership in the
tqe~inoIogyarena.For example,as akeypart ofthe Trilateral Organization andpartnership with the
USPTOandthe JapanPatent Office (IPO), the EPO servesas a world technologyleader. We all know

what theft~ctionacrossEurope would be if the USPTOor JPOmadeaunilateral declarationit was not
obligat~dt& follow a multilateral agreementin thecontext of Intellectual Property Rights or otherwise.
The EPO haswarnedthat:

ftjhe patent systemis far too complex,and the issuesfar too diversefor anysinglegroup
of stakeholdersto decideits future... At thecoreis thegrowingimportanceof

3Currcntly,Monacois not reportedas aWTO member.

~SCENARIoSFOR THE FUTURI~,at 9 (April 2007)(hercinafter EPO SCENARIOS). Scchttp:
ht(p~fldocuments.epo.org/projecLsJbabylon/cponetnsf/0/63a726d28b589b5bcI2572db00597683/$file/eposcenarios

book~m~r1~cLpdf
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knowledge,andthe questionis how bestto adaptthefundamentalchangesin the way in
whichknowledgeis beingproducedandusedwithin aglobalsociety.”5

Accordinglythefutureofthe scopeofpatentabilityandeligible subjectmatteris bestleft to EU
policy-makers,not the organisation.

Justasit is inconceivablethat nations would tolerate adeclarationby NATO that troopsunder its
commandwereexemptfrom the GenevaAccordsbecausethe NATO High Commandhad itself not
signedthe Accords, soonedoesn’t expectthe body representingEurope’spatent interestsnot to acceptan
IP ~gr~ei~’ciitsignedbyvirtually all European statesandtheEuropean Commission.

TheEPO is an institution representingthe collectiveinterestsof itsmembershipwith regards to
the developmentandissuanceof patents. To the extent that those interestsevolveover time, the EPO
should be cognizantof thosedevelopmentsasthey areexpressed,asin binding treaties signedby all of its
members. Sinceits membersand the EU aresignatoriesofTRIPS,theEPO cannotdeny the applicability
of TRIPs within thoseterritories. So, perhaps theEPO cancraft a ruling thatis not compliant with

TRU’s, but which member statecould exercisethat ruling, without being in non-compliancewith its own
treaty obligations? Sincecomplianceto EPOand WTO areboth treaty obligations, should not the EPO
seekeither to conform its rulings to comply with TRIPS or actively to changeTRIPSto conform with
EPOrulings (the far more difficult undertaking sinceit meanschangingan agreementwith 123 mostly
non-Europeanpartiesthat hasnot beensignificantly altered sinceit was signedin 1994)in order to spare
placingits’ i~embersin an impossiblesituation?

~EPOScenariosat 11.

Page 4of13

EMPFA~GSZEIT 30. APR. 16:52 AUS~RUCKSZEIT 30. APR. 16:59



04/30/2009 ThU 11:02 FAX 2025433008 CompTiA Public Policy ~]006/014

CompTJA AmicusBrief
TiPO Case(33/08
April 2009

IT. QuestionsRaisedby the Referral

Question1: Cana computerprogram only beexcludedasa computerprogram assuch~fit is
explicitlyclaimedasa computerprogram?

Thefirst thresholdquestionin this inquiry addressestherelevanceof thecategoryof the claim.
ThePresident’sReferralexplainsthatdespitethe various feasibleclaim formulations (e.g.,methods,
systems,computer-implementedmethods,andcomputerprograms),theunderlyingmethodperformedby
acomputermaybeidentical.6 TheReferral identitiesahandfulofcasesthat areintendedto illustratea
divergencein substantivepatentlaw (e.g., T 1173/97,T 424/03,T 11173/97,T424/03). For thefollowing
reasons,we answerno.

Wefind it regrettablethat aparamountinquiry concerningthe subject-matter (patentability) of
inventionsfrom innovators from theMember Statesshouldfocuson fonnover substance.Thelegal
practitioner’sability to artfully drafta claimshouldnot permitoneto evadethelaw. Whilewerecognize
that exclusionsfrom patentablesubject matter exist underArticles 52(2)(c) and52(3),we alsowholly
acknowledgeas undisputedthatprovisionsof controlling textual authoritiesandcaselaw permitthe
patentabilityof appropriatecomputer-implementedinventions.Thekeyto theunderlying,essential
e~amiñationinquiry is a matter of substance,not mereform. Namely it iswhether the application

presentsaclaimfor an inventionof a sufficienttechnicalcharacterpursuantto theEPC. It isuncontested
that “technicalcharacter”is thecrucibleuponwhichtheBoardreliesin itspatentabilityanalysisforthese
specieso~claimedinventions.

TheReferral’sallegationof divergencein thelaw doesnot follow from theEPO’s
misunderstandingormisapplicationofcontrolling lawor precedent.Ratherthe“dissatisfaction”at hand
appearsto bebasedon howtheBoardjudgedvariousdistinct inventionsin variouscases.A soundlegal
analysisshouldnot relyon whethercertainterminology,lexicography,or othersuch“magicwords”are
invoked-- “a computer system”or “computermethod”— but ratheron theattributesof thetechnological
inventionclaimedbasedon therelevantEPCrequirements(e.g.,novelty), on thewhole, in light ofthe
priorart.

As recenthistoryhasillustrated,awell-functioningpatentoffice canweedOut trivial inventions
througharigorous,qualityexamination. Any attemptby theEPOto otherwiseperpetratesin an
irresponsible legal, scientific,andeconomicfiction.

Werespectfullynotethatthe EPO contracting stateshavegrantedmorethan 30,000suchpatents
in thesefields relating to computer programmes. HencetheReferral’s citation of ahandful of casesin the
presentinstanceis neitheramanifestationalegal conflict, vis-à-visameaningfuldivergencenor the need
for theEnlargedTechnicalBoardto attempt to revise the law in this area. It isawell knownlegalaxiom

6 ReferraJ ai 4.
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that“hard factsmakebad law.” Accordingly the answerto this questionis that its examinationpolicy
shouldcontinueas it now stands,arid review caseson acase-by-casebasis.

Page 6 of13
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Question2

(a) cana claim in the areaof computerprogramsavoidexclusionunderArL 52(2)(c) and (3) merely
by explicitlymentioningtheuseofa computeror a computer-readabledatastoragemedium?

(b) If question 2(a) is answeredin the negative, is a further technical effect necessaryto avoid
exclusion, said effect going beyondthoseeffectsinherent in the use of a computeror data storage
mediumto respectivelyexecuteorstorea computerprogram?

I The secondquestionpresentedconcernsthe computerclaim as a whole, includingthe explicit
mentionof certainelements.The President’sReferralnarrowlyframesthis claimdraftingquestion.The
Referralacknowledges,“[i~tis establishedthat if the subject-matterof a claim hastechnicalcharacter,
thenit is not excludedfrom patentabilityunder Art. 52(2)and(3) EPC.”7 Thispresentquestionattempts
to constructa bright-line test concerningthe scopeof patenteligible subjectmatter under the EPC.
Building on the answerof Question Oneand our answer’s reasoningconcerning“artful claim drafting,”
both thebiyandpracticedictate that both questions2(a) and2(b) be answeredin the negative.

-2

in sum, the answer to both portions of QuestionTwo caneasilybe found in the EPC. Article

5~(l)establishesa requirementthat an invention must have a technicalcharacter. Accordingly the
conclusion that “technicalcharacter”is manifestin apatentclaim is sufficient to avoid exclusionunder
Articles 52(2)and(3). A qualityexaminationof the claimas a whole will revealwhetherthis threshold

hasbeenmet, inter a/ia, by the useof theseclaim elements,suchas acomputer or data storage media.
The EPO must never prejudge technology(or distinctelements)in a vacuum. The need for the so-called
“thither technicaleffect,” in instancessuch as the useof a computer or datastoragemedium,is merely
anoiherdimensionto theseconsiderations.Weurgethe EPO to continue to reviewapplications on acase-

by-easebasis,reviewingthe inventionas awhole. Further, the EPO, as all patentoffices,must focuson
substanceover style. Andso it mustaskwhether the inventor seeksto achievea“technicalcharacter”in
earnestor merelya throughartful draftingof a claim. Thisis true in thecomputerprogrammetechnology
industr~?,a~wellas all otherejassifiedart areassuchas themechanicalorchemicalfields.

Again, the implicit issueis whetheradivergencein the law hasoccurred. The decisionscited
appearto comparepatentclaimsfor extremelydifferentspeciesof technology. AccordinglytheBoard’s
analysisandapplicationof controlling law mayhavebeenvalid andaccurateon themeritsof theclaims-
in-suit as awhole (CompTIAtakesno positionon anyof the decisionscitedin theReferral.)

‘Id.
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Question3

(a) Must a claimedfeaturecausea technicaleffect on aphysicalenthy in the real world in order to
c.,ntributeto the technicalcharacterof the claIm?

The essenceof thethird inquiryis how canone definethe “technicalcharacter”of aclaim,
namelywhethera“physicality” requirementexistsundertheEPCandothercontrollingauthority~It is
againallegedthatadivergencein thelawamongtheBoarddecisions(e.g.. T 163/85,T 424/03,T 125/01,
T 163/85;T 190/94). For thefollowing reasons,theEPCdoesnotpermit theimpositionof a
“physicality” requirementfor patent eligibility. For the following reasons,weanswerno.

The Referralseeksto define thetenn“technicaleffect”pu.rsuantto the EPC. It is undisputed
thattheterm “technical” isnot definedby the EPC; howevcr, theBoard helpsgivemeaningto the term
“technical.” Theinterpretationof “technicaleffect”is necessaryfor the satisfactionof the “technical
character”requirementfor patentability. TheBoard hasruledthatanyexclusionfor patentablesubject
matterbeintcrprctednarrowly(Art. 52(3)EPC).8

Any suggestionthat a claim’s “technicalcharacter”requiresatechnicaleffect on a physicalentity
is certainlyan imposition of a newlimitation onthe scopeof patentablesubjectmatter. Suchanew

“ph~im~Iity~’requirementhasno basisin the textof the EPC. Theimposition ofa “physicality”
requirerti~n~vouldalso leadto severalunfortunateoutcomes.The first is whethersuchaphysicality
requirementwould ultimately be restricted to this areaof technology. If this is true, then it is
discriminatory. Second,if aphysicality requirementis appliedto all areasof patent law under the EPC,
thenother Europeanindustriescould beharmed(e.g., chemicalreactionintermediaries,digital signal
processing,photonicinventions).

The Boardshould faithfully adhereto the text ofthe EPCto definethe scopeofpatentablesubject
matter,within thecurrent legal framework. Article 52(1)states:“(1) Europeanpatentsshall be granted
foranyinventions,in all fields of technology,providedthat theyare new, involve an inventivestepand
aresusceptibicofindustrialapplicaslon” (emphasisadded).Accordingly it is clear that Article 52(1)’s
requirementthatapatentmustbesusceptibleto “industrialapplication,”alongwith thelimited exceptions
articulated,preemptany“physicality” requirement.In all reality, if aclaimedinventionhas“industrial
applicrtior~”anddoesnot fall into the EPC’s enumeratedexceptions,the EPO should not be able to
restrictth~eopcof eligiblepatentablesubjectmatter. AgaintheEPO is free to reviewtheinventionas a
wh~oIeforcriteriasuchas novelty, inventivestep,clarity,onceit hascrossedtheeligibility threshold.

81d. at5.
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(b) If question3(a) Lc answeredin thepositive,is it sufficient that thephysicalentitybe an unspecified
computer?

(c) If question3(a) is answeredin the negative,canfeaturescontribute to the technicalcharacterof
the claim ~fthe only effects to which theycontributeare independentof anyparticular hardwarethat
maybeused?

Again, our answerto thesequestionsis based,Inter alia, on theprevious discussionexplains our
views on this subject. The EPC doesnot providea “specificity” or “particularity” requirement,just as it

doesnot offer a“physicality” requirement.Justas with all other inventions acrossthe technical art fields,
theclaimmustbe examinedas awhole,mindful ofEPC explicit requirementssuchas novelty, inventive
step, clarity, etc. We strongly urge the EPO to resist imposing new patentablesubject matter
requirementsnot found within the text of the EPC,and essentiallyfabricatedout of whole cloth through
Board-madelaw.
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Question4

(a)Doestheactivityofprogramminga computernecessarilyinvolvetechnicalconsiderations?

(~)If question4(a) is answeredin the positive, do all featuresresulting from programming thus
contribute to the technicalcharacterofa claim?

(c) If question4(a) is answeredin thenegative,canfeaturesresultingfrom programmingcontributeto
the technical characterof a claim only when theycontribute to a further technical effect when the
programis- executed?

The President’sReferral explains that the fourth questionattemptsto examinethe skills ofthe
technicallyskilledpersonprogramming a computer, concernsthe activity (programming), and the
resultingproduct (i.e., computerprogram).9 Again, a divergenceis alleged,basedon the citation of the
following decisionswhichattemptto view the technicalaspectsof computerprogramming:T 1177/97,T
172/03,T 833/91,T 204/93,andT 769/92. We respectfullydisagreewith the framingofthe issueas one
concerningthescopeof patent-eligiblesubjectmatter. For thefollowing reasons,it is certainthat
computerprogramminginvolvestechnicalconsiderationsAccordinglyweanswerQuestion4(a) in the
pOsitive.

-CompTIAexcelsas a Europeanvoiceconcerningskilhing in the E.U., including assistingin the
developmentof ahightechEuropeanWorkforee,as ~.xplainedin our openingremarks It is evidentthat
theRefeiTalan~wcrsthis veryquestionitself when it explainsthataspectrumof programminglanguages
exist,-ranging from low-level languagessuch asassemblylanguageto modern, high level languages.1°
Hencecomputer programs assuch compromisea genusinvolving technicalconsiderations,but various
species(e.g.,programminglanguages,structuressuchas loops)must be examinedon acase-by-case
basis,lookingattheclaimasa whole. AccordinglyweanswerQuestion4(b)as no.

RobertSouthey’schild’s fable, “Goldilocks andthe ThreeBears,”relates the odysseyof a
hapless,poor explorer who attemptsnavigatea mysteriousnew milieu. In variousrenditionsof this fable,
she-encounters,for example,threebowlsof porridge, including onetoo hot andonetoo cold. In a similar
fashion, theReferral attempts to framean odysseyfor computer scientistsandother innovators. In
essence,the standardfor the“technicalcharacter”ofacomputer claim may becomeentirely elusiveand
subjective:-RememberJusticePotter Stewart who oncewarnedregarding a legal standard,“I know it
whenIse~iti”The Referral suggeststhat somecomputerprograms aretoo simpleor otherwisedeficient
fo~theeriteriaofthe EPCandotherstoo sophisticated— “modem(high level) programminglanguages”—
to satisfytechnicalconsiderationsunderthe EPC In contrastto the suggestionsof an allegeddivergence

~Referral at 2.

10id atl2
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in the lawandamongtheBoarddecisions,themodemEuropeancomputer-programmeris not Goldilocks,
andmusthavecertaintysurroundthecriteriafor patentablesubjectmatter.

In sum,computerprogrammingcomprisesawiderangeofactivities,tasks,andeffects. The
Referralacknowledgesthespectrumof activity thatunderliesthisdynamic,constantlychangingindustry
sector. This inquiry requiresafull assessmentandunderstandingof theclaimedinventionasawhole,
andwhetherasinglefeatureor acombinationof featuresactingin concertto manifestthetechnical
characterof theclaimedinvention. -
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m. Conclusion -

rn conclusion,weinvite yourattentionto thefollowing passagesthat wehopeanimatethe
Board’sjurisprudenceasit considersthesevery importantquestions: -

First, theEPOhaseloquentlyexplainedtheongoingevolutionof thepatentsystem:

- - Thepatent systemevolvedgraduallyovers~vera1centuries.The first patent law was
- - enactedin Venicein the fifteenthcentury,wherethe conceptevolvedthroughoutEuropeand over

time to otherpartsof the globe This classicmodelwas a dynamicone, asthe diffusionboth
- -technologyandknowledgespurredfurthertechnologicalinnovation,developmentandprogress,

- - - socreating a ‘virtuous circle’. .. Overtimethe patent systemhasbeenexceededin several
dimensions:(I) newareasbeingcoveredby patents. . . In addition,the boundariesbetween
differentformsof 12 havebecomeincreasinglyporous.”

Second,in arecentU.S.patentlaw caseconcerningverysimilar themesaboutthescopeof
patentablesubjectmatter,JudgePaulineNewman,of theU.S. Courtof AppealsfortheFederalCircuit
expressedthe following cautionaryviews. Shewrote:

The innovationsofthe “knowledgeeconomy”— of “digital prosperity”—havebeen
dominant contributors to today’seconomicgrowthandsocietalchange.Revisionof the

coiinercialstructureaffectingmajoraspectsof today’s industryshould be approachedwith care.
Uncertaintyis the enemyof innovation Thcscnew uncertaintiesnot onlychrnimshthe

- - incentivesavailable to new enterprise,but disruptthe settledexpectationsof thesewho relied on
the law asit existed.. . . Whetherthe applicationsof physicsandchemistrythat arc-manifestedin
advancesin computerhardwareand softwareweremore or lessforeseeablethanthe advancesin
biologyandbiotechnologyis debatable,but it is not debatablethat thesefields of endeavorhave
becomeprimarycontributorsto today’s economyandculture, as well as offeringanuntold
potential for future advances.’2

~ EPO SCENARIOS at 9.

~ In reBi/ski, _F~_,2008 WL 4757110,88 tJSPQ2d(DNA) 1385 (Fcd. Cir. Oct. 30,2008).
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Accordinglywetrust the E1’O will pursueanyclarificationsor revisions in thelaw surrounding

thepatentabilityof computer-implementedinventionsandthecontoursof the examinationpolicy with the
foresightandwisdom that European innovators andits workforcedeserve.The21 centuryis aboutthe
knowledgeeconomyandthus it offersthehopeof a bright digital prosperity andgreatopportunitiesfor

European athomeand acrossthe globe.

Pleasedo not hesitate to contactCompTiA if youhave furtherquestions.

- - -- - -,~~CompTIAPublicPolicy
-- -~ - 6,RandPoint Schuman,Box 5

- B-1040Brussels,Belgium
www.comptia.eu
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