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THE ENLARGED BOARD OF APPEAL RE THE PATENTABILITY OF COMPUTER PROGRAMS

o On bchalf of the Computing Technology Industry Association (CompTIA), we thank you for this
opportunity to submit views in connection with Case G3/08 and the task before the Enlarged Board of
Appeal. With this submission, we endcavor to assist the EPO in its important goal of clarifying the legal
requirements concerning the scope of patent-cligible subject matter pertaining to computer programmes
andthe contours of jts examination policy.

' The Computing Technology Industry Association (CompTIA) is the voice of the world's $3
trillion information technology industry. CompTIA membership comprises more than 250 European
computer companics and software associations. Our worldwide membership extends into more than 100
countries and includes companies at the forefront of innovation; including, the channel partners and
solutmn providers they rcly on to bring their products to market, and the professionals responsible for
max1m171ng the benefits organizations receive from their technology investments. The promotion of
policies that enhance growth and competition within the computing world is central to CompTIA’s core
functions. Further, CompTIA’s mission is to facilitate the development of vendor-neutral standards in e-
cOﬁihacrce, customer service, workforce development, and ICT (Information and Communications
Technology) workforce certification.
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CompTIA has long advocated for a strong patent system across Europe and its member states,
including broad eligibility for computer programmes and computer-implemented inventions (“CII”) at the
EPO and its member states for the following policy reasons:

1) “One-stop shopping”: A robust computer prograimmne and software patenting regime
harmonised across the EU simplifies the Icgal paperwork and the management of IP rights —a
hallmark of any true single market.

2) Legal Certainty Attracts Investment: More property, more collateral; cash-poor SMEs
" have something they can literally bank upon. Patents give SMEs something to negotiate with.

: Transparency: Patents are publnhcd and can facilitate the transfer of technical know-
o how. Why re-invent the wheel when you can license it?

4) Compctitiveness: Major trading partners in Japan, Western Europe, Canada and
America have regimes that recognize robust rights surrounding computer programme and
software patent eligible subject matter. All European finns need to recognise them, understand
them, and generate their own patents as their economies develop.

I Introduction

A. Current Legal Framework: Choice of Law, Harmonisation, and TRIPS

fundamental issue at the heart of the Referral is the choice of law. As a precursor to the

sed by the President’s Refcrral of 22 October 2009 in case G3/08,' we wish to emphasize the
A issues raiscd by its discussion of the current legal framework surrounding the patent law across
Europe "“The Referral emphasizes the primacy of the European Patent Convention (EPC). It also denies
the ’apphcablhty of the TRIPs Agreement in its work because, inter alia, “the European Patent
Ofgqnisation itself is not a member of the WTO and is not a signatory of the agreement.”® Numerous
other amici curiae have discussed with in-depth analysis and precision how the relevant TRIPS
provisions concern the scope of patent cligible subject matter (i.e., TRIPS, Article 27, “in all Gclds of
te@:@nology . . . patents shall be available and patent rights enjoyed without discrimination as to [] the ficld
of‘tééhnology.”)

In sum, CompTIA agrees on the merits with those amici curiae that explain that the EPO’s
adhesmn to TRIPs would provide a beneficial patent law framework for Europc at large. Further such an
EPO pos“ ion would easily resolve any alleged divergenccs in the Board decisions presented by the
Rcfcnal S ely and also would benefit a broad array of European interests for enhanced innovation,
global compctitiveness, and workforce development.

! Hereinafter, the Referral.
: R:éférral at 16.
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CompTIA and its members companies find the EPO’s position concerning the germaneness and
application of TRIPS results a very troubling conclusion. All EPO contracting states (with one current
exception)’ and the European Union arc WTO members, and hencc almost all are TRIPS signatories.
Further, many have cnjoyed this status since the mid-1990s and thus have scttled expectations. For
almost two decades, European inventors and innovative companies have held fundamental expectations
undcrIymg a basic understanding of the eligibility of patentable subject matter. Likewise they have
enjoyed a degrce of certainty, the opportiunity to innovate, and the ability to attract venture capital
financing. Though the EPO states that it does not follow TRIPS —a conclusion based on dubious
jurisprudential grounds— we arc unaware of any legal authority that prevents it from doing so.
Accordingly the EPO’s statement and course of action have dire consequences for Europe’s innovative
technology companics, the European workforce, the member states’ economics, and the principles
underlying the goal of harmonisation.

In contrast, the EPO’s recent publication, SCENARIOS FOR THE FUTURE, praises the goals
sifrounding harmonisation:

Globalisation has integrated national economic systems through international trade, investment
$and capital flows as well as increased social, cultural and technological interaction. It has
accelerated the pace of change, creating cconomies of scale which has lead to an economic, social
and political competitive flattening of the world between a multiplicity of players that include
countries, regions, hotspots and city states, market scctors, global companies, organizational and
business models, consumer markets and workforces, business and universities as well as cultures.
In this global jungle, there are many who are ill-equipped to adapt. Protectionist measures — such
as increased tariffs or trade restrictions — carry risks.*

The conclusion that the EPQ is exempt from TRIPS and the associated promises of a global,
hannomzed patent system is sincerely regrettable. It also risks Europe’s intemational leadership in the
y arena. For example, as a key part of the Trilateral Organization and partnership with the
{the Japan Patent Office (JPO), the EPO serves as a world tcchnology leader. We all know
e redction across Europe would be if the USPTO or JPO made a unilateral declaration it was not
obhgated o' follow a multilateral agreement in the context of Intellectual Property Rights or otherwise.
The EPO has warned that:

[t]he patent system is far too complex, and the issues far too diverse for any singlc group
of stakeholders to dccide its future . . . At the core is the growing importance of

? Currently, Monaco is not reported as a WTO member.

* SCENARIOS FOR THE FUTURE, at 9 (April 2007) (hercinafter EPO SCENARIOS). Sce htp:
hllp documents.epo.org/projects/babylon/cponet.nsf/0/63a726d28b589b5be 12572db00597683/$file/epo_scenarios
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knowledge, and the question is how best to adapt the fundamental changes in thc way in
which knowledge is being produced and used within a global society.”

Accordingly the future of the scope ol patentability and eligible subject matter is best left to EU
policy-makers, not the organisation.

Just as it is inconceivable that nations would tolerate a declaration by NATO that troops under its
command were cxcrupt from the Geneva Accords because the NATO High Command had itself not
sxgned the Accords, so one docsn’t expect the body representing Europe’s patent interests not to accept an
) t signed by virtually all Europcan states and the European Commission.

: ‘The EPO is an institution represcnting the collective interests of its membership with regards to
the developmcnt and issuance of patents. To the cxtent that those interests evolve over time, the EPO
should be cognizant of those devclopments as they are expresscd, as in binding treaties signed by all of its
members. Since its members and the EU are signatories of TRIPS, the EPO cannot deny the applicability
of TRIPs within those territories. So, perhaps the EPO can craft a ruling that is not compliant with
TRIPs, but which member statc could exercise that ruling, without being in non-compliance with its own
treaty obligations? Since compliance to EPO and WTO are both trcaty obligations, should not the EPO
seek either to conform its rulings to comply with TRIPS or actively to change TRIPS to conform with
EPO rulings (the far morc difficult undertaking since it means changing an agreement with 123 mostly
non—l:uropean parties that has not been significantly altered since it was signed in 1994) in order to spare
p[ ing'its members in an impossiblc situation?

5 EPO Sccnarios at 11.
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II. . Questions Raised by the Referral

Question 1: Can a computer program only be excluded as a computer program as such if it is
-explicitly claimed as a computer program?

* "“"The first threshold question in this inquiry addresses the relevance of the category of the claim.
The President’s Referral explains that despite the various feasible claim formulations (e.g., methods, .
systems, computer-implemented methods, and computer programs), the underlying method performed by
a computer may be identical.’® The Referral identifies 2 handful of cases that are intended to illustrate a
divergence in substantive patent law (e.g., T 1173/97, T 424/03, T 1173/97, T 424/03). For the following
r¢é§ons, we answer no.

We find it regrettable that a paramount inquiry concerning the subject-matter (patentability) of
inventions from innovators from the Member States should focus on fonn over substance. The legal
practitioner’s ability to artfully draft a claim should not permit onc to ¢vade the law. While we recognize
that exclusions from patentable subject matter cxist under Articles 52(2)(c) and 52(3), we also wholly
acknowlcdgc as undisputed that provisions of controlling textual authorities and case law permit the
patentablhty of appropriate computer-implemented inventions. The key to the underlying, essential
e};aminanon inquiry is a matter of substance, not mere form. Namely it is whether the application
presents a claim for an invention of a sufficient technical character pursuant to the EPC. It is uncontested
that “tcchnical character” is the crucible upon which the Board relies in its patentability analysis for these
species of claimed inventions. '

. The Referral’s allegation of divergence in the law does not follow from the EPO’s
mlsunderstandmg or misapplication of controlling law or precedent. Rather the “dissatisfaction” at hand
appears to be based on how the Board judged various distinct inventions in various cases. A sound legal
analysis should not rely on whether certain tcrminology, lexicography, or other such “magic words™ are
invoked -- “a computer system” or “computer method " — but rather on the attributes of the technological
mvenuonfclmmed based on the relevant EPC requirements (e.g., novelty), on the whole, in light of the

/.. As recent history has illustrated, a well-functioning patent office can weed out trivial inventions
through a rigorous, quality examination. Any attempt by the EPO to otherwise perpetrates in an
irresponsible legal, scientific, and economic fiction.

We respectfully note that the EPO contracting states have granted more than 30,000 such patents
in these fields relating to computer programmes. Hence the Referral’s citation of a handful of cases in the
present instance is ncither a manifestation a legal conflict, vis-d-vis 2 meaningful divergence nor the need
for the Enlarged Technical Board to attempt to revise the law in this area. It is a well known legal axiom
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that “hard facts make bad law.” Accordingly the answer to this question is that its examination policy
should continue as it now stands, and review cases on a case-by-casc basis.
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uestion 2

(a) Can a clazm in the area of computer programs avoid exclusion under Art. 52(2)(c) and (3) merely
by explzcztly mentioning the use of a computer or a computer-readable data storage medium?

(b)‘ If questlon 2(a) is answered in the negative, is a further technical effect necessary to avoid
exclusion, said effect going beyond those effects inherent in the use of a computer or data storage
medium to respectively execute or store a computer program?

.~ The second question prescntcd concems the computer claim as a whole, including the exphclt
mcntlon of certain elements. The President’s Referral narrowly framcs this claim drafting question. The
Referral acknowlcdges, “[i]t is established that if the subject-matter of a claim has technical character,
then it is not excluded from patentability under Art. 52(2) and (3) EPC.”” This present question attempts
to construct a bright-line test concerning the scope of patent eligible subjoct matter under the EPC.
Building ‘on the answer of Question One and our answer’s reasoning concerning “artful claim drafting,
both thﬂ"‘zy and practice dictate that both questions 2(a) and 2(b) be answered in the negative.

¥

:In sum, the answer to both portions of Question Two can easily be found in the EPC. Article
“establishes a requirement that an invention must have a technical character. Accordingly the
conelusion that “technical character” is manifest in a patent claim is sufficient to avoid exclusion under
Artitles 52(2) and (3). A quality examination of the claim as a whole will reveal whether this threshold
has been met, inter alia, by the use of these claim elements, such as a computer or data storage media.
The EPO must never prejudge technology (or distinct elements) in a vacuum. The need for the so-called
“firther technical effect,” in instances such as the use of a computer or data storage medium, is merely
afiother dimension to these considerations. We urge the EPO to continue to review applications on a casc-
by—éase basis, reviewing the invention as a whole. Further, the EPO, as all patent offices, must focus on
sﬁbstancc over style. And so it must ask whether the inventor seeks to achicve a “technical character” in
arnést or merely a through artful drafting of a claim. This is true in the computer programme technology
well as all other classificd art areas such as the mechanical or chemical fields.

“"Again, the implicit issuc is whether a divergence in the law has occurred. The decisions cited
appcar to compare patent claims for extremely different species of technology. Accordingly the Board’s
analqu and application of controlling law may have been valid and accurate on the merits of the claims-
m-sult as a whole. (CompTIA takes no position on any of the decisions cited in the Referral.)
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Question 3

(@) Must a claimed feature cause a technical effect on a physical entity in the real world in order to
contribute to the technical character of the claim?

The essencc of the third inquiry is how can one define the “technical character” of a claim,
namclx whether a “physicality” requirement cxists under the EPC and other controlling authority. It is
again alleged that a divergence in the law among the Board decisions (e.g., T 163/85, T 424/03, T 125/01,
T 163/85, T 190/94). For the following reasons, the EPC does not permit the imposition of a
“physicality” requirement for patent eligibility. For the following reasons, we answer no.

The Referral seeks to define the term “techmical effect” pursuant to the EPC. It is undisputed -
that the term “technical” is not defined by the EPC; howevcr, the Board helps give meaning to the term
“technical.” The interpretation of “technical effect” is necessary for the satisfaction of the “technical
character” requirement for patentability. The Board has ruled that any exclusion for patcntable subject
matter be intcrpreted narrowly (Art. 52(3) EPC).®

Any suggcstion that a claim’s “technical character” requires a technical effect on a physical entity
is certainly an imposition of a new limitation on the scope of patentable subject matter. Such a new
“shysieality” requirement has no basis in the text of the EPC. The imposition of a “physicality”
squirernent-would also lead to several unfortunate outcomes. The first is whether such a physicality
reqmrement would ultimately be restricted to this arca of technology. If this is true, then it is
discriminatory. Second, if 2 physicality requirement is applied to all areas of patent law under the EPC,
then other European industries could be harmed (e.g., chemical reaction intermediarics, digital signal
processing, photonic inventions).

The Board should faithfully adhere 10 the tcxt of the EPC to define the scope of patentable subject
n’iﬁﬁer, within the current legal framework. Article 52(1) states: “(1) European patents shall be granted
forany inventions, in all fields of technology, provided that they are ncw, involve an inventive step and
ar"éz"éusccpliblc of industrial application” (emphasis added). Accordingly it is clear that Article 52(1)’s
requlrement that a patent must be susceptible to “industrial application,” along with the limited exceptions
ed, preempt any “physicality” requirement. In all reality, if a claimed invention has “industrial
. ;md does not fall into the EPC’s cnumerated exceptions, the EPO should not be able to
! ‘fscopc of eligible patentable subject maltcr. Again the EPO is free to review (he invention as a
who ”‘for criteria such as novelty, inventive step, clarity, once it has crossed the eligibility threshold.

®Id. ats.
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Spe

(b) If question 3(a) is answered in the positive, is it sufficient that the physical entity be an unspecified
computer?

(¢) If question 3(a) is answered in the negative, can features contribute to the technical character of
the claim if the only effects to which they contribute are independent of any particular hardware that
may be used? :

Again, our answer to these questions is based, inzer alia, on the previous discussion explains our
views on this subject. The EPC does not provide a “specificity” or “particularity” requirement, just as it
does not offer a “physicality” requiremnent. Just as with all other inventions across the technical art fields,
the claim must be examined as a whole, mindful of EPC explicit requirements such as novelty, inventive
step, clarity, etc. We strongly urge the EPO to resist imposing new patcntable subject matter
requirements not found within the text of the EPC, and cssentially fabricated out of whole cloth through
Board-made law.
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Quecstion 4

(a) Does the activity of programming a computer necessarily involve technical considerations?

(B) If question 4(a) is answered in the positive, do all features resulting from programming thus
contribute to the technical character of a claim?

(c) If question 4(a) is answered in the negative, can features resulting from programming contribute to
the technical character of a claim only when they contribute to a further technical ¢ffect when the
program is executed?

l'he President’s Referral explains that the fourth question attempts to examine the skills of the
techmcally skilled person programming a computer concerns the activity (programming), and the
resulting product (/.e., computer program).’ Again, a divergence is alleged, based on the citation of the
following decisions which attempt to view the technical aspects of computer programming: T 1177/97, T
172/03, T 833/91, T 204/93, and T 769/92. We respectfully disagree with the framing of the issue as onc
concerning the scope of patent-cligiblc subject matter. For the following reasons, it is certain that
computer programming involves technical considerations. Accordingly we answer Question 4(a) in the
positive.

- .CompTIA excels as a European voicc concerning skilling in the E.U., including assisting in the
development of a high tech European Workforce, as cxplained in our opening remarks. It is evident that
the Referral answers this very question itself when it explains that a spectrum of programming languagcs
exist, ranging from low-levcl languages such as assembly language to modern, high level languages.'
Hence computer programs as such compromisc a genus involving technical considerations, but various
species (e.g., programming languages, structures such as loops) must be examined on a case-by-case
basis, looking at the claim as a whole. Accordingly we answer Question 4(b) as no.

Robert Southey’s child’s fable, “Goldilocks and the Three Bears,” relates the odysscy of a
hapless, poor explorer who attcmpts navigate a mysterious new milieu. In various renditions of this fable,
she encounters, for example, three bowls of porridge, including one too hot and one too cold. In a similar
fashion, the Referral attempts to frame an odyssey for computer scientists and other innovators. In
essence, the standard for the “technical character” of a computer claim may become entirely elusive and
subjective: ‘Remember Justice Potter Stewart who once warned regarding a legal standard, “I know it
when I'se¢’it.” The Referral suggests that some computer programs are too simple or otherwise deficient
for the criteria of the EPC and others too sophisticated — “modern (high level) programming languages” —
to satisfy technical considerations under the EPC. In contrast to the suggestions of an alleged divergence

s Réferral at 2.
g at 12.

Page 10 of 13

CUIMPEANGSZEIT 30 APR. 16:5) AUSDRUCKSZEIT 30 APR. 16159




04/30/2009 THU 11:05 FAL 2025433008 CompTI4 Public Policy 012/014

CompTIA Amicus Brief
EPO Case G3/08
April 2009

in the law and among the Board decisions, the modern European computer programmer is not Goldilocks,
and must havc certainty surround the criteria for patentable subject matter.

In sum, computer programming compriscs 4 wide range of activities, tasks, and effects. The
Referral acknowledges the spectruin of activity that underlies this dynamic, constantly changing industry
sector. This inquiry rcqulr% a full assessment and understanding of the claimed invention as a whole,
and whether a single feature or a combination of features acting in concert 1o manifest the technical
character of the claimed invention.
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1. Conclusion

In conclusion, we invite your attention to the following passages that we hope animatc the
Board’s jurisprudence as it considers these very important questions:

First, the EPO has cloquently explained the ongoing evolution of the patent system:

The patent system evolved gradually over several centuries. The first patent law was
_enacted in Venice in the fifteenth century, where the concept evolved throughout Europe and over
time to other parts of the globe. . . This classic model was a dynamic one, as the diffusion both
technology and knowledge spurred further technological innovation, development and progress,
so creating a “virtuous circle’. . . Over time the patent system has been exceeded in several
dimensions: (i) new areas being covercd by patents . . . In addition, the boundaries between
different forms of IP have become increasingly porous. '’

Second, in a recent U.S. patent law case concerning very similar themes about the scope of
patentable subjcct matter, Judge Pauline Newman, of the U.S. Court of Appcals for the Federal Circuit
expressed the following cautionary views. She wrote:

The innovations of the “knowledge economy” — of “digital prosperity”—have been
dominant contributors to today’s economic growth and societal change. Revision of the
‘comumercial structure affecting major aspects of today’s industry should be approached with care .
U Uncertainty is the enemy of innovation. These new uncertainties not only diminish the
" inccntives available to new enterprise, but disrupt the settled cxpcctations of these who relied on
the law as it cxisted. . . . Whether the applications of physics and chemistry that ar¢ manifested in
advances in computer hardwarc and software were more or less foreseeable than the advances in
biology and biotechnology is debatable, but it is not dcbatable that these fields of endeavor have
become primary contributors to today’s economy and culture, as well as offcring an untold
potential for future advances.'

1 EpO ScENARIOS at 9.
2 u re Bilski, _F.__, 2008 WL 4757110, 88 USPQ2d (BNA) 1385 (Fed. Cir. Oct. 30, 2008).
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Accordingly we trust the EPO will pursue any clarifications or revisions in the law swrounding
the patentability of computer-implcmented inventions and the contours of the cxamination policy with the
foresight and wisdom that European innovators and its workforce deserve. The 21* century is about the
knowledge economy and thus it offers the hope of a bright digital prosperity and great opportunities for
European at home and across the globe.

Please do not hesitate to contact CompTTA if you have further questions.

incerely, /L‘
—"'---'-"—

Christos J.

- CompTIA Public Policy
w6, Rond Point Schutnan, Box 5
B-1040 Brussels, Belgium

www.comptia.eu
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