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CaseG3/08: President’s referral relating to patentabifity in thefield of computing.

I wishto submitthisasan anilcuscuriaebrief,answeriiigthequestionsposedin thereferralabove.
I aminteralia aCharteredIT Professionaland aMemberofthe Instituteof PatenteesandInventors.

1. No. An applicationto patentacomputerprogramsimplyinvalidatesitself.
2a. No. Theexplicit mentionof essentialadjunctsto acomputerprogramcannotmakeany
difference.
2b. Yes.Theinventionmustdo somethingnewanduseful, or do somethingusefulmanewway.
Whatit doesandhow it doesit determineswhetherit is patentable.
3a.Yes,but theanswerbegsthequestionwhat is atechnicaleffect. As well asdoingsomething
newand useful,themethodusedmustrequireanidentifiedmventivestep,whichcannotsimpiybe
theobviousapplicationof prior art ortheobviousapplicationof new(orold) discoveries
3b No Theclaimedfeaturewould haveto beaspecifiedbetterform of computer
3c No But thequestionis opento mismterpretation- if theeffect is mdependentof anyparticular
hardware,thentheeffectsachievedarewithin thepresentspecificationof hardwarefrom any
supplier,andsocanhardlybe novel.

If the effect is independentof anyparticulartypeofhardware,the answeris evenmore
firmly no, but this time becausean existinggeneralpurposemachineis simplybeingrealisedfrom a
differentcollection ofprior art.
4a.Yes. Sodoestheconstructionof a safebuilding, so doestheconnectionof domesticgasand
waterpipes. Technicalconsiderationsarenecessarybutnot sufficient for invention.
4b. No Not necessarily- sonot ‘thus’. If theprogramcontributesto the ‘new anduseful’ nature
thenit is partof the invention. Whetherthepatentapplicationshouldsucceedis anothermatter.
4c. No irrespectiveofthe answerto 4a.An intermediatetechnicalinventioncanresultin anon-
technicalpatentableimprovement(eg. smaller,faster,cheaperto run) to an existingproduct,but
which is dependenton thedifferenttechnicalnatureof theprogram.

Amplifying my viewson Q4, if aninventorworksoutamoreefficientalgorithmfor sortingvalues,
asalogical andmathematicalachievementit is notpatentable.
Usingthis newalgorithmto producea fastermelonsorterwould be apatentableinvention - unless
(asis likely) it wasdeemedto beanobviousexploitationof theun-patentablemathematicaland
logical process But it is theimprovedmelon sorterthatmaybe patentable,not theprogram If, as
is likely, averitabledelugeof suchpatentsis theforeseeableconsequenceof thenewalgorithm,
thenthereis little doubtthattheseapplicationsof thenewalgorithmareobvious

Thegrantof a patentis in returnfor publishingdesigndetailssufficient to allow onepractisedin the



art to realisethe invention. In thecontextof thisdiscussion,this would meansfull arid detailed
disclosureoftheprogrammingalgorithmssuchthat acompetentprogrammercouldrealisethe
inventionusinga computersystemwith acompletelydifferentsetofbasicfacifities. Emphasising
this fact might well determany‘closedsource’softwareprogrammersfrom applying for patent
protection,andcouldinvalidatesomepatentsalreadygranted.

On question3:
The‘by design’generalpurposenatureofmathematicsandlogic meanthat inventionsbasedon their
exploitationareunlikelyto resultin apatentableinventionfor thisveryreasonof obviousnessif
theymerelyresultin a newwayof achievingan existingusefulproduct. To standachanceof
beingpartof apatentableinventiontheywould haveto resultin somethingnew,usefulandnot
obvious.
The‘by design’generalpurposenatureofcomputingapparatusmeansthatinventionsin basedon
mathematicalandlogical processesaremostunlikely to bepartof a patentableinventionin this
field sincetheymerelybringtheobviousbenefitsofthealgorithmto anexisting generalpurpose
product. To be patentabletheywould probablyhaveto resultin a novel form of computer.

On question2:
Thepurposeof apatentis to allow societyto benefitfrom theinvention,andto rewardtheinventor
for thatbenefit. Thepurposeis not to denysocietythebenefitof an inventionwhichpotentially
underminesanexisting lucrativearrangement.Exploitationshouldbearequirementfor thevalid
assignmentof patentrights,or thegrantofan exclusivelicence. Patentswhich arenotexploitedin
productsbroughtto marketandfreelyavailablewithin areasonabletime, shouldbeforfeited,onthe
basisthattheinventionhasfailed the‘useful’ test. In thecontextof my answerto 2b above,
‘potentially useful’ is notenoughto ensurethegrantingof a robustpatent.

Onquestion1:
A computerprogramis anorderedcollectionof instructions. Theseinstructionsareprior art,
intendedto facilitatetheachievementof generalpurposemachines.Howevertechnicallywell
craftedtheassemblyand sequencingof theseinstructionsmaybe,the endresultis within the
intentionof thedesignerofthe instructionset. It is no morepatentablethanthewell crafted
assemblyand sequencingofthewordsof atechnicalreferencebookoranintricatelylogical
detectivenovel, andno morepatentablethantheskilled andtechnicallyaccurateassemblyand
sequencingofmathematicalsymbolsin theformal solutionof amathematicalproblem.
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