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AmicusBriefon G03/O8

Pleasefind belowmy commentson G03108. I write assomeonewhohasmanyyears
ofexperiencein the softwareandpatentfields. I shouldemphasisethat these
commentsaremypersonalthoughtsonly, and shouldnot beattributedto any
organisationthat I amassociatedwith.

YoursSincerely,
SimonDavies,

Southampton,UK
EuropeanPatentAttorney

Initial Comments

a) GeneralAdmissibiiit’v
I think thataboveall, the Referral is inadmissible. This is thesameconclusion(in
effect) thatthe previousPresidentofthe EPO reachedby deciding notto makesucha
referencein thefirst place. The situation hasnot changedsincethat time (asis clear
from the datesofthe decisionsin the Referral),

The questionsseemgenerallyccmanufactured~in the sensethat I havelittle doubtthat
in manycases,the questionswerewrittenfirst, and thenthe author ofthe Referral
desperatelysearchedaroundfor somesupposedlydiverging casesto try to justiQjthe
questions~For mostpractitioners, thesesupposeddivergencesdon’t exist, or have
beensupersededby the natural developmentofcaselaw.

More detailedthoughtson admissibility aregiven below with respectto the individual
questions.

bLQeneral EBA ro~~k
One role ofthe EBA is to hannonisepatentlaw in Europe. However,EBA decisions
are not formally binding on thenational courts, Therefore, the EBA decisionswill be
followedonly aslong astheycommandrespectand are legally rigorous. In this
sense,the EBA mustbe conservative. If it makesa decisionbasedon what the law
shouldbe, rather thanwhat the law is.
I
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Question1

SubstantiveDiscussion

TheReferraldoesidenti1~’a genuinedivergencebetweenTi 173/97andT424/03.

Ti 173/97in effectstatesthat the form ofclaim (computerprogram,method,em) is
notdeterminativeofwhetherornottheexclusionofArticle 52(2)applies.Rather,the
exclusionofArticle 52(2) isavoidedby thepresenceofa furthertechnicaleffect.

1424/03disagrees.It takesamore literal approachto Article 52(2), findingthatthe
presenceofaphysicalitem in theclaim, asfor acomputer-implementedmethodora
computer system,implies that the claimedinvention doesnotrepresentacomputer
programassuch. Otherdecisions,suchas1258/03,conformto thesameline of
reasoning.

According to the Referral: “if onewere to follow thereasoningof 1424/03,
overcomingtheexclusionofprograms for computers would becomea formality,
merely requiringfonnulation ofthe claim asa computerimplementedmethodor asa
computer program producf’~However (and it is a very big “however”), accordingto
1424/03andother similar decisions(e.g.1258/03),the requirement for technicality
mustnow be consideredunderArticle 56 EPC, notjustunder Article 52(2). More
particularly, featuresthat do not contributeto the technical characterofa claimare
excludedfrom the considerationofinventive step. Therefore, if Il 173/97would
reject a computer-implementedmethodunderArticle 52(2)for lack offurther
technicaleffect,1424103would also reject the method, but underArticle 56, for lack
of(technical)inventivestep, sincethe absenceoffeaturesproducing a further
technicaleffect impliesthatthere are no featuresthat could contribute to an inventive
step.

(It is thereforedisingenuousto regard1424/03asreducing Article 52(2)to a mere
formality, sinceit specificallyputssomethingelse,namelyArticle 56, in its place).

Accordingly, the divergencebetween11173/97and1424/03is essentiallytheoretical,
becauseat mostthey leadto (formally) different grounds ofrejection(Article 52(2)or
Article 56). No-onehasyet clearly identified a situation where theywould leadto a
differencein substantiveoutcome— i.e.a claimthatwould be allowable underOne
decisionandnot allowableunderthe otherdecision.

Of course, from the perspectiveofapplicants,it is only importantwhether or not their
caseis allowed—the final ground ofrejection is irrelevant. Accordingly, it is not
apparent that the divergencebetween11173/97and 1424/03hasanypractical
significance.

Admissibility ofQuestion1
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Question1 doesnot actuallycapturetheproper divergencebetween11173/97and
1424/03. In particular,the answerto Question 1 is “No” according to both these
cases.Thus 11173/97would answer“No” furthereasonsgiven in theReferral,
namelythatacomputer-implementedmethodwith no furthertechnicaleffectmay fkll
foul ofArticle 52(2).

In addition, 1424/03would alsoanswer“No” to Question1. This isbecausesectionI
for QuestionI identifies“methods” and“computer-implementedmethods”astwo
differentclaimformulationsfor computer-implementedinventions, It ismadeclear
later in the Referral(Question2, sectionIll, first paragraph)thattheformerdoesnot
recite, and hencedoesnot necessarilyinvolve,physicalapparatus.Accordingto
1424/03,a claimto amethodthatdoesnotspecificallyrecitephysicalapparatus,such
as a computer, could full within theexclusionofArticle 52(2).

Given that11173/97andT424/03 would both answer“No” to Question 1, the
Referralofthis questionis inadmissibleunderArticle 1 12(1)(b)throughlackof
divergence.

Answerto QuestionI

From the reasoningabove,theanswerto Question1 is “No”.

To theextentthat theEBA doesdecideto addressthis question in moredetail, the
approach ofTi 173/97should be adopted,rather thanthatof1424/03.The rationale
for this is givenbelow in respectofquestion2A(which isvery closely-relatedto
question 1). Incidentally, this rationale alsosupportsthe allowanceofclaims
specificallydirected to a computer program(essentiallyfollowing the reasoningof
TI 173/97).

Answering‘~N~doesnot impactthedecisionin 1208/84(Vicom).
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Question2

SubstantiveDiscussion

SectionII ofthe Referral correctly identifies a divergencebetween11173/97and
1258/03. This divergenceis discussedabovein relation to Question I (bearing in
mind that 1258/03and1424/03adopta commonapproach).

Unfortunately however, sectionIII ofthe Referral then becomesconfused,makingan
incorrect andfutile attempt to equatea computer program claim with a methodclaim,
although the divergenceit identifies is not dependenton this approach.

In particular, the Referral arguesthat “claims for a computer programanda computer
implementedmethodcanbe seenashavingidentical scope”,sothat “the scopeofa
methodclaim would encompassa computer program for carryingout thatmethod”.
The Referral citesT38/86asthebasisfor thelatter statement,but what this decision
actuallysaysis that: “the claim coversthe casein which a computer program i&ss”
(emphasisadded). In other words, accordingto T3 8/86, a methodclaim encompasses
thej~gofa computer program (to performthe specifiedmethod),a statementthat can
hardly be disputed. However, T38/86 doesnot provide anysupportfor the view that a
methodclaim would encompassa computer program itself (asopposedto useofthe
computerprogram).

The Referral cites12173/97as indicating that “the substanceofa computerprogram
claim lies in the methodwhich it is intended tocarry out when beingrun on a
computer”. The Referral concludesfrom this thatthe Board “considered ‘programs
for computers’ to bea typeofmethodclaim”. Again, this conclusionis wrong. It is
well-known that an apparatus(product claim) may be defined in termsoffunctionality
(seeGuidelines C 1112.1). For example,a carenginethathasa newsequenceof
ignition operationsmay beclaimedasan apparatus(engine)thatimplements the
specifiedsequenceof ignition operations. In this case,there is no doubt that the
“substance” ofthe claim comprisesa method(the sequenceofignition operations),
yet the categoryoftheclaim is a product (theengine),Accordingly, 11173/97does
not provide anybasisfor consideringa computer programclaim tobe a methodclaim.

The Referral also cites62/88which definesthe two basic typesofclaims asbeing
physical entities andphysical activities (clearly correspondingto the products and
processesrespectivelyofTRiPS). It should benoted thatthedecisionof02/88
relatesto categorizinga useclaim and determining the implications ofa changeof
claim category.

The Referral appearsto bç suggestingthat a computerprogram claim mustbe
regarded as a methodclaimbecausea computerprogram is nota physical entity.
However, the word “physical” wasnot the subjectof any legal analysisin G2/88 and
its inclusion isessentiallyincidental to that decision. Certainly there is nothing in
02/88to indicatethata computer program is not “physical”. For example,to runa
computerprogram on a computerrequiresthe physical stateofthe computer tobe
altered to storethe computer program.
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In summary,althoughtheReferraltries toequateacomputerprogramclaim with a
method claiin~thereis nothingin thecaselaw to supportthis approach.Indeed,
commonsensedictatesthattheReferral is wrong. A computerprogramcanbe
bought,copied,destroyed(deleted),ete,andhenceindisputablyfalls into the claim
categoryofproducts rather thanprocesses.

Admissibility ofQuestion2A

The rationale ofthe Referral is that (i) accordingto earliercase-law,aclaimto a
computerprogramis somehowthe sameas a claim to a method;and(ii) 1258/03
treatsthesetwoclaim categoriesdiflbrentiy, which “seemsillogical”.

Evenif we ignorethe factthat the earliercase-lawdoesnot (in fact)equateaclaimto
a computerprogramwith a methodclaim, simplyfollowing Througha chainofcase
law to arriveatasituationwheretheoutcomeofanotherdecision“seemsillogical”
doesnot providealegitimatebasisfor a referralunder Article 112(1).

Accordingly,theReferralitselfdoesnot providesufficientlegalbasisfor Question
2A to beconsideredadmissible.TheinadmissibilityofQuestion2A alsorenders
Question28 inadmissible(or at leastirrelevant),sinceit canonly beaddressed
dependentontheoutcomeofQuestion2A.

Notwithstandingtheabove,Question2A does correspondto a divergenceofcaselaw
(irrespectiveofthe argumentationoftheReferral),in thesensethat1258/03would
answerthisquestion“Yes” and11173/97wouldanswerthe question“No”.

Whetherthis representsabonafide divergenceis mootbecause;
(a) it doesnotultimatelyaffectwhetheror notacaseis allowed(asdiscussed

abovein relationto Question1); and
(1,) all recentdecisionshavefollowed1258/03,sothatthis is probablybetter

consideredasadevelopmentofcase-lawratherthanasadivergence.

Fact(a) impliesthatthe questioncanhardlybe consideredof”fUndamental
importance”(sinceit hasno practicaleffect), while (b) implies thatananswerto the
questionis notrequiredin orderto ensureuniformapplicationofthelaw.
Accordingly,neitherofthebasicrequirementsofArticle 112(1)BIt is satisfiedto
support the Referral,andagainQuestion2 isnot admissible,

Answer to Question 2A

Nevertheless,Wa decisionhasto be made,I believethat the approach ofTI 173/97is
generallypreferable to that of1424/03.

The casejaw of1258/03and 1424/03departed from earlier case-law(suchas
11173/97)primarily becauseofcomputer-implementedbusinessmethodcases.The
EPO initially rqjectedtheseunder Article 52(2),usuallyby arguing that theapparatus
featureswerewell-known componentsofa computer so theonly innovationwasa
businessmethod. 1258/03rejected this approach onthe basisthat thequestion of
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whetheracomputercomponentis “well-known” brings in considerationsofthestate
oftheartunderArticle 54. Accordingto 1258/03,this meansthat the casecannot be
rejected under Article 52(2),which doesnot involve any assessmentofthe stateofthe
art, but should rather be rejected under Article 56 (by making technicality a
requirement for inventive step).

RecentEnglish case-law,in particular the Aerotel case,hasproposeda four-steptest
for consideringnon-statutory matter under Article 52(2) (correspondingto section
1(2)oftheUK PatentsAct). The secondstep ofthis test requires one to identi1~’the
“contribution”, It is clear that this doesinvolve someconsiderationofthe invention
vis-â-visthe prior art. Thusafterthe Court ofAppeal initially found the Aerotel
patent to be statutorysubjectmatter,a fill trial in the PatentsCounty Court uncovered
additional prior art, thereby changingthe perceivedcontribution, with the resultthat
the Aerotelpatent wasthenfound to be non-statutorysubjectmatter — i.e. the
conclusionunder Article 52(2)changeddependenton thecited art. This is
presumablythe very thingthat 1258/03seeksto avoid in its InterpretationofArticle
52(2),

Accordingto 1258/03,TI 173/97andAerotel therefore mix up statutory subject
matter underArticle 52(2)with questions involving prior art (Article 56). On the
other hand, it is frequently argued that 1258/03rendersArticle 52(2) a mereformality
(as mentioned in the sectionIV for Question 1 ofthe Referral itself). Actually, this
overlooksa biggerproblem with 1258/03,which isnotbow it shrinksthescopeof
Article 52(2)EPC, but rather howit extendsthescopeofArticle 56 EPC.

In particular,although 1258/03leavesArticle 52(2)with somearguably plausible
scopeofexclusion, it puff’s up the criteria ofArticle 56 to suchan extent that anything
falling within the exclusionofArticle 52(2)would also necessarilyberegarded as
non-inventive according to thenew approach for Article 56, This makesArticle 52(2)
re&ndant, in that evenif its exclusionswere not present,thecorresponding subject
matter would still alwaysbe consideredunpatentableunder Article 56. It is difficult
to believethat the originators oftheEPC would spendall that time andeffort
finalising thepreciseexclusionsofArticle 52(2) if thescopeofthe exclusionswas
goingto be subsumedanywayinto Article 56 EPC.

Onewayround this problem with 1258/03is to useArticle 52(2)to informthe
assessmentofwhat is or is not technicalunder Article 56. Of course,this leadsto a
mixing ofArticle 52(2)and56 BIt, which is exactlywhat 1258/03seeksto avoid~
Nevertheless,in the overall contextofthe EPC, I think suchmixing is inevitable — i,e,
completeindependenceofArticles52(2)and 56 EPC is not possible.

This givestwo possibilities:eitherusing Articles 54/56when consideringArticle
52(2)(asper 11173/97),or using Article 52(2)whenconsideringArticles 54/56
(closerto 1258/03).

I prefer the former approach, as setout in 11173/97,becauseofan issuethat is
identified in the Referral itself. In particular,T258/03would rejecta computer
systemfor performing a methodunder one legal ground,Article 56, but rejectthe
method itself(if it doesnot specificallyrecite physical apparatus)under a different
legal ground, Article 52(2). I do not thinkthat there is anyneedto equatea computer

6

Received at the EPO on May 13,2009 19:07:14. Page 7 of 23



13. MAY. 2009 17:59 0YOU~G& Co ~JO.2453 P. 8

program claim with a methodclaim (asthe Referral tries to do) in order to seethis
distinctionbetweencorrespondingmethodandsystemclaimsasproblematic.Rather,
we should focuson the intentionofArticle 52(2),which is to speci&subjectmatter
that isnotconsideredto be aninvention. The implication under1258/03therefore is
that a methodclaim with no apparatus is not “an invention”, but if weadd“computer-
implemented” to the claim, nowwe have an “invention”. However, at a substantive
level,we are clearly dealing with the same“invention” throughout. For example,no-
onewould suggestthat adding“computerimplemented”tothe claimwould change
the inventorship ofthecase,or justify a lack ofunity objection underArticle 82 EPC.
Henceit doesnotmakesenseto hold thatsuch a changecantransforma “non-
invention” into an “invention”.

This supports the approachof11173/97that it is the substantive technical
contribution thatdetermineswhether or not an invention is found to fill within the
exclusionofArticle 52(2),even if someanalysisofthe prior art is requiredin order to
makean accuratedeterminationofthe technicalcontribution. This approach is also
reflected(explicitly) in 1190/94. Since a changein claim format, e.g. from methodto
system,doesnot alter the substantivetechnicalcontribution ofan invention, it cannot
alter the position under Article 52(2),evenif one claim format doescite
(conventional) apparatusand the other doesnot

The implication of this is that Question 2Ashould beanswered:“No”.

Note thatthis reasoningalso supportsthe approachofTI 173/97in acceptingclaims
to a computer programperseif the correspondingsystemandmethodclaimsare
allowable under Article 52(2)EPC, sincethe invention (and the substantivetechnical
contribution) are the same,irrespectiveofthe particular claim format

The acceptanceofcomputer program claimsto accompanysystemand methodclaims
isalsoappropriate from anunderlyingpolicy perspective.This is becauseit is
generally acceptedthat if a patenthasa systemor methodclaim for a computer-
implementedinvention, thensellinga computer programthat implements the
invention representsindirect (contributory)infringement ofthe patent It is difficult
to seeanyeconomicrationalefor forcing the patenteeto pursuethe seller forsuch
indirect infringement,ratherthan allowing them to usedirect infringement ofa
computer programclaim, sincethis doesnotalter the effectiveboundariesofpatent
rights,but only improves the efficiency with which the patentrights can beenforced

Notethat thisapproachmakesa distinction betweentheunderlying conceptual
invention(which is to betestedagainstArticle 52(2)EPC, andthe claimscope,which
covers, in effect,the implementationofthe invention. In other words, the same
conceptualinvention might be implementedas a computer system,a method, or a
computer program, and all three would standor fall togethervis-I-vis Article 52(2)
EEC.

Answerto Question2B

The basicpremiseof11173/97is t.hat any computerprogramcausesa technicaleffect
when it is run on a computer (becauseit influences theoperations ofthecomputer).
In order to overcomethe exclusionofArticle 52(2)however, someadditionalor
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furthertechnicaleffect is required— i.e.an effectthat is not automaticallysharedby
all computer programs, but ratheris specificto theclaimedinvention.

I think that the approachofTI 173/97iscorrect,and on thisbasis,theanswerto
Question2B should be “Yes”

This approachis compatiblewith thedecisionin T208184 (Vicom)) asnoted in
TI 173/97itself(seeReasons7.1). It shouldbeemphasised(sinceit is sometimes
overlooked)thatthis furthertechnicalef1~ctforTI 173/97mayalreadybeknown in
the prior art (seeReasons9). In otherwords, a furthertechnicaleffect only hastobe
present,it doesnot haveto benew(or inventive).
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SubstantiveDiscussion

SectionI states:“it will alwaysbenecessaryto evaluatetheeflhctscausedby
individual featuresor combinations offeaturesto determinewhethertheycontribute
to thetechnicalcharacterofa claim. Determining this contribution is alwaysrelevant
for evaluatingthefurther requirements oftheEPC(suchasinventive step)”.

This statementfromtheReferralis wrong,andindeedis contraryto much ofthe case
law cited in the Referral itself (arather disappointing indication that theReferral does
not understandthe relevantcase-law). In particular,althoughthe statementis
consistentwith the approachofT258/03,it contradicts theapproach of11173/97and
also 1190/94.According to theselatter two decisions,thequestionoftechnicalityis
thIly decidedunderArticle 52(2),~ underArticle 56. Consequently,forTI 173/97
andT190/94, the determinationofwhich featurescontributedto thetechnical
characterofthe invention is then irrelevantfor assessingall subsequentrequirements
ofthe EPC.

Section11 oftheReferralcites1163/85andT190/94. It isworthremembering(since
it is not mentionedin the Referralitself) that neither or theseDecisionsrelatesto the
computerprogramexclusionofArticle 52(2). Thequestionin 1163/85waswhether a
televisionsignalrepresentedapresentationofinformation assuch,while TI 90/94
only raisedthe mathematical methodexclusion(despitethe invention clearly
involving a computer-basedimplementation).

In T163/85,the Boardmadethefollowing distinction: “a T.V. systemsolely
characterisedby the inibmiation per se,e.g. movingpictures,modulatedupona
standardT.V. signal,mayfall underthe exclusionofArticle 52(2)(d)and(3) BPC but
notaT.V. signaldefinedin termswhich inherentlycomprisethetechnicalfeaturesof
theT.V. systemin which it occurs.”(Reasons2).

TheBoard thitherarguedthat:“the exclusionmightbearguablygeneralisedto
subject-matterwhich isessentiallyabstractin character”(Reasons2). It is
unfortunatethattheReferralhasmisrepresentedthepositionoftheBoardby
replacing“arguablymightbe” by “could”. It is clearfrom the actualdecisionthat the
Board wassuggestingone legal approach thatmight behelpful in particular
circumstances,whereasthe Referral implies (incorrectly)that it wastryingto make
somemore defmitive statementaboutArticle 52(2).

Asnotedin theReferral,theBoardthenobservedthat thetelevision signal“is a
physicalrealitywhich candirectlybe detectedby technologicalmeansand, therefore,
cannotbeconsideredasanabstractentity”. (Reasons2).

Overall,1163/85concludesthat thetelevision signal ispatentable becauseit is
defmedby technicalfeaturesratherthaninformationcontent,andmoreoverthis
conclusionisconsistentwith anapproachto Article 52(2)thatrejectsabstractsubject-
matter,sinceatelevisionsignalhasaphysicalrealityandhencecannotbeconsidered
asabstract.
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SectionII oftheReferral fUrther citesTI 90/94. The inventionin this caserelatedto a
systemfor rotatinganimage(the systemclearly beingsomeform ofcomputer). The
objectionunderArticle 52(2) focusedon themathematicalmethod exclusion: “the
appellant(opponent]hasarguedthatthecontributionmadetotheartby thedifference
betweenthe claimedandthe known systemwould be ofa mathematicalkind only”
(Reasons5.11). There is no mentionor discussionin this decisionofthecomputer
programexclusionofArticle 52(2).

TheBoard makesthe following observationregardingthe exclusionsofArticle 52(2):
“With somejustification ... theyall canberegardedasbeingofanabstractrather
thanofa technicalkind”. Again,weseesomecautionfromtheBoard in generalising
Article 52(2)— certainlyit isnot settingout somedefinitive approach. We also see
thattheBoard developsa contrastbetween“abstract”(non-patentable)and
“technical”(patentable).

In the end, theBoard concludesthatthe contributionoftheinvention“manifestsitself
in the realworld in atechnicaleffecton aphysicalentity” andthereforefalls outside
theexclusionofArticle 52(2). In thiscase,it appearsthat the physical entity
concernedis an image.

In sectionLII ofthe Referral,it is statedthat: “accordingto decisionsTI 63/85 and
TI 90194, a technicaleffecton a physical entity in the realworld wasrequired”. This
statementis simplywrong.

It canbe understoodfrom T163185 andT190194 thata technical effect on a physical
entity in the realword is sufficient to escapethe exclusions. However,there is
nothing in T163/85andT190194to saythat it is “required” (i.e.necessary). If we
take anygeneralisation fromTi 63/85andTi 90/94, it is thatan abstract invention
would fall into theexclusions,while somethingtechnical is non-abstract,

For T125101the Referral statesthatthe invention “did notaffectmodification ofthe
hardware”,while for T424/03the Referral statesthat the invention produces “an
effectindependentofthehardwareused” Both ofthesestatementsare true,but
neither is relevant For example,it appearsthat the invention in T190/94did not
modify the hardwareandwasindependentofthehardware used(at least,the
reasoningfor the decisiondoesnot rely onany such circumstance). Hencethe
statementsabout T125/Oi andT424/03donot identify anydivergencefrom T190/94.

It should also be notedthat the“further technicaleffrct” testofTi 113/97 likewise
doesnot requiremodification ofhardwareor any hardware-dependenee,ratherthe
technicaleffectmay arise from the onera%ion ofthe hardware, In addition, the
inventions in T424/03 and T125/0l both usesoftware to improve the operation ofthe
hardware. For example,the invention in TI25/01 provides greater flexibility by
making modification quicker, andhencedemonstratesa fUrthertechnicaleffect

ThesameissueaboaroseintheSymbiancaseintheUK.TheUKiPOhad
essentiallyrejectedthe invention becauseonly the computer softwarehad been
modified. However,theCourt ofAppealheld that the UK IPO wasmistaken,andthat
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theresultofsuchmodificationwastheuserhavingabettercomputer(combinationof
hardware andnewsoftware)andhencethe casewasallowableunderArticle 52(2).

The Referral statesthat “thereis uncertaintyabout where the line is to be drawn
betweentechnicaleffectsand effectslying solelyin the field ofprogramsfor
computers”. Again, it mustbeemphasised,that Article 112(1)doesnot provide a
basisfor speculativequestionsaboutpossibleareasof“uncertainty”.

Furthermore,the Referralalsoconfusestwo separateconcepts.Article 52(2)excludes
~j_ectmattercomprisingcomputerprograms“as such”. TI 173/97holdsthatsubject
matter thatproducesafurthertechnicaleffect is not excluded(i.e. it goesbeyondthe
“as such” provision). However,I amnotawareofanysignificantcaselaw(andnone
is mentionedin theReferral)thatdiscusses“effects lying solelyin thefield of
programsfor computers”. Theredoesnot appearto beany legal basisfor this portion
oftheReferral.

The Referralstatesthat “following thereasoningofthe latter decisions[T424/03 and
T125/011it would appearthataninventivestepcouldbebasedonaprogranuner’s
choiceofelementaryprogrammingconstructs(tables,loops, subroutines,objects)
which solelyservethe efficientexecutionoftheprogramor indeedsimplify the
programmer’swork(e.g.usingasubroutineratherthanrepeatinglinesofcode)”.

There arevariouspointsto makehere. Firstly, there is no basisfor assumingthat
T163/85or T190/94would leadto adifferentconclusionfrom T424/03or 1125/01,
i.e. there is no divergencein theciteddecisions. Secondly,thereferenceto “inventive
step” isconfUsedbecauseit againassumesan approachconsistentwith 1258/03,
whereasotherpartsoftheReferralcall into questionthevalidity ofsuchanapproach.
Thirdly, theremaywell be a conflict between“inventive step” and“elementary
programmingconstructs”,butthe conflict arisesbecausethe Referralusestheword
“elementary”,which impliesobviousness.This hasnothingto do with excluded
subject matteror the cited decisions.

Furthermore,it is difficult to seewhy efficientexecutionofaprogramshouldj~pjbe
consideredasproducinga(fUrther) technicaleffect. For example, if the“computer”
is amobiletelephone,efficientprogramexecutionwill generallyleadto longer
batterylifetime, while if the“computer” is amainframe,this will reducingcooling
requirements(againsavingpower). Theefficientexecutionmayalsoassistin
supportingreal-timeoperations,e.g. decryptionofan incoming signal,thatwould not
otherwisebepossible(or only possiblewith a more powerful and expensive
processor).

TheReferralthenaskswhich aspectsor effectsofa computer should be regardedas
falling into the exclusion. This is an important question (although not necessarily
within the scopeofthe Referral). The answerfrom EPO case-lawis clear,namely
aspectsthatdo notproduceafurthertechnicaleffect, Examplesofthesearepresented
elsewherein thesesubmissions,

Admissibilityof Question3A
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This question is (beyondanypossibledoubt) inadmissible.Noneofthefour cited
decisionscited provides an answerto this question, nor cananydefinite answerbe
inferredfrom the reasoningofthe decisions. Accordingly, the basic requirement of
Article 1 12.(1)(b) isnotsatisfied for the Referral to beadmissible.

This is compoundedby thevaguenessofthequestion. It is unclearwhatismeantby a
“physicalentity in the realworld”. For example,would an image, as in decision
1208/84(Vicom) representa “physicalentity in the realworld”? The relevanceof
“contributeto thetechnicalcharacterofthe claim” is uncertain, sincethis wordingis
only significantin the contextofcertaindecisions,whichhavethemselvesbeen
questionedin theReferral.

Furthermore,thequestioncompletelyignorestherequirement ofArticle 52(1)that
inventionscanbepatentedin all fieldsoftechnology.

Inview oftheabove,it wouldbe apotentialdisasterif the EnlargedBoardofAppeal

evenattemptedto answerthis question.

Admissibility ofQuestions3Band 3C

Thesequestions are again inadmissible, firstly becauseQuestion3A itselfis
inadmissible, andsecondlybecausethere is no divergencein thecited decisions
regarding theseadditional questions.

For example,Question3B implies thata (further) technicaleffectin a computermight
be insufficient for technicalcharacter, but there is no basisin the case-lawfor making
sucha supposition. Question BB also givesno idea asto what is meantby an
“unspecified computer” (or more importantly,what would countas a “specified
compute?’),sothe question is impossiblyvague,

In addition, Question3Cdoesnot appear to follow logically from Question 3A, in that
Question3C couldbe askedirrespective ofthe outcomeofQuestion 3A.

Answersto Questions3B and 3C

For Question 3B, and ignoring the word “unspecified”, it is clear that a computer
representsa “physical entity in the realworld”. It is also clear that developing
computer systemsis a field oftechnology.

Accordingly, theanswerto Question3D is “Yes”,

ForQuestion3C, it ishelpful to considerthe exampleofa compiler. Many ofthe
compiler operationsare targetedat theparticular hardware onwhich thebinary code
is torun, However, a compiler mayalsoperform operationsat a more general level,
forexamplesomecodeoptimizationsand securitychecks. Thesemore general
operationsarenot dependenton the particular hardware targetofthe binarycode. It
would beperverseto regard a compiler invention as patentable if it brought benefit to
justa singlehardware platform, but non-patentable if it brought benefit to multiple
hardwareplatforms.
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(In consideringthis example,it shouldberememberedthatcompilersare geuerally
regardedas a field oftechnology,c.f, A.rticle 52(1),asclearly demonstrated,for
example,by thewidespreaduseofthe term “compiler technology”).

Accordingly, theanswerto Question3C is “Yes”.
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Question 4

Substantive Discussion

According to the Background of the Referral, the question of whether andto what
extent programming a computer is a technical or non-technical activity “affects the
defmition of the person skilled in the art ... Therefore it is of key importance in the
field of computertechnology that there is clarity concerning the skills attributable to
the skilled person”.

The first important point here is the referenceto “computer technology”. Anything
that falls within this definition represents potentially patentable subject matter under
Article 52(1). The sameapproach should therefore be takenin defining the skills
attributableto the skilled person in the field of computer technologyas in anyother
field of technology.

The second point to note is that if we follow the approach ofTl 173/97 andfind that
an invention possesses the requisite (tbrther) technicaleffect, the invention is
therefore is allowable under Article 52(2). The assessment of inventive step then
proceeds as for any otherinvention (i.e. without further consideration of technicality).
This would againat low the skills attributable to the skilled personto be determined as
they would foranyother subject matter. (This consistency of approach might be
considered as another reason for approving the approach ofTl 173/97 over 1258/03).

Regarding section II of the Referral, the wording “contrary to these decisions” implies
a discrepancybetweenTi 177/97 and TI 72/03 on the one handandT833/91, T204/93,
andT769/92 on the other hand. However, this discrepancydoesnotexist,becausethe
Referral is not comparing like with like.

Thus in T177/97 and TI 72/03, the technical considerations of computer programming
are discussedwith a view to determining the technical nature of the resulting program.
In contrast,thereasoningfrom the other decisionsrelatesto the act ofprogramming
itself (rather thanthe resultingcomputerprogram).For example,accordingto
T833/91, “a programmer’sactivity would involve performingmentalacts”. Clearly it
is only the act of programming(rather thanthe resulting program)that could be
considered as a mental act, Similarly, 1204/93 holds that: “a programmer’sactivity
of writing a computer program is also excluded by that Article [52(2)] becauseit
requires performing mental actsas such”. In addition,T769/92also holds that: “mere
programmingassuchwoul& in the board’s view, also be excluded from patentability
by virtue of the fact that it is an activity, which essentially involves mental acts
excluded ... from patentability by thesame Article 52(2)(c) EPC.”

These three decisionsare now all relatively old. I’m not surethatthey would be
decidedin the same way today. However, this is not becauseof the decisions
mentioned in the Referral, butratherbecause of a more general(and I think
uncontroversial) development in case law.

Thus early EPOcaselaw focussed on patents for a conventional manufacturing
processes. An invention related to the development of a manufacturingprocess was
held to be unpatentable, unless the claim recitedas a final step actually runningthe
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manufacturingprocess itself: However, it is clearthat in manycasestheengineering
skill and economic value is in the design of the manufacturing process. Moreover,
this design may often be done by a quite separate organisation from the one that
handles the manufacturing(the latter in particular is frequently based in a low-cost
location). Therefore, recent decisions have allowed claims relating to the design of a
manufacturing process, provided themanufacturing process itself is clearly technical.

With this new perspective, I think programmingwould only be seen as a mental act ag
such if it was (literally) all carried out in the head. Once the program is being entered
into the computer, this represents, in effect,the design andmanufactureof a product,
namely a computer program. This also conforms better to the general undetstanding
of the mental act exclusion, which is that it only covers subject matter that is carried
out in the head. In other words, if the claim specifies that the relevant acts are
implemented by a machine, the mental actexclusion is no longer relevant

In sectionIII of the referral, it is statedthat: “modem (high-level) programming
languages do their utmostto render technical considerations unnecessary”.One
suspectsthatthe author of the Referral hasvery little understanding of such “modern
programminglanguages”.

For example, consider Java and C-H-, which aretwo of the most important modem
programminglanguages.Two important differences between these languages are:

a) Java relies upon automatic garbagecollection to reclaimmemory,while C++
requires programmers to explicitly allocate and free memory. (The approach
of Java avoids “memoryleaks” butat the cost of additional overhead for the
operating environment).

b) C++ allows pointers, whereasJava supports truearrays rather thanpointers
with formal checking of arraybounds. (The approach of C++is very flexible,
but is has increased security vulnerability though access to unauthorized
memory locations).

It can be seen therefore thattechnicalconsiderations, such as finite memory resource,
or different memory access memories, remain of key importancewhen programming,
even for modemprogramming languages.

The Referral identifies a range of activities thatrepresent programming, from low-
level coding to recording some form of macro. All these activities involve interaction
with a computer, but as noted in the Referral, the skill of the “programmer”may vary
significantly between them. However, the expected skill level of the programmeris a
factorfor Article 56 EPC (inventive step). It is not relevant to Article 52(2) EPC.

The Referral agnes that “if a computer is deemed to lack technicalcharacter ..., it
could follow that the activity used to produce the program hasto be considered
similarly non-technical”. It is difficult to follow the logic of this argument,
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AccordingtotheReferral:“it seems importantto consider the actual tasks performed
by a programmer.Wouldbeberesponsiblefor the designof the technicalsystemand
the role that thecomputerprogramplays therein,or would thedesignbethetaskofan
engineerwho would thenpasson his (programming)requirementstothe
programmer.”.

Admissibility and Answer of Question 4A

The fmding ofTi 117/97that programminginvolves technicalconsiderationsis
completely consistentwith the finding ofT833/9l, T204/93andT169/92that the
mereactofprogrammingper sewould be excludedas a mentalact. Indeed, this is
self-evident: anydevelopmentprocessin any field oftechnology,whetherdesigninga
car, an aeroplane,or a computer program,is likely to involve somemental activity. It
is clear that sucha developmentprocessinvolvestechnicalconsiderations.
Nevertheless,theportionofthe developmentprocessthat representspurely mental
activity would still fall into theexclusionofArticle 52(2)EPC.

Therefore the question is inadmissible, becausethere is no divergencein the cited
decisions. Theyaddressdifferent issuesin a consistentandlogical manner. The
reasoningofTi 171/97andTI 72/03 would answer“Yes” to the question. The
reasoningofT833/91,T204/93andT769/92 doesnot directly answerthe question.
but is entirely consistentwith a “Yes” answer.

However,to theextentthat theEllA choosesto answerthis question,theanswer

is “Yes”.

Admissibility and Answer ofQuestions4B and 4C

Thesequestionsare again inadmissible, firstly becauseQuestion4A itself is
inadmissible,and secondlybecausethere isno divergencein the citeddecisions
regarding theseadditional questions.

To the extentthat the Enlarged Board doesaddressQuestion4B however, it is
importantto recognisethat a significant limitation in the wording ofthe question. Ia
particular,the firstly refersto: “all featuresresultingfromprogramming”.However,
if wetaketheclaim in 1208/84 (Vicom) as an example,it wasexpresslyrecognised
that therelevant methodstepscould have beenimplementedusing softwareor
specialist hardware. Accordingly, for many inventions, it is simply not possibleto
identify “all featuresresulting fromprogramming”.

However, if weretain the reasoningofthe decisionin Vicom, it is noted thatthe
methodstepsbecamepatentablewhen the claim was limited sothat thedata being
processed wasspecifiedasimages(i.e. a technical input). In contrast, the original
claim wording to processingabstractdatafell foul ofthemathematicalmethod
exclusion.

It is clear from Vicom therefore that the answerto question4B is “No”. For example,
if the original claim wording (to processingabstract data) had beenlimited to
softwareprocessing(rather than notspecifyinghardware or softwaredistinction), this
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would not haveovercomethe,mathematicalmethodexcIusion~In other words~the
claimwould still havebeenconsideredaslackingtechnicalcharacter,

Therefore, to theextentthat theEBA choosesto answer this question, the answer
is “No”.

17
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Miscellaneouscomments on some of the other submissions, some positiveaM
somenegative.I hopethat nobodytakes offence. (I have fried to be respectful
throughout).

Bakels
Long theoretical paper that calls in effectfor a radical changeto all patenting (notjust
software). Although it is carefully considered,I think it is unrealisticin suggesting
that sucha radical changewould leadto greaterlegal certainty (at least for the
foreseeablefUture). It also suggeststhatcurrentsoftwarepatentinghasreacheda
dead-end,but I don’t think this view is sharedby peoplewhoaremostexperiencedin
the field.

Oneimportantaspectofthis paperis thatit clearlyrecognisesthedifferencebetween
an invention itself and therealisation (or implementation) ofthe invention. Most
people blur these two together.

Balos
Briefobservations,but includes the importantrecognitionsthat (i) policy issues
shouldbe kept for anyfUture legislation,not for the currentreferral; and(ii) while
variouslegal inteipetationsareopento debate,currentElM) practicehasmanagedto
providereasonablelegalcertainty1

Bayer
Containsa lot that I disagreewith, forexample:
tit startswith the unsubstantiatedstatementthat the programmer’sfUture chancesin
themarketdependon therejectionofSoftwarePatents.This seemsunlikely (seealso
last item below).
*it arguesthatcomputerprogramsshouldnotbepatentablebecausethey are only text
to controla computer. Howeverthis argumentwould appearto allow thecombination
ofprogramandcomputer(i.e. thefully functionaldevice)to be patentable.
*it triesto drawadistinctionbetweenacomputerprogram(aspuremathematics)and
an ABS system.This is unconvincing,sinceanABS systemmight be program-
controlled,
*it askswhetherthinking abouta patentedprogramwould requirepaymentoffees.

However, anyonewith a knowledgeofpatent law would knowthatmerethinking is
not an infringing act.tit statesthat the pointofArticle 52(2)is to causeatechnicaleffecton a physical
entity in therealworld. However, if this is the point ofArticle 52(2),why does
Article 52(2)not usethisexpression,insteadofprovidinganon-exhaustivelistof
non-inventivesubjectmatter, It could bearguedthat regulationsregarding,for
example,thesizeofatennis racket, do have a technicaleffecton a physical entity in
the real world, but areneverthelessexcludedunderArticle 52(2)asrules for playing a
game.
*it statesthatprogramsarealreadyprotectedby copyrightandhencepatentsare
redundant.However,formostsoftwareinventions,copyrightwould provide little or
noeffectiveprotection.
*it statesthat legalizingsoftwarepatents would wipe outthe softwareindustry. Quite
apart from the issuethat (asis clear from theReferral itself), patents are already
availablefor somesoftwareinventions in Europe,it is observed that the USAhas
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many moresoftwarepatents,yet still hasmanythriving softwarecompanies-.
Microsoft,Google,Oracle,RedHat, etc.

Bllcr
Long submissionbasedheavily on Germannationallaw. I havestudiedthis in detail,
but the general impression is that programscannotbe patented because they infringe
on the rights ofthe copyrightholdersin theprograms.I do not seethe logic ofthis
argument,sinceowningcopyrightdoesnot guaranteefull freedomwith respectto the
relevantmaterial, For example, if I write an articlein England,I will own copyright.
However,Imaynot beableto publish or exploit the article if it is libellous or
infringes the privacy right of an individual. Clearly therefore copyright can be subject
to otherrestrictions.

The submissionarguesthatany restrictionsoncopyrightmustbeproportionate.In
particular,it is statedthatopensourcesoftwaremakescodefreelyavailableto the
public whereasthepatentsystemrestrictstheuseofsuchcode. However, any
assessmentofproportionality mustbebasedon the copyrightsystemas awhole, not
just oneparticularmodelofcodedistribution. In particular,a lot ofcodeis not freely
available tothe public, and indeed maynever be published. In this case,the
publication ofa patent mayleadto publicationoftechnicalinformation that would
otherwise remainunavailableto the public. This couldeasilybe seenasa desirable
andproportionategoalofthe legislature.

In anyevent, this is not a proper issuefor the EnlargedBoard to consider in the
presentreferral,sinceit is bound up with a particular interpretationofnationallaw
that doesnot evenappearto bewell-established,e.g. supportedor evenconsideredby
significantcourtdecisions,in the countryconcerned.

The submissionappearsto acceptthepatentabilityofa program codefor controlling a
washing machine,but not fora standardcomputer. However, according tothe
definition ofcomputer in theReferral, such a washing machine would be considered a
computer(becauseit canbe programmed)

It isvery difficult to seehowthe proposalwould be applied in practice.For example,
programs for standardperipherals (printer, monitors)would apparently not be
patentable. However,when doesa monitor becomea television, or a DVD viewer.
Likewise,when doesa printerstop being a computerperipheral andbecomepartofa
publishing system,or a packagingsystem,etc.

Cowsely
Containsthe argumentthat anyprogram is obviousgiven the initial designofthe
computing language. The sameargument would invalidate anyelectronicspatent
comprising standardcomponents(resistors,transistors, etc) and evenany new
compound invention (madeout ofknownchemicals).

Dc ICeyzer
Supporter offreesoftwareand thereforeopposed to software patents.This is a policy
statementfor the legislatureto consider. It is not relevant to the specificlegal
questionsofthereferral.
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Dubme
Well-informedandinterestingcontribution.

Gastavson
Arguesthataprogramcanform an inventive combination with a special-purpose
computer butnot with a general-purposecomputer. However, what countsas a
“special-purpose”computer— e.g.a PDA, amobiletelephone,a bladecomputerfor
insertion into a serverrack, a backupstoragesystem?The distinction between
generalpurposeand specialpurposeappearsto bewithout anylegalbasisand
impossibleto applyin practice.Furthermore,suchanapproachwould leadto the
situationwhereaprogramwhich is limited in benefit toone machinewould be
patentable,butaprogramwhich providesbenefitsto multiple differentmachines
would not be patentable.It is difficult to seeanyeconomiclogic to suchan
arrangement.

fallen
This documentattemptsageneralisationofArticle 52(2)to abstract entities.
However,a sculptureis anaestheticcreationandalso clearlynon~~abstract(in the
sensethat it is a tangiblephysical entity, not in the senseofabstract or figurative art).
The submissionarguesthata computerprogramis similar to suchabstract entities.
However,a computer program is directly functional,and is also a commercial
product, unlike mostofthe other excludedcategories. Patentshavetraditionally been
available for functional products.

It isalsoarguedthata programsequenceis the samewhen run on a physical machine~,
a virtual machine or in a humanbrain. However,a virtual machineis a program
runningon a physical machine, sothat a physical systemis necessarilyinvolved,
Furthermore, it is difficult to understandwhat is meantby runninga program in the
human brain. Mostprograms require various forms ofinput/output (mousepositions,
cursor movements,etc), datacommunicationswith other systems,etc. Other
programs might be concernedwith particularhardwarestructures,such as
manipulation ofphysicalmemory, etc. Only a very small percentageofprograms(if
any) are as abstractas implied in the submissions.

Lawrence
Argues that softwarepatentswill be usedby large companiesto block small
companies. Interestingly, experiencein the US is to thecontrary - the most
enthusiasticadvocatesofsoftwarepatents are often small companiesthat want to
attach largecompanies. This is a matter ofpolicy andis not directly relevant tothe
refbrral.

ScriptuniLibrum
Arguesthat patentability should bebasedon “a balanceofinterest,ratherthana
cumbersomesearchfor the essenceofthe technologyconcept”. However,thepatent
systemisalready designedto balancethe interestsofthe various parties(although
suchbalancingwill neverbe perfect). In addition,the “technology concept” is a legal
requirementby virtueofArticle 52(1)EPC. Mainly concernedwith policy issuesthat
are notdirectly relevantto theReferral.

Sterckx
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This is a long and interesting submission,but I do not fully agreewith all the points
raised.For example,the author is also perhapsa little harshonthe EPO in writing
that: “if the EPO’s belieC diverging from the rest ofhumanity, is that computer
programsarereallymethodsandasmethods should be patentable~,thenthere is
nothingstoppingthembeingclaimedasmethods,andfrom decisionT-208/04Vicom
onwards it hasbeenabundantlyand unarguably clear thatmethodsinvolving theuse
ofa computer programare notexcludedby Article 52(2)EPC”.

I think theEPO andmostother peopleunderstand thata computer program contains
instructionsandhenceinherentlycorrespondsto a method. If thepatentability of
methodsperseis “unarguablyclear” then theexclusionofA.rticle 52(2)for computer
programs might beconsideredfutile, sincethe computer programcould alwaysbe
protected,in effect,by patenting the corresponding method(thereby preventing any
useofthe program). Indeed,this is probably oneofthe few pointsofagreement
betweenthosewho do or do notsupportthepatentability ofsoftware.

The author alsoaddressesthequestionofwhat is a computer program without
touching onthe issueofthe definition for computer in the Referral itself, which by its
ownadmission(but without anyjustification) is far broader thanthe normal
understandingofthis term.

The submissionsinclude areferenceto the pressureontheBoardsofAppeal to
interprettheexclusionsofArticle 52(2)EPC narrowly. However,the relevanceof
this is unclear, sincethe BoardsofAppealhave shownthemselvesfully able to resist
the pressureofapplicants,as shownby the very high refusal rate for businessmethod
typecases.

The author alsoargues thatthe EBA cannotinterpretawayanypointsthatarenon-
TRIPScompliant At one levelthis is true. However,it should bebomein mind that
all EPC states(exceptMonaco I believe)are WTO members,andclearly the intention
ofEPC 2000wasto makethe EPC TRIPS compliant Therefor giventhe choice
betweena TRIPS-compliant interpretation(the recognisedintention ofthe
lawmakers)and a non-TRIPS-compliant interpretation (clearly contraryto the
intention ofthe lawmakers),any ambiguity should necessarilybe resolvedin favour
ofthe former. Note thatthis would apply to all ofEPC 2000, whetheramendedor not
(since it would be assumedthatany non-compliantTRIPSwording would havebeen
amended).

The author arguesthat becausethe proposalto deletethecomputerprogram exclusion
fromArticle 52(2)wasnot acceptedfor EPC2000“it is implicit thatArticle 52(2)
and 52(3)EPC mustservetoexcludesometechnicalsubjectmatter”. I would
disagreewith thisremark, sincethe proposeddeletionswere dropped in favour ofthe
Commissionactivity (theproposedDirective).

To look at this anotherway, it is beyonddispute that the “non-technical subjecf’
matter interpretation ofArticle 52(2)by the EPO waswell-establishedbefore the
EPC. The author is thentrying to arguethat this approach mustbewrong because
EPC 2000did notchangethe law. This is exactlyoppositeto the natural and logical
conclusion,namely that by leaving thelaw unchanged,the legislatorsin effect
confirmed the existinginterpretation.
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Despitetheabovemisgivings,themainproposalofauthor(thatcomputer systems—

i.e.combinations ofprogramsandmachines,but not programssimply on carriers)is
interesting.

Strauss
Brilliant! This is in a completelydifferent leaguein terms ofcogent intellectual
contentand legalknowledgecompared to everyother submissionI’ve seen.
Surprisingly, the only pex~onas tar as I cantell to have actually readthrough all of
Article 112(1)(b).

Thum
Appearsto arguemainlythatsoftwarepatentsareunpatentableasalgorithms.
However,there is no particularreasonwhy algorithmsareunpatentablein Europe.
(This sentimentis justa hangoverfrom one ofthe (many) idiosyncraticaspectsofUS
law)

Weasels
Arguesthat youcan onlypatent inventionsoutsidethefield ofcomputing. This
appearsto conflict with bothArticle 52(2),which only excludescomputer programs
(not computing), and alsoArticle 52(1),since it canhardlybe arguedthatcomputing
isnot a field of technology,
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