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COMMENTS ON THE REFERRAL G 3/08

Thereferralto theEnlargedBoardofAppeal is inadmissiblesincethe decisionscited by the
Presidentof theEPOarenot divergingin respectofthequestionsreferred.

Usage:

REASONS

Technicalcomputerprogram acomputerprogramwhich “whenrunthngonacomputeror loaded
intoa computer,bringsabout,or is capableofbringingabout,a technicaleffectwhichgoesbeyond
the “normal” physicalinteractionsbetweentheprogram(software)andthecomputer(hardware)on
which it is run” (cfT 1173/97,point 13).

Article Article of theEPC.

The italics areadded.

I.

QUESTION 1

If theanswerto Qi were“no”, computer-implementedmethodsandcomputersystemscouldbe
excludedunderArticle 52(2) as“computerprogramsassuch”. Thepresidentstatesthataccordingto
decisionT 424/03“the exclusionofprogramsfor computerswould becomeaformality, merely
requiringformulationoftheclaim asacomputerimplementedmethodorasa computerprogram
product”.Supposingthereis adivergencebetweenthis decisionandT 1173/97,asargued,thelatter
decisionmusthold thatcomputer-implementedmethodsandcomputersystemsmaybe excluded
underArticle 52(2).

But decisionT 1173/97statesnothingofthekind. Onthecontrary: in section8 it is saidthat:



“Determiningthetechnicalcontributionaninvention achieveswith respectto thepriorart is thereforemoreappropriate
for thepurposeof examiningnoveltyandinventivestepthanfor decidingon possibleexclusionunderArticle 52(2) and

This statementendeda long discussionwhetherornot thecriteriaofArticles 52(2)and 54/56
shouldbe treatedseparatelyor not. Accordingto thepreviouslyprevalent“contributionapproach”,
subject-matterwasexcludedunderArticle 52(2)unlessit madea contributionin atechnicalarea.It
could thushappenthatcomputersystemswereheldexcludedunderArticle 52(2). In caseT 1173/97
thedecidingboardinsteadfoundthat thetechnicalcontributionsubject-matterachievedwith
respectto theprior art - and in particularwhether anyhardwarementionedit is newor not - was
irrelevantfor decidingwhetheror not it wasexcluded.Thatmeansthat no technicalsubject-matter
canbe deemedexcludedmerelybecauseit is not new. This is in agreementwith T 424/03,which
decision(not surprisingly)citesT 1173/97.

Thefinal paragraphof T 1173/97reads:

“Furthermore,theBoardis of theopinion thatwith regardto theexclusionsunderArticle 52(2)and(3) EPC,it doesnot
nmkeany differencewhetheracomputerprogramis claimed by itself or asarecordon acarrier...

Readout of context this passagecouldbe takento meaneitheroftwo things: 1) a technical
programis not excludedevenif claimedby itself, or2) a non-technicalprogramis excludedevenif
claimedasarecordon acarrier. However,at thispoint of thereasonstheboardhadalreadydecided
to remit thecaseto permit theexaminingdivision to carryout an examinationofthewordingofthe
claims. Seenin this context, theabovequotationwasa hint to theexaminingdivision thatthe
particular technicalprogramunderconsiderationdid not haveto be claimedtogetherwith a
carrier. (Both theappellantandtheexaminingdivision tookthehint, asdemonstratedby the
appellant’sletterdated26.5.1999andgrantedclaim 20.) Thereis no reasonto assumethattheboard
wantedto concludeits decisionwith speculationsaboutnon-technicalprogramswith whichthe
appealwasnot concerned,especiallyif suchspeculationscontradictedwhat theboardhad said
before.

CONCLUSION:Thereis no divergencebetweenthedecisionsmentioned,which both clearly
indicatethat theanswerto Qi shouldbe “yes”.

II.

QUESTION2(A)

ThePresidentagaincitesdecisionT 1197/97.For thereasonsoutlinedabovethereis no divergence
betweenthis decisionand T 25 8/03. Both decisionsindicatethat theanswerto Q2(A) shouldbe
“yes”.

QUESTION2(B)

This question (which incidentally appears not to permit an answer in the negative) thus need not be
considered.

CONCLUSION: There is no divergence between the decisions mentioned, which both clearly
indicate that the answer to Q2(A) shouldbe “yes”.



III.

QUESTION3(A)

Thereis surelyuniversalagreementthatanyinventionhasto providesomekind of technicaleffect,
anda technicaleffect is by definition on a physicalentity (not on thehumanmind). T 424/03and
T 125/01saynothingelse:

“the computer-executableinstructionshavethepotentialof achievingtheabove-mentionedfurthertechnicaleffect of
enhancingtheinternaloperationof thecomputer”(T 424/03,section5.3);

“Aul3erdem liefert nachAuffassungderKammerdie geeigneteUinstrukturierungeinesSteuerungsprogramrnsim
Hinblick auf dieMoglich.keit, weiteretechnischcGerätefunktionenaufzunelnnenund/oderdie Bedienbarkeitdes Geriits
zuverbessern,in Analogiezur UmkonstruktioneinerHardware-Steuerungseinrichtungzu diesemZweckaucheinen

technischenBeitragzurErfindung” (T 125/01, section4.2).

In practicetheproblemis ratherwhetherthereis atechnicaleffectin eachparticularcase,which is
not a point of law. Critics of the two decisions cited may naturally argue, rightly or wrongly, that
the invention in each case did not give rise to any technical effect. But even so it would bewrongto
concludethat thedecidingboardthoughtthat nonewasrequired.

ThePresident’sexplanationsgiven in the sectionheaded“The divergence”arestrangelyremote
from thequestionasit is actuallyformulated. Theimpressionis that the President in realitywanted
aclearruling that “elementaryprogrammingconstructs”areexcludedfrom patentability,but, since
thiswould not be aquestionof law, tried to wrap it up in legal termsto suggestan auraof
admissibility, andin theprocesslost sightof the initial aim.

QUESTIONS3(B) AND 3(C)

Thesequestionsthusneednot be considered.

CONCLUSION:Thereis no divergencebetweenthedecisionsmentioned,which all clearly
indicatethattheanswerto Q3(A) shouldbe “yes”.

Iv.

QUESTION4(A)

T 1177/97mentionsin section 3 that implementingafunctionon acomputeralwaysinvolves, at
least implicitly, technicalconsiderations.But the stressis on theimplementationand adistinctionis
madewith the field of linguistics. What the boardsayshereis that linguistics requiresno technical
considerationsat all whereasimplementing(linguistic) functionson acomputerdoes,at least
implicitly. And clearly it does.For example,somebody(not necessarilytheprogrammerof the
linguistic function) would haveto selectasuitableprocessor,computethenecessarymemory
requirementsetc. Theboard thusdoesnot hold thatany activity ofprogramminga computer



necessarilyinvolvestechnicalconsiderations,but that any implementationofa functiondoes.
Naturally, suchconsiderationsmaybewell known andwould oftennot evenappearin a claim.

Similarly, T 172/03 merelyconfirmsthat theactivity ofprogramminga computermight involve
technicalconsiderations:“The Boardthusconsidersappropriateto define,in thepresentcase,the
relevant‘personskilled in theart’ within themeaningof Article 56 EPC assuchasoftwareproject
team” (section16).

Thusneitherdecisionholds that an activity of programmingacomputernecessarilyinvolves
technicalconsiderations.This is not really surprising,consideringthevery differentactivities
commonlyreferredto as“programming”(ascorrectlypointedout by thePresidentin thesection
“The divergence”).

It maybe addedthatthat theboards’view ofthe programmerhasin fact changedovertime, but not
in theway indicatedin thereferral.T 833/91, T 204/93andT 769/92,which decisionsarguably
containstatementsto theeffect that programmingis generallynon-technical,all precededthe
landmarkcaseT 1173/97.SinceT 1173/97brokewith theearlierjurisprudencewith regardto the
patentabilityoftechnicalprograms,it wasinevitablethatthestatusof aprogrammerwould undergo
acorrespondingshift. But this is not indicativeofa “divergence”betweenindividual decisions.
T 1173/97significantly developedthejurisprudence,asimplicitly acknowledgedin thereferralby
its lackofany attemptto establishadivergencebetweenT 1173/97andearlierdecisions.

QUESTIONS4(B)AND 4(C)

Thesequestionsthusneednot be considered.

CONCLUSION:Thereis no divergencebetweenthe decisionsmentioned,which all clearly
indicatethat theanswerto Q4(A) shouldbe “no”.

Yours truly

B. S. FeathEñ~iiig


