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A. Question1:

Can a computerprogram only beexcludedasa computerprogramassuch?/it is explicitly
claimedasa Computerprogram?

B. Question2:

3 (a) Can a claim in theareaofcomputerprogramsavoidexclusionunderArt. 52(2)(c) and
(3) merely by explicitly mentioningthe useof a computeror a computer-readabledata
storagemedium?

(b) if question2 (a) is answeredin the negative, is afurther technicaleffectnecessaryto
avoidexclusion,said effectgoing beyondthoseeffectsinherent in the useofa computeror
data storagemedium to respectivelyexecuteor storea computerprogram?

C. Question3

~a)Must a claimedfeaturecausea technicaleffecton a physicalentity in thereal world in
order to contributeto the technicalcharacterof the claim?

(b) If question3(a) is answeredin thepositive, is it sufficient that thephysicalentity be an
unspecUledcomputer?

(c) If question3 (a) is answeredin the negative,can featurescontribute to the technical
characterof the claim ~fthe only effectsto which theycontributeare independentof any
particular hardwarethatmaybe used?

D. Question4:

r



(‘a) Does the activity of programming a computer necessarily involve technical
considerations?

(b) if question4 (a) is answeredin thepositive,do all featuresresultingfrom programming
thus contributeto tile technicalcharacterofa claim?

(c) if question4 (a) is answeredin the negative,canfeaturesresultingfrom programming

contribute to the technicalcharacter of a claim only when they contribute to a furl/icr
technicaleffectwhentheprogram is executed?

I- INTEREST OF THE AMICUS CURIAE

The AssociationHISPALINUX is a non-profit Spanishassociationwith more than 7,000
software users and developersas members in the Kingdom of Spain. HISPALINUX
collaboratesin manytechnologicalfields with the Spanishauthorities.

HISPALINUX was foundedin 1997 to promoteresearchin thefield offree andopensource
software, interoperability, advanceknowledgeof the new technologiesamong civil law
practitioners,andencouragethe Public Administrationto promoteintegrity, independence,
andexpertiseon its digital servicesundertechnologicalneutralitybasis.AmicusaffinTns that
no counselfor a party of this caseauthoredthis brief in wholeor in partandthatno person
other than amicus and its counsel assume any contribution -even monetary- to its
preparationor submission.

II- REFERRALANSWERS:

A. Question1:

Can a computerprogram only beexcludedasa computerprogramassuchi/it is explicitly
claimedas a Computerprogram?

Article 52 of the EPC containsthe exclusionof programmesfor computersas thingsthat
shall not be regardedasinventions.Article 52 (3) EPCqualifiesthat article 52(2)EPC only
appliesto thosesubjectsassuch.

An applicanfsexplicit claim over acomputerprogrampre-emptacomputerprogramin the
EPCsenseandit excludesits patentability.Computerprogramsarenot statutory,EPC must
be the first test usedto determinesubjectmatterpatentability and be read in excluding
interpretationswayswith inherentsemanticambiguities.

If EPO should not read into article 52 EPC exceptionsto patentablesubjectmatter or if
article 52 should be construedbroadly to determinepatentablesubject matter must be
assumeby the ContractingStatesof theConvention.

Thereareaddedrisks on limiting the definition of acomputerprogramto embraceit within
the statutorytermsof the EPC: we think that it can affect -and shoulddo so- the copyright
protectionofthework (program).

An expansiveanalysisof the senseofcomputerprogramin apatentclaim, evenconsidered
as whole, to avoidthe article 52 effectsis necessarilysophisticatedandarbitrary. Maybe in
the classicChinesephilosophya white horse is not a horse, a famousparadoxresultedofa
dialectic analysisofthe question(‘an it be that a white horseis not a horse?But here, ammy
broader analysis to make a computerprogram beingstatutory is purely adjective. This



approachwould bring usto a legalparadoxwhich is arbitrarily imposed.

B. Question2:

~a)Can a claim in the areaofcomputerprogramsavoidexclusionunderArt. 52(2,)(c) and
(3) merely by explicitly mentioningthe useof a computer or a computer-readabledata
storagemnedium?

(Ii) If question2 (a) is answeredin the negative, is a further technicaleffectnecessaryto
avoidexclusion,said effectgoing beyondthoseeffectsinherentin the useofa computeror
datastoragemnediumnto respectivelyexecuteor storea computerprogramn?

(a) NO. Not evenin UnitedStates,whereits Boardof AppealsandInterferencesdecided
issuesrelatedto Section 101 determinationsunderthetechnologicalartstest (exparte
Bowman61 USPQ2D 1669Pat. Off. Bd. App. & Inter. 2001). In this casethe Board
agreed with the rejection of the Examiner becausethere were absolutely no
indication in the claimed invention that it were connectedto a computer in any
manner.

(b) Europeanpatentsshall be grantedfor any inventions, in all fields of technology,
providedthat they arenew, involve an inventivestepandaresusceptibleof industrial
application. Computercode is a creativeexpressionof instructions for a language
always in the context of a languageanddependantof it. The majority of software
related inventions involve functions or methodsrather than new structures,these
patentsgrantsmonopolyover functions of the languageand only indirectly over
machines.

That is thereasonwhy computercodeis only copyrightablework. Article 10 paragraph1 of
TRIPs providesthat a computerprogramis a type of work which is eligible for protection
under copyright law: “Computer programs,whether in source or object code, shall be
protectedasliteraryworks undertheBerneConvention”.

Copyright (in the senseof intellectual property) andpatent law have different scopesof
protection. The special nature of a computer program and its legal treatment makes

(3 copyrightandpatentprotectionmutually exclusive.

C. Question3:

(‘a) Must a claimedfeaturecausea technicaleffecton a physicalentity in the real world in
order to contributeto thetechnicalcharacterof theclaim?

(b) If question 3 (a) is answeredin thepositive, is it sufficientthat thephysicalentity bean
unspecijiedcomputer?

(c) if question3 (a) is answeredin the negative,canfeaturescontribute to the technical
characterof the cia/in ~fthe only effectsto which they contributeare independentof any
particular hardwarethat maybe used?

(a) Yes. Technicaleffect is necessarybut not sufficient condition to attribute technical
characterto a claim. In the caseof computer programscan not be identified an
autonomoustechnicalcontributionto the art becausethe computerprogramsare not
autonomousfrom amachine(process),they aretied to apredefinedtechnologicalart
andbasicallydescribeoperationsthatvirtually do notproducetechnicalchangeat all.



(b) if the question posesthat the technicaleffect hasno postcomputerprocessactivity
and iio physical transformationof an object and it is reduced only to a data
manipulationcarriedout solely in thecomputer:the answeris NO.

D. Question4:

(a) Does the activity of programnming a comnputer necessarily involve technical
considerations?

(b) If question4 (a) is answeredin thepositive,do all featuresresultingfrom programnmning
thins contributeto thetechnicalcharacterofa claimn?

(c) If question4 (a) is answeredin the negative,canfeaturesresultingfromn programmning
contribute to the technicalcharacter of a claimn only when theycontribute to a further
technicaleffectwhentheprogram is executed?

(a) Yes. The activity ofprogramminga computerinvolves technicalconsiderations.But
thereare also technical considerationsand technicalsolutions in the work of civil
engineersand architectswho are used to working with new materials and new
necessitieson a constant technical contribution consideredas an inventive and
technicalsolutionto a technicalproblem.

(b) This criterion would turn any solution into a technical solution by merely
programmingsome sourcecode. The activity of programmingdoes not define a
technicalsolutionto a technicalproblem.

II- SUMMARY OF ARGUMENT:

Article 52 of the EPC containsa non-exhaustivelist of subjectmattersthat shall not be
regardedasinventions includingprogramsfor computers.Article 52 (3) EPC qualifiesthat
article 52(2) EPC only appliesto thosesubjectsas such. Mainly from 1986 (Vicom case)
the EPOhasbeengrantingpatentsfor inventionsinvolving theseexcludedfields assoftware
relatedinventions.

The evolution oftheEPOapproachto thepatentabilityofcomputerimplementedinventions
can only be explainedunderideologicalbasisratherthan on solid legalbases.Theevolution
is obvious, in the Comvik (T641/00) and Systran (Ti 177/97) casesthe “technological
contribution” testwas brokendowninto amereinventivenesstest(therewas no legal reason
for it).

The recentdecisionsfrom the TechnicalBoard of Appealshave widely consolidatedthat
EPOwill allow claimsto computerprogramson acarriermedium.

Now the Board of Appeals subjectsto debatethe most stringent requirementby EPO to
grantapatent:therequirementof “technicalsolutionto a technicalproblem”.

The possibility of a newreductionof the “technical result” criterion for patentabilityfor the
sole purposeof weakeningarticle 52 of the EPC will increaselegal uncertainty, reduce
patent effectivenessat Courts and Tribunals, extendthe patent exceptionalprotection to
activities of an abstract and intellectual character and increase the risk of possible
arbitrarinessin theEPOpatentgrants.
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