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Intellectual Property Lawyers Association

SoftwarePatents

Written submissionto the Enlarged Board of Appeal

This notecontainsamicuscuriae submissionsto theEnlargedBoardofAppealofthe

EuropeanPatentOffice on thesubjectoftheEPOPresident’sreferralto theEnlarged

Boardofaseriesof questionsconcerningthepatentabilityofsoftware.

EnlargedBoardofAppeal

EuropeanPatentOffice

Erhardtstrasse27

80331 MIUNCHEN

Germany

Case G3108: Referral under Art. 1 12(1)(b) EPC by the Presidentof the EPO

(Patentabilityofprogramsfor computers)to theEnlargedBoardofAppeal

Thebrief is providedby the UK’s Intellectual PropertyLawyersAssociation,which

actsasa centralisedvoice for thoselaw firms in EnglandandWaleswith significant

IP practiceswho wished to lobby for improvementsto the law and practiceof

intellectualpropertylaw. Somefifty firms aremembersof IPLA andtheirpractices

extendthroughoutEnglandand Wales. The brief sets out some broad points of

principle, before addressingthe specific questionsreferred by the Presidentof the

EPO.

1. The desirability of clarity

The presentpositionon the patentabilityof softwareacrossa numberof European

jurisdictions suffers from a lack of legal certainty and a lack of consistency. The

referral presentsthe EnlargedBoardwith an opportunityto clarify theEPOapproach

to patentabilityandprovideabasisfor consistencythroughoutEurope. In theUnited

Kingdom, while the desirability of consistencywith the EPO position has been



universally acknowledged,the Courts have beenunableto identify a settledEPO

approach.

The UK Courtshave indicatedthat they would follow a settledEPO approachon

patentability. Notwithstandinganydebateasto whetherthereis in fact, atpresent,a

settled EPO approach,it would be beneficial for the EnlargedBoard of Appeal to

clarify the EPOapproachto patentability. At the very least, this would providea

basisfor achievingconsistencyin theUK and elsewhere.

It is arguablethatthedifferencesin thepresentapproachesin theUK and theEPOare

differencesofform andnot substance,in thatbothapproachesshouldin theoryleadto

the sameultimate result. It would be beneficial in the presentcircumstancesif, in

addressingthe referredquestions,the EnlargedBoard of Appeal clarified both the

form andthesubstanceoftheEPOapproachto patentabilityof software.

2. Computer implementedinventions

According to Article 52 of the EuropeanPatentConvention,an applicationis only

excludedfrom patentabilityto the extent that it relatesto an excludedcategoryof

subject-matteras such. This has the important consequencethat patentsmay be

obtained for subject-matterthat incorporateselementsin one or more excluded

category,suchasa programfor a computer,providedthereis somethingbeyondthe

excludedsubject-matterassuch.

Onereasonfor thedisparityin applicationoftheexclusion,bothbetweenjurisdictions

andbetweentribunals in the samejurisdiction, is the lackof clarity as to its purpose

or point. The otherexcludedcategoriesform a relatively cohesiveset of exclusions,

with thecommonthemethat none(businessmethods,aestheticworks,mathematical

methodsetc)canbe readily seenasinventionscapableofindustrial application. The

sameis not, however,true of computerprogramswhich are inherentlytechnical in

nature and arguablyhave all the hallmarks of a technical invention capable of

industrial application. It is not surprising,therefore,that thereis a body of opinion

which holds that the original purposeof the exclusionwasmerely to preventpatent

claims to particular lines of code (which would both be already protected by



copyright,andwouldnot of themselvesbeanymorecapableofindustrial application

thananyotherliterarywork).

Understandingthepurposeofthe exclusionis of increasingimportanceassomuchof

modem technologyis computerimplemented. At the time the EPC was framed,

computersand theirprogrammeswerevery different in natureandprevalenceto the

situation today. As the EPOFacts and Figures review of 2008 states“computer-

implementedinventionsfeaturein almosteveryfield oftechnologythesedays”. In the

wordsofthe lateLord JusticePumfrey:

“I am anxious that theseexclusionsare not given too wide a scope. All

modern industry dependsupon programmedcomputers,and one must be

astutenot to defeatpatentson thegroundthat thesubjectmatteris excluded

underArticle 52 unlessthe inventionlies in excludedsubjectmatterassuch.”

RiMvInpro [2006] EWHC70

Thetrendfor innovativetechnologyto becomputer-implementedis not new. A more

recentphenomenonis theconvergenceofhardwareandsoftware,with innovation that

would once have takenplace in the hardwaredomain being achievedpurely in

software. A novel circuit designin hardwarewould traditionallybe patentable,but

this typeof designwork is now routinely achievedin softwarein, for exampleon an

ErasableProgrammableRead-OnlyMemory (EPROM).

3. Key issuesunderlyingthereferred questions

The following key issuesunderlie the questionsreferredto the EnlargedBoard of

Appeal:

(i) Is it the form or the substanceof a claim that is of primary importanceto

patentability?

(ii) Whatdistinguishesapatentablecomputer-implementedinvention from anon-

patentable‘computerprogramassuch’?

(iii) If the distinction is some ‘technical effect, then how do you distinguisha

patentabletechnicaleffect from the inherenttechnicaleffectsof running

anycomputerprogram?



In answeringthesequestionsit is importantto beclearon whetherthecontext is the

operationof the exclusionin Article 52 ~atentability in the narrow sense)or the

wider operationof Articles 52 to 57, including, interalia, the exclusion,novelty and

inventivestep(patentabilityin thewidersense).

Consideringthesekey questionsfrom the perspectiveof patentabilityin the wider

sense,theIPLA makesthefollowing observations:

(i) The substanceof the claim is paramount. The recitation of someknown

technicalimplementationmeans,for example,should not of itself leadto

thegrantofapatent.

(ii) A patentableinvention must havetechnical character. A computerprogram,

therefore,should certainlybe consideredas an invention if the program

hasthepotential to bring about,whenrunning ona computer,somenovel

andinventivetechnicaleffect.

(iii)A patentableinventionrequiresan inventionwith bothtechnicalcharacterand

a further novel and inventive “technical effect”. Whether or not that

technicaleffect is sufficient for the purposesof patentabilitymight turn

uponhow and wherethe effect manifestsitself. Thismaybe in a number

of ways and on a numberof levels. The debateis how far one can go

downthelist below and still find apatentableeffect:

a. An effect entirely outside of the computer relating to an external

processor anewwayofinteractingwith the computer,for example,an

improved production line system which involves a programmable

controller;or

b. An effect outside of the computer, but manifested through its

conventionalperipheraldevices(for example,an improvedmannerof

interactingwith printing orstoragedevices);or

c. An effect entirely inside the computer(for example,resulting in an

increasein processingspeedorreliability ofthecomputer);or

d. An effect which is manifestedsolely within a particular computer

program(producing,therefore, a betterprogramrather than a better



computeror an effectwhich is dependenton theparticulardatabeing

processedor theapplicationused);or

e. An effect which is said to arisefrom the implementationof specific

linesofcode.

Discussionof thereferred questions

1. Can a computerprogram only be excludedasa computerprogramassuch if

it is explicitly claimedasa computerprogram?

This is not a contentiousquestion;theanswermustbe no. Patentabilityis andshould

beaquestionofsubstancenot form.

2. (a) Can a claim in the area ofcomputerprogramsavoid exclusionunder

Art 52(2)(c)and (3)merelyby explicitly mentioningthe useofa computeror a

computer-readabledatastoragemedium?

While a claim may satisfy the prima facie test for technicalityby referenceto a

computer or a computer-readabledatastoragemedium, this should not, in itself,

conferpatentability in the wider sense. Theremust be a solution to an objective

technicalproblem.

This is consistentwith thesubstanceofthepresentUK approach,but not the form. In

the UK approachan attempt is madeto identify the technical contribution before

consideringwhetherthe exclusion in Article 52 applies. It would be helpful, in

establishinga platform for consistency,for the EnlargedBoard of Appeal to clarify

boththe form andthesubstanceoftheEPOapproach.

2. (b) If question2(a) is answeredin the negative,is afurther technicaleffect

necessaryto avoidexclusion,said effectgoing beyondthoseeffectsinherentin

the useofa computeror datastoragemediumto respectivelyexecuteor store

a computerprogram?

If patentabilityis consideredin the wide ratherthan the narrowsense,ultimately a

furthertechnicaleffectmustbenecessary.A straightforwardyesor no answerto this

questionwould not be helpful asthe scopeof the requirementfor that effect to go



“beyondthoseeffects inherentin the useof a computeror datastoragemediumto

respectivelyexecuteor storeacomputerprogram”is unclear.

This wordingsomewhatechoesthe EPOExaminationGuidelineswhich refer to the

further technicaleffect going “beyond the normal physicalinteractionsbetweenthe

programandthe computer”.

As indicatedabove,a considerationof wherethe effect is manifestedmay assistin

circumscribingwhatamountsto apatentabletechnicaleffect.

3. (a) Musta claimedfeaturecausea technicaleffecton a physicalentity in

thereal world in order to contribute to thetechnicalcharacteroftheclaim?

The answerto this dependsuponwhat one meansby a ‘physical entity in the real

world’, andwhetherit includesthecomputeritself. If so, thentheansweris yes,since

purelyabstracteffectsarenot patentable(althoughasdiscussedbelow, effectson the

computeritselfmaysuffice).

3. (b) If question3(a) is answeredin thepositive, is it sufficient that the

physicalentitybe an unspecifiedcomputer?

The answerto this is also yes, sincea patentabletechnicaleffect may be manifest

within the computeritself, for exampleasan increasein theprocessingspeedor an

increasein reliability ofthecomputer.

3. (c) If question3(a) is answeredin the negative,canfeaturescontributeto

thetechnicalcharacteroftheclaim if theonly effectsto which theycontribute

are independentofanyparticularhardwarethat maybe used?

If onewereto assumethat it is not necessaryto havean effectupona physicalentity,

then the questionis whethera hardwareindependenteffect could suffice to confer

patentabilityuponaninvention. Theanswerto this would appearto beyes,in that an

inventionwhich madeany form ofprocessoroperatemoreefficiently or reliably etc.

couldand shouldbepatentable.



4. (a) Does the activity of programming a computer necessarilyinvolve

technicalconsiderations?

Theconceptsof “technical character”and “technicaleffect” havespecificmeanings

in theEPO. Thescopeofwhatis consideredto be “technicalcharacter”in theEPOis

not governedby what is consideredto be ‘technical’ in normalparlance. It is a legal

conceptratherthana subject-specifictermofart.

Programming a computer is an exercisehaving ‘technical character’. Of itself,

however,it will not necessarilygive rise to a patentableinvention. Somethingmore

may be needed. There is considerableargument, for example,as to whethera

patentabletechnicaleffect canbebasedonaneffect thatis manifestedsolelywithin a

particularcomputerprogrambut hasnowider effect,or evenmoresoasto whethera

technicaleffectarisingfrom particularlinesof codecouldeverbepatentable.There

must be a technical effect either within or outsidethe computerand it is opento

debateasto whetherthat effectwill suffice if it is limited to a particularprogramor

particularlinesof codeper se. A novel andinventivetechnicaleffecton a ‘higher’

level (i.e. manifestingon thecomputerasa whole, or in somewider senseoutsideof

thecomputer)shouldcertainlybepatentable.

4. (b) If question4(a) is answeredin thepositive, do all featuresresulting

fromprogrammingthuscontributeto the technicalcharacterofa claim?

This questionis addressedabove.

4. (c) If question4(a) is answeredin the negative, can featuresresulting

fromprogrammingcontribute to the technical characterofa claim only when

theycontributeto afurther technicaleffectwhentheprogramis executed?

The answerto this questionis probablyyes. Whilst an objective technicalproblem

may be overcomeby the mannerin which the computeror computer device is

programmed,afurther technicaleffectmaybe requiredfor patentability,in thewider

sense,eitherwithin oroutsidethecomputer.
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