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President

JapanIntellectualPropertyAssociation

Oi,inionsonthePatentabilityofComputerPrograms

The Japan Intellectual Property Association (JIPA) is a non-profit,
non-governmentalintellectual property organizationestablishedin 1938, which counts
about 900 major Japanesecompaniesas its members. We submit our opinions and
comments to the relevant authorities and organizationswith a view to support the
improvementof the intellectualproperty systemsimplementedthroughoutthe world and
the operationsthereof.Taking this opportunity to file a written statementconcerningthe
“limits ofthepatentabilityof computerprograms,”wewould like to herebyput forwardour
opinionsasfollows. We would appreciateit if youcouldtaketheminto consideration.

Computerprogramssatisfythe patentabilityrequirementdefinedin Article 27 of
theTRIPSAgreement,“patentsshallbe availablefor any inventions,whetherproductsor
processes,in all fields oftechnology,providedthattheyarenew,involve aninventivestep
andarecapableof industrialapplication.”In fact, inventionsrelatingto computerprograms
aretreatedaspatentablesubjectmatterin JapanandtheUnitedStates.Fromtheperspective
of trilateral harmonization,we would like to requestthat the EPO clearly stipulatesin its
Guidelinesfor Examinationand otherprovisionsthat inventions in the areaof computer
programsarepatentableandthat thepatentabilityof computerprogramsdoesnot depend
on theclaim forms.

In theactualpatentexaminationprocess,it is oftenthecasethatthepatentabilityof
an inventionis determinedbasednot only onwhetheror not the invention hasa technical
aspectbut alsoon whetheror not it has“a furthertechnicaleffect.” However,in our view, a
“further technicaleffect” in an inventionis a factorthat is examinedin the phaseto assess
whetheror not the invention involves an inventivestep. In conclusion,we considerthat
whetheror not an invention is patentableshouldbe determinedbasedon “whetheror not it
is explicitly mentionedin a claim that the invention as a whole usesa computer” and
“whether or not the invention has any technical aspect,eg. contributing to solving a
technicalproblem”
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If question3(a) is answeredin the
positive, is it sufficient that the
physical entity be an unspecified
computer?

3
(C)

If question3(a) is answeredin the
negative,can featurescontributeto
the technicalcharacterof theclaim
if the only effects to which they
contributeare independentof any
particular hardware that may be
used?

l~eaturescan contribute
to the technical
characterofa claim.

[Sameas3(A)]

4
(A)

Doestheactivity of programminga
computer necessarily involve
technicalconsiderations?

Yes, the involvement
is necessary.

Designingandmanufacturingcomputerprogramsinvolve technical
considerations,basedon the constraintsof thecomputerhardware
aswell as viewpointsfrom softwareengineering.

4
(B)

If question4(a) is answeredin the
positive, do all featuresresultIng
from programmingthus contribute
to the technical character of a
claim?

Not all features
contribute to the
technical characterof a
claim.

Not all featuresresulting from programming contribute to the
technical character of a claim becausesome features reflect
constraintsin terms of the applicablefields or businesspurposes.
Thepatentabilityof the inventionin theareaof computerprogram
should be determinedbased on whether the technical characler
resultingfromprogramminghaverecitedin theclaim ornot.

4
(C)

If question4(a) is answeredin the
negative, can features resulting
from programmingcontributeto the
technical characterof a claim only
when they contribute to a further
Iethnical effect whenthe program
is executed?
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[Attachment]Detailedcommentson thequestions
No Questions Opinions Comments

I Can a computer program only be A computer program Thepatentabilityof an inventionshouldnot bedeterminedonly on
excludedasa computerprogramas shouldnot beexcluded, the basis of the claim form, but it should be determined by
suchif it is explicity claimedas a examiningwhetherornot the inventionhasatechnicalaspect.
computerprogram?

Such claim should not2 Canaclaim in theareaofcomputer In the areaofcomputerprograms,the patentabilityof an invention
(A) programs avoid exclusion under

Art. 52(2)(c) and (3) merely by
explicity mentioning the useof a
computer or a computer-readable
datastoragemedium?

avoidexclusion, should be determinedbased on whether or not it is explicitly
mentionedin a claim thatthe inventionasa wholeusesacomputer.
For instance,in thecaseofan inventionwhereinall dataprocessing
stepsaremanually handledand a computeris usedonly for the
storageofoutputdata,it cannotbesaidthatthe inventionasa whole
usesacomputer,thus suchinventionshould be excludedfrom the
scopeofpatentableinventions.

2 If question2(a) is ausweredin the The patentability of an The “existenceor absenceof a further technical effect” in an
(B) negative, is a further technical

effect necessaryto avoidexclusion,
said effect going beyond those
effects inherent in the use of a
computer or datastoragemedium
to respectivelyexecuteor store a
computerprogram?

invention should not be
determinedon the basis
of the existenceof a
furthertechnicaleffect,
but it should be

determinedby assessing
whether or not the
invention as a whole
usesa computer.

invention should be examinedin the phase to assesswhetherthe
invention involvesan inventivestep, and suchissueshould not be
taken into considerationwhen determiningwhether or not the
inventioncanavoidexclusionfrom patent.

For example, when considering the invention for improving3 Must a claimed feature cause a Such an effect on a
(A) technical effecton a physicalentity physical entity is not

in the real world in order to necessarilyrequired.
contributeto thetechnicalcharacter
oftheclaim?

accuracyof dataprocessing,thoughit would nothavean effect on a
physicalentity (e.g. computerhardwarearchitecture),it should be
treated as the patentableinvention becauseit solves a technical
problem. —


