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The Patentability of Computer Programs in Europe

Europe’spatentofficers dowiied tools in September,claiming they werebeing forcedto hand

out patentswilly-filly to uselessinventions,simply to be able to chargethe patentfees.Now

thesebad patentshavegreaterforcein the UK, thanksto an appealcourtruling on the patent

for a pieceof mobile phonesoftware.

Thehalf-day strike by EuropeanPatentOffice (EPO)staff in Berlin, Vienna,Munich andthe

Haguefollowed claimsby thestaffunionthat theEPOadministrativecouncil,which is made

up of the representativesfrom thenationalpatentorganisations,is pressurisingofficersto sign

off on as many patentsas possible,regardlessof standards.While the UK’s Intellectual

Property Office (IPO) is a governmentagency,some other countries’patentorganisationsare

privatefirms,

Officerswarn that a “seaofjunk patents”will hampernewideasand leavecompaniesbogged

down incourt cases.TheEU [sic] receives450,000patentapplicationsayear.

The court of appeal ruled on 8 Octoberthat the UK’s IPO was wrong to refusesoftware

companySymbian’spatentapplicationfor a programmethat had alreadybeengrantedapatent

by the EPO.The [P0 has long resistedpatentsfor software,while the EPOis happyto dish

them out. Thejudgesaidthat thediscrepanciesbetweenthe IPO andtheEPOwereabsurdand

the two offices shouldbe“marchingtogetheras far as possible.”(PrivateEye2008:8)

Whatafine messyou’vegotus in now,(Laurel andHardy)

1. Introduction

Computerprograms are big business- ask Bill Gates. Nonetheless,for whatever

reason,Europeanpatentlaw is clear that theyare not patentable.This isn’t to saythat

computersoperatingunderthe control of computerprogramsor processesthat involve

theuseof suchcomputersarentpatentable,just computerprograms“as such”.

The EuropeanPatentConvention (EPC), which is administeredby the European

PatentOffice (EPO)and is apatentlaw applicableacrossmostof Europe,specifies

that certain things are not patentable.Someof the exclusionsare of great moral

concern,othersare lessso. However,the mannerin which the Appeal Boardsof the

EPOinterpretthe latterexclusionsis of generalconcernas this mayaffectthe way the

exclusionswhich are of moral concernareinterpreted.



The “as such’ limitation appliesto subjectmatterbesidescomputerprograms,for

examplediscoveriesand methodsof doing business.If the highestinstanceof the

EPO,theEPO EnlargedBoardof Appeal,would approvethe approachto construing

“as such” developedby EPO Technical Board of Appeal 3.5.1 with regard to

computerprograms(see below), then, unless and until the EnlargedBoard would

changeits mind in a later decision,that approachwould haveto be followed for the

other categoriesofsubject-matterthat are “as such” excludedfrom patentabilityby

the EPC. Moreover, that approachwould then have to be followed not only by the

EPO but in practice also by nationalpatentofficesandcourts throughoutEurope.

This broadereffect follows since the national patent laws in the countrieswhich

belong to the EPC are intended,as far as possible,to apply the samecriteria for

patentability as the EPC and the examinersof the national patent offices and the

judgesof thenationalcourts strive towardsa commoninterpretationof thesecriteria

acrossEurope.Thuswhile not boundby decisionsof theEPO,nationalcourtstry not

to diverge at least from EPO EnlargedBoard of Appeal decisions.The Enlarged

Boardof Appealis theultimate arbiterfor theEPO of the interpretationof the EPC.

For the national courts to interpret the law differently would encourage“forum

shopping”,with applicantsfor patentsfiling their applicationswith nationalpatent

officeswhenthe local interpretationofthecriteria is moreapplicantfriendly, andwith

theEPOwhenthe local interpretationis lessfriendly. With asingleinventioncovered

by apatchworkof patentsissuedby nationalpatentofficesand theEPO, it is more

difficult for competitorsto determinejust what they cando andwhere.This is not to

say such forum shopping does not exist - it does,but it can be exacerbatedby

differencesin the interpretationof the criteria for patentability at the nationaland

EPOlevels.

In October2008,thePresidentof theEPOrequestedtheEnlargedBoardofAppealto

clarify the interpretationof the exclusionfrom patentability of computerprograms.

This referral (EPO2008a)hasbeengiven thecasenumberG-03/08andtheEnlarged

BoardofAppeal’sopinioncanreasonablybe expectedto issuein 2009or 2010.

TherelevantpartoftheEPC is Article 52, paragraphs(1),(2) and(3) which state:



(1) Europeanpatentsshall be grantedfor any inventions,in all fields of technology,provided

that theyarenew, involve aninventivestep andaresusceptibleof industrialapplication.

(2) The following in particularshall not be regardedas inventionswithin the meaningof

paragraphI:

(a) discoveries,scientific theoriesand mathematicalmethods;

(b) aestheticcreations;

(c) schemes,rules andmethodsfor performingmentalacts,playing gamesor doing

business,andprogramsfor computers;

(d) presentationsof information.

(3) Paragraph2 shall excludethepatentabilityof the subject-matteror activities referredto

therein only to the extentto which a Europeanpatent application or Europeanpatent

relatesto suchsubject-matteroractivitiesas such.(EPO2007:80)

Thus, to paraphrase,programsfor computersmaybe inventionsandmay be in a field

oftechnology,but cannotbe patented“as such”.’

Thereis little doubtthatcomputerprogramsmaybe writtenthat cancauseacomputer

programmedwith them to achievea novel and inventive outcomewith technical

effect. Oneneedonly thinkof the imageenhancementprogramsusedto enhancethe

clarity of photographicimagesor the image generationprogramsusedto transform

detectedradiofrequencysignals into three-dimensionalimages of the body in

magneticresonanceimaging. Thereis also no serious argumentthat the invention

associatedwith such a program may not be patentedas a method of operation

involving sucha computeror as a computerunderoperativecontrol of aprogramso

asto performthat method.Inventorsofnoveland inventivecomputerprogramsare

thus not preventedfrom obtaining patent protection for some aspectsof their

inventions.This is important as Article 27 of the Agreement on Trade-Related

Aspectsof Intellectual PropertyRights (TRIPS) (WTO 1994)2requires inventions in

all fields oftechnologyto be patentablewithoutdiscrimination:

1. Subject to the provisions of paragraphs2 and 3, patents shall be available for any

inventions,whetherproductsor processes,in all fields of technology,provided that they are

new, involve an inventive step and are capable of industrial application.Subject to

Hereit is to be noted that USpatentlaw containsno similar exclusion.The practiceof the EPOand
oftheEnglish arid Germancourtsin the field of software-relatedinventionsis admirablysummarised
by Schoheet al. 2008.

2 The history of the implementationof TRIPS is itself a fascinatingstory — see e.g. Drahos and
Braithwaite(2002), Matthews(2002)andRaghavan(1990).
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paragraph4 of Article 65, paragraph8 of Article 70 and paragraph3 of this Article, patents

shall be available and patent rights enjoyablewithout discriminationas to the place of

invention, the field of technologyand whetherproductsareimportedor locallyproduced.

2. Membersmay excludefrom patentabilityinventions,thepreventionwithin their territory of

the commercial exploitation of which is necessaryto protect ordrepublic or morality,

includingto protecthuman,animal or plant life or healthor to avoid seriousprejudiceto the

environment,provided that such exclusion is not mademerelybecausethe exploitation is

prohibitedby their law.

3. Membersmayalsoexcludefrom patentability:

(a) diagnostic,therapeuticand surgicalmethodsfor the treatmentof humansor animals;

(b) plantsand animalsother than micro-organisms,and essentiallybiological processes

for theproductionof plantsor animalsotherthannon-biologicaland microbiological

processes.However, Members shall provide for the protectionof plant varieties

eitherby patentsor by an effectivesuigenerissystemorby any combinationthereof.

The provisionsof this subparagraphshall be reviewed four yearsafter the date of

entryinto forceof theWTO Agreement.(Article 27)

Nonetheless,eventhough thecontractingstatesto theEPC may be boundby TRIPS,

this doesnot automaticallymeanthat the EPC is compliant with Article 27 TRIPS.

Should the EnlargedBoard’s opinion in G-03/08showthat the EPC is not TRIPS-

compliant,then it would be up to the contractingstatesto amendthe EPC — it is not

up to theEnlargedBoard to misconstrueArticle 52 EPC so as incorrectlyto find the

EPCto be TRIPS-compliant.In particular,it is not the domainofthe EnlargedBoard

to ignore an exclusionagreedby the legislators or to “interpret away” such an

exclusion.

In this paper,we will first look into the natureof computerprogramsand consider

how theymay be claimedin a patentapplication(section2). Next, we will give an

extensiveoverview of relevantcaselaw of the EPO TechnicalBoardsof Appeal as

well astwo recentdecisionsoftheCourt ofAppealof EnglandandWales(section3).

In section4, we analysethequestionsreferredto theEPOEnlargedBoard ofAppeal

by thePresidentofthe EPOin October2008. In section5, wemakeourown proposal

as to how the law ought to be interpretedand we discusshow this interpretation

compareswith some of the case law discussedearlier. Next, we investigatethe

ramificationsof our proposal for the exclusions from patentability laid down in

Article 53(a), (b) and(c) EPC (section6). Before concludingthe paperin section9,
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we consider(and reject) two alternativesto our proposedinterpretationof the law

(sections7 and8).

2. What is a computer program?

Patentapplicationsunderthe EPC beganto be flIed in 1978. In the thirty yearssince

then, the Boardsof Appeal of the EPO have handeddown many decisions on

computerprogramrelatedinventions.3Someseemto conflict with eachotherandthe

President’srequestin G-03/08 appearsto havebeenmadein order to clear up the

confusion.However,beforeturningto thePresident’squestionsit is worthstatingthat

the position of the EPO seemsto be that it is not computerprogramsthat are

unpatentable,but only computerprograms“as such”, which in their interpretation

meanscomputerprogramswhich haveno technicalcharacter.

Hencethequestionarises“What is a computerprogram?”This is not asilly question

— it is central to the correct interpretationof Article 52(2) and(3) EPC. A computer

programis a seriesof instructionswhich, when installedon a computerchangesan

otherwisefunctionlesspieceof equipmentinto one capableof producinga desired

result. As a series of instructions, it can be written on paper,encodedonto a

radiowave,encodedonto punchedpapertapeor cards, encodedonto disc, magnetic

tapeor otherrecordingmedia,or storedwithin thememoryof a computeror evena

human.It can be readableby humansor by computers.However,when traded,i.e.

boughtand sold, it will generallybe encodedonto a data carrier, e.g. a disc, or a

radiowave.When you go to your computer store and buy the latest version of

Microsoft’sWord ® programsuite,you buy a disc carryingthe program.Without the

program,thedisc is of little useto you; without the disc you haveno program.It is

muchlike anovel — you buy a book with thenovelprintedonto it. For mostpeople,

the conceptof purchasinga film, a book or a computerprogram implicitly means

buying acarriercarryingthe film, bookor program.

The decisions of the Boards of Appeal of the EPO may be accessed at
~ The papers on file at the EPO in
relation to European patent applications and patents may be accessed at
i~p~j/ww~y~poline.org/portnu/publicIregisterp)g~
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Thus for an exclusionfrom patentabilityof computerprogramsto haveany meaning,

it must mean that a program encodedonto a standardcarrier must likewise be

unpatentable. This same logic applies to the exclusion from patentability of

“presentations of information”, also present in Artice 52(2) EPC. Would a

presentationof information escapethe exclusionsimply by virtue of being on a

substrate,e.g.a book,poster,etc?

Inventionsare claimedin patentapplicationsas things (products)or ways of doing

things(methodsorprocesses).4Herewe areconcernedwith computerprograms.Thus

acomputerprogrammight be claimedas a productas“a computerprogramcapable

of causinga computerto do X” or as “a data storagedevice carryinga computer

programcapableof causinga computerto do X”. It is difficult to conceiveof a

computerprogramasa methodorprocess- howeverit can be claimedas “a method

ofoperatingacomputerunderthecontrolofaprogramto causeit to do X”.

To investigatethepatentabilityofcomputerprograms,we mustnowturn to caselaw,

specifically that of the EPO TechnicalBoardsof Appeal and two recentdecisions

from theCourtof AppealofEnglandandWales.

3. CaseLaw

In October2006, in the Aerotel case,the Court of Appeal of Englandand Wales

criticised thedecisionsof the EPOTechnicalBoardsof Appeal in relationto Article

52(2) and(3)EPC, referringto the line of argumentin two ofthedecisionsas“simply

not intellectually honest” (EWCA 2006: paragraph27), and suggestedthat the time

wasripe for the interpretationof theseprovisionsto be referredto theEPOEnlarged

BoardofAppeal:
Thedecisionsof the EPOBoardsof Appealaremutually contradictory.To say that is not to

criticiseanyone.Onthe contrarytheBoardsof Appealhaveeachdonewhatthey think is right

~Patentsandapplicationsforpatentsdefinethescopeof the monopolygrantedor soughtin aseriesof
numberedsentencesknown as the “claims”. Theseclaims will normally definethesubjectmatterof
the monopolyin asgeneral languageasis possiblewhile still definingsubjectmatterthat is new and
arguablyinventive. Thesamepatentor patentapplicationmay definethe inventionin the claims in a
numberof different ways, for exampleas a computerprogram,a datacarrier carrying a computer
program,acomputerprogrammedwith acomputerprogramand a methodof performingaprocedure
by the useof a computerprogranmiedwith acomputerprogram.

6



in law - asbefits tribunals exercisinga judicial function. But the timehascomefor mattersto

beclarified by anEnlargedBoardof Appeal. (EWCA 2006:paragraph25)

EPOTechnicalBoardof Appeal 3.5.1 (now 3.5.01)struck backthe following month

in theT- 154/04DunsLicensingAssociatescasestatingthat:

The “technical effect” approachendorsedby Lord JusticeJacob in the Aerotel/Macrossan

judgement... seemsto berootedin ... [a particular]meaningof the term invention, a practice

which might beunderstandable“giventhe shapeof theold law” ..., butwhich is notconsistent

with a good-faithinterpretationof theEuropeanPatentConventioninaccordancewith Article

31 of theViennaConventionon theLaw ofTreatiesof1969. (EPO2006a:Reasons§ 12)

Theexaminersin theEPOrely on the EPOAppealBoardsto interpretjust whatthe

EPC means.5 Given the importance of computing, the Appeal Boards have,

unsurprisingly but not necessarilycorrectly, been under pressureto interpret the

exclusionof computerprogramsas narrowly aspossible.In this regard,there have

beenthree “great leaps forward”: the “contribution” approach;the “strictly literal”

approach;andthe “technical character”approach.

3.1. The “contribution” approach

In thecontributionapproach,the questionwhich wasto be answeredwas “what was

the contributionto the art of what wasclaimed?”If thatcontributionlay solely in the

excludedfield, theclaim would berejected.Thusaclaim to “any standarddatacarrier

carrying the novel program” would be rejected.However, a claim to “a fancy,

apparentlynew,carriercarryinga newprogramandfrom which thenewprogramis

easilydownloaded”posestheproblemthat the stateof the art relating to the carrier

mustbe determined,i.e. noveltymustbe examined,beforeonecandeterminewhether

theArticle 52(2) EPC hurdlehasbeenovercome.

~Interestingly,EPOTechnicalAppeal Board decisionsare not binding on subsequentEPOTechnical

Boards of Appeal.This gives rise occasionallyto conflicting decisions,at which stagethe point at
issueshouldbe referredto theEnlargedBoardof Appealto work out thecorrectinterpretationof the
EPC,which shouldthen be binding. In T- 154/04Duns LicensingAssociates(EPO2006a:Reasons
§2), TechnicalBoard3.5.01 (Steinbrenner,Zinimermannand Weiss)statedthat ‘the legal systemof
the EuropeanPatentConventiongives room for evolutionof the jurisprudence(which is thus not
“caselaw” in thestrict Anglo-Saxonmeaningof the term)andleavesit to thediscretionof the boards
whetherto give reasonsin any decisiondeviatingfrom otherdecisionsor to refera point of law to
the EnlargedBoard.”
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The contributionapproachhas long been abandonedby the EPO. Nonetheless,as

discussedbelow, JacobU in the Aerotel case(EWCA 2006),while forced by the

EnglishCourt of Appeal’searlierrejectionof thecontributionapproachin theMerrill

Lynchcase(EWCA 1989), indicated that he felt that the objectionsto it had their

weaknesses.

Indeed,the contributionapproach,as strictly applied,doeshaveits weaknesses.One

is that it implies that thingswhich, underanysensibleinterpretation,quite clearlyare

not “computerprogramsassuch” are unpatentable,in particularprocessesperformed

by computersunder the control of computerprograms,and computersthemselves

under the operativecontrol of computerprograms.Moreover,sincethe contribution

approachdoesnot appearto be tied to the “as such” provisoof Article 52(3) EPC,if

acceptableit shouldbe applicableto subjectmatterexcludedby Article 53 EPC.6That

this is not in factthe caseis demonstratedby earlycaselaw from theEPO Enlarged

Board of Appeal relating to new usesof known medicines.Thus in caseG-05/83

Eisai (EPO 1984), in 1984 the EnlargedBoard of Appeal approveda claim to “the

knownuseof apharmaceuticalfor the manufacturein aknown fashionof a known

pharmaceuticalcompositionfor use in a novel method of medical treatment”.The

contributionhereis solely in the novel methodof medical treatment,subjectmatter

excludedfrom patentabilityby Article 53(c) EPC.The contributionapproachwould

denypatentabilityto claimsof theformatapprovedby theEnlargedBoard in theEisai

case.To be improvedtherefore,thecontributionapproachmustrequirethe “as such”

proviso to be determinativeand so requiresa clearerunderstandingof what the “as

such” provisomustmean.

3.2. The “strictly literal” approach

The secondapproach,which seemsto be applied sometimesbut not alwaysby the

EPO Boardsof Appeal, is to give a strict, literal interpretationto “as such”. A data

~Article 52(4) EPC —now replacedby Article 53(c) EPC—excludedfrom patentability“Methods for
treatmentof the humanor animal body by surgeryor therapyand diagnosticmethodspractisedon
thehumanor animal body” (EPO2006d: 70) while Article 53(a) and (b) EPC excluded“inventions
the publication or exploitationof which would becontraryto “ordre public” or morality... [and] plant
or animal varietiesor essentiallybiological processesfor the productionof plantsor animals” (EPO
2006d:70-72).
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carriercarryingaprogramis adatacarrierandnot aprogram.A manwith ahaton is

notaman“as such”. However,sinceacomputerprogram,if it is to be transferredto a

computer,mustbe transferredon somecarrier, an “add anything thennot excluded”

approachto claim drafting evadesthe exclusion and renders it toothless.If the

“strictly literal” approachis correct,thenall theotherexclusionsin Article 52(2)EPC

(e.g. the exclusions of discoveries, mathematical methods, presentations of

information, methodsfor playing games,etc) can likewise be sidesteppedleaving

themwith no realeffect. Surelythiscannothavebeenthe legislator’sintention?

3.3. The “technical character”approach:the dominantapproachat theEPO

Thethird approach,the“technicalcharacter”approach,in relationto which theCourt

ofAppealof EnglandandWaleshastied itself in knotstrying to agreein theSymbian

(EWCA 2008)andAerotel(EWCA 2006)cases,however,is alsobasedon apieceof

intellectual dishonesty and has led to the EPO granting patents for computer

programs,that is patentswhere thesubjectmatteroftheclaimis nothingotherthana

computerprogramratherthansomethingnotexcludedplus acomputerprogram.

Since this approach—which allows claimsthat, at first sight, clearlyviolate Article

52(2)and(3) EPC—hasbecomethe dominantapproachat theEPO,it requiresfurther

analysis.

Briefly put, the “technical character” approachsays that Article 52(2) EPC only

excludesthingswhich haveno technicalcharacter.Thusanything,thaton the faceof

it is excluded,is not in fact excludedif it hasa technicalcharacter.Thedevelopment

ofthis approachtook abouttwelve years,starting with the Vicom decisionandfinally

crystallisingin the T- 1173/97IBMcase(EPO1998).

3.4. Vicom - thestolybegins

ThedevelopmentoftheEPO’scaselawrelatingto computerprogramsbeganwith the

T-208/84 Vicom case(EPO 1986), which had beenrejectedby the EPOExamining
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Division. The claims at issue before the Appeal Board7 related to a method of

digitally processingimagesand apparatusfor carryingout that method. The reasons

the ExaminingDivision had given for refusingthe applicationwere, inter alia, that

the methodclaims relatedto a mathematicalmethodwhich was not patentablein

accordancewith Article 52(2)(a) and (3) EPC andthat the apparatusclaims lacked

novelty in theabsenceof anysupportingdisclosureofnovel apparatus.

The Board of Appeal, however, found that the method claims were directed to a

“technicalprocess”sincea “technicalresult”wasproduced:

A basic differencebetweena mathematicalmethod and a technical processcan be seen,

however,in the factthat a mathematicalmethodor a mathematicalalgorithmis carriedout on

numbers(whateverthose numbersmay represent)and provides a result also in numerical

form, the mathematicalmethodor algorithmbeing only an abstractconceptprescribinghow

to operateon the numbers.No direct technicalresult is producedby the methodas such. In

contrastthereto,if amathematicalmethodis usedin atechnicalprocess,thatprocessis carried

out on a physicalentity (which may be a materialobject butequally an imagestoredas an

electricsignal) by sometechnicalmeansimplementingthe methodandprovidesas its resulta

certain change in that entity. The technical meansmight include a computercomprising

suitable hardwareor an appropriatelyprogrammedgeneralpurposecomputer. (EPO 1986:

Reasons§5)

The Board,therefore,is of the opinion that evenif the ideaunderlyingan inventionmaybe

consideredto resideina mathematicalmethoda claim directedto atechnicalprocessin which

themethodis useddoesnotseekprotectionfor the mathematicalmethodassuch.(EPO 1986:

Reasons§6)

Having decidedthat theexclusionofmathematicalmethodsdid not excludetechnical

processesemploying suchmethods,the Board of Appeal in the Vicom casedecided

that, analogously,the exclusion of computerprogramsdid not exclude technical

processesemployingsuchprograms:

The Board is of the Opinion that a claim directedto a technical processwhich processis

carried outunder the control of a program(be this implementedin hardwareor software),

cannot be regardedas relatingto a computerprogramas suchwithin the meaningof Article

52(3) EPC,as it is theapplicationof theprogramfor determiningthesequenceof stepsin the

processforwhich in effectprotectionis sought. (EPO 1986:Reasons§12)

~ TechnicalBoardof Appeal3.5.1 with membersKorsakoff, van Voorthuizenand Ford, respectively
theChairman,theRapporteurandtheLegal Member.
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Thus far, no peculiarreadingof theterm “as such” in Article 52(3)EPC wasrequired.

The Board then turned to the apparatusclaims, finding that a computerset up to

operatein accordancewith a computerprogram is notacomputerprogramas such:

Generally claims which can be considered as being directed to a computer set up to operate in

accordancewith a specified program (whether by meansof hardware or software) for

controlling or carrying outa technicalprocesscannotbe regardedas relating to a computer

programas such and thus are not objectionableunderArticle 52(2)(c)and (3) EPC. (EPO

1986: Reasons §15)

In arriving at this conclusion the Board has additionally considered that making a distinction

between embodiments of the same invention carried out in hardware or in software is

inappropriate as it can fairly be said that the choice between these two possibilities is not of an

essential nature but is based on technical and economical considerations which bear no

relationship to the inventive concept as such. Generally speaking, an invention which would

be patentable in accordance with conventional patentability criteria should not be excluded

from protection by the mere fact that for its implementationmoderntechnical meansin the

form of a computer program are used. Decisiveis whattechnicalcontributionthe inventionas

definedin the claim whenconsideredas a wholemakesto the known art. Finally, it would

seem illogical to grant protection for a technical processcontrolledby a suitablyprogrammed

computer but not for the computer itself when set up to execute the control. (EPO 1986:

Reasons § 16, emphasis added)

At this stage,theBoard caughtaglimpseof the criticality of theclaim languageused

to link the computerand the computerprogram, for a claim to a programmed

computerto escapetheexclusionofcomputerprogramsassuch.Sadly,theBoardsaw

acausefor concernwhich, beingso repugnantto theworld of patents,8wasdismissed

asoftheoreticalconcernonly:

At least theoreticallyit could be questionedwhether claims directedto apparatusfor carrying

out a certain function should be limited to the apparatuswhen indeedcarrying out this

function, which meansin the presentcasethat underthe control of the programthe computer

steps through a succession of different configurations to effect operations on the electric signal

representingthe image. The Board,however,rejectsthis view as it would result in an undue

limitationof thepossibilitiesof thepatentownerto asserthis rights. (EPO 1986: Reasons §17)

~It is arguable,indeedlikely, that inventionsonly residein methodsrather thanproducts.When“Ugg”

inventedthe roller, herinventionwasnot a log but the useof logsto move a load over the ground.
Otherthanin operation,productsare functionless.How many timeshas the readerseenanoutdated
piece of equipmentthe useof which is forgotten or no longer feasible — an 8” floppy disc for
example? However, if patents were to be granted only for processes, they would be more difficult for
the patentees to enforce.

11



Thepoint to consider,however,should havebeenwhethera claim to a programmed

computerwas excludedby Article 52(2) and(3) EPC, andnot whetherthe ability of

theapplicantto asserthis rights wasrestricted.

The Board,havingagreedto thewording “a computersetup to operatein accordance

with a computerprogram” did not distinguish fully between the three possible

formatsofthe computer,andof theclaim, namely:(1) a computeroperatingunderthe

controlofaprogram;(2) a computer,not necessarilyin operation,but underoperative

controlby a program;and (3) acomputercarrying,but not underoperativecontrolby,

aprogram.To illustratewhat we meanby thesecondformat: thecomputeron which

this is typedis underoperativecontrol by Windows Vista ® - thatprogramrunsthe

computeroncethecomputeris switchedon. This computeris alsoprogrammedwith

Word ®, but until Word® is activatedthecomputeris not underoperativecontrolby

Word ®. The reasoningapplied by the Vicom Boardwould allow claims in the first

two oftheseformats,butgivesno basisfor allowing a claim in thethird format.

3.5. Theemergenceofthe “contribution” approach

The VicomBoardpointedtheway forwardwith its words “Decisive is what technical

contributionthe inventionas definedin the claim whenconsideredasa whole makes

to the knownart” asquotedabove.Thus, in February1989,EPOTechnicalBoardof

Appeal3.5.1 (by nowwith a differentChairman)in its decisionT-38/86IBM beganto

discussits newapproachasfollows:

The Board recognises that the use of technical means for carrying out a method, partly or

entirely withouthuman intervention,which method, if performedby a humanbeing, would

require him to perform mental acts, may, having regard to Article 52(3) EPC, render such a

method a technical processor method arid therefore an invention within the meaning of

Article 52(1) EPC, i.e. one which is not excluded from patentability under Article 52(2)(c)

EPC. This is because paragraph 3 of Article 52 EPC makes it clear that patentability is

excluded only to the extent to which the patentapplicationrelatesto excluded subject matter

assuch, (EPO1989a:Reasons§12)

Acknowledgingthat theEPCdid not forbid “mixed media” claims(i.e. claimsreciting

acombinationof featureswhich areexcludedfrom patentabilityand featureswhich
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arenot), the IBMBoard statedthat it did not follow thatall mixed mediaclaimsmust

be acceptable.TheIBM Boardthenwenton to statethe “contribution” test:

Since patentability is excluded only to the extent to which the patent application relates to

excluded subject-matteror activities as such, it appearsto be the intention of the EPC to

permit patenting only in those cases in which the inventioninvolvesa contributionto theart

in afieldnotexcludedfrompatentability. (EPO I 989a:Reasons§ 12, emphasisadded)

Ontheexclusionofcomputerprograms,theIBM Boardinterestinglystatedthat:

Since the only conceivable use for a computer program is the running of a computer,the

exclusionfrompatentabilityofprogramsfor computerswouldbe effectivelyundermined~fit

could be circumventedby including in the claim a referenceto conventionalhardware

features, such as a processor,memory, keyboard and display, which, in practice, are

indispensibleif theprogramis to beusedat all. (EPO 1989a:Reasons§25,emphasisadded).

As an aside,onemanifestationof the “contribution” approach,onewhich wasreferred

to as“simply not intellectuallyhonest”by theCourt of Appealof EnglandandWales

in theAerotelcase(EWCA 2006: paragraph27), was developedby EPO Technical

Boardof Appeal 3.5.1 in casesT-931/95 PBS(EPO 2000),T-64 1/00 Comvik(EPO

2002)andT-258/03Hitachi (EPO2004).Put simply, the TechnicalBoardof Appeal

assertedthat thenoveltyandinventivecharacterof a claim to non-excludedsubject

matter,e.g.acomputer,cannotderivefrom a featurewhich is in the field of excluded

subject matter. The PBS Board, which explicitly condemnedthe contribution

approach,nonethelessappliedit asfollows:

the improvement envisaged by the invention according to the application is essentiallyan

economic one, ie lies in the field of economy, which, therefore, cannot contribute to inventive

step. (EPO 2000: Reasons §8)

The ComvikBoard statedthat “where a featurecannotbe consideredascontributing

to the solutionof any technicaJproblem by providing a technical effect it has no

significancefor the purposeof assessinginventive step” (EPO 2002: Reasons§6).

TheHitachi Board, alsocondenmingthe contributionapproach,likewise statedthat

“the invention will be assessedwith respectto the requirementof inventive stepby

taking accountofonly thosefeatureswhich contributeto atechnicalstep” (EPO2004:

Reasons§5.3).
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3.6. Theemergenceofthe “technical character”approach

In April 1993, EPO Technical Board of Appeal 3.5.1 (Chairman Van den Berg)

revisited the “contribution” approachin decisionT-833/91 IBM, pointing out that,

while it wasnot alwaysstraightforwardto determinewhetheror not an inventionwas

excludedunderArticle 52(2)and(3) EPC,the “Board’s caselaw hasdevelopedsome

criteriafor allowing suchan issueto be decidedwith the necessarycertainty.” (EPO

1993a:Reasons§3.1).Herethe root of the later“technical character”doctrinewasset

out asfollows:

The consideration on the basis of these criteria is, first, that all the d~ft’erentmatters or

activitieslistedin Article 52(2)wouldseemto havein commonthattheyimplysomethingnon-

technicaland, secondly, that from Article 52(3) it would appearto be the intention of the

Convention to permit patenting (only) in those cases in which the invention involves some

contribution to the art in a field not excluded from patentability (EPO 1993a: Reasons §3.1,

emphasis added)

Later thatyear,in October,EPOTechnicalBoardofAppeal3.5.1 (ChairmanVanden

Berg) in decisionT-204/93AT&T (a decisionwhich camebackto haunttheBoard in

caseT-1173/97IBM) consolidatedits position that Article 52(2)EPC only excluded

non-technicalsubject matter stating that the “exclusions of Article 52(2)(3) are

generally understood as having in common that the excluded matters lack

technicality” (EPO 1993b: Reasons§3.12). The “technical character”approachhad

notyet arrived,however,andtheAT&T Boardwenton to statethat:

computerprogramsas such, independentof suchan application[i.e. application to a practical

end] , arenot patentable irrespective of their content, i.e. even if that content happened to be

such as to make it useful, when run, for controlling a technical process. (EPO l993b: Reasons

§3.13)

This brings us to the magnumopus of Van den Berg’s Board 3.5.1, decisionT-

1173/97 IBM from July 1998, where the “technical character” doctrine made its

appearanceandthe circumventionofthe exclusionsofArticle 52(2)EPC,descriedby

thesameBoardtwelveyearsbeforein T-38/86 IBM, finally occurred.

Whathadhappenedin the meantime?Theanswerseemsto be theentry into forceof

theTRIPSAgreement.This eventbroughtaboutthepossibility that, since,unlike the
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exclusionsof Article 53 EPC, the exclusionsof Article 52(2) EPC were not written

into TRIPS,theEPC might prove not to be compliantwith Article 27 TRIPS andthe

very lengthytaskof amendingtheEPC would thereforehaveto be undertaken.

While admitting that TRIPS did not apply to the EPC, the IBM Board thought it

appropriateto takeTRIPS into consideration.Sincethesecommentsweremadein the

contextof theIBM Boardseekingto interpreta law from 1973 (the EPC) using later

developmentsin patent law andpracticeoutside the EPC and the EPO, the IBM

Board’s commentsdeserveto be quotedat length before we turn to the mannerin

which theIBM Boardchoseto redefinethelaw. Section2 oftheIBM Board’sReasons

readsas follows:

2.1 To a large extent the Board shares the appellant’s opinion about the significance of TRIPS

with regard to the case under consideration.

However, for the time being it is not convinced that TRIPS may be applied directly to the

EPC. Apart from any other considerations TRIPS is binding only on its member states. The

European Patent Organisation itself is not a member of the WTOand did not sign the TRIPS

Agreement.

2.2Nor has the Boardbeenableto find anyjustificationunderthe ViennaConventionon the

Law of Treaties for the directapplicationof TRIPS to the EPC.

Although, accordingto Article 4, the Vienna Convention, which wassigned on 23 May 1969,

but did not enter into force until 27 January 1980, is not applicable to the EPC, it has

considerable authority and has frequently been cited by the boards of appeal when applying

principles laid down in it. However, in the Board’s opinion Article 30, which deals with the

“application of successive treaties relating to the same subject matter”, does not provide any

justification for applying TRIPS to the EPC. For instance, there is not even full

correspondence between the contracting states to the EPC and the member states of TRIPS, ie

not all the contracting states to the EPCare simultaneouslymembersof TRIPS.

2.3 But although TRIPS may not be applied directly to the EPC, the Board thinks it

appropriate to take it into consideration, since it is aimed at settingcommon standards and

principles concerning the availability, scope and use of trade-relatedintellectual property

rights, andthereforeofpatentrights. Thus TRIPS gives a clear indication of currenttrends.

Article 27(1) TRIPS states that “patents shall be available for any inventions, whether

products or processes, in all fields of technology, provided they are new, involve an inventive

step and are capable of industrial application”. This general principle, when considered

together with the provisions pursuant to paragraphs 2 and 3 of Article 27 concerning exclusion
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from patentability(which, however,do notcompriseany of the subject-mattermentionedin

Article 52(2) EPC), can be correctly interpreted, in theBoard’s opinion, as meaningthat it is

the clear intention of TRIPS not to exclude from patentabilityany inventions,whateverfield

of technology they belong to, and therefore, in particular, not to exclude programs for

computers as mentioned in and excluded under Article 52(2)(c)EPC.

2.4 The Board is fully aware that, according to Article 10(1) TRIPS, “computer programs,

whether in source or object code, shall be protected as literary works under the Berne

Convention (1971)”. This provision does not, however, weaken the above conclusion that

computerprogramsare patentableunder TRIPS, as based on its Article 27. As correctly

assumed by the appellant, the fact that Article 10 is the only provision in TRIPS which

expressly mentions programs for computers and that copyright is the meansof protection

provided for by said provision does not give rise to any conflict between Articles 10 and27

TRIPS. Copyright and protection by patents constitute two different meansof legalprotection

which may, however, also cover the same subject-matter (eg programs for computers), since

each of them serves its own purpose.

2.5 The appellant also referred to current practice in the US and Japanese patent offices and

pointed out that, accordingto recently revisedguidelines for examinationin both offices,

claims for computer program products are now allowed. lie did not go into further detail

concerning the exact formulation of such claims.

The Board has taken notice of these developments, but wishes to emphasise that the situation

underthesetwo legal systems (US, JP) differs greatly front that under the EPC in that it is

onlythe EPCwhich containsanexclusionsuchastheone in Article 52(2)and(3).

2.6 Nevertheless,as pointed out by the appellant, these developmentsrepresenta useful

indication of modemtrends. In the Board’s opinion they may contribute to the further highly

desirable (world-wide) harmonisation of patent law. (EPO 1998:Reasons§2)

Roughlyinterpreted- the IBMBoardbelievedthereto begoodgroundsto try tofind

a way offinding computerprogramsto be patentable~1~pite their exclusionfrom

patentability in Article 52(2)EPC. Thereasoningbeganby assumingthe conclusion:

Article 52(2)(c) EPC states that programs for computers sI all not be regardedas inventions

within the meaning of Article 52(1)EPCand are therefore excluded from patentability.

Article 52(3) EPC establishes an important limitation to the scope of this exclusion.

According to this provision, the exclusion applies only to Ihe extent to which a European

patentapplicationor a Europeanpatentrelatesto programsfar computers“as such”.

The combination of the Iwo provisions (Article 52(2) cud (3) EPC) demonstratesthat the

legislators did not want to excludefrom patentability all programsfor computers.In other

words the fact that only patentapplicationsrelating to pro~aarnsfor computers as such are

16



excluded from patentability means that patentability may be allowed for patentapplications

relating to programs for computers where the latter are not considered to be programs for

computers as such. (EPO 1998: Reasons §4.1, emphasis added)

The IBM Boardthenindicatedthat finding themeaningof “as such” might “result in

the identification of thoseprogramsfor computerswhich, as a result of not being

consideredprogramsfor computersas such,are opento patentability.” (EPO 1998:

Reasons§4.2)

TheIBM Boardbeganby referring to “technicalcharacter”,aterm which is not used

in the Articles of the EPC, i.e. the parts of the EPC specifically agreedby the

legislator:

0 Within the contextof the applicationof the EPC the technical characterof an inventionis

generallyacceptedas an essentialrequirementfor its patentability. This is illustrated, for

instance, by Rules 27 and 29 EPC. (EPO 1998: Reasons §5.1)

Hereit mustbe stressedthat, in accordancewith Article 164(2)EPC,theRulesofthe

EPC cannot override, i.e. be used to interpret incorrectly, the provisions of its

Articles. Moreover, as notedby Pila,the travauxpréparatoiresof the EPCshowthat

the technicalcharactertheoryof inventionshasbeenrejectedby the framersof the

EPC from the outset (Pila 2005a). In this regard, Pila draws attention to the

Proceedingsof the 1st meetingofthe Patents WorkingParty heldat Brusselsfrom 17

to 28 April1961(CUE 1961,section5~5)~9

The IBM Board thenreturnedto its unsupportedassumptionfrom earlier casesthat

Article 52(2)EPC excludesonly non-technicalinventions:

The exclusionfrom patentabilityof programsfor computersas such (Article 52(2) and (3)

EPC) may be construedto mean that such programs are considered to be mere abstract

creations, lacking in technical character. The use of the expression “shall not be regarded as

inventions” seems to confirm this interpretation.

This means that programs for computers must be considered as patentable inventions when

they have a technical character. (EPO 1998: Reasons §~S5.2-5.3)

In a subsequent article, Pila (2005b) hasdescribedat length the origin of the Article 52(2) EPC
exclusion of computer programs and of the “as such” restrictionof Article 52(3)EPC.
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Quite apartfrom the fact that Article 52(1)EPC statesthat patentsmaybe grantedfor

inventionsandArticle 52(2) EPCexcludessubjectmatterby thesimple legal fiction

ofstatingthat it isn’t an invention,andso isn’t patentable,thesubjectmatterexcluded

by Article 52(2) EPC includesthings (besidescomputerprograms)that evenin 1973

would not havebeenthoughtto besimply “abstractcreations”andwhich, againeven

in 1973, would have been consideredto have the possibility of being applied to

technical effect. If a previously undocumentedplant is found that contains a

compoundeffective againsta diseaseand so could be usedto treat the diseaseby

consumptionof the plant, thenthe plant, a “discovery”, could be usedto technical

effect. If a novel algorithm can be usedto achieveimage enhancement,thenthe

algorithm,a !Imathematicalmethod”,could be usedto technicaleffect.

The IBM Board then turnedto the technicalcharacterof computerprograms.It first

acceptedthat the physical modification of the hardwareof the computer, e.g. by

causingelectrical currents,that implicitly occurs when a computerruns under the

control of anyprogramcouldnot be atechnicalcharacterof the programsufficientto

avoidtheArticle 52(2) EPCexclusion,As aresult,theIBM Boardcontinued:

It is thusnecessaryto look elsewherefor technicalcharacterin theabovesense:It could be

foundin the further effectsderiving from the execution(by thehardware)of the instructions

givenby thecomputerprogram.Wheresaidfurthereffectshavea technicalcharacteror where

theycausethesoftwareto solvea technicalproblem,an inventionwhich bringsaboutsuchan

effect may be consideredan invention,which can, in principle, be the subject-matterof a

patent.

Consequentlya patentmay be grantednotonly in thecaseof an inventionwherea pieceof

softwaremanages,by meansof a computer,an industrialprocessor the working of a piece of

machinery,but in everycasewherea programfor acomputeris the only means,or oneof the

necessarymeans,of obtaining a technicaleffect within the meaningspecifiedabove,where,

for instance, a technical effect of that kind is achievedby the internal functioning of a

computeritself underthe influenceof saidprogram.

In otherwords,on conditionthat theyareable toproducea technicaleffectin the abovesense,

all computerprogramsmust beconsideredas inventionswithin the meaningof Article 52(1)

EPC, andmay be thesubject-matterof a patentif the otherrequirementsprovidedfor by the

EPC aresatisfied.(EPO 1998:Reasons§~6,4-6.5)

From this reasoning,the newly discoveredplant and thenew algorithm referredto

abovewould classas inventionsfor the purposesof Article 52(1) EPC.
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Following this reasoning,the IBM Board concludedthat “it does not make any

differencewhetheracomputerprogramis claimedby itself orasarecordon a carrier”

(EPO 1998: Reasons§ 13), i.e. that claimsto computerprogramsassuch(but not of

course“as such”) are allowed.

The emphasison discoveriesin the precedingparagraphsis madedueto afurther line

of argument(similar to that of decisionsPBS,ComvikandHitachi discussedabove)

that was developed by EPO Technical Board of Appeal 3.5.1 (now chaired by

Steinbrenner)in anothercase,T-172/03 Ricoh. The T-172/03 decisionrelatedto a

businessmethod,also subjectmatterexcludedunderArticle 52(2) EPC. The Ricoh

Boardheld that thestateof theart, i.e. theprior disclosuresto be takeninto account

whendeterminingwhetheran invention is new, and so patentable,doesnot include

things which are non-technical,whetherpublishedor not (seeEPO 2003: Reasons

§~~8-l0).Since, by the logic of Board 3.5.1, everythingthat is excludedby Article

52(2) EPC is non-technical, this would allow a patent to a known discovery,

mathematicalmethod,etcper se,to be grantedto any personwho subsequentlyfinds

a technical character,i.e. effect, of the discovery,etc. Sincea claim to a productas

such covers all uses of the product, such patentswould clearly circumvent the

intentionofthelegislatorin enactingArticle 52(2)EPC.

EPO Technical Board of Appeal 3.5.01 (under its new chairman Steinbrenner)

developedthe interpretationof the “as such” provisionstill further in February2006

with decisionT-424/03Microsoft (EPO 2006b)to ariseat what we haveabovecalled

the “strictly literal” approach.At issuewas a claim, claim 5, to a computer-readable

medium (i.e. a carrier) having a computer program on it. The Microsoft Board

concludedthat the“subject-matterof claim 5 has technicalcharactersince it relatesto

a computer-readablemedium, i.e. a technical product involving a carrier” (EPO

2006b: Reasons§5.3, emphasisadded).The logic of this decisionis that no mixed

mediaclaims areexcludedfrom patentabilityby Article 52(2)and(3) EPC, i.e. that

“as such” is to beinterpretedin the strictestliteral sense.
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4. The Questions referred to the Enlarged Board of Appeal

We mustturn now to thequestionsreferredto the EnlargedBoard of Appealby the

Presidentof theEPO in October2008. The questionsareasfollows:

1, Can a computer programonly be excludedas a computerprogramas such if it is

explicitly claimedasa computerprogram?

2a. Cana claim in theareaof computerprogramsavoidexclusionunderArt. 52(2)(c)and(3)

merely by explicitly mentioning the use of a computeror a computer-readabledata

storagemedium?

2b. If question2(a) is answeredin thenegative,is afurther technicaleffectnecessarytoavoid

exclusion,said effectgoingbeyondthoseeffectsinherentin the useof a computeror data

storagemediumto respectivelyexecuteor storea computerprogram?

3a. Must a claimedfeaturecausea technicaleffect on a physical entity in the realworld in

orderto contributetothe technicalcharacterof theclaim?

3b. If question3(a) is answeredin the positive, is it sufficient that the physicalentity be an

unspecifiedcomputer?

3c. If question3(a) is answeredin the negative,can featurescontribute to the technical

characterof theclaim if the only effectsto which theycontributeareindependentof any

particularhardwarethat maybeused?

4a. Does the activity of programming a computer necessarily involve technical

considerations?

4b. If question4(a) is answeredin thepositive, do all featuresresulting from programming

S thuscontributeto thetechnicalcharacterofa claim?

4c. If question4(a) is answeredin the negative,can featuresresulting from programming

contributeto the technicalcharacterof a claim only when theycontribute to a further

technicaleffect whentheprogramis executed?(EPO2008a)

4.1. QuestionI - Is the “strictly literal” approachcorrect?

The approachtaken in decisionT-424/03 Microsoft discussedabove,the “strictly

literal” approach,would result in the answer“yes” to question1. This howeverwould

havethe result that mostof the other exclusionsfrompatentability in Article 52(2)

EPCcould similarly be avoidedby inclusion of non-excludedsubjectmatter in the

claim.

20



Since the “strictly literal” approachis an alternative to the “technical character”

approach,an instructionmanual,a setof instructionsorrules for a game,andso on,

would escapeArticle 52(2)and (3) EPC if, aswould generallybe the case,theyare

presenton a carrier, e.g. a book. With the EPOcaselaw as it stands,giving force to

the legislator’sintent in draftingArticle 52(2)EPCthenreliesuponthe legal fiction of

thePBS,ComvikandHitachi decisions,denouncedby JacobU in theAerotelcaseas

not intellectually honest,that non-technicalfeaturescannotcontributeto novelty or

inventiveness.Sincesuchnon-technicalfeaturesapparentlyincludediscoveries,this

would have the undesirableeffect that a novel and inventive application of a

discovery would be unpatentable,e.g. a therapeuticdrug containinga compound

isolatedfrom aplantnewly discoveredto havehealingproperties.

The EPO Presidentrecognisedthat the “strictly literal” approachof the T-424/03

Microsoft decision diverged from the “technical character” approachof earlier

decisionT-1173/97IBM, the logic ofwhichwould leadto theanswer“no” to question

I sincea carrier carryinga non-technicalprogramwouldbe excludedunderArticle

52(2)EPCusing the “technicalcharacter”approach.

Since the logic of the T-424/03 Microsoft decision leads to the emasculationof

Article 52(2)EPCandrequiresanabsurdtestfor noveltyandinventivenessto recover

any exclusionaryeffect, theanswerto questionI mustbe “no” (unlessabetterway is

5 foundto give realmeaningto theexclusionsofArticle 52(2)EPC — seebelow).

4.2. Question2(a) - Are all mixedmediaclaimsallowedbyArticle 52(2)and

(3) EPC?

The logic of the T-424/03 Microsoft decisionwould lead to the answer“yes” to

question2(a).However,a betterway would haveto be foundto give real meaningto

the exclusionsof Article 52(2) EPC.

It is unfortunatethat the EPO Presidentchoseto phrasequestion2(a) by referring

both to a computerand to a data storage device. There is a strong conceptual

difference between,on the one hand, a computer under operative control by a
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program,by virtueof which it is ableto do somethingit previouslycouldnot, and,on

the other hand, a programon a disc (or a computer) which is no more than the

programon acarrier, like anovelprintedonto thepagesof abook. Accordingly,we

shall first considerquestion2(a) asif thewords“a computeror” wereabsent.

The answerto sucha question,aswith question1, should be “no” unless a way is

foundto avoid theexclusionbeing renderedmeaningless,a necessityin view of the

retentionof theexclusionduring the recentrevisionof the EPC, aretentionrequired

by Franceasmentionedby thePresidentof theEPO.’°

Consideringquestion2(a) by contrastwith the words “or a computer-readabledata

storagemedium” deleted,the answerwould againseemto be “no” (asthe computer

can simply act as the carrier of the program) unless the computer is under the

operativecontrolof theprogram,in which casethe answershouldbe “yes”. Here let

us remindthereaderthat a “yes” answerdoesnot meanthat a claim to “a computer

under the operativecontrol of a computer program enabling it to do X” would

automaticallybe patentable— theotherhurdlesofpatentabilitywould alsohaveto be

cleared.

Thelogic of decisionT-ll 73/97 IBMhoweverwould also lead to theanswer“no” for

all aspectsof question2(a), sincea technical characterwould be a requirementfor a

“yes” answer.

S
4.3. Question2(b) - Is the “technical effect”approachcorrect?

Turning to question2(b), and againaddressingthe caseof thedatastoragemedium

alone,theanswer(to thequestionthat is, not to theparaphrasein theheadingofthis

section)clearlyhasto be “yes” — howeverthe featurein questioncannotbea feature

of theprogrambut mustinsteadbe a featureof thedatastoragedevice.As the EPO

Presidentrightly notes, if the further technical effect residesin the program,this is

equivalentto equatingprogramsto methodsratherthan products.More particularly,

~ The travaux préparotoires relating to the recent revision to the EPC are available at

http://www.epo.otg/patents/law/legal-texts/epc2000.htmlliastaccessed29 March 2009].
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in her letterofreferral,thePresidentoftheEPOcommented,in relationto question2

anddecisionT-1173/97JBMthat:

[T]he Board indicated that the substance of a computer program claim lies in the method

which it is intendedto carry outwhen beingrun on a computer(Reasons,9.6, 2nd paragraph,

lines 1-3). As such it must be assumed that the Board considered ‘programs for computers’ to

be a type ofmethod claim. This would be in line with G 2/88(Reasons,2.2)which definesthe

two basictypesof claims asbeing physicalentitiesandphysicalactivities.

Unlike an apparatus,which could be infringing whether it is actually operatingor not, a

methodis only (directly) infringed when themethodis carriedout, whetherby a computeror

anotherentity. As such, it seemsillogical to distinguishbetween computerimplemented

methodsandcomputerprogramswhich will cause a method to be implemented. (EPO 2008a:

Reasons§8, emphasisadded)

5 Here we enter into the realmsof unnecessaryfantasy. A datacarrier, e.g. a disc

carryinga computerprogram, is self-evidentlynot a methodbut a thing, a physical

object. If the EPO’s belief, divergingfrom the rest of humanity, is that computer

programs are really methodsand as methodsshould be patentable,then there is

nothing stoppingthembeing claimedasmethods,andfrom decisionT-208/04Vicom

onwardsit hasbeenabundantlyandunarguablyclearthat methodsinvolving theuse

of a computerprogram are not excluded by Article 52(2) EPC. National courts

howeverwould then have to acceptthat a computerprogramon a disc, or a non-

operating computer, does not directly infringe claims to computer programs.

Moreover, any claim to a disc carrying a method would obviously be invalid for

insufficiencysinceloadingamethodon a disc is beyondtheboundsofpossibility.

The EnlargedBoardof Appealdecisionreferredto by the Presidentis the infamous

G-02/88Mobil case(EPO I 989b)whereaclaim wasallowedto “the knownuseof a

knownmaterialto achieveahithertounrecognisedeffect”, in thatcasethe additionto

a lubricatingoil of an additivepreviouslyusedin lubricating oils as arust-inhibitor,

the neweffect beingthat it hadbeendiscoveredthat the additivealsohada friction-

reducingeffect.

Thepassagein the reasonsof G-02/88Mobil referredto by the Presidentdoeslittle

more than statethe alreadywell known - inventions may be claimedasphysical
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entities(products)or physical activities (methods)andthat methodclaims may refer

to productfeaturesandviceversa.

After Jacob U’s scathing commentsregardingthe case law developedby EPO

Technical Board of Appeal 3.5.1 in relation to Article 52(2) and (3) EPC, as

mentioned above the Board counterattackedin the T- 154/04 Duns Licensing

Associatesdecision.TheT-154/04decisionsetout in detail theBoard’s basisfor the

“technicalcharacter”testandit is helpful to quotethis at length:

The constant[sic] jurisprudenceof the boardsof appealas far as it is relevantto thepresent

casemaybesummarisedsuccinctlyin the following principles:

(A) Article 52(1) EPC setsout four requirementsto be fulfilled by a patentableinvention:

theremustbean invention,and if thereis an invention, it must satisfythe requirementsof

5 novelty, inventive step,andindustrialapplicability.

(B) Having technical character is an implicit requisite ofan “invention” within the meaning

ofArticle 52(1)EPC (requirementof “technicality”).

(C) Article 52(2) EPC does not exclude from patentability any subject matter or activity

having technical character, even ~fit is related to the items listed in this provision since

theseitemsareonly excluded“as such”(Article 52(3) EPC).

(D) The four requirementsinvention,novelty, inventive step,and susceptibilityof industrial

application are essentially separate and independent criteria of patentability, which may

give rise to concurrent objections. Novelty, in particular, is not arequisiteof an invention

within the meaning of Article 52(1) EPC, but a separaterequirementof patentability.

(E) For examining patentability of an invention in respect of a claim, the claim must be

construed to determine the technical features of the invention, i.e. the featureswhich

contribute to the technicalcharacterof the invention.

5 (F) It is legitimate to have a mix of technical and ‘non-technical” featuresappearingin a

claim, in which the non-technicalfeaturesmay even form a dominatingpart of the

claimed subject matter. Novelty and inventive step, however, can be based only on

technical features, which thus have to be clearly defined in the claim. Non-technical

features, to the extent that they do not interact with the technical subject matter of the

claim for solving a technical problem, i.e. non-technical features “as such”, do not

provide a technical contribution to the prior art and are thus ignored in assessing novelty

and inventive step.

(0) For thepurposeof the problem-and-solutionapproach,the problem mustbe a technical

problemwhich the skilled personin theparticulartechnicalfield might be askedto solve

at the relevant priority date. The technical problem may be formulated using an aim to be

achievedin a non-technicalfield, andwhich is thus not part of the technical contribution

provided by the invention to the prior art. This may be done in particular to define a
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constraintthat hasto be met(even if the aim stemsfroman aposterioriknowledge of the

invention), (EPO2006a:Reasons§5, emphasisadded)

Readingthis “succinct summary” of jurisprudenceleavesone somewhatspeechless.

Not only hasthe Board of Appeal’s caselaw not beenconstantor consistent,but

repeatedlystating somethingto be a fact doesnot make it one, This formulation

containsthreeblatanterrors: that technicalcharacteris arequisiteofan invention(see

Pila2005a);that Article 52(2)and(3) EPC only excludenon-technicalsubjectmatter

(seebelow); andthat non-technicalfeaturescannotcontributeto novelty or inventive

step(seeJacobU’s commentsin theAerotelcasequotedabove).

ThatArticle 52(2)and(3) EPConly excludenon-technicalsubjectmatterhasno basis

S in the travaux préparatoiresof the EPC (seePila 2005a) and is evidently incorrect

sinceArticle 52(2)and(3) EPCwereretainedin EPC 2000(thecurrentversionofthe

EPC which was agreedafter TRIPS and after decision T-l 173/97 IBM), despite

Arth~le52(1) EPC being amendedto refer to patentsbeing granted“in all fields of

technology” (to comply with TRIPS)and despitethesuggestionbeingmadethat they

could thereforebe deletedasredundant.By not beingdeleted,at the insistenceof the

Frenchdelegation,it is implicit that Article 52(2)and(3) EPC ms~stserveto exclude

sometechnical subjectmatter. If by virtue of Article 52(2) and (3) EPC not being

deleted,theEPC is not TRIPScompliant,thenit is up to theEPC contractingstatesto

amendArticle 52 EPCagainto attaincomplianceandnot up to theBoardsof Appeal

to misconstruethe law for thesakeof political or administrativeconvenience.

S
4.4. Questions3 and4

Questions3 and 4 posedby the Presidentof the EPO add nothing further to the

positionrelatingto claimsto computerprogramsratherthanclaimsto computers,and

will not bediscussedin detail here.

5. The correct approach?

As far asthe correctmeaningto be given to the “as such” limitation of Article 52(3)

EPC is concerned,we have arguedthat the now defunct“contribution” approachis
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unduly draconian and that the “strictly literal” interpretation of the T-424/03

Microsoftdecisionon its own is ineffectualas it is so easilysidestepped.

We would arguethat thecorrectinterpretationof the law is that a mixedmediaclaim

is not excludedby Article 52(2) and (3) EPC if the non-excludedfeaturecausesthe

claimedsubjectmatterto be otherthan the excludedfeatureassuch,but that if the

two featuresindependentlyarenot inventions(e.g. if onefeaturelacksnovelty andthe

otherfeatureis not an inventionfor the purposesof Article 52(1) EPC by virtue of

Article 52(2) and (3) EPC), then the combinationmustlack inventivestep if in the

combination eachfeaturefunctions independently,i.e. achieves no more than it

wouldin anyothercombination.

In British patent parlance, such a non-interactingcombination of featureswhich

independentlyarenot inventions is referredto as a “collocation” and is unpatentable

for lackofinventivestep(seeCIPA 2001:94).

Thus where a novel computerprogram is dormantupon a carrier, the claim to a

knowncarrier (e.g. disc or computer)carryingtheprogrammustfail. Wherea claim

is directedto an apparentlyinventive carriercarryinganovel program,on first sight

the Examinermay believe it to passthe Article 56 EPC test for inventive step;

however,if he finds from theprior art that that carrier is known, thentheclaim must

fail underArticle 56 EPC. Two non-interactingnon-inventionsdo not togetherform

5 aninvention.

This proposedinterpretationof Article 52(2)and(3) EPCis in agreementwith EPO

TechnicalBoard ofAppeal3.5.0l’s interpretationin theT-424/03Microsoftdecision,

but differs in the manner in which inventive step is assessedsince the T-424/03

Microsoft approachwould allow claims to collocations, i.e. known data carriers

carryingnewprograms.

In its treatmentof the contribution of the excludedfeature to inventive step, our

proposaldiffers from Board 3.5.1’s approachin the T-93 1/95PBS,T-641/00Comvik

and T-258/03Hitachi decisionssince the excludedfeature is not ignored whereit

interactswith thenon-excludedfeature.
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In its refusal to label excludedfeaturesas non-technical,our interpretationdiffers

from Board3.5.1’sapproachin theT-1 173/97IBM decision.

Our approachmay be also be comparedwith the earlier “contribution” approachof

theT-38/86IBM decision.In theAerotelcase,JacobU setout thetwo objectionsto

thecontributionapproach:

Thefirst objectionis that it involvesan inquiry asto what is old, whereasyou oughtto beable

to determinewhetheran exclusionappliesjust by consideringwhat is claimed- is this sort of

thing excluded?(EWCA 2006:paragraph33)

To this the answer is that with the interpretationwe proposeit will be clear

S immediatelywhetherArticle 52(2)and(3) EPCapply.

JacobU continued:

The secondobjection to the contributionapproachis that acceptedby this court in Merrill

Lynch - a reductio ad absurdam argument.An example of it runs thus: supposethe

“discovery” of the genetic(nucleotide)sequencewhich encodesfor a particular valuable

protein anda claimto a novel cloning vectorincorporatingit. If you “strip out” thediscovery

all you haveis a known sort of cloning vector.Sothat all that hasbeen added is the discovery

- since that is unpatentablethe claim is unpatentabletoo. That cannotbe right - it would

excludemany valuableinventions.(EWCA2006:paragraph34)

To thistheanswerwith our proposedinterpretationis that if all thevectoris doing is

S serving as a carrier for the sequence,then the new vector construct would be

unpatentable.Theframersof the EPCdid not guaranteethat no valuableinventions

wouldbe excluded,and in any eventthe useof the vectorconstructto introducethe

sequenceinto an environmentin which the protein is then expressedwould not be

excluded,in just the sameway asa methodof operatingacomputerusing aprogram

neednotbeexcluded.

Wesuggestthatourproposedinterpretationwould in fact leadto thesameoutcomeas

the “technicalcharacter”testsetoutby JacobUJ in theAerotelcase:

(1) properlyconstruetheclaim

(2) identify theactualcontribution;

(3) askwhetherit falls solely within the excludedsubjectmatter;
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(4) checkwhethertheactualor allegedcontributionis actuallytechnicalin nature(EWCA

2006:paragraph40)

Applied to a disc carryinga computerprogramcapableofachievingatechnicaleffect

when run on a computerand to a computerunder the operativecontrol of sucha

program,theproposedinterpretationwould denyclaimsto the formerwhile allowing

them to the latter; in comparison,it is submittedthat the disc carrying the program

shouldfail theAerotel testat stage(3), while the computershouldpassat all stages.

Here,however,it shouldbe notedthat the EnglandandWalesCourt of Appealin the

Symbiancaseseemedto suggestthat acomputerprogramshouldpasstheAeroteltest

at stage(3) - however,this wasonly achievedby identifying the contributionasthat

achievedby the runningof the programby the computerratherthanby thecomputer

programitself (EWCA 2008:paragraph59).

6. Ramifications of the proposedapproach

TheEPC containsexclusionsto patentability(otherthan for lack of novelty, inventive

step or susceptibilityto industrial application)in Article 52(2) andArticle 53(a), (b)

and (c). Simply put, Article 53(a), (b) and (c) EPC relaterespectivelyto immoral

inventions, plant and animal varieties and essentially biological processes,and

methodsof medicaltreatment.The “as such” proviso only appliesto subjectmatter

excludedby Article 52(2) EPC. If,, aswe propose,the Article 52(3) EPC “as such”

proviso allows mixed mediaclaims including thesubjectmatterexcludedby Article

52(2)EPC,thenthe absenceof a similar proviso in relationto Article 53 EPCwould

imply that mixed mediaclaims including the subjectmatterexcludedby Article 53

EPC are not automaticallyexemptfrom the exclusion,but that if they are exempt

they areof course subjectto a collocation approachto inventive step, i.e. to the

requirementfor an interactionbetweenfeaturesthat on their own arenot patentable

inventions. To recap,if there is no “as such” limitation, then thereis no automatic

exemptionfrom exclusionby inclusionof non-exemptsubject-matter.If the subject-

matteris exemptedfrom exclusion,then it muststill passthe inventivesteptest. If it

is notexemptfrom exclusion,thenquite simplyit is unpatentable.
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As to the EPO caselaw relating to methodsof medicaltreatment,this is consistent

with ourproposedapproach,sincemixed mediaclaimsin this context(e.g.claimsto a

multi-stepmethodin which onestepqualifiesas a methodof medicaltreatmentbut in

which otherstepsdo not) aredeemedunpatentable(seeG-Ol/04Diagnosticmethods,

EPO2005).

As to theexclusionof “immoral” inventions,commonsensewould dictatethat doing

somethingimmoral is not mademoral by also doing somethinggood, so it would

appearthat our proposedapproachto mixed mediaclaims is also consistentwith

Article 53(a)EPC.

5 This leavesthe exclusionsof “essentiallybiological processes”and of plant and

animalvarietiesby Article 53(b)EPC.

Thesubjectof essentiallybiological processesis currentlybeforetheEnlargedBoard

of Appeal in the G-02/06 Broccoli/P/antBioscience(EPO 2006c) and G-0l/08

Tomatoes/Stateof Israel (EPO 2008b) cases.We havearguedelsewhere(Sterckx

2008) that a multi-step process is excluded from patentability as an essentially

biological processif thefinal processstep is itself an essentiallybiological process,

andthusthat mixedmediaclaimsin this subjectareaarenot automaticallyclearof the

exclusionfrom patentabilityas would be thecasewere the “as such” proviso to have

beenapplied to Article 53(b) EPC. To be more specific, in a multi-stepprocess,an

5 essentiallybiological processstepinherentlydoesnot interactwith non-excluded(i.e.

not essentially biological) steps. Thus, using the requirementwe propose —that

inventive step can only be recognisedfor a combination of individually non-

patentablefeaturesif there is interaction betweenthose features—in a multi-step

processinvolving an essentiallybiological processstep.the setof stepsthatarenot

essentiallybiological must be novel and inventive for the mixed mediaclaim to be

patentable.Moreover,wherethe essentiallybiological processstepis thefIrst or last

step,thenthe (remaining)novel andinventiveprocessmayadequatelybe definedand

claimedwithoutrequiringits inclusion. (Sterckx2008)

Wherethemixed mediaclaim is to a product,e.g.aplantproducedby asetofprocess

steps,oneof which is an essentiallybiological process,thenwe haveargued(Sterckx
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2008) that such claims must be rejectedunless the fInal processstep is not an

essentiallybiological process.This is becausesuch a mixed media product claim

would cover theproductof an essentiallybiological process(i.e. the productof the

final step) and acceptanceof sucha claim would negatethe legislator’s intention to

excludeessentiallybiological processesfrom patentability.Forsucha claim would be

infringed by someonewhoseonly action was to perform an essentiallybiological

processandthentradein the resultantproduct.

We must finally turn to the implications of our proposal for the exclusionfrom

patentabilityofplantandanimalvarieties.

5 Let us considerthecasewhere an invention residesin the realisationthat by coating

theseedsofplantvariety XX with anutrientcompositionZZ (which is alreadyknown

for coating the seedsof plant variety YY solely to achieve faster growth) an

unexpectedtechnicaleffect is achieved,e.g. germinationata lower temperature.Can

“seedsof plant variety XX coatedwith compositionZZ” be patented?We think the

answershouldbe “yes”. However,until the seedsareplanted,theeffectis not realised

and thusthe combinationis perhapsacollocation,i.e. perhapsthereis no interaction

betweenthe individually unpatentablefeaturesof this mixed mediaclaim. Not so, if,

when the non-excludedfeature (here composition ZZ) performs its own known

function, the new technical effect automatically arisesfrom the interactionof the

independentlyunpatentablefeatures(herelower temperaturegerminationof theseed

5 of plant variety XX due to the presenceof compositionZZ), then the interaction

requiredfor acknowledgementof an inventive stepmay be seento be implicit in the

combination.Thus such a mixed mediaclaim, while not automaticallyexempt from

the Article 53(b) EPC exclusionby the absenceof an “as such” provision, will pass

theinventivestephurdle ofArticle 56 EPC.In contrast.whenadatacarriercarryinga

computerprogramis insertedinto acomputer’sdatacarrierreceptor,theprogramdoes

not automaticallytakecontrolof thecomputer.Thereis no synergybetweenthedata

carrier in operationand theprogramit carries.
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7. Alternative proposal 1: No mixed media claimsshould be allowed

Our proposedinterpretationgives effect to the exclusionsof Article 52(2) EPC by

first permitting mixed media claims but then requiring a relatively conventional

approachto theassessmentof inventivestep.This could perhapsbe seenasequivalent

to statingthat the “as such” requirementof Article 52(3) EPC servesto excludenon-

interactingcombinationsof excludedand non-excludedsubjectmatter - to takethe

earlieranalogy,aman (excluded)with ahat (not excluded)on his headmight still be

consideredto be aman“as such”.

However,this is not so since that interpretationof “as such” would causeclaims to

novel and inventive non-excludedsubject matter to be rejectedwhen claimed in

combination with excluded subject matter with which it does not interact. As

discussedabove,the exclusionsof Article 53 EPC of methodsof medicaltreatment

and immoral inventions require mixed media claims to be rejectedwhile the

exclusionsof Article 52(2) EPC do not. Thereis no pressingreasonwhy aclaim to a

novel andinventivedatacarriercarrying(any) computerprogramshouldbe rejected.

This alternativeproposalwould rejectsucha claim; ourproposedinterpretationwould

not.

8. Alternative proposal2: The “copyright level” exclusion

Before concluding,and to avoid any chargeof bias, we must point out a further

possibleinterpretationof the “as such” proviso of Article 52(3) EPC, onewhich has

not been proposedby the EPO Technical Board of Appeal 3.5.1 but which has

resonancewith decisionsin otherfields by otherEPOTechnicalBoardsofAppeal.

In this interpretation,the exclusionwould be of specjflc embodimentsof the subject

matterlisted in Article 52(2) EPC. Thus,justas theEPOhasfoundtheexclusionfrom

patentabilityof plant andanimal varietiesin Article 53(b)EPC to forbid aclaim to a

plant or animal which definesthe plant or animalat the lowest taxonomiclevel, but

not to forbid a claim in which theplant or animal is defined at a highertaxonomic

level, the Enlarged Board of Appeal could find that the exclusion of computer

programs“as such” is of spec~flcprogramswritten at a level at which they would
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enjoy copyright protection, but not of programsdefined in generic or functional

language.

To adoptthis approachhoweverwould, we feel,be undesirablefor two reasons.First,

such an approachwould do a disserviceto the public who, readingthat computer

programsarenot patentable,should havethe reassurancethat any dealingsthey may

have with specific, actual computer programs cannot constitute direct patent

infringement.Secondly,the currentEPO approachto the patentabilityof plantsand

animalsignores the fact that any and all infringing items are by definition at the

specific, i.e. lowest taxonomic,level. Accordingly, no unit coveredby such claims

could, evenby the EPO’s logic, be consideredto be patentable.As the Enlarged

5 BoardofAppealhasrecentlysaidin its WARF decision(EPO2008c:24), exclusions

from patentabilityshouldnot be interpretedin suchafashionthat allows themto be

evadedby cleverclaim drafting.

9. Conclusion

As Van denBerg, chairmanof EPOTechnicalBoard of Appeal 3.5.1.,pointedout in

1996:

[B}oards of appealcannotassumethe role of legislator.Theyhavetoapply the law asit stands

and cannotstrive to meetwisheswhich are incompatible with theprovisionsof the European

Patent Convention. (Van den Berg 1996: 45, quotedin Leith 2007:29)

We proposethat theterm“as such” that appearsin Article 52(3)EPC and qualifies

the exclusions from patentability of Article 52(2) EPC, should be given a very

straightforwardand simple meaning,the one which would be the first and themost

obvious to be given to it by any reader— if what is claimedis entirely within the

exclusion it may not be patented;if what is claimedextendsbeyondthe exclusion

then Article 52(2) EPC alone does not deny patentability. However, to avoid

sidesteppingthelegislator’s intent in includingArticle 52(2) by cleverclaim drafting

to combine a componentwhich is excludedwith a componentwhich, thoughnot

excluded, is uninventive,the subsequentanalysisfor inventive step must requirean

interactionbetweenthe excludedand non-excludedcomponentssuchthat together

theyachievemorethansingly theywould be expectedto.
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In this way it is unnecessaryto interpretaway theexclusionsof Article 52(2)EPC by

using the unsupportedconstructof “technical character”,it is unnecessaryto give a

strainedand unnatural interpretationto thewords “as such”, andthe end resultis to

find patentablethesubject-matterfoundpatentablein thepastby theEnlargedBoard

ofAppealandtheTechnicalBoardsof Appealof theEPObesidesBoard3.5.1.
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30 April 2009

European Patent Office
EnlargedBoardof Appeal — ~ 2009
Erhardtstral3e27
D-80331 Mflnchen

Dear Sirs

Amicus curiaebrief on caseG-3/08

This is aminoraddendumto theamicusbrief I submittedon 30 March 2009.

In thatbrief, for thesakeof completeness,it wassuggestedthat onepossible
interpretationofthe“as such” provisionof Art 52(3)EPCin relationto computer
programswasto permitArt 52(2)EPC to excludeonly spec~icman~festationsof
computerprograms,i.e. formswhichwould alreadybe copyrightprotected.However,
this “copyright interpretation”wassaidto be inappropriateandwasnotgone into at
length.

I now note that this interpretation appears to have gainedsomefavour in anotherof
the amicus briefs that havebeensubmitted,that by Dr TorstenDuhmeon 23 April
2009.

I should therefore point out that, before being taken seriously, theeffectofthis
interpretation on the other exclusions in Art 52(2) EPCshould be considered.If this is
done, it will be seen that this cannot havebeentheintentionoftheframersofthe
EPC. Thus for exampleit would not exclude such things as “an image created by
dots” (e.g.pointillist paintings,i.e. aestheticcreations),“instructionsfor therepairof
an engineofnovel typeX” (i.e. presentationsof information), “representationof
informationin binarycode” (i.e. presentationsof information), “representationsof
particlephysicsusingmorethanfourdimensions”(e.g.stringtheory,i.e. scientific
theories),etc.

It mayalsobenotedthat, aslong asapatentapplicationcontainedsufficientteaching
to enableperformanceofthe “invention”, suchclaimswould likewiseseemnot to be
excludedby the“vertical technology”approachsuggestedin anotheroftheamicus
briefs,namelythatofDr ReinierBakels.

Finally, I notethattwo oftheamicusbriefs, thoseofProf. JosephStrausand“Tufty
Sylvestris”,suggestthattheEnlargedBoardof Appealshouldrejectthereferralwhich
is thesubjectofG-3/08.As is madeclearin theamicusbrief I submitted,the
TechnicalBoardsofAppealhavebeeninconsistentin theirstatementson the
patentabilityofcomputerprograms,andasProf. Straushimselfdemonstratesthe
responsibleBoardswerenot identicallycomposed(evenif asa wholetheyhadthe
samenumericaldesignation,3.5.1),andthuswerein factdifferentBoards(here
rememberthatArt 112(1)(b)EPCrefersto Boards,not to differentBoardsand



2

certainly not two completelydifferent Boards).SincetheTechnicalBoardsof Appeal
operate in different subject matterareasbut nonethelessmaydecideon interpretations
of the EPChaving effect in subjectmatterareasbeyondtheirown, it is clearlyin the
public interest that divergent interpretations should be reviewable by the Enlarged
Board of Appeal (on referral by the President) whenever there is anydifference in the
compositions of the relevant Boards.

Yours faithfully

Prof. Dr Sigrid Sterckx
Ghent University
Dept Philosophy & Moral Science
Blandijnberg 2
9000 Ghent
Belgium
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