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StatementAccording to Article 11 b Rules ofProcedure of theEnlarged Board ofAppeal

DearVice-PresidentDr. Messerli,

with referenceto theReferralofthePresidentoftheEuropeanPatentOffice ofOctober22,2008,

I respectfullysubmitthefollowing commentsunderArticle 1 lb RPEBA.I emphasizefrom the

outsetthatthesecommentsaremy own soleresponsibilityandmayin no wayberelatedto the

institutionofwhichI until recentlyhavebeenoneoftheDirectors.

I.

1.1 In the Summaryof her Referralthe Presidentof theEuropeanPatentOffice (EPO), first,

pointedoutthatthepatentabilityofcomputerprogramssincethedraftingoftheEuropeanPatent

Convention(EPC)hasbeenacomplexissueandthelegislativeattemptsto changeorclarify the

law in this field havemet with morecontroversythansuccess,“although Article 52 EPCwas

amendedto statethatinventionsin all fieldsoftechnologyarepatentable,thusmakhiganimplicit
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requirementexplicit.”

1.2 ThePresidentthenpointed out that whentheEPCwasdrafted,thefeelingwasthatit was

betternotto definetheexclusionpreciselyin law, but thatthemattershouldbe left in thehands

oftheEPOandthenationalcourts,becausethis flexibility wasimportantastechnologydevelops

and newtechnologiesemerge.However,the Presidentalso referredto and quoteda working

groupstatement,stressingthatamatterasimportantascomputerprogramsshouldnotbeleft in a

stateofprolongeduncertaintypendinglegaldevelopments.2ThePresidentthenwentonto state:

“Divergingdecisionoftheboardsofappealhaveindeedcreateduncertainty,andanswers
to the questions arising from thesedecisionsare necessaryto enable the further,
harmoniousdevelopmentofcaselaw in this field.”3

1.3ThePresident,eventually,added:

“Currently thereareconcerns,alsoexpressedby nationalcourtsandthepublic,thatsome
decisionsoftheboardsofappealhavegiventoorestrictiveaninterpretationofthebreadth
oftheexclusion.It is clearthattheEuropeanPatentOffice shouldhavetheleadingrolein
harmonisingthepracticeofpatentofficeswithin Europe.”4

1.4Therefore,accordingto thePresident,fourquestionshavebeenchosenfor thereferralin order

to look atfour differentaspectsofpatentabilityin this field.

“Firstly, the relevanceof the categoryof the claims is questioned.The next three
questionsconcernthemselveswith wheretheline shouldbe drawnbetweenthoseaspects
excludedfrom patentabilityandthosecontributingto thetechnicalcharacterofclaimed
subject-matter:. .

1 SummaryoftheReferralNo. 1, first paragraph.
2 5th MeetingoftheInter-GovernmentalConferencefor theSetting Up ofa EuropeanPatent

System for the Grant of Patents, held on 24-25 January and 2-4 February 1972,
BR!168e/72e1d/KM!gc,pA4, 36.
~SummaryNo. 1, paragraph2, lastsentence.
4SummaryNo.1,paragraph3.
~SummatyNo. 1, paragraph4, first halfof thesecondsentence.
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II.

Question 1:

Can a computerprogram only be excludedas a computer program assuch if it is explicitly

claimedasa computer program?

2.1.1With theReferralofthisquestionthePresidentis invokingthedivergenceofthefollowing

decisionsoftheBoardofAppeal:T 1173/97ofJuly 1, 1998,andT 424/03ofFebruary23,2006.

2.1.2Boththedecisions,T 1173/97andT 424/03werehandeddownby theTechnicalBoardof

Appeal (TBA) 3.5.1. In T 1173/97theBoardwascomposedofP. vandenBerg (Chairman),

V. Di Cerbo,R. Zimmermann(Members)and in T 424/03of S. Steinbrener(Chairman),K.

BumesandG. Weiss(Members).

2.1.3TheBoardin T 424/03states,inter alia.

“Moreover, the computer-executableinstructionshavethe potential of achievingthe
abovementionedfurther technicaleffectsof enhancingthe internal operationof the
computer,whichgoesbeyondtheelementaryinteractionofanyhardwareandsoftwareof
dataprocessing(seeT 1173/97— Computerprogramproduct/IBM;OJEPO1999,609).
The computerprogramrecordedon the mediumis thereforenot consideredto be a
computerprogramassuch,andthus also contributesto thetechnical characterofthe
claimedsubject-matter.”6

Question 2:

Can a claim in the areaof computerprograms avoid exclusionunderArt. 52 (2) (c) and (3)

merelyby explicitly mentioningthe useofa computer or a computer-readabledata storage

medium?

2.2.1 Here the Presidentinvokedas divergingthe following decisions:T 1173/97and, less

explicitly, T 38/86of February14, 1989, on the onehand, andT 258/03 of April 21, 2004,

6 Point 5.3 oftheReasons,in fine (bold emphasisadded).
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T 424/03andT 1284/04ofMarch7, 2007,on theotherhand.

2.2.2Hereagainall thedecisionsinvokedbythePresidentwerehandeddownby theTBA 3.5.1.

As alreadymentionedabove,therespectiveBoardin T 1173/97wascomposedof P. vanden

Berg (Chairman),V. Di CerboandR. Zimmermann(Members);in T 38/86ofP. vandenBerg

(Chairman), W. Wheelerand E. Person(Members); and in T 258/03 of S. Steinbrener

(Chairman),R. WiberghandB. Schachenmann(Members);in T 424/03,asalreadymentioned

above,ofS. Steinbrener(Chairman),K. BumesandG. Weiss(Members). TheBoardT 1284/04

wascomposedofthesamemembersasin T 424/03.

2.2.3.1TheBoardin T 258/03,states,interalia:

“The ideabehindtheso-calledcontributionapproachappliedby earlierjurisprudenceof
theboardsofappealwasthattheEPConlypermittedpatentingin thosecasesinwhichthe
inventioninvolvessomecontributionto theart in afield notexcludedfrompatentability
(T 38/86,OJEPO1990,384, HeadnoteIT).”7

2.2.3.2Moreover,theBoardfurtherstatedin T 258/03:

“However, in morerecentdecisionsoftheboardsanycomparisonwith theprior artwas
foundto beinappropriatefor examiningthepresenceof aninvention:

Determiningthetechnicalcontributionaninventionachieveswith respectto theprior art
is thereforemoreappropriatefor thepurposeofexaminingnoveltyandinventivestepthan
fordecidingonpossibleexclusionunderArticle 52 (2)and(3)(T 1173/97,OJEPO1999,
609, point 8)

This view is sharedby theBoardin its presentcomposition.”8

2.2.3.3Finally, theBoardalso statedin T 258/03:

“Furthermore,in accordancewith Article 52 (3) EPC,thesubject-mattermentionedin
paragraph2 of thesamearticleis only excludedfrom patentabilityassuch.It haslong
beenrecognizedthat,dueto thisstipulation,amix oftechnicalandnon-technicalfeatures

‘~Point 3.2. of theReasons,first sentence(boldemphasisadded).
~Point 3.3. of theReasons.



5

maybe patentable:
‘The useoftechnicalmeansfor carlyingoutamethodfor performingmentalacts,partly
orentirelywithouthumanintervention,may,havingregardto Article 52 (3) EPCrender
sucha method a technicalprocessor method and thereforean invention within the
meaningofArticle 52 (1)EPC’ (T 38/86,HeadnoteIII).”~

2.2.4As alreadymentionedabove’0 the Boardin point 5.3 ofthe Reasonsin T 424/03made

explicit referenceto T 1173/97.

2.2.5As regardsT 1284/04theBoardmakesreferenceto T 258/04.”However,althoughin the

contextof the inventive step test, it also refersto well-establishedcaselaw, asreferencedin

T 764/02.12

Question 3:

(A) Must a claimed featurecausea technicaleffecton a physical entity in the real world in

order to contribute to the technical character of theclaim?

(B) If Question3 (A) is answeredin thepositive, is it sufficient that thephysicalentitybean

unspecifiedcomputer?

(C) If Question 3 (A) is answeredin the negative,can featurescontribute to thetechnical

character of theclaim if theonly effectsto which theycontribute are independentof any

particular hardware that may be used?

2.3.1For Question3 thePresidentinvokedthefollowing decisionsasbeingdiverging:T 163/85

ofMarch 14, 1989(wheretheBoardwascomposedofP. vandenBerg(Chairman),W. Oettinger

andP.Ford(Members));T 190/94ofOctober26,1995 (wheretheBoardwascomposedofP. van

denBerg(Chairman),W. OettingerandG.Davies(Members));T 125/01ofDecember11,2002

~Point 3.4. oftheReasons,first two paragraphs(bold emphasisadded).
‘°No. 2.1.3.
~ Point 2 oftheReasons.
‘2Point3.1, first paragraphoftheReasonsofT 1284/04.Hereit shouldbe added,thattheBoard
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(wheretheBoardwascomposedofS. Steinbrener(Chairman),R. WiberghandE. Lachacinski

(Members));and T 424/03 of February23, 2006 (where the Board was composedof S.

Steinbrener(Chairman),K. BumesandG. Weiss(Members)).Thusall decisionswere handed

downagainby theTBA 3.5.1.

2.3.2T 125/01doesnotcontainany bindingstatementsof interestsincethepatentwasrevoked

onothergrounds.Whethertheresultwouldhavebeenadifferentone,is amatterofinappropriate

speculationand cannotbededucedfrom thestatement:

“Die Kanimer neigt dazu, der im Streitpatent genanntenAufgabe der leichten
Anpassbarkeit und damit flexiblen Verwendbarkeit eines Steuermoduls vom
beanspruchtenTyp technischeAspektezuzubilligen,daeinederartigeAufgabenstellung
bei derAusbildungeinerHardware-Schnittstelleohneweiteresals technischangesehen
werdenwürde.

Aul3erdemliefert nachAuffassungderKammerdie geeigneteUmstrukturierungeines
Steuerungsprogrammsim Hinblick auf die Moglichkeit, weitere technische
Gerätefunktionenaufzunehmenund/oderdieBedienbarkeitdesGerätszuverbessern,in
AnalogiezurUmkonstruktioneinerHardware-SteuerungseinrichtungzudiesemZweck
aucheinentechnischenBeitragzurErfindung.”3

2.3.3.1 In T 424/03,’~as has already beenmentioned,15the TBA refers to and relies on

T 1173/97.In T 1173/97,at point 13 oftheReasons,theBoardstatesthefollowing:

“Furthermore,theBoardis oftheopinionthatwith regardto theexclusionsunderArticle
52 (2) and (3) EPC, it doesnot makeany differencewhethera computerprogramis
claimedby itselforasarecordon acarrier(following decisionT 163/95,OJEPO 1990,
379, “Color TelevisionSignal/BBC,”ascited above).”

2.3.3.2It is clearthatthereferenceto T 1173/97in T 424/03alsoimplicitly includesareference

to T 163/85.

inT 764/02wascomposedofS. Steinbrener(Chairman),S. WiberghandG. Weiss(Members).
13 Point4.2 oftheReasons(emphasisadded).
‘~Point 5.3 oftheReasons.
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Question 4:

(A) Does the activity of programming a computer necessarily involve technical

considerations?

(B) If Question 4 (A) is answered in the positive, do all features resulting from

programming thus contribute to the technical character of a claim?

(C) If Question4 (A) is answeredin thenegative,can featuresresulting from programming

contribute to the technical character of a claim only when they contribute to a further

technicaleffectwhen the program is executed?

2.4.1HeredivergenceofthefollowingdecisionsoftheTBA 3.5.1is invokedby thePresident:T

833/91 of April 16, 1993 (composedof P. van den Berg (Chairman),other membersnot

identifiablebasedon thesearch);T 204/93ofOctober29, 1993 (composedofP. vandenBerg

(Chairman),W. OettingerandG. Davies(Members));T 769/92ofMay31, 1994(composedofP.

vandenBerg (Chairman),W. OettingerandF. Benussi(Members));T 1177/97ofJuly 9, 2002

(composedof S. Steinbrener(Chairman),R. Zinimermannand S. Perryman(Members));T

172/03ofNovember27, 2003(composedofS.Steinbrener(Chairman),R. ZimmermannandB.

Schachenmann(Members)).

2.4.2.1Thereviewofthedecisionsinvokedforthis questionasdivergingbythePresidentreveals

that apart from T 1177/97in which T 769/92was cited, but not in the contextat hand,the

decisionsreferredto containno crossreferencesto eachother.This,however,shouldnotcomeas

a surprise,becausestatementssuchas

“a programmer’sactivity ofwriting acomputerprogramis alsoexcludedby thatArticle’6

becauseit requiresperformingmental actsassuch.”17

in TBA 3.5.1 decisions,to theunderstandingofthis writer,did not relateto computerprograms

‘~AboveNo. 2.1.3.

16 Article 52 (2) (c) EPC(J.S.).

17 T 204/93,point 3.2oftheReasons(emphasisadded).
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(assuch),but to mentalacts(assuch),which arealsoexplicitly mentionedin Article 52(2)(c)

EPC.

2.4.2.2In T 204/93,therefore,theBoardaddedtheword “also”. Thisshouldbe plain, asplainas

thattheactivity of a chemistofwriting a structural formula ofa chemicalcompoundcannot

bepatentedbecauseit presentstheperformanceofamentalactassuch.This, however,it goes

withoutsaying,hasabsolutelynothingto meanastothepatentabilityofthechemicalcompound

representedby that structuralformula.

2.4.3 Consequently,no contradictingcaselaw asto the substanceat handis addressedby

Questionfour.

III.

3.1 UnderArticle 112 EPC

“(1) In orderto ensureuniformapplicationof the law, or if apoint of law of
fundamentalimportancearises:

(b) thePresidentoftheEuropeanPatentOffice mayreferapointof law to theEnlarged
BoardofAppealwheretwo boardshavegivendifferentdecisionson that question.”

3.2.1 In its G 4/98 Opinionof November27, 2000,theEnlargedBoardofAppealstated,inter

a/ia, in this context:

3.2.2 “As to the admissibility of the presentreferral, questionsarise with respectto two
requirementslaid downin Article 112 (1) (b) EPC,namelythatdifferentdecisionswere
givenon aquestionandthattheyweregivenby two BoardsofAppeal.”18

3.2.3“In thepresentcase,theconflictingdecisionsstemfrom theLegalBoardofAppeal,sothat
thequestionariseswhetherthesecondrequirementmentionedin Article 112(1)(b)EPCis
met, namelythatthedifferentdecisionsmuststemfrom two BoardsofAppeal.”9

18 Point 1 oftheReasons.
19 Point 1.2, first sentenceof theReasons.
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3.2.4 “As statedat the beginningof Article 112 EPC, one ofthepurposesof a referral to the
EnlargedBoardofAppealis to ensureuniformapplicationofthe law. This is particularly
truefor thereferralby thePresidentof theEPOunderArticle 112 (1) (b)EPC,which is
dependantupontheexistenceofconflictingdecisions.If his powerofreferralwereto be
definedby arestrictivereadingoftheterm“two BoardsofAppeal” basedonorganisational
structure,thenno referralswould be possiblewith respectto theLegal BoardofAppeal,
which is oneorganisationalunit only...

In thiscontext,it is noteworthythattheEPCdoesnotdefinetheLegalBoardofAppealas
anorganisationalunit,butonly by its composition,which lendsadditionalstrengthto the
argumentthatdifferentdecisionsmaybethebasisofareferralby thePresidentoftheEPO,
at leastif takenin different compositions.As this is the casehere,thereis no needto
discusswhetherareferralby thePresidentof theEPOwould alsobeadmissiblehadthe
Legal Board of Appeal handeddown different decisionsin the same composition.
Likewise,no opinionis to be expressedon theadmissibilityof areferral,hadthepresent
situationarisennot in theLegalBoardofAppeal.Finally, no discussionis necessaryonthe
limitation ofthepowerof referral by thePresidentby thepowerof theLegal Boardof
Appealto developits caselaw by abandoningformercaselaw [referenceomitted] ,,20

3.3.1TheEnlargedBoardofAppealin G 1/04ofDecember2005opinedon theadmissibilityof

thereferralofthePresident:

“Both decisionsT 385/86andT 964/99originatefrom TechnicalBoardofAppeal3.4.1.
Article 112 (1) (b)EPCprovidesfor areferralby thePresidentoftheEPOwhendifferent
decisionsonaparticularpoint oflawhavebeengivenbytwoboardsofappeal.However,
it mustbedrawnintoconsiderationthatdecisionsT 775/92,T 530/93of8 February1996
[...], T 1165/97of15 February2000 [...] andT 867/98[...] ofothertechnicalboardsof
appealadoptedthe findings of decisionsT 3 85/86. Hence,decisionT 964/99 also
divergesfrom decisionsofotherboardsof appeal.In addition, decisionT 385/86and
T 964/99 were renderedby TechnicalBoard of Appeal 3.4.1 in completelydifferent
composition.Consequently,thereferral is admissible.”2’

IV.

4.1.1As reportedabove,all decisionsinvokedby thePresidentoftheEPOin thepresentreferral

asdivergingwerehandeddown by thevery sameTechnicalBoardof Appeal3.5.1. Thetime

20 Point 1.2, secondparagraphoftheReasons.
21 Point 1 oftheReasons(emphasisadded).
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spanoverwhichthosedecisionswerehandeddowncovers,dependingonthequestionreferredto,

roughly20 years.Duringthis timetheBoardhadtwochairmen,andthecompositionoftheBoard

varied undereachchairto a certainextent,but could not be describedasbeing “completely

different.” Somemembers,who servedalreadyunder the“old” chair, continuedto servefor a

certainperiodoftime alsounderthesecondchairman.

4.1.2 To the understandingof this writer, thequestionof admissibility of the referral of the

President,cannotbeviewedasbeingansweredcompletelyin G 1/04bythesentence“in addition

thesentences... wererenderedby theTechnicalBoardofAppeal3.4.1 in completelydifferent

composition.”Havingregardto theRulesofinterpretationlaid downin theViennaConvention

on the Law of the Treatiesof 1969 to which the EnlargedBoard of Appealhas repeatedly

subscribedsinceits G 01/83 (points3 and4)decision,atreatyhadto beinterpretedin goodfaith

in accordancewith the ordinary meaning to begivento thetermsofthetreatyin theircontext

andin thelight of its purpose(Article 31(1)).

4.1.3This writer believesthattheordinarymeaningof “two boards”asthetermis usedin EPC

Article 112(1)(c), underorganisationalcircumstancesprevailingin theEuropeanPatentOffice

(in particularwheretheBoardsofAppealareidentifiedby anumber— suchas3.5.1in thepresent

case),meanstwo different boardshaving different numbers. Nonetheless,theEnlargedBoard

ofAppeal,atleastasregardstheLegalBoardofAppealtook adifferentposition. TheEnlarged

BoardofAppeal,however,pointedouttheratheruniquepositionoftheLegal BoardofAppeal.

In G 1/04the EnlargedBoardof Appeal,eventually,alsoidentifieddivergingdecisionson the

questionoflaw athandby differentBoardsofAppeal.However,theEnlargedBoardofAppeal

did notgiveanyexplanationasto thejustificationandits legalfoundationofits fmalstatementin

thecontextof interest,namely:

“In addition, decisionsT 385/86and T 964/99 wererenderedby TechnicalBoard of
Appeal3.4.1 in completelydifferentcompositions.”22

4.1.4Shouldthisphrasemeanthat“two boards”againsttheordinarymeaningoftwo shouldalso

22 Point 1 oftheReasons.
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meanoneand thesameboard only in different,howdifferent(?) compositions,recoursemaybe

had for the interpretationto the preparatorywork of the treaty and the circumstancesof its

conclusion,sinceeitherthemeaningof“two boards”is to be viewedasambiguousorobscureor

the interpretationin its ordinarymeaningto leadto manifestlyabsurdorunreasonableresult,in

the senseof Article 32 (a) and/or (b) of the Vienna Convention. To this extent to the

understandingofthis writer, theEnlargedBoardofAppealhasnotyetexaminedthepreparatory

documentsandhasnotyet expresseditself.

V.

5.1 Theopinionsexpressedin the legal doctrinedo notreflectahomogenousstand,asarecent

publicationofS. Steinbrener23hasrevealed.

5.2 Priorto brieflytouchinguponthedivergingviewsexpressedin thelegaldoctrine,however,it

shouldbe emphasizedthatthepreparatorydocumentsasresearchedby thiswriter andalsoby

Steinbrener24unambiguouslyreveal that the treaty makersof the EPC clearly rejectedthe

competenceof thePresidentof theEPOto refer to the EnlargedBoardofAppealquestionsof

law, whicharesimplyofinteresttotheEuropeanPatentOffice — forwhateverreason.This is due

to the court-likecharacteroftheEnlargedBoardofAppealandthat it shouldnot functionasa

consultativelegal departmentof the EuropeanPatentOffice. According to the preparatory

documents,thecompetencefor referralsofthe PresidentoftheEuropeanPatentOffice should

existexclusivelyin casesofconcretedivergingdecisionsoftwo BoardsofAppeal in specific

cases.25Steinbrenerthereforeopinesthatotherwisemotivatedreferrals,for instanceasaresultof

different legal positions,political considerationsor divergingnational caselaw, should be

23 Zur FragederZulassigkeiteinerVorlageandieGroJ3eBeschwerdekanimernachArt. 112EPU,

GRURInt. 2008, 713 ss.
24 For simplicity reasons,therefore,referenceis madehereonly to thepreparatorydocuments

referredto in thefootnotes2-16in thearticleof Steinbrener.
25 Cf. Steinbrener,GRUR mt. 2008, 715 (right column, first paragraph).Cf. also Moser, in

MünchnerGemeinschaftskommentar,20. Lieferung 1997, Article 112 marginalnote 7, with
referencesto thepreparatorydocuments.
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inadmissible.26

5.3.1 Thelegal doctrine,asalsosummarizedby Steinbrener,which is interestinglyrepresented

exclusivelyby either still active Membersof the Boardsof Appeal, including Steinbrener

himself,27ormembersofthe legal services,28or formermembersoftheBoardsof Appealand

also oftheEnlargedBoardofAppeal,29havedifferentviewson thepoint athand.

5.3.2.1 Prior to G 4/98 Opinion of the EnlargedBoard of Appeal the doctrine constantly

interpreted“two Boardsof Appeal” as

“dasszweiKanimernUberdieFragevoneinanderabweichendeEntscheidungengetroffen
haben,”

or

“dassverschiedeneSpruchkorper.

or

“zwei Beschwerdekanimernin SinnedesArt. 21 mUssenUberdie vorgelegteFragevon
einanderabweichendeEntscheidungengetroffenhaben.”3’

5.3.2.2To theunderstandingofthiswriter, thesestatementsdo notsupportthe interpretationof

“two boards”,within themeaningofEPCArticle l12(l)(c) to meanoneandthesameboard(in

the senseashavingthesamereferencenumber)in differentcomposition.

5.3.3.1Sincethepublicationof G 4/98 oftheEnlargedBoardofAppealauthorslike Moufang

concedethePresidentthecompetenceto referquestionsoflawpracticallyalwaysto theEnlarged

26 Id., p. 718 (right column).
27 othersareB. Günzel,in: Benkard,EuropaischesPatentUbereinkommen2002,R. Moufang

in Schulte,Patentgesetzmit EPU, 8th ed.2008.
28 U. Joos,in Singer/Stauder,TheEuropeanPatentConvention,3rded., 2003.
29 R. Teschemacher,Der Beitrag des Präsidentendes EuropäischenPatentamtszur

Rechtsprechungder Grol3enBeschwerdekammer— EineersteBestandsaufnahme,GRUR 1993,
320 ss.;Moser,in: MUnchnerGemeinschaftskommentar,20. Lieferung 1997.
30 Teschemacher,GRUR 1993,321.
31 Moser,id., Art. 112, marginalnote38.
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BoardofAppealwhena Board ofAppeal changesor further developsits former caselaw on

a certainquestionoflaw.

“Die Moglichkeit zur Vorlagewird demPräsidentennichtdadurchbeschränkt,dassdie
entscheidendeKammer‘ihre’ frUhereRechtsprechungaufgibt.Auchdannliegenzweivon
einanderabweichendeEntscheidungenvor. DerPräsidentkanndahervorlegen,wenner
derAuffassungist, dassdie neueRechtsprechungfalsch,die frUhere dagegenrichtig

5.3.3.2Joos,who statesthat

“The crucial factorfor theapplicationofthisprovisionshouldbe thattwo decisionsare
contradictoryin theirconstructionsoflaw, andnotthat thedivergentdecisionsweretaken
by two separateboardsofappeal,i.e. boardsofdifferentaffiliations.”33

refers in this respectto the problem with the Legal Board of Appeal, on the other hand

emphasisesthenecessitytodrawadistinctionbetweencontradictorydecisionsanddevelopments

in caselaw. Accordingto Joos

“Suchdevelopmentsareto be seenwhenaboardofappealwith the sameorganisational
affiliation (e.g.TechnicalBoardofAppeal3.4.5)in thesamecomposition,deviatesfrom
its earlierdecision.In all othercases,it is possibletorecognizeindicationsofanintended
developmentin caselaw in the fact that a newcompositionof a boardof appeal,or
anotherboardofappealdiscussesin-depththeearlierfindingsin reasonsforthedecision.
Nevertheless,thePresidentshouldbeableto referpoint of law to theEnlargedBoard
whenthisappearstheonly wayto achievea uniformapplicationof law.”34

VI.

6.1 The opinionexpressedby MoufangthatthePresidentshouldbealwaysentitledto referpoints

of lawto theEnlargedBoardofAppeal,wheneverheorsheis oftheopinionthatachangeincase

law iswrongapplicationoftheEPCascomparedwith thepreviouscaselaw raisestwo categories

32 In Schulte,id., Art. 112, marginalnote42.

~ In Singer/Stauder,id. Art. 112, marginalnote30.
341d.
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of questions. The first categoryhas to do with the natural and necessaryevolutionary

developmentof caselaw and the secondcategoryhasto do with the court-like statusof the

EnlargedBoardof Appealand,eventually,ofBoardsof Appealin general.

6.2.1 As to the first aspect,first the questionhasto be resolvedhow, but in caseofthe very

specialstatusoftheLegalBoardofAppeal,theterm“two boardsofappeal”hasto beinterpreted

in view ofthepreparatorydocumentsoftheEPC.

6.2.2Shouldtheresultofthatinterpretationbe that“two” is actually“oneboard”but in different

composition,thequestionbecomeswhat“different composition”hasto mean— whetherdifferent

chairpersons,variationofonemember,variationoftwo members,orwhereall ofthemembersof

a givencompositionofaBoardmustbe different.

6.2.3 It subsequentlywill haveto be clarified, irrespectiveofthe issueof“same”, “different” or

“entirely different” composition,whenis a “contradictory” changeoftreatingapointof law at

handand whenan evolutionaryfurtherdevelopmentofthecaselaw.

6.2.4Finally, andmaybemostimportantly,until whichpointin timeshouldthePresidentofthe

EuropeanPatentOfficebeallowedto referapointoflawto be clarifiedby theEnlargedBoardof

Appeal,if heorsheis oftheopinionthattheformercaselaw onthatpointoflawwascorrectand

that the later onewasnot. Can anewPresident,afterthe“new caselaw” hasbeenappliedand

progressivelydevelopedovera numberofyearsmakesuchareferral?

6.3.1Shouldthe latterbe thecase,theEPOPresidentis essentiallyplacedinapositionofbeing

ableto interferewith well establishedcaselaw of oneof thetechnicalboardsof appeal.This

wouldverylikely haveanimpacton theuntil nowrecognizedindependentstatusoftheboardsof

appeal,including thatoftheEnlargedBoardofAppealasajudicial authority35in generalandin

thecontextoftheAgreementon TradeRelatedAspectsofIntellectualPropertyRights(TRIPS)

~ Cf decisionG 1/97 of December10, 1999, point 5 (a) and (c) of the Reasons,including
referencesto therespectivenationalcaselaw. Further,EuropeanCommissionofHumanRights
(First Chamber)of September9, 1998(applicationno.39025/97and38817/97byLenzingAG
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more specifically.

6.3.2The finally internationallyrecognizedstatusofajudicialauthorityoftheBoardsofAppeal

oftheEuropeanPatentOffice shouldnotbetakenfor granted.Theproblemsregardingthestatus

oftheBoardsofAppealin termsofinstitutional independencehavebeenknownsincelong and

havebeenthoughtfullyandskilfully presented,andsolutionssuggestedin thestudypreparedby

the former Presidentof the GermanFederalPatent Court, Ms. A. Sedemund-Treiberand

ProfessorF. Ferrand,of October25,2003•36

6.3.3SincetheSedemund-Treiber/FerrandStudywassubmittedto theAdministrativeCouncilof

the EuropeanPatent Organisation, nothing has happenedto improve the institutional

independenceoftheBoardsofAppeal.Rather,theoppositeseemsto bethecase.Teschemacher

recentlygaveanumberofreasonswhythejudicial statusoftheboardsofappealshouldbetreated

with evenmorecarethanin thepast.37

VII.

7.1 One of the reasonsfor thereferral which thePresidentexplicitly mentionedwere current

concerns,alsoexpressedby nationalcourtsandthepublic thatsomedecisionsoftheboardsof

appealhavegiventoorestrictivean interpretationofthe breadthof theexclusionofcomputer

programsassuchfrompatentability.Moreover,thePresidentsaidthattheEuropeanPatentOffice

shouldhavetheleadingrolein harmonisingthepracticeofpatentofficeswithin Europe.

7.2 It is respectfullysubmittedthatneitherofthenamedreasonscancarrytheadmissibilityofthe

referral. Theconditionsunderwhich a referralby thePresidentis admissibleareexhaustively

listedinArt. 112(1)b)EPC.Admissibilityrequiresthepresenceofdifferentdecisionsonapoint

oflaw bytwo BoardsofAppealoftheEuropeanPatentOffice.A differentdecisionby anational

againstGermany).

36 Doc.CA/103/03Add. 2.
37Cf Teschemacher,EPU2000:DasneueVerfahrenzurUberprufungvonEntscheidungender
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courtdoesnotcarrytheadmissibilityofareferralandevenlessdoesadivergingpublic opinion.

As muchas harmonisingthe practiceof patentoffices within Europeis to be desired,the

possibility ofareferralby thePresidentis not providedfor thispurpose.

7.3 It is further submittedthat the caselaw invokedby the Presidentspansover a periodof

roughly20 yearsandthatalwaysmorerecentdecisionsreferredto andbuilt upontheolderones.

To theunderstandingofthiswriter theonly interpretationallowedin thisrespectis thattheTBA

3.5.1continuouslyfurtherdevelopedits respectivecaselaw,whichhasbeenentirelyin line with

the mandatetheBoardsreceivedby the ContractingPartiesto the EPC, asrevealedfrom the

preparatorywork.

7.4Finally, onedecisivedevelopmentofcaselawmaybeseenandhasbeenfrequentlyreferredto

is thedecisionT 1173/97ofJuly 1, 1998,handeddownby the3.5.1 Board of Appeal in the

“old” compositionP.vandenBerg(Chairman),V. Di CerboandR.Zimmerman(Members).The

later caselaw of the very sameBoard in the “new” compositionhasrepeatedlyreferredto

T 1173/97andhasbasedits reasoningon it.

7.5 Question4 ofthereferralconstitutesageneralexceptionforreasonsgivenaboveandmaybe

disregardedin thiscontext.38

\TIII.

8.1 DearChairmanDr. Messerli,thisamicuscuriaebriefis submitted,becauseof theconcerns

whichthereferral ofthePresidentmayhaveon thestatusofthe independenceoftheBoardsof

AppealoftheEuropeanPatentOffice. It should,by all means,be ensured,thattheinterpretation

ofthe EuropeanPatentConventionis the soleandnot interferedcompetenceof its Boardsof

Appeals,including theEnlargedBoardofAppeal.Only undervery strict conditions,namely,

whenthereis acontradictorycaselaw by“two boards”andnotaprogressivedevelopmentofthe

Beschwerdekammern,Mitt. 2008,97 ss.(102s.).
~ Seeabovenos.2.4.2.1-2.4.3.
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law by a “one board,” as it seemto beat handin thepresentreferral maythePresidentrefer

questionsto theEnlargedBoardofAppeal.Thisconclusionis supportedbytheordinarymeaning

oftheEPCandfurthersupportedby thepreparatorywork to that treaty.

8.2 It is, finally, submittedthatArticle 112 (a)and(b)EPCalsosetsforth thecompetenceofthe

EnlargedBoardofAppealasfarasits powersto deliveropinionsonpointsoflaw offundamental

importanceareathand.Suchpointsoflaw canbereferredto theEnlargedBoardofAppealonly

by theBoardsofAppealin aconcretecasependingbeforethem.Thepreparatorydocumentsare

crystalclearin this respect.NeitherthePresidentoftheEuropeanPatentOffice, northeparties

involved in thecasespendingbeforetheBoards,nor thirdparties,nornationalcourts,northe

public at largehavesucharight. The sameappliesto theEnlargedBoardof Appealitself: i.e.

evenif it doesnotagreewith thecaselaw ofaconcreteBoardit hasno competenceto expressits

opinionon its owninitiative. TheEnlargedBoardmadethisclearin its first NOVARTIS decision

ofNovember27, 1995(G 3/95) in which it rejectedthereferralofthePresidentasinadmissible,

althoughit disagreedwith theBoard on thepoint of law at hand,which it explicitly viewedas

fundamental,as it becameclearfrom its secondNOVARTIS decisionof December20, 1999

(G 1/98).

8.3 I hope,that theabovethoughts,which shouldactuallybe viewedseparatelyof the subject

matterandthepointsoflaw disputed,no matterhowimportanttheyare,will beofsomehelpfor

the considerationoftheEnlargedBoardofAppeal.


