SACEPO WPG meeting 4 May 2023 — Consultation results

EPC Guidelines — combined comments received via the public user consultation (01.02. — 04.04.2023)

and from the members of the SACEPO Working Party on Guidelines

Consultation results following the meeting of the
SACEPO Working Party on Guidelines (SACEPO WPG) held on 4 May 2023

General comment 1):

Consultation results

A main an (we suppose) common target for the modification of the EPC GL and
corresponding practice at the EPO it to ensure that patents of high quality are
granted to enable the patent system to foster innovation and development into
new technologies and products for the benefit of citizens and economic growth
in Europe.

In this context, we also need to consider the UPC, which will form a common
court in the territory of the participating member states with a long awaited
harmonization of case law, however also with the risk of invalidation of patents
over the same territory, which indeed make high quality of patents is more
important than ever.

The change of practice at the EPO in respect of setting new formalistic
requirement to the description and amendment of the description go against our
common goal of high quality patents, i.e, patents with clear and concise claims
directed to an invention that is novel and inventive and supported by the
description, such that it may be carried out by a skilled person (sufficiency), the
requirement of amending by delating of text or stamping it to not be covered by
the claims (or similar) is not supportive of high quality. Rather, it is prolonging
the procedure, increasing cost, potentially decrease the scope of the patent and
results in "amputated" patents that potentially may be revoked due to violation of
Art, 123(2).

We request the EPO to take our concerns, which are also reflected in our below
comments, serious.

The Office stated that the need to adapt the description in case of amendments
to the claims was not a new requirement. It follows a long, well-established
practice based on the case law of the Boards of Appeal. This approach is based
on Article 84 EPC and requires that any inconsistencies between the claims and
those parts of the description disclosing ways to carry out the invention must be
removed. This understanding of Article 84 EPC is in line with the standard of
claim interpretation for national proceedings enshrined in Article 69(1) EPC,
which requires that the description also be taken into account when interpreting
the claims. The support requirement of Article 84 EPC serves the aim of
ensuring legal certainty for national post-grant proceedings in that it prevents
diverging interpretations as regards the scope of the claims.

The SACEPO WPG members stressed that they maintained their general
concerns in respect of this topic.

See also consultation results 69-84.
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General comment 2):

Consultation results

We commend the EPO for seeking to regularly update and improve the
Guidelines and, in particular, the ongoing efforts to increase both the clarity of
the Guidelines and the consistency of their application. We have two
suggestions regarding certain aspects of the current drafting and review
process.

We believe that, for further clarity and consistency, the Guidelines should only
establish definitive positions when there is settled law. When the Guidelines
seek to establish a definitive position on an aspect of examination which goes
beyond settled law, changes to the Guidelines can lead to creation of new law
as Examining/Opposition Divisions and Boards of Appeal are faced with
disagreements between Examiners and Applicants/Proprietors/Opponents
which may not have arisen otherwise. In addition, areas of the Guidelines that
are more prescriptive than the case law allows are also prone to inconsistency
in application by Examiners.

Also, we would suggest that the review process should ask for comments on the
Guidelines before they enter into force. The current review process invites
comments on each edition of the Guidelines after their entry into force. The
current consultation concerns the 2023 edition of the Guidelines, which entered
into force on 1 March 2023. We expect that allowing comment on Guidelines
after they enter into force could make it more difficult for significant revisions to
be made in light of user feedback. Furthermore, through the annual revision
cycle, the subject edition of the Guidelines will have been in force by the time
any such revisions are made. During that time, decisions are made on the basis
of those Guidelines. Changing the timeline for comments could have a positive
impact on consistency and clarity, both for users and for the Office.

The Office confirmed that the Guidelines provided guidance in respect of the
practice in proceedings before the EPO in accordance with the European Patent
Convention and its Implementing Regulations. They represent general
instructions intended to cover normal occurrences. The Guidelines are updated
at regular intervals to take account of developments in European patent law,
practice and case law of the Boards of Appeal. They thus reflect the well-
established case law of the Boards of Appeal or incorporate any decisions
having a general procedural significance. Any deviating decisions are not taken
into account, as those are only binding on the specific, individual case to which
they relate. The yearly revision provides the opportunity to take any corrective
action, when required.

The Office clarified that the annual Guidelines revision was an ongoing cycle.
The new cycle starts with consulting all users on the new edition, on which they
had commented in the previous cycle. The user consultation at the beginning of
the cycle is the basis for the further discussions with the SACEPO WPG and the
drafting process. However, users can send comments and suggestions at any
time to patentlaw@epo.org or international pct affairs@epo.org. The draft of
the next Guidelines edition is sent to the members of the SACEPO WPG before
the summer break for further comments. These are discussed in the second
meeting in October before the drafting process has to be closed for logistical
reasons (editing, translation, formatting). Once the new edition is pre-published,
the cycle starts again with the user consultation.

The SACEPO WPG members agreed that the timing of the revision cycle did
not need to be re-considered.
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# Part | Chap- | Section | Comment Suggested improvement Consultation results

ter

1 GP As a general comment, we note that See also general comment 2.
there are several sections of the
Guidelines where no legal basis (EPC The Office will provide for increased transparency for
or case law) is given. Considering that the forthcoming revisions of the Guidelines by
the Guidelines should be based on the publishing all consultation results reached in the
EPC and the case-law of the Boards of SACEPO WPG meetings, and by indicating the
Appeal, we believe that each section reasons for the adoption or rejection of a suggested
should be clearly linked to its legal change.
basis and respective case-law. Further
to increasing transparency, these The SACEPO WPG members welcomed those
references would also be helpful in measures.
case of appeal.

2 We routinely check EPO Online to see | Since it is important for business | The comment is understood to relate to information
the country of transition for granted to know the transition countries of | regarding the post-grant stage of a European patent.
patents. competitors' patents, it would be | The Office stated that the Federated Register provided
For my own company's cases, | know | convenient if accurate a single point of access to reliable post-grant
exactly which countries are in information is available at EPO bibliographic and legal status information on European
transition, so | can judge whether the | Online. patents. The information displayed comes from the
information on EPO Online is correct or national patent offices concerned. The Federated
not, the information is not accurate so Register Service incorporates 35 offices.
often, and even if | check the
information at the national offices In reply to the members' observation that national
which links to EPO Online, it may not registers took a long time to publish up-to-date
be accurate either. Germany, France, information as to the status of patents, the Office stated
and the UK are somewhat accurate, that it would pass on the users' concerns to the
but some information is inaccurate in different national offices.
other countries.

3 A Il 1.1 This year's Pre-Exam showed that | propose that the EPO adds See also comment 16.
many candidates have the wrong appropriate wording as to the
understanding when an applicant files effect of using a wrong language | Re. A-ll, 1.1: The Office stated that the Guidelines
a first application (PCT in the Pre- (certainly the application does described the practice before the EPO and did not
Exam) directly with the EPO or IB while | get a filing date and can serve normally cover national regulations of the contracting
the national law of the state of as a priority; but can it states. Accordingly, the EPO does not check any
residence (France in that case) continue in the EP national requirements but accepts all applications filed
requires to file with the national office proceedings as well); directly with it. The Office agreed to add information
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# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
(first) — while the EP or PCT application | = | suggest that to also include | that first filings may need to be filed at national offices
is valid, but some serious sanctions in GL/EPO A-1, 1.1 that and to add a reference to A-11, 3.2, as well as to the
may apply to the applicant in his home | "Filing with a competent national | national law available on epo.org.
state due to that violation. The EP and | authority (also see A-Il, 3.2) may
PCT "just" give a basis for the national | be mandatory of national law Re. A-VIl, 1.1: The Office stressed that the section
law to allow such sanction, but there | (e.g., in view of residency or already mentioned the limitations regarding applications
is nothing in the EP/PCT to deny the | nationality of the applicant or the | filed via national offices. Therefore, an update is not
"wrongly filed" application the inventor), but that not meeting considered necessary.
status of an EP/PCT application. such national requirement does
= 1Ja) The last sentence of GL/EPO not, as such, have the effect that | There were no further comments from the SACEPO
A-VII, 1.1 gives the same wrong the application is not dealt with WPG members.
impression where it related to a as a European application (but
wrong language. see A-Il. 1.6)."
b) A-1l, 1.1 suggests that an
applicant can ALWAYS file with the || propose that the EPO adds
EPO - there is no mention of a appropriate wording as to the
possible national requirement to file | effect of using a wrong language
nationally first (there is only a (certainly the application does get
mention at the end of 1.1 that a filing date and can serve as a
national law may allow to also file priority; but can it continue in the
nationally). EP proceedings as well);
= 2a) The last sentence of GL/EPO
A-VII, 1.1 givers the same wrong
impression where it related to a
wrong language.
4 A Il 5.4.4 We noted a typo which could be easily |In the sentence "However, since | The Office agreed to the proposal.
corrected in A-ll, 5.4.4. the language of the priority and
...", the word "application" is
lacking after the word "priority".
5 A Il 6 The amendments proposed directly The Office expressed its thanks for the positive
implement the new R. 56a EPC, which comment.
brings the possibility to correct
erroneously filed application
documents or parts.
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# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter

6 A i 9 A-1l, 5.9 & A-lll, 8 2 — claims fees in A review of the time limit for The Office stated that the same proposal had been
case of Rule 56a(3) or (4) claims fees in case of discussed last year and not agreed on. A rule change
A-1ll, 9 provides: Rule 56a(3) or (4) seems would be necessary if the request was agreed to. In
"Where correct claims are filed under | appropriate. view of the few cases under Rule 56a per year, a
Rule 56a(3) or (4) (see A-ll, 6), the change to Rule 45 cannot be justified.
claims fee is calculated on the basis of
the set of claims first filed.)" Furthermore, any claims of correct application
Hence, if an erroneous claim set of just documents that were not initially paid but can be
one claim is filed with the application, granted are payable at the grant stage, i.e. in reply to
and a large correct claim set of, e.g., the communication under Rule 71(3) EPC.
50 claims, is filed later, no claims fees
are due whereas the large number of There were no further comments from the SACEPO
claims are subject of search (which the WPG members.
applicant may reduce to 15 under
Rule 137(2) EPC after receipt of the
search). All these 50 claims will need
to be searched as there is no legal
basis to not search them.
Also the opposite situation may arise:
the erroneous set being large and the
correct set at most 15. In that case, the
applicant will pay for claims that are
never part of the proceedings — and
were never meant to be.

7 A i 13.2 A-ll, 5.6 & A-ll, 6.8 & A-lll, 13.2 — page | A review of the time limit and The Office stated that the same proposal had been
fees in case of Rule 56/56a number of pages fees seems discussed last year and not agreed on. A rule change
A-11l, 13.2 provides: appropriate. would be necessary if the request was agreed to. In
"Where missing parts are filed under view of the few cases under Rule 56a per year, a
Rule 56 (see A-Il, 5) or correct change to Rule 38 cannot be justified.
application documents are filed under
Rule 56a (see A-ll, 6), the additional Furthermore, the EPO bears the risk of not receiving
fee is calculated on the basis of the the appropriate number of page fees.
documents present at expiry of the
time limit under Rule 38(3)" The SACEPO WPG members proposed that all
The time limit under Rule 38(3) is one comments on Rule 56a EPC be referred to the
month of filing the European patent SACEPO Working Party on Rules (SACEPO WPR), in
application or one month of filing the
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first set of claims or one month of filing so far as they are aimed at clarifying the wording of
the certified copy referred to in Rule 564, 45 or 38 EPC.
Rule 40, paragraph 3, whichever
period expires last. The Office generally agreed. On the other hand, the
Hence, if claims are filed with the proposal for Rule 56a EPC had been extensively
application, but many pages of the discussed in the SACEPO WPR prior to
description are missing (or a small implementation. In view of the very low number of
number of erroneously pages is filed, cases, there does not seem to be an urgent need for
whereas the correct documents have action. The Office confirmed that it would continue to
many pages), the 1-month time limit to monitor the situation.
pay the filing fee, incl page fee, expires
before the expiry of the 2-month time
limit to file the missing pages or the
correct parts — and much less page
fees are being paid than the number of
pages that are subject of the search
and examination proceedings.

8 A v 1.8 A-1V, 1.8 The Office confirmed that it would update the reference.
0J 2022, A8 will be superseded by
0J 2023, A4 per 1/4/2023

9 A v 5 The amendments proposed for A review of these by the EPO The Office stated that proposals for rule changes are a

F Il 6 Part A-1V, item 5 (applications relating | would be welcomed. matter for the SACEPO WPR sub-group.

to nucleotide and amino acid
sequences) and Part F-1l item 6 In addition it was clarified that the legal consequence of
(sequence listings) are for adapting the a refusal was already in place under Rule 27a
Guidelines to the new WIPO Standard EPC 1973. The refusal can be remedied by requesting
ST.26, the Decision of the President of further processing. The late furnishing fee is not due if
the EPO dated 9 December 2021 on the standard-compliant sequence listing is filed before
the filing of sequence listings (OJ EPO the invitation is sent (GL A-IV, 5).
2021, A96), and the Notice from the
EPO dated 9 December 2021 There were no further comments from the SACEPO
concerning the filing of sequence WPG members.
listings (OJ EPO 2021, A97).
Accordingly, these amendments are
not to be objected in principle.
However, we consider the
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administrative burden imposed on the
applicants by the new WIPO Standard
ST.26 are very high (see e.g. examples
under Part F-Il item 6.2.2 and 6.2.3)
and the consequences of not
complying with these rules are very
severe (R. 30 (3): late furnishing fee
(currently 245 EUR); application is
refused if not provided in time).

10

Despite some amendments in the 2023
version that has been introduced to
this section of the Guidelines, still more
detailed information is urgently needed
as regards possible issues arising from
an implementation of the new
standard, especially possible added
subject-matter issue resulting from the
conversion form the WIPO ST.25
Standard to the new WIPO Standard
ST.26 for sequence listings.

As previously pointed (See comment
20 discussed at the 24t SACEPO
WPG) out in our comments to the
GL2023 draft this could potentially lead
to the situation where a priority
application is filed with a sequence
listing using ST.25 format and a follow-
up application is filed with a sequence
listing in ST.26 format, potentially
comprising additional information which
may be subject to an added matter
rejection under Article 123(2) EPC.

A similar situation might occur under
Article 76 EPC in case of divisional
applications that need to be filed with
an ST.26 sequence listing, while the

In summary we argue that:

1.

We strongly continue to
request that the EPO would
adopt the same practice for
EP applications for divisional
applications as the UK Patent
Office applies and
alternatively as the CA Patent
Office applies.

In the event that proposal 1 is
not adopted, we request to
waive the requirement for
additional page fees that are
specifically incurred for the
pages of an ST.25 sequence
listing that are reproduced as
pages of the description of a
divisional application to
maintain the subject matter of
its parent application.

. We are concerned that the

current required conversion
for divisionals of an ST.25
sequence listing to an ST.26
sequence listing will lead to
lost material and/or added
material in Sequence Listings
and it may only submerge

Re. 1 and 2: The Office stated that ST.26 was a
worldwide standard containing recommendations on
how to avoid added subject-matter due to conversion.
The UKIPO decided not to follow the WIPO
recommendation; the CA Patent Office follows it only
partly. The EPO and a large number of IP offices
decided to follow the WIPO recommendation.

A review of the EPQO's practice in view of the users’
concerns has been initiated. Users will be informed
about its outcome as soon as possible.

Re. 3: The EPO stated that an evaluation of 376
divisional applications filed between 1 July and

30 December 2022 did not reveal any search reports in
which objections under Article 76(1) EPC had been
raised relating to a sequence listing converted from
ST.25 to ST.26. The Office had not received any
complaints from applicants in particular files either.
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parent application was filed with an
ST.25 sequence listing.

Another important problem associated
with the implementation of the new
ST.26 format pertains to a significant
increase of costs related with filing
sequence listings in the new format
(additional page fee incurred for the
pages of an ST.25 sequence listing
that are reproduced as pages of the
description of a divisional application to
maintain the subject matter of its
parent application).

after grants during oppositions
(added-matter issues). The
legal risks for the future are
very high. The EPO has
different standards for
unallowable amendments
than other jurisdictions which
contributes to our request on
this point. We act here as
users of the EPO filing system
and of its mandatory platform,
and thus we see the
responsibility to resolve our
issues with the EPO. Some
issues are related to EPO
practice such as the divisional
application page fees and
added matter issues.

. We request Rule 30(3) EPC

to be discussed and amended
We would like to waive the
late furnishing fee under
Rule 30(3) EPC for providing
ST.26 sequence listings on
cases where a pre-existing
ST.25 listing is submitted to
the EPO for search purposes
only. This would offset the
cost of completing the
onerous conversion
requirements from ST.25 to
ST.26.

. We are of the opinion that the

current ST.26 sequence
listing software is still in a test
phase and applicants cannot
be punished for not being able
to use a software that has not

The SACEPO WPG members stated that they were
relieved to hear that there had not been any objections
under Article 76(1) EPC relating to converted sequence
listings. However, they would appreciate it if a sentence
could be added in the Guidelines to the effect that the
EPO relies on the recommendations given in the WIPO
standard. Such a statement in the Guidelines would
provide legal certainty and may thus turn out to be
helpful in any post-grant proceedings before an
opposition division or a Board of Appeal.

The Office agreed to add such a sentence.

Re. 4: See also comment 9. Amending Rule 30 EPC is
a matter for the SACEPO WPR.

Re. 5: The Office stated that WIPO Sequence was
software developed by WIPO. The EPO contributes by
testing the tool and providing recommendations for
improvements. When a sequence listing is deficient due
to errors in the software, the EPO is prepared to offer
practicable solutions.
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been thoroughly tested.
Already for this reason only
ST.25 sequence listings
should be allowed also for
divisional applications where
the parent application
contained such a format of
sequence listing.

. We consider it necessary to

amend the Guidelines for
Examination and devote
enough attention to this
matter and for instance go
into details about page fees
and certified copies of the
parent application as alluded
to which are not obtainable at
this moment as far as we are
aware.

. We would also like to waive

the requirement for
applicants/representatives to
file a declaration that the
sequence listing does not add
subject matter. This is
because this requirement will
be impossible to satisfy in
some cases. The
requirements of ST.26, with
the additional information over
and above ST.25, may make
it impossible for an attorney to
declare that the new
sequence listing does not add
new matter. This would place
applicants and
representatives in an
impossible position in which

Re. 6: The Office stated that the Guidelines would be
adapted pending the outcome of the review procedure.
The practice of calculating page fees for non-standard
sequence listings is described in A-lll, 13.2 and is in
line with the notice from the EPO dated 9 December
2021 (OJ EPO 2021, A97). The Office is not aware of
any problems with obtaining certified copies of
previously filed applications (Rule 40(3) EPC).

Re. 7: The Office clarified that the declaration was only
required for subsequently filed sequence listings which
were not part of the description (Rule 30(2) EPC); the
users' concerns should thus be overcome.

Concluding on this comment, the SACEPO WPG
members confirmed that they would await the outcome
of the review on the EPQO's practice.
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they would be pressured to

declare something that they

know is not true.
In the event that some of the
above requests are not
adopted, Epi would like that (in
the case of divisional
applications or an end of
priority application where a
conversion of an ST.25
Sequence Listing to an ST.26
Sequence Listing was needed),
at least the EPO should make
an official notification or
statement that ST.26 Sequence
Listings can be corrected at
any time before and after grant
if an applicant or patentee
realizes or is informed that a
correction is needed. We think
it is only fair and reasonable to
ask this.

11

A-V, 3 has been extended with:

"After expiry of the two-month time limit
for correcting erroneous (parts) of the
application documents under

Rule 56a(1) or 56a(3) (see A-ll, 6), the
correction of errors in application
documents is governed by Rule 139,
second sentence. The allowability of
such corrections under Rule 139 is
subject to strict requirements."

It is not indicated whether, when

Rule 56a(4) EPC is used, the use of
the erroneous/correct parts provisions,
or when PCT Rule 20,5bis(d) is used
the "ERRONEOUSLY FILED"

The Office stated that there was no established practice
yet. The general rules for a correction under Rule 139,
second sentence, EPC would apply (see H-VI, 2.2.1).
Moreover, the standard for allowing a correction or an
amendment to the application as originally filed is the
same (G 3/89, r. 1.3).

Any case would be decided by the examining division
on a case-by-case basis. Thus, it would not be possible
to add the desired general indication.

There were no further comments from the SACEPO
WPG members.

10
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indication on the erroneously filed
pages, can be used to take them out
by correction under Rule 139 rather
than by (a possibly not allowable)
amendments under Art. 123(2).

An indication is requested.

12

Vi

1.3

A-VI, 1.3

The section provides:

"The publication must contain the
description, the claims and any
drawings as filed, including any
sequence listing filed on the date of
filing, including any late-filed missing
parts of the description, or missing
drawings filed according to Rule 56
(see A-ll, 5), or correct (parts) of the
application documents according to
Rule 56a (see A-ll, 6 and the notice
from the EPO dated 23 June 2022,
0J EPO 2022, A71"

However, in case of Rule 56a(4), the
erroneous parts also remain in the
application under Rule 56a(4)(c) and
shall thus also be part of the
publication.

Note that under the PCT, these
erroneous parts are included in the
international application and those
pages are labelled as

"ERRONEOUSLY FILED" in the middle

of the bottom margin of each
erroneously filed sheet (see GL/PCT-
EPO 6.2 and Al 309) and are in that

The Office agreed to reword this section to clearly refer

to application documents added under Rule 56(3) or
included under Rule 56a(4) EPC.

There were no further comments from the SACEPO
WPG members.

11
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form included in the international
publication.

13

Vi

1.3

The text states: "originals of
documents filed are used for
publication purposes where these
documents meet the physical
requirements referred to in A-VIII, 2;
otherwise, the amended or
replacement documents meeting these
requirements are used. Application
documents that are of such bad quality
that any improvement would result in
an extension of the subject-matter as
originally filed are published as filed."
https://www.epo.org/law-practice/legal-
texts/html/quidelines/e/a vi 1 3.htm

| believe these sentences may
originate from the time in the past that
the EPO published A publications
using the pages as filed by the
applicant, i.e. without typesetting (in
other words, as is still the case for WO
publications). | understand the EPO
published A publications in that way in
the past, see e.g. EP0123456a2
published on 31.10.1984.

Deleting these sentences.

The Office did not agree to the proposal and explained
that the practice of publishing low-quality documents
"as received" is based on decision J 4/09 (r. 2). It is
applied if any improvement would broaden the
disclosure as filed, i.e. if a better drawing would contain
more details than that as originally filed.

There were no further comments from the SACEPO
WPG members.

14

VI

1.3

The text states: "are announced later in
the Register of European Patents".
However, EPC 2000 terminology is
"European Patent Register". The
terminology may be checked and
updated throughout the Guidelines.

The Office expressed its thanks for the comment and
confirmed that a modernisation/harmonisation exercise
regarding the language used in the Guidelines had
already been initiated.

15

VI

25

GL/EPC (2023) A-VI, 2.5
In the following sentence, a reference
to R.56a was not included yet:

So, it is suggested to amend this
sentence to also refer to R.56a:

The Office agreed to the proposal.

12
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"These include the following: [...] "These include the following: [...]
communications relating to the communications relating to the
‘completely contained' criterion ‘completely contained' criterion
pursuant to Rule 56(3), [...]" pursuant to Rule 56(3) or
Rule 56a(4), [...]"
16 A Vi 1.1 See also the comment to A Il 1.1. | propose that the EPO adds See comment 3.
(comment 3) appropriate wording as to the
effect of using a wrong language
This year's Pre-Exam showed that (certainly the application does get
many candidates have the wrong a filing date and can serve as a
understanding when an applicant files | priority; but can it continue in the
a first application (PCT in the Pre- EP proceedings as well);
Exam) directly with the EPO or IB while
the national law of the state of
residence (France in that case)
requires to file with the national office
(first) — while the EP or PCT application
is valid, but some serious sanctions
may apply to the applicant in his home
state due to that violation. The EP and
PCT "just" give a basis for the national
law to allow such sanction, but there is
nothing in the EP/PCT to deny the
"wrongly filed" application the status of
an EP/PCT application.
= 2a) The last sentence of GL/EPO
A-VII, 1.1 gives the same wrong
impression where it related to a
wrong language.
17 A Vi 1.1 A-VIl does not address the situation PCT/WG/16/8 suggests that the | The Office stated that mixed-language applications

wherein the part of the application is on
one language and another part is in
another language, and in particular not:
(a) where part of the description is in
one official EPO language and
another part of the description is in

EPO already has such a practice,
so it is proposed to add that to
A-VII.

It is also proposed to explicitly
include some important effects
and interpretations of terms:

were very rare and were thus decided on a case-by-
case basis. Therefore, an update to the Guidelines
would not seem necessary.

The SACEPO WPG members confirmed that applicants
were prompted to indicate the language of filing and the

13
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another official EPO language
(which may, e.g., occur when the
application is badly composed of
various parts, or when filing missing
parts, correcting erroneous parts);
(b) where the description is in one
official EPO language and the
claims are in another official EPO
language (which may, e.g., occur
when filing by reference to an
earlier French application, the
reference replacing the description
and the drawings but not the claims,
and the claims filed on the filing
date in English); and
(c) where the description is in an
official EPO language and the
claims are not in an official EPO
language, e.g., when filing the
complete text of a Dutch national
application that has an English
description and Dutch claims (as
allowed under Dutch national law
for a Dutch national application) as
an EP application.
These situation are not addressed in
the Guidelines, while for PCT the EPO
proposed to add a paragraph to
Rule 26.3ter with the aim of clarifying
and harmonizing the procedure to be
followed by receiving Offices in cases
where: (a) the description of an
international application is filed in a
different language from the language
of the claims, or parts of the
description/claims are filed in a
different language from the remainder
of the element; and (b) all such

(a) the language used for the
description or its full
translation into an official EPO
language determine the
language of proceedings, and
thus possible translations of
text in the drawings and the
claims, so that, e.g.,

if the description was filed within

a single official EPO language,

that language is the language of

proceedings — so that, in such
case, the claims must be
translated into the language of
the description if claims were
initially filed in a different official

EPO language or in another

language;

that, for the purposes of

Art. 14(2), second sentence

(bringing translation into

conformity with the application as

filed) and Art. 70(2) (specifying
that the text in the original
language is the application as
filed), the originally filed mixed-
language application is
considered the application as
filed, i.e. that the term "language”
is to be interpreted as "language
or languages"; note that this is
important for Art.54(3) effect,

Art. 123(2), Rule 139, second

sentence, as well as Art. 14(2)

and also for Art. 66/ Art. 87(1)

where the EP application serves

as a priority application for a later

application, so that, e.g.,

language of proceedings in the online filing tool, thus
providing a clear indication.

[After internal discussions, the Office decided to partly
adopt the proposal by clarifying this section, i.e. that
filing an application in one language is not a
requirement for obtaining a date of filing (Article 90(3)
EPC in conjunction with Article 14(2) EPC).]

14
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# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter

languages are accepted by the in case of the English/Dutch text
competent receiving Office — please mentioned above, the
refer to PCT/WG/16/8 English/Dutch text defines the
(https://www.wipo.int/edocs/mdocs/pct/ | application as filed, while a
en/pct wg 16/pct wg 16 8.pdf on translation of the Dutch claims is
https://www.wipo.int/meetings/en/detail | needed into English — this
s.jsp?meeting_id=75232). The EPO translation of the claims maybe
asked for such Rule in PCT as brought into conformity with the
"However, unfortunately, the PCT does | application as filed, so with the
not provide a clear legal basis to initially filed Dutch claims, acc
request such a translation from Art. 14(2), second sentence.
applicants" — item 4 in PCT/WG/16/8.
As there is also no such Rule in the
EPC and the Guidelines are silent on it,
whereas at the same time some legal
texts have suggested that a European
patent application has to be filed in a
single language to be accorded a filing
date or for other reasons, a clarification
in the Guidelines is required for the
situation of mixed-language EP
applications.

18 A VI 2 GL/EPC (2023) A-VII, 2 and Rule 56 See also comment 17.

A-VII, 2 specifies that

"The official language of the EPO
(English, French or German) in which
the application is filed, or into which it
is subsequently translated, constitutes
the "language of the proceedings™
Even though in most practical cases, a
late-filed missing part will presumably
be in the same language as the
originally filed description, there is no
legal need thereto and hence no
certainty that that is also the case.

So, if Rule 56 is used, the late-filed
missing parts may be in a different

The Office stated that it was not aware of having
received any such case.

There were no further comments from the SACEPO
WPG members.
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Comment

Suggested improvement
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language than the originally filed parts.
The different language may be another
official EPO language, or any other
language.

It is suggested to clarify what
constitutes the language of the
proceedings in case of missing parts
(Rule 56). It is proposed to indicate that
it is the language of the description as
initially filed, i.e. without the missing
parts (or, if that was not filed in English,
French or German, the translation filed
thereof).

19

Vi

GL/EPO (2023) A-VII, 2 and Rule 56a
A-VII, 2 specifies that

"The official language of the EPO
(English, French or German) in which
the application is filed, or into which it
is subsequently translated, constitutes
the "language of the proceedings™
However, if Rule 56a is used, the
erroneous documents may be in a
different language than the
subsequently filed correct documents.
If it would be the documents that were
first filed, it would be the erroneous
documents that set the language, while
they may be replaced in full by the
correct documents. So, the initially
used language shall, in my opinion, not
be decisive.

As the filing date is determined by the
correct documents -in Rule56a(2), (3)
and (4), either because of a redate to
the date those documents were filed,
or due to legal fiction that they were
there on the initial filing date if taken

See also comments 17 and 18.

There were no further comments from the SACEPO
WPG members.
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Suggested improvement

Consultation results

from the priority-, the chronological
sequence is not relevant for the
"application as filed" as a whole. So, it
is suggested to clarify that the
language of proceedings is determined
by the correct application documents
(unless those are withdrawn and only
the erroneous ones remain or are
restored).

It is suggested to clarify what
constitutes the language of the
proceedings in case of erroneously
filed application documents or parts
(Rule 56a), in particular in case of
Rule 56a(4) where both erroneous as
well as correct documents of parts are
part of the application as filed. As
argued above, it is suggested to
indicate that it is the language of the
correct documents or parts that
determines the language of
proceedings (or, if those are not in
English, French or German, the
translation filed thereof).

20

524

It is requested to add an example
where an European application is
filed on the last day of the month,
e.g, 31 May, so that the first
patent year starts in 1 June.

Without such example, some
readers may wrongly conclude
from the shown examples that
the due date to pay the renewal
would be 30 June, rather than
31 May.

The Office stated that an update was not required since
the Guidelines were correct: The anniversary of an
application filed on 31 May falls on 31 May. See also
Rule 131(3) EPC and E-VIII, 1.4.

There were no further comments from the SACEPO
WPG members.
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the language arrangements”, the text
of the notice of the EPO is repeated:

In the case of European patent
applications filed on or after

1 April 2014, and of international
applications entering the European
phase on or after that date, a 30%
reduction of the filing- and/or
examination fee for certain categories
of applicants is provided for (see the
notice from the EPO dated

10 January 2014, OJ EPO 2014, A23)

However, the EPO considers that only
the examination fee can be reduced for
Euro-PCT applications, which thus
means that the "and/or" is not correct
for both EP and Euro-PCT
applications. This seems to create
confusion for at least some EQE
candidates.

reasoning, considering that one
still has to pay a filing fee (it's not
called a "fee for entry into
European phase"). Anyway, the
EPO is deciding and we could
only challenge this via an appeal
(and where could we find an
applicant willing to do that...). |
think it would however be clearer,
if the GL did not repeat the
wording of the notice, but rather
made a clear distinction that only
the reduction of the examination
fee may be applied to Euro-PCT
applications

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
21 A X 6.1.2 It is very confusing that the safety net | Harmonization is kindly The Office stated that the Guidelines reflected the
6.2.2 for a normal bank transfer for a normal | requested. provisions of the ADA and the Rules relating to fees, so
fee payment (RFees 7(3) & (4)) and any change to the legal framework was to be
that for replenishment of a deposit addressed in the SACEPO WPR. It was explained that
account (7.4.1 ADA) are not the same. the specific safety net for replenishment of deposit
accounts was justified since holders must ensure the
account contains sufficient funds at all times to ensure
smooth running and allow for timely payments of fees.
Users can easily monitor their deposit accounts in
Central Fee Payment and thus plan replenishment
payments accordingly.
The members confirmed that this comment would
better be addressed to the SACEPO WPR.
22 A X 9.2.1 In the GL A-X, 9.2.1, "reduction under || personally find this a bit strange | The Office confirmed that it would consider a

corresponding clarification in this section.

There were no further comments from the SACEPO
WPG members.
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The explanation of the Directorate
Patentlaw was "Since the filing fee
relates to the act of "filing" an
application, it can under the EPC only
be applied to Euro-direct applications.
Entering the European phase is not the
same as filing an application (see GL
E-IX, 2.1.1); in fact, the international
application entering the European
phase was filed beforehand with the
eligible receiving Office under the
relevant PCT provisions. Therefore,
your explanation and conclusion as to
why the reduction of the filing fee is not
applicable to Euro-PCT applications is
not entirely correct.”

23

9.3.1

A-X,9.3.1
0J 2022, A2 will be superseded per
1/4/2023 by OJ 2023, A2.

The Office confirmed that it would update the reference.

24

10.2

A-X, 10.2 Special refunds

[Also submitted in GL2022
consultation]

The structure of A-X, 10 and the text in
A-X, 10.1 suggests that the list of
special refunds (i.e., the ones for which
there is a legal basis) in A-X, 10.2 is
exhaustive.

However, the full and partial refunds of
the appeal fee under Rule 103(1) -
which includes a refund after
successful interlocutory revision
(GL/EPO E-XIl, 7) - and as well as
Rule 103(2)-(4) EPC are not
addressed.

It is suggested to add a
paragraph 10.2.6 "Refund of the
appeal fee".

A mere reference to Rule 103(1)
and (2)-(6) in the newly added
paragraph may be sufficient, as it
will serve the purpose to draw the
attention of such refunds to the
reader, e.g., as:

"The appeal fee may be
reimbursable in full or in part in
some specific situations as
provided for in Rule 103 EPC."
However, it is suggested to
indicate the main situations by

The Office agreed to add new sub-section 10.2.6 with
reference to Rule 103.
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Suggested improvement

Consultation results

citing the main parts of the Rule,

e.g., by a phrasing such as:

"The appeal fee may be

reimbursable in full or in part in

some specific situations as

provided for in Rule 103 EPC.

In particular, the appeal fee shall

be reimbursed in full

(a) in the event of interlocutory
revision or where the Board of
Appeal deems an appeal to
be allowable, if such
reimbursement is equitable by
reason of a substantial
procedural violation, or

(b) if the appeal is withdrawn
before the filing of the
statement of grounds of
appeal and before the period
for filing that statement has
expired.

25

3.31

The amended paragraph:

"If the application documents used for
the search contain missing parts of
description and/or missing drawings
filed under Rule 56(3) or correct
application documents or parts filed
under Rule 56a(4) (see H-IV, 2.3.2)
and the search division expects the
application to be redated by the
examining division at a later stage of
the procedure (see C-llI, 1), it extends
the scope of the search, such as also
to cover prior art which will be relevant
for assessing the novelty and inventive
step of the subject-matter claimed on
the basis of a possible new date of

It is suggested to clarify this in
this section of the Guidelines.

Also, it is suggested to present
the finding/decision in respect of
the missing parts in the EESR.

The Office agreed to align this section with GL/PCT-
EPO B-lIl, 2.3.3.

It was explained that, if the correct documents are
present, they form the basis of the search. If they are
filed once the search has already started, the applicant
is invited to pay a further search fee to have the correct
documents searched (Rule 56a(8) EPC).

Furthermore, the search should be extended to include
documents which would be relevant if the application
were to be redated (such documents can be cited as
"L" in the ESR).

There were no further comments from the SACEPO
WPG members.
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filing of the application (see also B-XI,
2.1)"

suggests that, in case of Rule 56a(4),

the search covers:

= the claims as corrected by the
correct application documents,
which at this stage are alleged to
have been included from the priority
without a re-date, but due to which
the search division expects the
application to be redated by the
examining division at a later stage
of the procedure; as well as

= the claims as part of the erroneous
application documents, as the
application may continue with these
of the applicant withdraw the correct
documents (Rule 56a(6) if the
application is redated by the
examining division at a later stage
of the procedure (Rule 56a(7); C-lII,
1.1.1) such that only the erroneous
parts will remain.

26

2.5
9.4

These comments apply to multiple
sections in the Guidelines, namely B-1V
2.5;B-X9.4;C-V1.1;D-V 2.2, F-114.3;
F-1V 2.2; F-IV Annex; G-VII 5.1 (see
suggestions in the corresponding Parts
below)

INTRODUCTION

There is an inconsistent use in the
Guidelines and Case Law of terms
"closest" and "state-of-the-art" and
"prior art”

Guidelines B-1V 2.5 — closest
prior art and its effects on the
search

The closest prior art is that
document that belongs to the
same or a closely related
technical field, is directed to a
similar purpose or effect and
requires the minimum of
structural and functional
modifications to arrive at the
claimed invention (G-VII 5.1).
It may happen that the search

The Office stated that an update was not considered
necessary. "Closest state of the art" is not defined in
the case law.

There is no support in the EPC, the case law or the
Guidelines for "best technical approximation”.

There were no further comments from the SACEPO
WPG members.
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(1) The "state of the art" (Article 54
EPC) shall be held to comprise
everything made available to the
public by means of a written or oral
description, by use, or in any other
way, before the date of filing of the
European patent application.

(2) The "state-of-the-art" is also being
considered as being an item of
technical nature.

(3) The "closest prior art” is an
established concept used in the
Problem-Solution Approach
(Article 56 EPC; Guidelines G-VII 5,
G 2/21).

(4) The "closest state-of-the-art" is an
item of technical nature that can be
considered as the best
approximation to the claimed
invention.

The problem is that this situation leads

to confusion and misinterpretation.

The proposed solution is to use a

terminology that distinguishes items of

technical nature (the terms "state-of-
the-art" and "closest-state-of-the-art")
unambiguously from the problem-
solution approach concept of "closest
prior art".

WHAT IS THE "CLOSEST PRIOR
ART" IN THE PROBLEM SOLUTION
APPROACH?

The term "closest prior art” is an
established concept used in the
Problem-Solution Approach
(Guidelines G-VII 5, G2/21). The
closest prior art is the starting point for

division does not find any
documents published before the
earliest priority date which
prejudice the novelty or the
inventive step of the claimed
invention. In such cases, the
search division cites, whenever
possible, in the search report at
least that prior art found in the
course of search which discloses
a solution to the same problem
as that underlying the claimed
invention (wherein this problem
may change depending on the
prior art retrieved (G-VII, 5.2) and
wherein the known solution is the
best technical approximation to
the claimed solution. Such prior
art is to be cited as an "A"
document in the search report
(see B-X, 9.2.2).

If such a document cannot be
found, the search division cites a
document which solves a
problem closely related to the
problem underlying the claimed
invention and wherein the
solution the best technical
approximation to that of the
application under search. This
document can then be used as
closest prior art for the purpose
of developing a problem-solution
approach (G-VII 5)

Guidelines B-X 9.4
9.4 Identification of relevant
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developing a problem solution

approach. The closest prior art is

selected according to mainly three

criteria (G-VII 5.1)

= Does it belong to the same or a
closely related technical field?

= Isit directed to a similar purpose or
effect?

= Does it require the minimum of
structural and functional
modifications to arrive at the
claimed invention?

WHAT IS THE CLOSEST "STATE-OF-
THE-ART"?

The Guidelines and the case law also
use the concept of "closest" as
indicating the best technical
approximation to the claimed invention.
For example, where comparative tests
are submitted as evidence of an
unexpected effect, there has to be the
closest possible structural
approximation in a comparable type of
use to the subject-matter claimed

(T 181/82). Such subsequently filed
comparative examples, that differ only
by the distinguishing feature, are often
labelled as the ‘closest state-of-the-art'
(T 35/85) and are comparative
examples that differ only by one
distinguishing feature (T 181/82 and

T 197/86). It is established practice and
case law, that the technical effect
should be identified on the basis of
examples and comparative examples
that differ only at the level of the
distinguishing feature. In this situation,

passages in prior-art documents
In the case of long documents,
the search division indicates
those parts (such as a claim,
example, figure, table, text
passage on a particular page, or
a certain time or a time segment
in a video and/or audio media
fragment) of a cited document
which contain the technical
subject-matter that is the best
technical approximation to (or
coinciding with) the searched
invention. This is of particular
importance where the document
is relied upon for objections of
novelty or inventive step.
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the comparative example that differs
only at the level of the distinguishing
feature is considered as the item of
technical nature that can be
considered as the best technical
approximation to the invention, in other
words the closest 'state'-of-the-art in
terms of what the invention actually is
(see also G 2/21).

The use of the term 'state’ is intended
to indicate such item of technical
nature that is in such a state, condition
or situation that comes closest to or in
other words approximates best the
claimed invention. The term "closest" is
used in the sense of that item of
technical nature that shows the closest
possible structural approximation in a
comparable type of use and maximum
similarity with regard to structure and
application (T 181/82).

It needs to be emphasized that the
closest prior art is not necessarily the
‘closest state-of-the-art' in the sense of
the best technical approximation to the
claimed invention, since it is primarily
selected on the basis of the criteria of
belonging to same or a closely related
technical field and being directed to a
similar purpose or effect.

PROPOSED SOLUTION

Where the guidelines are not referring

to the "closest prior art" in the sense of
the problem solution approach

(Article 56 EPC; Guidelines G-VII 5,

G 2/21) but refers to the best technical
approximation, then the terms "closest

24




SACEPO WPG meeting 4 May 2023 — Consultation results

Part

Chap-
ter

Section

Comment

Suggested improvement

Consultation results

state of the art", "closest prior art" or
similar expressions should be replaced
by another term that unambiguously
distinguishes this concept from the
"closest prior art" in the sense of the
problem solution approach (Article 56
EPC; Guidelines G-VII 5, G 2/21).
Such a term could be for example:
"best technical approximation™

Using this expression, it is illustrated
how the indicated passages in the
Guidelines could be easily adapted to
the following sections in the
Guidelines, namely B-1V 2.5; B-X 9.4;
C-V1.1;D-V 2.2;F-l1 4.3; F-IV 2.2;
F-IV Annex; G-VII 5.1

27

\

6.3

6.3 Conflict between abstract and

source document

i.  Where there is a problem with an
abstract, either because it appears
to conflict with the source
document to which it relates or
because it conflicts with other
abstracts of the same source
document, the search division will
proceed as follows:

ii. where the source documentis in
an accessible language (in
particular a language of an EPC
contracting state) and either is
directly available to the search
division or may be ordered, the
search division cites the source
document; (ii) where the document
is in an inaccessible language (for
example Russian, Japanese or

The Office stated that an update was not considered
necessary.

A machine translation of the source document is
provided as a courtesy to the applicant.

There were no further comments from the SACEPO
WPG members.
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# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
Chinese) and/or is difficult to
obtain, the search division cites
the abstract. Where more than one
abstract is available, the search
division will cite the abstract most
relevant to the claimed invention,
regardless of any conflicts"
Comment (last sentence): The
applicant should be made aware of
the other abstract(s).
28 B VIiI 1-5 What type of communication will the See also comment 25.
search division issue in case of
Rule 56a(4), especially if complete sets The Office stated that an update was not considered
of erroneous and correct claims were necessary.
filed? As both erroneous and correct
parts are in the application, the search Applicants were informed of the practice with the notice
division will need to know which to from the EPO dated 23 June 2022 (OJ EPO 2022,
search. A71).
Further please clarify: It was explained that the search is carried out on the
= will a Rule 64(1) be issued, with a documents established during the procedure under
partial search report directed to the Rule 56a EPC. Where Rule 56a(4) EPC applies, i.e. the
first, erroneous set of claims; application consists of both the erroneous and the
= will a Rule 62a(1) be issued prior to correct application documents, the usual procedures
search, and will the search be are applied, including Rule 63 or 64 EPC, as the case
based on what applicant indicates? may be.
will a Rule 63a(1) be issued prior to
search if the (erroneous) claims do not There were no further comments from the SACEPO
seem to relate to the description, and WPG members.
will the search be based on what
applicant indicates?
29 B XI 2.1 The first sentence now reads: It is suggested to amend the The Office agreed to the proposal.

"If the Receiving Section decided not to
redate the application under Rule 56(2)
or (5), but the search division is of the

sentence to:
If the Receiving Section decided
not to redate the application
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opinion that the subsequently filed under Rule 56(2) or (5) or
missing parts or correct application Rule 56a(3) or (6), but the search
documents or parts are not "completely | division is of the opinion that the
contained" in the priority document subsequently filed missing parts
and/or the requirements of Rule 56(3) | or correct application documents
or Rule 56a(4) are not fulfilled, it or parts are not "completely
carries out the search also taking into | contained" in the priority
account prior art which might become | document and/or the
relevant for assessing novelty and requirements of Rule 56(3) or
inventive step of the subject-matter Rule 56a(4) are not fulfilled, it
claimed if the application were redated | carries out the search also taking
pursuant to Rule 56(2) or (5) or into account prior art which might
pursuant to Rule 56a(3) or become relevant for assessing
Rule 56a(6)." novelty and inventive step of the
subject-matter claimed if the
It seems that a reference to R.56a is application were redated
wrongly missing in the first part of the | pursuant to Rule 56(2) or (5) or
sentence. pursuant to Rule 56a(3) or
Rule 56a(6).
30 C I 2 The section starts with "Under the The Office agreed to the proposal.

"Early Certainty from Search" (ECfS)
scheme, completing examination files
already started is prioritised over
beginning work on new files".

This sentence seems contradictory in
itself: the term "early certainty from
search" suggests that priority is given
to get early certainty from getting
search results early, i.e., to give priority
to working in new files (applications
that have just been filed, or that just
entered the EP phase and require a
Supplementary European search) by
starting a search on those early.
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It is requested to consider a
reformulation to clarify what is meant.
31 C i 1.3 This section describes the entry- The Office did not agree to the proposal: The 2023

procedure in case of erroneous
elements under Rule 20.5bis(d) in
detail for PCT applications filed
between 1 July 2020 and 31 October
2022 (when the EPO had a
reservation).

However, this section does not
describe the entry for in case of
erroneous elements under
Rule 20.5bis(d) for PCT applications
filed on or after 1 November 2022. It is
observed that also 0OJ 2022, A71 does
not give any such detail. It is requested
to incorporate information on the
matter:
= does the applicant need to amend
under Rule 159(1)(b) to either the
erroneous parts or the correct
parts?

— Will there be a box to indicate
this choice on the EP entry
form?

= does the applicant need to amend

in response to the R.161/162

communication to either the

erroneous parts or the correct
parts?

—  Will the form indicate so?

= If the applicant does not amend
under Rule 159(1)(b) not in

response to the R.161/162

communication, will he be invited to

do so in a Rule 164(1) or (2) in case

edition of the Guidelines refers to the procedure for
international applications filed on or after 1 November
2022 (see second paragraph). Normal procedures
apply on the basis that the correct and erroneously filed
parts are thus part of the application as filed. This is
explained in E-IX, 2.

There were no further comments from the SACEPO
WPG members.
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there are two sets of claims, or the
first office action?
If so, which claim set will be used by
the examiner for the search under
Rule 164(1) or Rule 164(2) or the first
office action?

32 C 11l 3 We appreciate the new section 3.1 The | It is suggested to move this The Office did not agree to the proposal: Part C sets
section "Searches under Rule 164(2)" |section to become a sub-section |out the general procedure for examination including
has been moved from to E-I1X, 4.2. Euro-PCT applications. That is why the section on
However, we find that this section, searches under Rule 164(2) EPC can remain in Part C.
which concerns a Euro-PCT procedure
should not be included before the EP There were no further comments from the SACEPO
procedures — which are the main topic WPG members.
of this part of the Guidelines.

33 C 1] 5 We support the measures proposed by | As a suggested improvement, The Office did not agree to the proposal.

the EPO to process more efficiently
divisional applications by enabling
summons to oral proceedings as a first
examination action for divisional of
withdrawn or refused parents; or for
divisional for which the content of the
claims on file is substantially the same
as or broader than the subject matter
of claims which were examined for the
refused or withdrawn parent
application.

Those measures are welcome and
should contribute to increase the
quality, efficiency and consistency in
the examination and granting process
of divisional applications at the EPO.
We suggest also that it will be welcome
to refer here to the notion of "Res
judicata" and to Art. 111(2) EPC which
provides that, where a board of appeal
remits a case to the EPO department

with respect to the exceptional
case whereby the examining
division may exceptionally issue
a summons to oral proceedings
as the 1st action, we suggest
extending the third bullet point to
objections raised in any
proceedings and to make it
mandatory for the examiner to
address references used for
rejecting the parent application
as follows:

In addition, in examination of a
divisional application, the
examining division may
exceptionally issue a summons
to oral proceedings as the first
action if:

a) ...and

b) ...and

1) Regarding the addition of a reference to "Res
judicata": The binding nature of decision on appeals
(ratio decidendi of the BoA) is already reflected in
the general procedural matters of the Guidelines
(E-X, 4). Itis not considered necessary to reflect it in
this particular section.

2) Regarding the addition in bullet point c) to include
objections raised in any communication or decision
issued following oral proceedings before the
opposition division or the BoA for the withdrawn
parent and the addition that references for rejecting
the parent application/patent should be addressed in
the divisional application and reasons: The proposal
is subject to interpretation, as normally when an
application is withdrawn no decision is taken by the
competent body.

It may be useful to clarify that the Boards of Appeal
confirmed that the authority of res judicata binds the
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of first instance whose decision was
appealed, that department is bound by
the board's ratio decidendi, in so far as
the facts are the same. It means that if
a matter finally settled by a court of
competent jurisdiction, rendering that
matter conclusive as to the rights of the
parties and their privies, such a final
judgment constituting an absolute bar
to a subsequent legal action involving
the same claim, demand or cause of
action, and the same parties or their
privies.

c) one or more of the objections
which are crucial to the
outcome of the examination
procedure, and which were
raised in the search opinion
established for the divisional
application, in the refusal of
the parent or in any
communication or decision
issued following an oral
proceeding in opposition
division or at the Bord of
Appeal for the withdrawn
parent still apply.

The annex to the summons
issued as the first action in
examination must deal with
the applicant's requests in
their entirety and be as
detailed as a communication
under Art. 94(3) EPC (see, in
particular, C-1ll, 4.1). It must
not include any new
objections or cite new
documents that were neither

included in the search opinion
nor, in the case of a divisional

application, in the refusal of
the parent application or in a
communication issued for the
withdrawn parent application.
All objections to the
application must be covered
and substantiated by giving

the essential legal and factual
reasons. References used for

rejecting the parent
application/patent shall be

administrative department dealing with the same
application in the subsequently resumed
examination proceedings. However, a decision
taken on appeal in examination proceedings has no
such binding effect in any subsequent opposition
proceedings or on appeal against the opposition
division's decision because opposition proceedings
are separate and distinct from examination
proceedings (especially in that different parties are
involved) and differ from them in terms of the nature
of the public interest involved (see T 1666/14,r. 2.2
and 2.3).

It is, however, a widely accepted principle in the
practice of the examining divisions that a Board of
Appeal decision has great persuasive authority for
other cases involving the same subject-matter.

There were no further comments from the SACEPO
WPG members.
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addressed in the divisional
application, especially if the
subject matter covered by the
claims of the divisional
application are substantially
the same or broader than the
parent application/patent. In
addition, it must include the
reasons why the division
decided to directly summon to
oral proceedings as the first
action in examination. The
division may inform the
applicant in a telephone call if
it is considering issuing a
summons to oral proceedings
as the first action in
examination (C-VII, 2.5).

34

We support the measures proposed by
the EPO to process more efficiently
divisional applications by enabling
summons to oral proceedings as a first
examination action for divisional of
withdrawn or refused parents; or for
divisional for which the content of the
claims on file is substantially the same
as or broader than the subject matter
of claims which were examined for the
refused or withdrawn parent
application.

Those measures are welcome and
should contribute to increase the
quality, efficiency and consistency in
the examination and granting process
of divisional applications at the EPO.

As a suggested improvement,
with respect to the exceptional
case whereby the examining
division may exceptionally issue
a summons to oral proceedings
as the 1st action, we suggest
extending the third bullet point to
objections raised in any
proceedings and to make it
mandatory for the examiner to
address references used for
rejecting the parent application
as follows:

In addition, in examination of a
divisional application, the
examining division may
exceptionally issue a summons
to oral proceedings as the first
action if :

See comment 33.
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1.
2.

...and
... and

¢) one or more of the objections

which are crucial to the
outcome of the examination
procedure, and which were
raised in the search opinion
established for the divisional
application, in the refusal of
the parent or in any
communication or decision
issued following an oral
proceeding in opposition
division or at the Board of
Appeal for the withdrawn
parent still apply.

The annex to the summons
issued as the first action in
examination must deal with
the applicant's requests in
their entirety and be as
detailed as a communication
under Art. 94(3) EPC (see, in
particular, C-1ll, 4.1). It must
not include any new
objections or cite new
documents that were neither
included in the search opinion
nor, in the case of a divisional
application, in the refusal of
the parent application or in a
communication issued for the
withdrawn parent application.
All objections to the
application must be covered
and substantiated by giving
the essential legal and factual
reasons. References used for
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added C-V-7.2, the top-up search at
the grant stage is expanded to
include national applications and
patents of the contracting states
available in the EPO's databases and

also provided information about
which contracting states are
covered in this top-up search

relating national applications and

patents or a clear pointer

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
rejecting the parent
application/patent shall be
addressed in the divisional
application, especially if the
subject matter covered by the
claims of the divisional
application are substantially
the same or broader than the
parent application/patent. In
addition, it must include the
reasons why the division
decided to directly summon to
oral proceedings as the first
action in examination. The
division may inform the
applicant in a telephone call if
it is considering issuing a
summons to oral proceedings
as the first action in
examination (C-VII, 2.5).
35 C i 5 The amendments proposed appear to The Office expressed its thanks for the positive
be in accordance with the existing case comment.
law (specifically T 17/22), in that a
summons to oral proceedings can in
exceptional cases be issued as a first
action in examination if a request for
oral proceedings is on file.
Furthermore, the new sections clarify
this procedure with respect to
divisionals.
36 C i 7.2 It is noted that, according to newly It would be useful if this section | The Office concluded that it would consider a

clarification in the relevant section.

This comment seems to refer to C-1V, 7.2 rather than
C-lll, 7.2. C-1V, 7.2 explains that the examiner expands
the scope of the top-up search at the grant stage to
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that national prior rights that are prima | provided to where this include national applications and patents of the
facie relevant for the application are information can be obtained (if for | contracting states, meaning all contracting states, but
communicated to the applicant. example, it is a developing only in so far as they are present in the EPO's
This is considered a useful service to | position). databases. Upon clarification by the Office and
applicants, particularly in view of the reference to the FAQ available on the EPO's website,
potentially destructive effect of such the SACEPO WPG members agreed that no further
prior rights on European Patents with clarification appeared necessary. The Office will,
unitary effect. however, consider clarifying this passage by including
the word "all" when referring to contracting states.
37 C v 7.1 This section provides "Since priority It is requested to clarify how The Office agreed to the proposal.

dates claimed (if any) may not be
accorded to all or part of the
application but may be accorded to the
appropriate part of a conflicting
application (see F-VI, 2.1), this search
should be extended so as to cover all
European applications published up
to eighteen months after the filing of
the application under consideration.
On condition that the priority claim is
valid for the whole content of the
patent application under examination,
the top-up search may exceptionally be
performed at the earliest 18 months
from the priority date."”

However, this section seems to ignore
international applications that may be
prior rights: that can not be established
at 18 months from (their) priority, but
only after 31 months (plus further
processing) in view of the requirements
of Rule 165 EPC: filing fee and, if
applicable, translation into an official
EPO language.

international applications are
dealt with:
= are they included in the
Art. 54(3) top-up search
based on their international
publication (also if not in an
official EPO language),
if so, and if one is found to be a
potential 54(3) that would be
novelty-destroying: will the grant
be delayed until after the entry of
that international application (or
until at least the acts of R.165 are
done)?

As further information: B-IX, 2.1 of the Guidelines
indicates that systematically accessible search
documentation of the EPO includes published
international patent applications and patents, including
those in non-official languages. Where the search is
concluded less than 18 months after the European or
international filing date of the application, it will not be
possible at the time of the search to carry out a
complete search for potentially conflicting European
and international applications. This search, therefore, is
completed at the examination stage by the examining
division (see B-VI, 4.1). During that top-up search, it
may indeed happen that relevant intermediate and/or
conflicting Euro-PCT applications are revealed for
which it is not yet clear if they will become prior art
under Article 54(3) because they validly enter the EP
phase or fulfil the requirements of Rule 165. In these
cases, the examining division will not issue an intention
to grant before it can be established if these documents
are prior art under Article 54(3).

The suggestion to reflect this practice in C-1V, 7.1 will
be considered.

There were no further comments from the SACEPO
WPG members.
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38 C v 7.2 This section was added in light of the However, it would be useful if the | See comment 36.
upcoming launch of the Unified Patent | division informs the applicant, not
Court (UPC) and the expected only of the relevant prior rights
increased importance of national prior | found but also about which
rights in proceedings before the UPC | contracting states were
(Art. 65(2) UPCA), in particular encompassed in this top-up
regarding European patents with search. It would also be
unitary effect. This amendment makes |important to guarantee that the
clear that the examiner expands the contracting states feed the EPO's
top-up search scope at the grant stage | databases on a continuous and
to include national applications and exhaustive basis.
patents of the contracting states, in so
far as they are present in the EPO's
databases. This amendment seems
also to suggest that the divisions shall
(and not only by courtesy) inform the
applicant about the outcome of the top-
up search in respect of those national
prior rights that are prima facie relevant
in the Rule 71(3) communication.
39 C v 7.3 The paragraph added at the end It is suggested to correct that | The Office did not agree to the proposal:

provides:

"Otherwise, the examining division will
object to claims relating to subject-
matter that was not searched by the
EPO acting as ISA, referring to the
EPC provision invoked for the limitation
of the search, e.g. Art. 84 EPC.

Rule 137(5), second sentence, cannot
be invoked in that context."

The reference to Art. 84 seems
incorrect as that does not impose any
limitation on the search.

reference.

It would be appreciated if it can
be clarified why Rule 137(5),
second sentence, cannot be
invoked in this context. It seems
to be possible in view of

Art. 150(2) EPC "supplemented"
and Art. 153(2) EPC
(equivalence)?

The EPO acting as ISA may conclude that no
meaningful search is possible, for example where the
description, the claims or the drawings are totally
unclear (see Articles 5 and 6 PCT). In cases where the
applicant did not successfully overcome this deficiency
by way of e.g. amendments upon entry into the
European phase or within the Rule 161 period, the
division will object to the claims in respect of
unsearched subject-matter. In this case, reference is
then made to the relevant EPC legal provisions, namely
Article 84 EPC.

Clarification re. Rule 137(5), second sentence: It refers
to Rule 62a and Rule 63, which are procedures under
the EPC. In order to apply Rule 137(5), second
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sentence, an invitation under Rule 62a and/or Rule 63
EPC must have been sent. This obviously cannot take
place if the search is carried out under the PCT. In
addition, the PCT does not have the same conciseness
requirements as the EPC under Article 84 EPC, so
there is no equivalent to Rule 62a.

0J 2014, A70, point 13 explains that the restriction of
Rule 137(5) does not apply to amendments filed on
entry into the European phase of a Euro-PCT
application.

There were no further comments from the SACEPO
WPG members.

40

1.1

See comment 26 at B-1V, 2.5

Guidelines C-V 1.1 Text for
approval

(e) introduction of a summary of
background art which clearly
represents the prior art that is the
best technical approximation to
the invention (see F-Il, 4.3)

The Office did not agree to the proposal:

C-V, 1.1(e) currently refers to "prior art closest to the
invention". According to current practice, it is required
that the description refers to a piece of background art
that is the starting point for the inventive step
assessment, i.e. the closest prior art (see F-II, 4.3).
Therefore, the Office did not see a need for further
clarification.

There were no further comments from the SACEPO
WPG members.

41

4.5

That the description has to adapted to
the claims has to be maintained.

The 3 decisions to the contrary

T 1989/18, T 1444/20 and T 2194/19
cannot outweigh the existing line of
case law according to which the
description has to be adapted to the
claims.

Any amendment to the
description should not be carried
out in the communication under
R 71(3).

They have to reasoned and
communicated to the applicant in
advance, at least during an
interview with the examiner in
charge.

The Office did not agree to the proposal:

The section concerns a request for amendments or
corrections in reply to the Rule 71(3) communication. If
the amendments concern the claims, the applicant
should — as indicated in that section — consider if the
description needs to be adapted in line with the claim
amendments.
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may not claim the same subject-matter,
even in different words (for further
information, see G-IV, 5.4).

1.6 to:

The parent and divisional
applications may be filed with the
same claims, but the parent and
divisional may not be granted

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
The examining division may suggest amendments and
This would remove possible corrections on its own initiative if it can be reasonably
conflicts between representatives | expected that the applicant will accept them (C-V, 1.1).
and examiners. If the examining division has reason to believe that the
applicant will not accept such amendments, e.g. from
an indication in the applicant's letter, the division may
resume examination by sending an Article 94(3)
communication or initiate an informal consultation with
the applicant.
There were no further comments from the SACEPO
WPG members.
42 C \% 15.2 Current GL prevent the issuing of a The requirement for a time limit | The Office did not agree to the proposal:
decision according to the state of the for the communication to which
file by means of a standard form that the decision refers should be The 2023 edition of the Guidelines already removed the
refers to a communication of the removed. reference to setting a time limit. Nevertheless, the
division without a time limit (e.g. Office will consider reformulating the section for further
minutes of a consultation or Form 2906 clarification.
that is attached to a brief
communication). In the past, the legal There were no further comments from the SACEPO
department of EPO did not see any WPG members.
problem with issuing a decision based
on such a communication (i.e. one
without time limit). The legal
department of EPO was of the opinion
that as longs as the communication is
as detailed as a 94(3) communication,
it can be used as a basis for issuing a
decision according to the state of the
file by means of a standard form.
43 C IX 1.6 The parent and divisional applications | So it is proposed to amend C-IX, | The Office did not agree to the proposal:

C-IX, 1.6 already contains a cross-reference to G-1V,
5.4, which clearly explains the requirements that need
to be met.
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of the grounds for opposition

A document indicated in the
patent specification as the best
technical approximation or
important prior art for the
purposes of elucidating the
technical problem set out in the
description forms part of the
opposition proceedings even if

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
But that is not correct: they can be with claims directed to the same | There were no further comments from the SACEPO
FILED with the same claims, itis only | subject-matter, even in different | WPG members.
not allowed that they are GRANTED words (for further information,
with the same claims (see G 4/19 and |see G-1V,5.4). T
GL G-IV, 5.4).
44 D v 5.4 According to the Notice from the EPO | According to R 7/09, Reasons, The Office did not agree to the proposal.
dated 28.08.2020 concerning the Point 5 and R 4/17, see
communication of observations of the | Reasons. Point 4., parties are not | Both D-1V, 5.4 and Rule 79 require that the parties'
parties to the other parties in obliged to check what is in the observations be sent to the other parties. Only the
opposition proceedings for information | register. attachments to the parties' correspondence (i.e. the
purposes, cf. 0J 2020, A 106, documents supporting the parties' submissions) have to
documents which can be inspected in | Limiting the sending to the notice | be downloaded from the register. The fact that the
the register will no longer be of opposition and the reply register needs to be consulted is apparent from the
automatically forwarded to the parties. |thereto is not in accordance with | notification about the other parties' observations and
R 79 and the Guidelines D-1V, the content of the observations. The register does not
5.4. have to be consulted of a party's own motion.
The Guidelines reflect what has | The fact that copies of documents supporting a party's
to be done and do not justify the | submissions are only available via the register is
decision to limit the sending to already mentioned in D-1V, 5.2 in the context of the
the opposition statement and the | invitation for the patent proprietor to submit comments.
ground thereof. The Office confirmed that a corresponding explanatory
statement would be added to D-1V, 5.4.
There were no further comments from the SACEPO
WPG members.
45 D \% 2.2 See comment 26 at B-1V, 2.5 Guidelines D-V 2.2 Examination | The Office did not agree to the proposal:

The term "closest prior art" in this passage seems to be
used in the sense of the problem-solution approach as
applied by the applicant. In this context, the term
"closest prior art" has a clear and commonly accepted
meaning (see G-VII, 5.1). The proposed changes
therefore seem to be misleading. This is especially the
case when it is borne in mind that it could be
understood as though the mentioned documents should
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not expressly cited within the not be considered to be prior art at all. Moreover, the
opposition period. The same term "best technical approximation" does not appear to
applies to any relevant have a generally recognised meaning.
documents cited in the patent
specification which do not Therefore, the Office did not see a need for further
constitute prior art that is the best | clarification.
technical approximation but
whose contents are nevertheless | There were no further comments from the SACEPO
important for understanding the | WPG members.
problem underlying the invention
within the meaning of
Rule 42(1)(c) EPC (T 536/88, in
particular point 2.1)

46 E Il 2.3 The references to OJ 2022, A113 in The references were already corrected in the final

2.4 E-lll, 2.3 and in E-lIl, 2.4 shall be March 2023 version after editing.
0J 2022, Al14.
The Office is of the opinion that no further changes are
necessary.
47 E Il 2.3 E-ll, 2.3 & 2.4 Notification — when do The Office pointed out that the two sections would be
2.4 the new rules apply? amended since at present the text is meant to

It is not clear from the text on the
Guidelines when the new rules will
apply:

if they apply when the date of
notification is on or after 1 November
2023, there is a paradox: when a
communication would be dated
27.10.2023, notification under the
current Rule would be 27.10.2023 +
10d -> 06.11.2023, but as hat is after
1 November it would be the new rule,
but then notification would be
27.10.2023 so it is the old rule ...?
0J 2022, A101 and OJ 2022, A114
also do not clarify it either, at least not
unambiguously:

accommodate both the old and the new versions of
Rules 126 and 127 EPC, since the entry into force is
November 2023.

"Documents notified on or after 1 November 2023" are
to be understood according to the amended

Rules 126(2) and 127(2) EPC, which enter into force on
01.11.2023 and refer to the date of the document as
the date of notification.

In reply to the question posed, see also the notice from
the EPO dated 6 March 2023 concerning amended
Rules 126, 127 and 131 EPC, OJ EPO 2023, A29,
point V, example 2:
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The wording "Rules 126, 127 and 131 "Since the issuing of a document is the event triggering
as amended by Article 1 of this the notification process, the decisive date for
decision shall apply to documents to determining whether the revised notification and time-
be notified by the European Patent limit calculation rules apply to a specific document
Office on or after 1 November 2023." in notified is the date of that document.
Art. 3 of OJ 2022, A101 does not
resolve the above conflict. [...]
Also the (different) wording "They will
apply to documents notified by postal Example 2
services or electronic means on or A document bearing a date of 31 October 2023 is
after this date.” (which lacks the "to issued on this date and delivered to the addressee by
be") in item 17 of OJ 2022, A114 does postal services on 2 November 2023. Since the date of
not resolve it unambiguously. this document lies before 1 November 2023, it will be
Please clarify. deemed notified on the tenth day following its dispatch,
[Itis also observed that, so far, the i.e. on 10 November 2023. This date will be used for
EPO has hardly given public notice of the purpose of time-limit calculation under Rule 131(2)
the amendment to the Rule, despite EPC. This example is reflected in Annex 2 below."
earlier indication that the EPO would.]
The Office will consider inserting a reference to
0OJ EPO 2023, A29 but will not add example 2 itself
since it concerns the specific situation of what happens
in the ten days before the entry into force of the new
rules.
There were no further comments from the SACEPO
WPG members.
48 E 1 Reference is made to our Amicus At any rate, the public and other | The Office is of the opinion that no changes are

Curiae Submission of 27 April 27 2021.
In particular, we are of the opinion and
would like to emphasize that "a party's
right to an in-person oral hearing is a
fundamental principle of any judicial
system."”

We further emphasize that parties
should always have the right to request
(well in advance) and obtain oral
proceedings in person, in the presence

parties, if any, should equally
have the right to attend by ViCo,
e.g. to avoid unnecessary travels,
oral proceedings which are held
in person.

necessary.

The SACEPO WPG members referred to G 1/21 in that
in-person oral proceedings were the gold standard and
that there was no reason to require serious reasons for
in-person oral proceedings in the absence of
exceptional circumstances hindering travel.

The Office recalled that after two and a half years of
intensive discussions, following many technical
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of the members of the Division or improvements to the technology and facilities, and
Board of Appeal in question, except especially in view of the extensive experience and
during periods where extraordinary familiarity gained by users and examiners, the decision
circumstances, such as public health was taken to have VICO as the standard format. The
emergencies or security reasons, make approach is in line with the right to be heard, the right to
this impossible. oral proceedings and the principle of a fair trial. Case
law of the Boards of Appeal confirms that the format of
All other amendments in section E-IlI oral proceedings is a discretionary decision.
are welcomed, especially the explicit
statement in E-III-8.7.2. that during The Office also expressed its thanks for the positive
Oral Proceedings handwritten comment related to submitting amendments during the
amendments will normally be oral proceedings.
accepted. This assists in streamlining
proceedings and results in the process
of submitting of amendments during
Oral Proceedings being handled in an
efficient manner.
49 E Il 1.2 The high bar against oral proceedings The Office is of the opinion that no changes are

in person, as indicated by

"In exceptional circumstances, where
there are serious reasons against
holding the oral proceedings by
videoconference, they may be held on
the premises of the EPO" is in conflict
with the unambiguous and clear
principles as set out by the Enlarged
Board in G 1/21 (these principles not
being limited to appeal or to the
pandemic):

G 1/21, reason 45: "As stated earlier, a
hearing in person is the optimum
format or, to use a term well known in
the field of European patent law, it is
the gold standard. It definitely fulfils
the requirements of Article 113 EPC
and Article 6 ECHR. It is also the
format that the legislator had in mind

necessary.

See comment 48. The Office reiterated that VICO had
improved and become the optimum format for oral
proceedings. Reference was made to decisions

T 758/20 and T 1158/20.

The SACEPO WPG members commented that
T 1158/20 indicated merely that VICO oral proceedings
are no longer disadvantageous.
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when drafting Article 116 EPC.
Therefore, in-person hearings
should be the default option. Parties
can only be denied this option for
good reasons."

Note that the Enlarged Board clarifies
that it is not required for the person
wishing to hold the oral proceedings in-
person to give reasons. Rather,
denying in-person conduct shall be
motivated ("the burden of proof” is on
the EPO, not on the party wanting in-
person oral proceedings).

The justification to not hold them in
person shall thus be justified by the
EPO. A general rule as in E-lll, 1.3 is
not sufficient as the decision must be
based on specific circumstances of the
case —see G 1/21, r.49: "49. Secondly,
there must also be circumstances
specific to the case that justify the
decision not to hold the oral
proceedings in person. [...] This
decision should not be influenced by
administrative issues such as the
availability of conference rooms and
interpretation facilities or intended
efficiency gains. It is the EPO's
responsibility to make available the
necessary resources for facilitating
the conduct of proceedings
provided for in the EPC."

Access to in-person oral proceedings
shall not be subject to the strict
standards as imposed in E-lll, 1.2, but
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premises the European Patent Office,
"either at the request of a party or at
the instigation the division". The
Guidelines have only the 'request of a
party' and not ‘instigation of the
division".

We noted that E-Ill, Section 8.2.1 has
been deleted. While this applies to on
site hearings, the deletion of this
section suggests that on site hearings
will never be held again.

E-lll, Section 8.2.2 stipulates that
members of the relevant division may
connect from different locations.

New E-llIl, Section 8.11.2 does not
specify when there is considered to be
a 'lack of time'. Oral proceedings can
take very long and are by ViCO more
tiring / more difficult to maintain

the premises too.

Therefore, despite requiring
some adaptation following the
above-mentioned decision, we
believe that guidance on the oral
proceedings on the EPO
premises should be maintained.

While we are aware that there is
support for this in the above-
mentioned decision by the
President, we would like to
emphasize the importance of
divisions being in the same
physical room when deliberation
on an examination or opposition
hearing.

While chairpersons (according to
the current experience) do ask
parties whether they feel fit to
proceed at a late hour, we think it
would be good to provide some

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
shall remain exceptions and follow by
the guidance given by the Enlarged
Board. The Guidelines shall be
amended accordingly.
50 E i 1.2 E-lll, Section 1.2 amendments are Considering that these are the The Office is of the opinion that no changes are
8.2.1 based on the Decision of the President | Guidelines for the EPO officers, |necessary.
8.2.2 of 22 November 2022. Article 1(2) we think it should be clear that
8.11.2 |states that the OP may be held on the |the divisions can propose OP at | The Office confirmed that the competent division could

ex officio decide to summon to oral proceedings on the
EPO premises if there are serious reasons against
holding the oral proceedings by VICO. The Office will
investigate whether there is any ambiguity in this regard
in section E-Ill, 1.1 and 1.2.

The Office explained the deletion of E-IIl, 8.2.1 by
referring to the fact that the use of laptops in oral
proceedings had become standard. In addition, on-site
oral proceedings were the exception but would still take
place in the event of serious reasons.

The Office further explained that remote attendance of
oral proceedings by division members was in line with
the legal requirements and had proven to work very
well in practice, without affecting the quality of
proceedings, the quality of deliberations or the parties’
rights.

The Office explained the practice of opposition divisions
regarding the duration and adjournment of oral
proceedings.

The Office explained that on the basis of the EPC and
relevant EPO notices, sound recordings were only
permitted in the framework of witness hearings and
only for the EPO. The Office will consider clarifying this
in E-lIl, 10.1.
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focused, than on site. As far as we are
aware, there is no formal maximum
duration of OP on one day.

According to E-lll, Section 10.1, while
the EPO may make sound recordings
of the oral proceedings, the
participants are forbidden to do so. We
believe that this puts the participants in
an unequal position. Furthermore,
there appears to be no legal basis for
this recording ban. The Guidelines
refer OJ EPO 1986, 63, and OJ EPO
2022, A106), but both are only notices
and no Decision by the President of
Rules of Procedure.

general guidance on this aspect
(e.g. that OP are adjourned at

18.00, unless parties agree that
they continue on the same day).

51

16.1

Hearing of witnesses by
videoconference in case the OP is in
form of a ViCo.

When witnesses used to be heard in
person during OP on the premises of
the EPO, they were identified at the
beginning of the OP and then sent out
in waiting.

It was thereby certain that the witness
would not be influenced by the course
of the OP before giving its testimony.

| participated in hearings were it was
manifest that the witness were telling a
story. This only came out when they
were confronted.

If the later heard witnesses had been
aware of the predecessor said, the
outcome would have been different.

There are a few possibilities to
ensure that the witness is not
listening into the OP.

1.a Hear the witness in person on
the EPQO's premises. This can
apply to witnesses irrespective of
their country of residence, even if
the OD or the BA is holding OP
by ViCo.

1.b.For a witness residing in a
contracting state

1.b.1 Make the hearing by a
national court mandatory

1.b.2 Oblige the witness to come
into a room in a national court of
his country of residence.

1.c For a witness not residing in a
contracting state, insure that in

The Office is of the opinion that no changes are
necessary.

The Office explained the different measures in place in
the event of VICO oral proceedings to determine
whether a witness testimony may have been influenced
by knowledge of prior discussions during such oral
proceedings.

There were no further comments from the SACEPO
WPG members.
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ter
When a witness is heard by ViCo, case of hearing by ViCo, the
there is no possibility to check whether |witness is sitting away from the
the witness is not listening to the OP as | parties and without any electronic
public or sitting next to a member of link available, i.e. with a kind of
the public. locked browser like at the EQE.
1.c.1 A witness could also be on
This is a fundamental drawback. Such | the premises of a notary public or
a drawback could lead to a petition for | bailiff (huissier de justice).
review, cf. Art 112a(2,e) as a false This could also apply to
testimony is a criminal offence. witnesses residing in a
contracting state.
When | put a corresponding question
to a member of DG5 during a
presentation on OP by ViCo the reply
was astounding: "l trust the
professionalism of parties and
witnesses not to cheat”. | will mercifully
keep the name for myself.
52 E v 44 See my comments under C-V, 4.5. No rewording appears The comment seems to refer to F-1V, 4.4.

The description has to be adapted to
the claims.

necessary, but a reference to
C-V, 4.5 appears useful.

Any amendments to the
description should be discussed
with the applicant.

Claim like clauses can be
considered as such unnecessary,
cf R 48(1,c), but it was wise to
remove the reference to this
Rule.

They have to be deleted as they
may lead to unclarity on the
subject-matter for which
protection is sought.

See comment 86a.
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wonder whether part of this guideline
needs clarification as we saw 3 PO
wrongly categorised as not being
available for file inspection.

paragraph

Observations by third parties
received once proceedings are
no longer pending (e.g. in
examination after the patent
has granted) are not third party

observations in the sense of
Art.115 and will be neither taken
into account nor made available
for file inspection. They will
however be made available for
file inspection and considered if
the proceedings before the EPO
become pending again, e.g. upon
the start of any opposition or
limitation proceedings.

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
If the disclosure of the invention
lies in the claim like clauses, then
there is something wrong with the
way the application has been
filed.
Incorporating a technical
teaching from an originally filed
claim like clause cannot be
considered added matter under
Art 123(2), but makes clear what
the invention which is protected
by the claims is.
53 E VI 3 The further specification of how Third The Office expressed its thanks for the positive
Party Observations should be handled feedback.
by the different divisions of the EPO
before and after the European patent
has been granted is welcomed.
54 E Vi 3 On the basis of one example, we Proposal is to amend 8t The Office will look into adding the text which is

presented in bold in the suggestion.

Procedures before the national courts, patent offices or
UPC are not procedures before the EPO within the
meaning of Article 115. The Office does not see the
need to specify further information in this section about
national courts, patent offices or the UPC.

Article 131 states that restrictions by Article 128 do not
apply.

There were no further comments from the SACEPO
WPG members.
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Further, following previous
comments, the Guidelines should
at least mention what would
happen to observations not on
the public file in the event of a
national court or the UPC
seeking file inspection under
Art.131

55

VIiI

3.11

E-VIII, 3.1.1 Time limits covered
(Re-establishment)

The list of examples mentions "filing
notice of appeal;"

It is proposed to include also the
grounds of appeal:

"— filing notice of appeal and/or
the grounds of appeal”

The Office can accept this suggestion.

56

VIiI

3.1.3

E-VIII, 3.1.3 Form of the request and
applicable time limit (Re-establishment)
This section describes, amongst
others, unitary and independent
procedural acts, and indicates that
"Where one unitary procedural act is
omitted by not performing one or more
actions forming that act, only one fee
for re-establishment is due."

It is proposed to clarify this situation
further and to add two more examples.

It is suggested to add two
examples:

"Example 2 (J 26/95, updated for
EPC2000)

The applicant missed the time
limit for further processing in
respect of the time limit for
responding to an office action as
well as the time limit to pay the
renewal fee with the additional
fee. As these time limits expire
independently of one another
and both have been missed by
the applicant, each resulting in
the application being deemed
withdrawn, a request for re-
establishment has to be filed in
respect of each unobserved time
limit (in J 26/95). In such cases, a
fee for re-establishment has to be

paid in respect of each request. It
is irrelevant whether the requests

The Office will consider adding shortened or rephrased

versions of the examples.

There were no further comments from the SACEPO

WPG members.
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for re-establishment are filed in
the same letter or in different
letters and whether they are
based on the same or different
grounds. Thus, the applicant has
to pay a first re-establishment fee
in respect of the request for
re-establishment of the further
processing time limit and a
second re-establishment fee in
respect of the request for
re-establishment of the missed
renewal fee with additional fee.

Example 3 (T 1823/16, T 315/87,
T 832/99 and J 7/16; compared
to T 804/95, cited in reason 4.2 of
T 832/99)

After a decision to refuse by the
examining division, the applicant
missed both the time limit for
filing the notice and the time limit
for filing the statement of grounds
of appeal. Both time limits were
missed for the same reasons.
Despite two time limits being
missed, only one
re-establishment fee has to be
paid (T 1823/16) as both periods
were triggered by the same
event, i.e. the naotification of the
decision, and the hindrance to
complying with them was based
on one unitary factual basis. In
such situation, re-establishment
in respect of both periods has to
be examined together and the
result would inevitably be the
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same so that one
re-establishment fee is
considered to be sufficient.

Note that when the time limit to
file the notice was missed due to
different reasons than the time
limit for the grounds, e.g., where
the representative has to assume
the entire responsibility for two
serious procedural mistakes
related to an incorrect
assessment of the legal nature of
the time limit for lodging the
notice of appeal and an incorrect
assessment of the grounds of
appeal with regard to the
contents in view of the
requirements for admissibility

(T 804/95), there is no causal
connection and two fees for re-
reestablishment, one for the
missed notice and once for the
missed grounds, are to be paid.”

57

211

E-IX, 2.1.1 Requirements for entry into
the European phase

[Also submitted in GL2022
consultation]

The last paragraph provides

If the applicant does not specify the
application documents on which the
European grant procedure is to be
based, the international application as
published as well as any amendments
made in the international phase are
considered to form part of the
procedure.

The Office is of the opinion that no further details need
to be added to this section since legal certainty has
been provided by clearly defining the practice.

In the European phase the proceedings before the EPO
are based on the application documents published by
the IB (with all claims, description and drawings) along
with any amended claims under Article 19 PCT or
Article 34 PCT (unless replaced by the amendments
filed upon entry). An exception only applies if the EPO
acted as RO. The application documents are
communicated to the EPO by the IB under Article 20
PCT, Rule 47.1 PCT. In addition, the application
documents include comments on the WO-ISA or IPER
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the European phase

The section does not refer to

Rule 20.5bis(d) situation, where the
international application and its
publication contains both erroneously
filed as well as corrected parts.

Does the applicant need to choose
between the two by amending under
Rule 159(1)(b)?

to this at the end of E-I1X, 2.1.1
where Rule 159(1)(b) is
discussed

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
However, the legal basis for this (if PCT Chapter Il procedure was requested) drawn up
"considered to" is not given. by the EPO as ISA/IPEA, as well as observations.
Rule 159(1)(b) EPC reads:
There is no legal basis allowing the Office to disregard
In respect of an international the set of documents making up the international
application under Article 153, the application. Thus, if the applicant has not specified
applicant shall perform the following anything else, the set of documents is taken as the
acts within thirty-one months from the basis. The applicant has another opportunity, unless
date of filing of the application or, if waived, to define the application documents by
priority has been claimed, from the responding to the Rule 161 communication.
priority date:
There were no further comments from the SACEPO

(b) specify the application documents, WPG members.
as originally filed or as amended, on
which the European grant procedure is
to be based;
So R.159(1)(b) requires the applicant
to indicate it, and no EPC Rule
provides for a "considered to" by legal
fiction nor for the EPO to specify the
application documents, it is suggested
that appropriate legal basis for the
"considered to" is added in view of
legal certainty for the applicant as well
as third parties.

58 E IX 211 E-IX, 2.1.1 Requirements for entry into | It is suggested to add a comment | The Office does not consider an update necessary

since the procedure is described in detail in OJ EPO
2020, A81 and in C-lIl, 1.3; see also E-IX, 2.2.

This regime is in transition and will no longer be

applicable once all international applications filed
between 1 July 2020 and 31 October 2022 have
entered the EP phase.

There were no further comments from the SACEPO
WPG members.
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ter

59 E IX 2.1.3 E-IX, 2.1.3 Translation of the 1A The Office does not consider an update necessary.
The section provides:
"If the applicant does not furnish the The translation must be that of the application as
translation of any of the items (i) or (ii) originally filed; the application documents as originally
above within the 31-month period, the filed are contained in the international publication. If the
application is deemed to be withdrawn international publication contains both the erroneous
under Rule 160(1)" and the correct application documents, both must be
Is that also the case if, in the case of a translated.
correction of erroneously filed elements
or parts under Rule 20.5bis(d) PCT by This is because the EPO is obliged under Article 153(4)
the rO, the translation does not include EPC to re-publish the international application.
a translation of the erroneously filed
application documents and/or the If the translation of the application documents (or of
correct application documents? part of them) is missing, an invitation under Rule 160(1)
Or would such incomplete translation EPC is sent. If single parts are missing from the
be a deficiency that can be remedied translation, in particular any erroneously filed or correct
under Art. 14(2) EPC by bringing the application documents (or parts of them), an invitation
translation into conformity with the PCT under Rule 159(1)(a) EPC and Rule 49.5 PCT or
application as filed (see A-VII, 7, first 74.1(a) PCT (EPO Form 1206) is sent first. This is
paragraph)? already expressed in the section in question.

There were no further comments from the SACEPO
WPG members.
60 E IX 2.2 E-1X, 2.2 Instructions in Chapter A-II The Office did not agree to make any changes.

The added part provides:

"On entry into the European phase, the
normal procedures apply on the basis
that the correct and erroneously filed
parts are thus considered part of the
application as filed"

Note that this sentence could be added
to E-IX, 2.1.1. However that would still
require a clarification of "normal
procedures" in this specific situation:

e.g.

"Normal procedure" means that there is no special
procedure for these cases. A Rule 161/162
communication is sent, giving applicants the possibility
to amend the application. The documents on file after
expiry of the six-month period form the basis for the
search or examination, as applicable. Rules 164,
62a(1) and 63(1) EPC are applicable in the event of
non-unity or an invitation to clarify subject-matter to be
searched. See C-lll, 3.1 and C-lll, 3.2.3.
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=  What are the "normal procedures" if
there are two claim sets?

=  What are the "normal procedures" if
some sheets are labelled
"ERRONEOQUSLY FILED" whole
those sheets are also considered
part of the application as filed?

= What are the "normal procedures” if
an amendment is required —
0J 2022, A71, items 6 and 10,
mut.mut: "The erroneously filed
documents may only be removed
by amending the application during
the grant proceedings and subject
to Article 123(2) EPC."

The handling of applications under Rule 56a EPC and
Rule 20.5(b) PCT is mentioned in the relevant sections
of Parts B and C.

There were no further comments from the SACEPO
WPG members.

61

Xl

7.4.2

E-XIlI, 7.4.2 Amended main/single
request filed with the appeal

The section provides:

"If amendments made to the
independent claims clearly do not meet
the requirements of Art. 123(2),
interlocutory revision is not granted, but
the division sends the file to the boards
of appeal.”

The Boards of Appeal have explicitly
addressed this section and indicated
that this is incorrect:

In T 682/22 of 20.7.2022, the applicant
appealed with a sole request in which
the applicant amended the
independent claims. The amendments
included the addition of a feature to the
independent claims which, according to
a positive statement in the annex to the
summons for oral proceedings before

The Guidelines section need to
be amended by replacing the
above cited paragraph with:

"Interlocutory revision must be
granted if the amendments
clearly overcome the grounds for
refusal, even if further new
objections arise, i.e. irrespective
of whether new objections under
Article 123(2) EPC or whether
previous objections referenced in
the appealed decision were
raised by the first-instance
department"

The Office did not agree to make any changes.

The Office will monitor further case law in this respect
before changing the long-standing practice for
amendments clearly violating Article 123(2)
requirements.

An objection which was the reason for the refusal
cannot be considered remedied by an amendment
which itself suffers from clear non-compliance with
Article 123(2). This is the rationale behind the
paragraph concerned.

Accommodating the specific circumstances which took
place in T 682/22 and T 1060/13 might lead to very
prescriptive Guidelines that might be prone to
misinterpretation. The Guidelines cannot cover all
possible occurrences and exceptions in every detail;
they must be regarded as general instructions that may
need to be adapted to the individual case.
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the examining division, made the claim
novel. Nevertheless, interlocutory
revision was not granted, (presumably)
because the ED considered further
amendments to extend subject-matter,
but -in accordance with Art.109(2), the
reasons were not given. The Board of
Appeal discussed the breath and the
established case law of Art.109(1)
EPC, as well as the Guidelines (E-XII,
section 7.1, 4th paragraph; r E-XII,
section 7.4.2, 1st sentence; E-XII,
section 7.4.2, 6th paragraph), and (as
the deciding Board in T 1060/13,
reason 4)considered it appropriate to
point out that there are (still) some
significant inconsistencies between the
current Guidelines and the established
case law as to the interpretation of
Article 109(1) EPC. The Board
concluded that "interlocutory revision
must be granted if the amendments
clearly overcome the grounds for
refusal, even if further new
objections arise, i.e. irrespective of
whether new objections under
Article 123(2) EPC or whether
previous objections referenced in
the appealed decision were raised
by the first-instance department"
(reason 2.4.3) and noted that "the
established case law (...) and the
current Guidelines are inconsistent
with each other." Reason 2.4.3
concludes with: "Moreover, in arriving
at a decision on granting interlocutory
revision, according to those Guidelines
(cf. E-XII, section 7.4.2,

There were no further comments from the SACEPO
WPG members.
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5th paragraph), the examiner is
supposed to take into account all the
grounds mentioned in the original
decision, including the main or
supporting arguments already raised in
previous objections to patentability to
which the applicant has had an
opportunity to respond and to which
reference is made in the grounds of
refusal (e.g. objections mentioned in
previous communications, during
personal consultation or at oral
proceedings). Conversely, on the basis
of the established case law,
interlocutory revision must be
granted if the amendments clearly
overcome the grounds for refusal,
even if further new objections arise,
i.e. irrespective of whether new
objections under Article 123(2) EPC
or whether previous objections
referenced in the appealed decision
were raised by the first-instance
department.”

The Board conclude that, in the current
case, "the appeal is "well founded"
within the meaning of Article 109(1)
EPC. There is also no apparent reason
to contest that the appeal is
"admissible" within the meaning of
Article 109(1) EPC. The examining
division should therefore have indeed
rectified its decision and continued with
the examination of compliance with the
requirements of the EPC. However, for
whatever reasons, they did not do so.

62

Xl

7.4.2

Further to the comment above:

See comment 61.
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The Office in the last iteration indicated
that they were relying on T 2445/11
and T 508/13.

T 682/22 [C decision] cites and
disagrees with T 2445/11 - citing in
preference T 1060/13

T 2445/11 [D decision] is cited by two
cases other than T682/22 —

T 1367/17[which does not deal with
interlocutory revision] and T 508/13.

T 508/13 [D decision] appears cited by
no one.

T 2445/11 and T 508/13 did not
discuss at all whether the guidelines
were correct. T 682/22 and T 1060/13
explicitly say the Guidelines are wrong.

63

4.3

See comment 26 at B-1V, 2.5

Guidelines F-11 4.3 Background
art

In principle, when filing an
application the applicant should
cite in the description the prior art
that is the best technical
approximation known to them. It
may happen that the prior art
cited by the applicant is not the
best technical approximation
existing for the claimed invention.
Therefore, the documents cited in
the application as filed do not
necessarily describe the known
innovations that are the best
technical approximations to the

See comment 26.

55




SACEPO WPG meeting 4 May 2023 — Consultation results

"description insuffisante", il serait
souhaitable de mentionner le cas d'une
demande portant sur un procédé ou
systeme d'intelligence artificielle
destiné a une certaine application,
dans laquelle la description ne contient
pas d'informations suffisantes pour
obtenir les données d'apprentissage
nécessaires pour obtenir les effets
désirés. Selon les décisions T 0161/18
et T 1191/19, une telle insuffisance ne
satisfait pas a I'Article 83 CBE. Il est a
noter que dans les deux décisions
citées, la Chambre de recours a
soulevé le motif de non-respect de
I'Article 83 ex officio, le motif n‘ayant
pas été invoqué par la Division
d'examen.

Cela justifie que cet exemple soit
mentionné dans la Directive, afin
d'attirer I'attention des Divisions
d'examen & ce sujet.

Translation:

In section F-111, 3, "Insufficient
disclosure", it would be a good idea to
include the case where the description
of an application related to an Al
method or system intended for a
particular application does not contain
adequate information for obtaining the

section 3 citant la question de la
suffisance de description des
données d'apprentissage dans
les demandes portant sur un
procédé ou systeme
d'intelligence articielle

Translation:

Add a paragraph to section 3
mentioning the issue of
sufficiency of disclosure of
training data in applications
related to an Al method or
system.

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
claimed invention, but may in fact
constitute more distantly related
prior art
64 F I 6 See comment 9 at A-1V, 5 Seeitem 9 at A-1V, 5 See comment 9.
65 F 11 Dans la section 3 du chapitre Il Insérer un paragraphe dans la See comment 66, point 1.
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training data needed to achieve the
desired effects. According to decisions
T 0161/18 and T 1191/19, any such
lack of sufficiency does not comply with
Article 83 EPC. In both cited decisions,
the Board of Appeal raised the issue of
non-compliance with Article 83 of its
own motion since it had not been
raised by the examining division.
Consequently, this example should be
mentioned in the Guidelines to make
examining divisions aware of it.

66

Point 1

My comment is about inventions
relating to Al under the heading of
sufficiency.

It is not about inventions allegedly
resulting from Al like the famous
DABUS applications.

If an Al system produces a technical
effect it is certainly eligible for patent
protection. For instance in analysing X-
ray images.

Al systems do however have to be
trained and the correlation law to be
specified.

Without both components, training data
and correlation law, there are a priori
doubts about sufficiency.

Whether the considerations expressed
here are discussed in F-1ll, 3 or in

Point 1

It could be useful to bring a
reference to T 161/18. In the
catchword of this decision, the
problems brought forward in my
comment make clear of what has
to be disclosed in order for
sufficiency to be given.

Point 2

Brakes could be brought in at the
following levels.

1. Occasionally applications ...

2. The first is where the
successful ...
This part could as well be
subdivided as follows:
» Thatis to say, the ...
= Sufficiency of disclosure
cannot be ...

The Office will consider amendments in line with this
suggestion as follows:

Point 1:

It could indeed be useful to give more advice on
compliance under Article 83 in the field of Al-related
inventions.

Rather than introducing content from T 161/18 and

T 1191/19, where the wording is specific for the
underlying cases the Office proposes introducing
teaching along the lines of the following paragraph from
the document "Convergence of practice: Common
practice as regards the examination of computer-
implemented inventions and artificial intelligence”,
March 2023:

"Where training datasets are used in machine learning
algorithms and contribute to bringing about a technical
effect, the characteristics of the training datasets
required for reproducing this technical effect may need
to be disclosed (or be common general knowledge).
There is, however, generally no need to disclose
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Rules 56 and 56a

The amended section provides:
Missing parts under Rule 56, and
correct application documents or parts
under Rule 56a may be withdrawn in
order to maintain

the original filing date, and these parts
are then deemed to be no longer part
of the application (see also A-Il, 5.4.2
and 5.5, A-ll, 6.5, C-lll, 1, H-IV, 2.2.2
and H-1V, 2.2.3).

withdrawal is possible at any
moment.

However, under Rule 56, such
withdrawal is only possible within
1 month of a notification on re-
dating.

Amendment is suggested.

2) It is further suggested to add:
"In case of Rule 56a(4), any
erroneously filed documents or
parts cannot be withdrawn but
may only be removed by
amending the application and
subject to Article 123(2) EPC."
Note that the latter addition
reflects OJ 2022, A71, item 10 as
is a consequence of both
erroneously filed and correct
parts remaining in the application
as filed under Rule 56a(4) — it
would be different if, as in

Rule 56a(3) and (5)(b), the
erroneously filed parts would be
replaced by the correct part and

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
chapter on ClI, is irrelevant. 3. The second instance is ... specific training datasets, e.g. the ones employed by
It should be disclosed somewhere. This part could as well be the inventors."
subdivided as follows:
Point 2 = If the claims for such a Point 2:
machine
The whole part 3 is drafted in one The Office agreed that dividing into more paragraphs
block. This makes it difficult to read 4. Al - Training data and would improve readability.
and to grasp. correlation algorithm
There were no further comments from the SACEPO
WPG members.
67 F i 10 F-111, 10 Sufficiency of disclosure and 1) This section suggests that the | The Office agreed to the proposal.
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possibly later restored if the filing
date was not kept.

68

2.2

See comment 26 at B-1V, 2.5

Guidelines F-IV 2.2 Two-part
form

Where, however, a claim relates
to a novel combination, and
where the division of the features
of the claim between the
preamble and the characterising
part could be made in more than
one way without inaccuracy,
applicants must not be pressed,
unless there are very substantial
reasons, to adopt a different
division of the features from that
which they have chosen, if their
version is not incorrect. If the
applicant insists on including
more features in the preamble
than can be derived from the
available prior art that is the best
technical approximation, this is
accepted.

See comment 26.

69

4.3

La section 4.3 "Discordances” devrait
étre mise en concordance avec la
section 5.29 des Directives PCT ISPE
de fagon a n'exiger la suppression de
la discordance entre la description et
les revendications que lorsque la
discordance jette le doute sur la
définition de I'objet revendiqué et porte
atteinte a la clarté exigée par I'Article
84 CBE, alors que la rédaction actuelle
exige cette suppression dans le cas ou
elle "pourrait jeter le doute".

Remplacer "Toute discordance
entre la description et les
revendications doit étre évitée si
elle pourrait jeter le doute ..." par
"Toute discordance entre la
description et les revendications
doit étre évitée si elle jette le
doute ... "

Translation:

Replace "Toute discordance
entre la description et les
revendications doit étre évitée si

The Office confirmed that the sentence referred to
could potentially contradict the statements in F-IV,
4.3(iii) and could be amended.

Furthermore, discussions relating to the convergence
programme were not within the remit of the SACEPO
WPG and had to be approved by the Administrative
Council of the EPO.
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Une telle modification serait trés
bénéfique pour les demandes euro-
PCT, pour mettre en cohérence les
Directives de la phase PCT et celles de
I'examen a I'OEB, et elle serait
également bénéfique pour harmoniser
les pratiques de I'examen a I'OEB et
dans les offices de brevet nationaux
des Etats européens.

Il serait par ailleurs souhaitable que
I'OEB ajoute ce sujet au programme
"Convergence des pratiques" qui fait
partie de ses Objectifs 2023.

Translation:

Section 4.3 "Inconsistencies" should be
made consistent with section 5.29 of
the PCT ISPE Guidelines, to the effect
that any inconsistency between the
description and the claims needs to be
removed only when it throws doubt on
the definition of the claimed subject-
matter and jeopardises clarity under
Article 84 EPC. The current wording,
by contrast, requires the inconsistency
to be removed if it "could throw doubt".

Making this amendment would bring
the PCT Guidelines and the EPO
Guidelines on Examination into line
with one another, which would be very
beneficial for Euro-PCT applications.
Moreover, it would be useful for
harmonising examination practices at
the EPO and the national patent offices
of member states.

elle est susceptible d'engendrer
un doute ..." / "Any inconsistency
between the description and the
claims must be avoided if it could
throw doubt ..." with "Toute
discordance entre la description
et les revendications doit étre
évitée si elle jette le doute ..." /
"Any inconsistency between the
description and the claims must
be avoided if it throws doubt ..."
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The EPO should also add this topic to
the "Convergence of practice" initiative
under the Strategic Plan 2023.
70 F v 4.3 The discussions concerning the Extensive discussions took place on the adaptation of

"adaptation of the description" at the
24th SACEPO WPG were concluded
with a statement that the contentious
views could not be solved at the
moment. (See comment 49 discussed
at the 24t SACEPO WPG)

We respectfully disagree with the
EPO's opinion and we maintain our
below points:

We acknowledge now the fact that G-II,
5.4 contains an added sentence for
plants

In general we still cannot agree with
this section. We question why we
should adapt the description in
general. Pharma/biotech application
often have extensive sections on
particular applications/methods etc.
that may or may not be covered any
longer by the claims, and then there is
still the question of implicit or explicit
coverage by the claims.

Although this section of the Guidelines
dealing with adaptation of the
description has been reworded to
some extent, the essence of the
requirement of adaptation of the
description seems not to be
significantly changed. The Board's
findings in T 1989/18 have not been
reflected in the GL. This could
potentially lead to a continuance of a

the description. Due to the overlap of issues raised in
the comments, the main statements by the Office and
SACEPO WPG members are summarised for this
comment as follows. For the other comments 71-83,
please refer to this summary unless specific points
have been discussed and noted in the corresponding
entry.

The Office explained the following:

= The clarifications made in the Guidelines in 2021
and refined last year aim first at ensuring a proper
application of the long-established practice requiring
the adaptation of the description, and second at
ensuring a higher degree of harmonisation among
the divisions. In particular, the information about
presenting in the description embodiments which
are not covered by the claims not as "an
embodiment of the invention" but as background art
or example "useful for understanding" the invention"
was in the Guidelines as far back as in 2001. The
changes in the Guidelines 2021 elaborated on what
was already enshrined in the paragraph so that the
meaning is understood the same way by all.

» The practice of the EPO as laid down in F-1V, 4.3(iii)
is based on a well-established piece of case law of
the Boards of Appeal. T 1989/18 is an isolated
decision and thus cannot be reflected in the
Guidelines. A series of subsequent decisions have
confirmed the need to remove inconsistencies
between the description and amended claims.
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very strict approach exercised by some
Examiners, requiring to limit the scope
of the application to the unjustified
extent, raising serious issues not only
for post-grant proceedings, added
subject-matter, loosing important
technical information, but also national
infringement proceedings, where
certain parts of the description, such
examples assist in defining the scope
of protection and justified equivalents.
Such elements/passages of the
description are needed and required
for interpretation reasons during
possible infringement proceedings.
Adapting the description the EPO
requires it seems unigue amongst the
more than 100 countries we are
applying patents for in the pharma
business. If there is some requirement
in e.g. Germany to adapt the
description for nationally filed
applications (e.g. rewording the
embodiment part), it is from far not to
the extent the EPO requires it (e.g. it
does not require to remove any
examples) and can apparently not lead
to an "inadmissible" amendment
situation. The German practitioners are
also feared from this practice of the
EPO due to their potential
responsibility in case of problems (e.g.
in litigation) arising from changes made
to the specification.

One may also add that the new section
defies logic. E.g.:

"According to Art. 84, second
sentence, the claims must be

= The established case law has interpreted Article 84
EPC as requiring consistency between the claims
and the description, and the practice aims at
achieving this. The most common situation is where
the claims have to be limited by adding certain
features, e.g. to overcome an objection of lack of
inventive step, the embodiments that lack those
features then no longer being consistent with the
claims. Those embodiments could not be used as
fallback positions in opposition proceedings as they
would contravene Article 123(3) and possibly
Article 123(2) EPC.

SACEPO WPG members stated that they had
observed an increase in the number of amendments
proposed by examiners. Some of those amendments
were unnecessary. More reasoning had to be provided
for the proposed amendments.

The Office responded to this comment by stating that it
had conducted an in-depth analysis of a large sample
of cases. The results indicated that divisions largely
comply with the Guidelines F-1V, 4.3(iii) and apply a
reasonable approach in the vast majority of the cases.
The concerns about this requirement being applied too
strictly by divisions do not seem to have materialised as
very few problems could be identified in practice.

The Office also explained that if the applicant is of the
opinion that the division is demanding the
deletion/marking of embodiments which the applicant
considers to be consistent with the claims, the applicant
can convince the division to change its position. If the
applicant were not to succeed, it could appeal against
the division's decision. In the event of doubt as to
whether a specific embodiment is consistent with the
claims, the benefit of the doubt is accorded to the
applicant as stated in F-1V, 4.3(iii).
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supported

by the description. This means that
there must not be inconsistency
between the claims and the
description.”

This is not an admissible logical
deduction. A description can very well
support the claims and then further
support something that is inconsistent
with the granted claims (and consistent
with original claims). Or a more generic
description can well provide support for
a specific embodiment.

Secondly, we oppose to the thought
that merely because the description is
broader that this is automatically an
inconsistency. Almost EVERY granted
set of patent claim is narrower than the
originally filed one. An inconsistency
would exist where the description does
no longer encompass the subject-
matter of the claims (and not the other
way around), e.g. where a lack of unity
deprived sections of the description
from their meaning entirely.

It may be suggested to cite Article 84,
second sentence: "[The claims] shall
be clear and concise and be supported
by the description."

The claims shall be supported by the
description. This wording cannot be
twisted into: "The description must be
limited to the scope of the claims".
Relating to prominent marking of
unclaimed matter:

"To remove the inconsistency, such a
statement has to refer to specific
embodiments (e.g.

Some SACEPO WPG members acknowledged an
improvement in the communication with examiners,
who were open to discussion and took the applicant's
arguments into account. Consultation with examiners
proved to be useful to clarify issues and avoid
unnecessary amendments.

The Office responded that interactive tools were
planned to facilitate the discussions between the
applicant and the division.

According to some members, it was appropriate to
remove inconsistencies related to describing a
mandatory feature of an independent claim as optional.
However, they saw no need for categorising everything
in the description.

They expressed the need for examiners not to make
isolated and literal interpretations. For example, parts of
interrelated products, as in the screw and nail example,
need not be marked as not being part of the invention.

Some SACEPO WPG members noted that national
jurisdictions varied considerably in terms of how they
determined the extent of protection, in particular with
respect to equivalents. Therefore, ensuring legal
certainty in national proceedings could not be a reason
for adapting the description.

The Office responded to this argument as follows: The
applicability of Article 69 EPC is the competence of
national jurisdictions. It is, however, the EPO's duty to
grant patents that meet all EPC requirements and to
ensure that legal certainty is safeguarded. This includes
compliance with all requirements under Article 84 EPC.
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"Embodiments X and Y are not
encompassed by the wording of the
claims but are considered as useful for
understanding the invention™)."

This suggestion asks to actively
disclaim potential equivalents. Such
a suggestion is straightforward
overreaching.

It could be worthwhile citing Art. 2(2)
EPC:

"The EP patent shall, in each of the
Contracting states for which it is
granted, have the effect of and be
subject of the same conditions as a
national patent granted by that state,
unless this Convention provides
otherwise."

Various national states do not require
to adapt the description. Various states
allow for equivalents. The Guidelines
are not "this Convention”. The
suggestion to "mutilate” the description
in the manner described is contrary to
Art. 2(2) EPC.

The equivalency of an EP patent
(application) and a national patent
(application) are also codified in

Art. 64(1) EPC

("A EP patent shall, ..., confer on its
proprietor, ... the same rights as would
be conferred by a national patent
granted in that state." One may also
cite Art. 66 (Equivalence of European
filing with national filing), or refer to
Art. 69 EPC (and its Protocol of
implementation). Why does Art. 69
EPC and its protocol exist at all, if in

SACEPO WPG members were interested in accessing
statistics about how many times Rule 71(6) EPC had
been invoked due to description amendments. They
also wished to know how many times the amendments
had been reversed as a result and requested the Office
to analyse such cases to determine how they can be
avoided. They were also of the opinion that applicants,
in particular SMEs, tended to accept the proposals by
the divisions to limit costs, even if the amendments
were not warranted.

The Office indicated that it would consider carrying out
such an analysis.

There was a specific request to evaluate the
correctness of the following sentence in F-IV, 4.4: "For
example, an inconsistency may exist due to the
presence of an alternative feature which has a broader
or different meaning than a feature of the independent
claim." It was questioned whether there could be
embodiments with alternative features which would
nevertheless not be considered an inconsistency.

The Office stated that this question would be analysed.
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the end the description is to become a
version of the claims?

So clearly, the EPC suggests that the
Guidelines as currently drafted and the
new amendment arrive at an EP patent
that is NOT equivalent to a national
filing. The Protocol of Art. 69 suggests
that equivalents shall be covered and
further suggests that a balance is to be
struck between an overreaching
broadening of the claim interpretation
in view of the description and an overly
restricted scope of protection that is
only focused on the claim wording. If
the wording of the description and the
claims shall be rendered to be
essentially the same (because every
broader aspect is seen as an
"inconsistency") then the GL effectively
overrule Art. 69 and its protocol.

71

4.3

This section now comprises so many
paragraphs that it becomes difficult to
refer to a specific paragraph. Would it
be possible to add some sub-
paragraph numbers?

Also, it appears that the first 2-3
paragraphs on page "Part F — Chapter
IV-20" are erroneously indented.

See comment 70.

72

4.3

Without concede to the correctness of
the entire section, we suggest an
amendment to the new paragraph on
page Part F — Chapter 1V-19":

As long as the resulting text of the
description does not present

It is suggested to amend as
follows:

As long as the resulting text of
the description does not present
conflicting information to the
reader, an inconsistent

See comment 70.
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sind zu streng und engen die
Erfindungen ungebdhrlich ein,
insbesondere durch die erforderliche
Aufnahme zusatzlicher Merkmale, die
angeblich essentiell fur die Erfindung
sind. Ein Vergleich mit der deutschen
Klarheitspraxis macht das deutlich.
Entsprechend empfehlen wir
Mandanten fallweise, von einem EP
Recht abzusehen und nationale
Patente anzustreben.

Weiter wird neuerdings eine exzessive
Anpassung der Beschreibung an die
geanderten Patentanspriche verlangt.
Dem ist entgegenzuhalten, dass nicht
die Beschreibung den beanspruchten
Gegenstand bestimmt. Sie ist lediglich
zur Auslegung der Anspriche
heranzuziehen, was nicht erfordert,
dass alle mdglichen tber den

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
conflicting information to the reader, an | embodiment may also be
inconsistent embodiment may also be |remedied by ensuring that it is
remedied by ensuring that it is not not referred to as being
referred to as being "according to the | "according to the invention"
invention" throughout the description throughout the description._In
and by complementing the reference to | addition,
it with an explicit statement to the effect | it may be clarified and by
that it is retained due to being useful complementing the reference to it
for understanding the invention (e.g. with an explicit statement to the
"embodiment useful for understanding | effect that it is retained due to
the invention”, "comparative example | being useful for understanding
from background art”. the invention (e.g. "embodiment
example useful for understanding
the invention", "comparative
example from background art".
73 F v 4.3 Die Klarheitserfordernisse des EPA The Office did not agree that the clarity requirement

was too stringent with regard to essential features.

The Office explained that to meet the clarity
requirement an independent claim should explicitly
specify all the essential features needed to define the
invention, as explicitly stated by the Enlarged Board of
Appeal.

The SACEPO WPG members underlined the
importance of this requirement.

See comment 70.
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Anspruchsgegenstand
hinausgehenden Lehren geldscht oder
gekennzeichnet werden. Dies fihrt
insbesondere bei der verlangten
Korrektur der Figurenbeschreibung in
der Beschreibung zu erheblichen
Unsicherheiten, die im Zweifel den
Gegenstand des erteilten Patents
unnotig einschranken. Diese Praxis
sollte dringend wieder aufgegeben
werden.

Translation:

The EPO's clarity requirements are too
stringent and unduly restrict inventions,
in particular with the requirement to
include additional features that are
purportedly essential for the invention.
Comparing the European and German
approaches to clarity makes this clear.
Due to these excessive requirements,
we occasionally recommend that
clients disregard the European phase
and aim for national patents instead.

Moreover, the Office has been
requiring excessive adaptation of the
description to the amended claims of
late. Yet the description does not
determine the claimed subject-matter;
it is to be used solely for interpreting
the claims, which does not require the
deletion or marking of all possible
teaching that goes beyond the subject-
matter of the claims. This leads to
considerable uncertainty, particularly
when we are required to correct the
description of the figures in the
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description. And if there are ever any
doubts, this uncertainty unnecessarily
restricts the subject-matter of the
patent as granted. The Office should
abandon this practice as a matter of
urgency.

74

4.3

Extensive changes were made in the
EPO Guidelines of 1 March 2021 to
impose a stricter standard for
adaptation of the description to the
allowed claims. We recognised the
effort made by the EPO to adapt the
2022 Guidelines after receiving
feedback during the user consultation
cycle, including by us. Further
extensive comments were provided by
users, including us, following the
publication of the 2022 Guidelines,
resulting however in only limited
changes in the 2023 Guidelines. There
is a significant divergence of view
between the EPO and users on this
matter.

Although the additional wording could
mitigate the mandatory nature of these
changes, such as "appropriately" or
"does not present appropriately” or
"does not present conflicting
information”, the new Guidelines still
set out an unduly strict standard
requiring that the "applicant must
remove any inconsistencies", which is
not a requirement stipulated in the
EPC.

Moreover, despite the adaptations
made by the EPO since 2021, the new

In conclusion, at a minimum we
request that:

1.

any wording imposing to
remove inconsistencies (Re.
"applicant must remove any
inconsistencies”) should be
replaced by a less strict term
such as "applicant should, if
possible, remove any
inconsistencies";

. any wording referring to what

"falls" or what is included or
not into the claims should be
deleted;

. and the EPO to recognize

T 1989/18 in the Guidelines
with a clear statement that an
applicant cannot be forced to
adapt the description.

See comment 70.
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Guidelines are still difficult to
implement for users, open to subjective
interpretation and thereby leading to
non-uniform application of the law and
ultimately counter-productive to the
stated objective of achieving quality of
granted patents and also ensuring
consistency between examiners. There
is now a higher burden on the
applicant and examiner to check each
embodiment throughout the description
for issues after adaptation, which is
time- consuming for both sides. This
labor-intensive practice also adds to
the cost for the applicant and the
resources needed at the EPO, with
overall no added value. It is noted that
there seems to be an increase of

rule 71.3 EPC communications in
which the examining division has made
amendments in the description which
are clearly unnecessary and
undesirable. Many of these unwanted
amendments have in common that that
they are based on a clear
misunderstanding by the examiners of
the invention.

Furthermore, statements such as "so
that it is clear that they do not fall within
the subject-matter for which protection
is sought" go beyond what we believe
is the role of the Guidelines and of the
EPO, which should not define what is
part or not of the scope of the patent
protection or about what can be
considered as equivalents. It is not
justified to go beyond what the Articles
and Rules of the EPC have set to be
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the instruments to achieve balance on
issues of interpretation (see Art 69, and
the associated Protocol on the
Interpretation of Article 69 EPC). The
Guidelines should not impinge on that
position regarding the methods of claim
interpretation or equivalents.
Applicants are disadvantaged in either
of the two narrow options given to them
by the new Guidelines of 1/ deleting or
2/ disclaiming features in the
description. To disclaim them is a
statement from the applicant, not only
in the prosecution history, which is
relevant in some jurisdictions, but in
the patent itself, that this subject matter
is not within the scope of protection.
Equivalents exist as a concept
enshrined under the Protocol — and an
overzealous approach in the EPO
Guidelines forcing applicants to
disclaim or delete subject matter in the
description or be threatened with
refusal of otherwise patentable subject
matter is really unjustified. Notably the
Protocol is a part of the EPC, and
therefore takes precedence over the
Guidelines which are not part of the
EPC.

A third party, when assessing the
scope of a claim, will be aware of
potential issues of equivalence. A
degree of uncertainty will naturally exist
in Europe since different national
courts or the Unified Patent Court
which will enter into force in the coming
months may come to different
interpretations. However, it is for the
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courts, not the EPO examiners, to
make this assessment regarding
equivalence.
75 F v 4.3 In the following we outline our Final Remarks See comment 70.

concerns with the section of the
Guidelines relating to description
amendments, and highlight challenges
associated with the application of the
current Guidelines.

In 2021, the Guidelines were updated
to clarify the requirements relating to
description amendments. Section F-IV
4.3 begins:

"Any inconsistency between the
description and the claims must be
avoided if it could throw doubt on the
subject-matter for which protection is
sought and therefore render the claim
unclear or unsupported under Art. 84,
second sentence, or, alternatively,
render the claim objectionable under
Art. 84, first sentence."

This requirement for consistency
between description and claims is not,
per se, new. However, a number of
additions were made to the Guidelines
that suggest the EPO intended to take
a much stricter approach than it
previously had. By way of example, the
following guidance was added:
"Embodiments in the description which
are no longer covered by the
independent claims must be deleted
(for example if the description
comprises an alternative for at least
one feature which is no longer covered

We believe that a renewed effort
is needed to ensure that the
Guidelines do not extend beyond
settled case-law. In addition, we
consider that a review process
that allows draft changes to the
Guidelines to be commented on
before entry into force would
improve the feedback and review
process. Finally, we suggest that
the EPO adopt a more consistent
and more moderate approach to
description amendments.
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by the amended claims) unless these
embodiments can reasonably be
considered to be useful for highlighting
specific aspects of the amended
claims. In such a case, the fact that an
embodiment is not covered by the
claims must be prominently stated

(T 1808/06).

[...] Merely changing the wording
"invention” to "disclosure™ and/or the
wording "embodiment"” to "example”,
"aspect” or similar is not sufficient to
clearly state that this part of the
description does not fall under the
scope of the claimed invention. It has
to be explicitly specified that this part of
the description does not describe part
of the claimed invention.

Similarly, subject-matter in the
description being excluded from
patentability needs to be excised,
reworded such that it does not fall
under the exceptions to patentability or
prominently marked as not being
according to the claimed invention".

Legal & Procedural Developments

It is not clear that a stricter approach is
consistent with the state of the law.
The Boards of Appeal have had, and
continue to hold, divergent views on
the need for and required extent of
description amendments. Even after
the 2021 Guidelines were published,
several BoA decisions have concluded
that there is no legal basis for requiring
strict correspondence between the

72




SACEPO WPG meeting 4 May 2023 — Consultation results

# Part

Chap-
ter

Section

Comment

Suggested improvement

Consultation results

allowed claims and the description.
These include at least T 1989/18,

T 2194/19 and T 1444/20.

Although later editions of the
Guidelines have attempted to
moderate the strictness of some of
requirements found in the 2021
update, we believe that the Guidelines
can still be, and sometimes are,
interpreted to provide a strict approach
to what is not yet a settled area of the
law.

Applicants continue to experience
widely divergent approaches from
Examiners, with some Examiners
requiring no or only very minor
description amendments, and others
mandating such significant
amendments that whole pages of the
description have to be deleted,
including embodiments which, while
not explicitly recited by the claims, still
fall within their scope.

Procedural Certainty and Equitable
Examination

Such inconsistent approaches create
significant procedural uncertainty, both
for applicants and for third parties
seeking to interpret granted claims. To
facilitate predictability and fairness
amongst applicants, we suggest that
the EPO should adopt a more
consistent and more moderate
approach to description amendments.
Under the current situation, for
applicants, not knowing what the
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Examiner's approach will be makes it
difficult to predict what kind of
description amendments will be
required. If multiple rounds of
amendments are needed to reach
agreement, even after the claims have
been declared allowable, grant will be
significantly delayed, and the
enforceable life of the ensuing patent
shortened as a result. This uncertainty
also prevents applicants from being
able to pursue efficient prosecution
strategies. For example, an applicant
may be more reluctant to make certain
claim amendments out of concern that
the Examiner might require very strict
compliance between claims and
description — which could in turn,
again, delay grant.

For third parties, the inconsistent
approach to description amendments
by Examiners will make it impossible to
know whether an embodiment has
been deleted because it truly is not
part of the invention, or because the
patentee was required to make overly
broad deletions from the description in
order to get a notice of allowance.

In addition, continuing to try to enforce
very strict, literal correspondence
between description and claims puts
applicants for European patents at a
significant disadvantage, and not just
because of the additional costs and
time involved in navigating overly strict
requirements, but because of the
additional issues explained herein.
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For the sake of procedural certainty,
fairness amongst applicants, and
clarity for third parties, we strongly
believe that the EPO should adopt a
more consistent and, importantly, a
more moderate approach to description
amendments, in line with other major
patent-granting bodies.

Post-Grant Impact

The description is a critical part of any
patent and will be used to interpret the
claims during any post-grant validity or
infringement actions. Importantly, the
very fact of having made amendments
to the description will also be used to
infer meaning and limitations to the
claims. Prosecution history estoppel is
frequently used in litigation for the
purposes of claim construction and to
preclude a patentee from invoking the
doctrine of equivalents to broaden the
scope of their claims to cover subject
matter ceded by the amendments.
Critically, European prosecution history
estoppel can be used in courts even
outside of Europe, including in the
U.S., as admissions by the patentee
that limit claim scope interpretation.
Forcing an applicant to delete subject
matter from the description because it
doesn't explicitly appear in the claims
can be used to:
= Infer a lack of novelty or inventive
step: Since the Guidelines state that
"subject-matter in the description
being excluded from patentability
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needs to be excised," litigants will
argue that amendments by the
applicant were an admission of a
lack of patentability;

= Infer limitations to claim
construction: Since the Guidelines
state that "embodiments in the
description which are no longer
covered by the independent claims
must be deleted," litigants will argue
that the applicant knowingly and
intentionally limited the scope of
their claims by deleting or
"disclaiming" subject matter from
the description. This will be
especially problematic where the
applicant is forced to make unduly
broad deletions, including of
embodiments that are in fact still
within the scope of the claims;

= Limit the use of the doctrine of
equivalents: Requiring strict
compliance between description
and claims will result in litigants
arguing that strict compliance with
the literal meaning of the claims
was an essential requirement of the
invention and that equivalents
cannot therefore be deemed to
infringe the claims.

An unduly strict approach to

description amendments will put
patentees who have obtained
protection through the EPO at a severe
disadvantage post-grant, not just in
Europe but beyond, and could
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discourage applicants from using the
EPO altogether.

Unigue Requirement

To the best of our knowledge, no other
major jurisdiction has requirements for
description amendments as strict or
severe as those set out by the EPO
Guidelines for Examination as
interpreted and implemented by at
least some Examiners. The resulting
uncertainty, lack of fairness, and
impact on enforcement impose an
undue cost on the applicant and do not
support the fundamental premises of
patent protection. It makes the EPO a
far less desirable route to protection
and could result in applicants choosing
other forums instead. A more
consistent, more moderate approach
would be beneficial for all.

76

4.3

We had the opportunity to comment
the "2021/2022 editions" of the EPC
and PCT-EPO Guidelines, most of
which still applies. There are indeed
several parts of the relevant sections
that remained substantially unchanged
and potentially problematic.

We submit below a new
proposed wording for these
sections duly highlighted for the
EPO consideration (including
comments in square brackets for
ease of understanding).

Any inconsistency between the
description and the claims must
be avoided if it could throw doubt
on the subject-matter for which
protection is sought and therefore
render the claims unclear or
unsupported under Art. 84,
second sentence;-ex

See comments 70 and 95.
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sentence. Such inconsistency
can be of the following kinds: [It
is not apparent how a claim can
be objectionable under Article 84,
first sentence. The claims by
definition define the matter for
which protection is sought.
Therefore, we suggest deleting
the reference to Art. 84, first
sentence]

(i)

Simple verbal inconsistency

For example, there is a statement
in the description which suggests
that the invention is limited to a
particular feature but the claims
are not thus limited; also, the
description places no particular
emphasis on this feature and
there is no reason for believing
that the feature is essential for
the performance of the invention.
In such a case, the inconsistency
can be removed either by
broadening the description or by
limiting the claims. Similarly, if
the claims are more limited than
the description, the claims may
be broadened or the description
may be limited. See also
paragraph (iii) below.

(ii)

Inconsistency regarding
apparently essential features

For example, it may appear,
either from general technical
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knowledge or from what is stated
or implied in the description, that
a certain described technical
feature not mentioned in an
independent claim is essential to
the performance of the invention,
or, in other words, is necessary
for the solution of the problem to
which the invention relates. In
such a case, the claim does not
meet the requirements of Art. 84,
because Art. 84, first sentence,
when read in conjunction with
Rule 43(1) and (3), has to be
interpreted as meaning not only
that an independent claim must
be comprehensible from a
technical point of view but also
that it must clearly define the
subject-matter of the invention,
that is to say indicate all the
essential features thereof (see

T 32/82). If, in response to this
objection, the applicants show
convincingly, e.g. by means of
arguments, additional documents
or other evidence, that the
feature is in fact not essential,
they may be allowed to retain the
unamended claim and, where
necessary, to amend the
description instead. The opposite
situation in which an independent
claim includes features which do
not seem essential for the
performance of the invention is
not objectionable. This is a
matter of the applicant's choice.
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The division therefore does not
suggest that a claim be
broadened by the omission of
apparently inessential features;.
(iii)

Part of the description and/or
drawings is inconsistent with the
subject-matter for which
protection is sought

According to Art. 84, second
sentence, the claims must be
supported by the description.
This means that there must not
be inconsistency between the
claims and the description. Parts
of the description that give the
skilled person the impression that
they disclose ways to carry out
the invention but are not
encompassed by the wording of
the claims are inconsistent (or
contradictory) with the claims.
Such inconsistencies may be
present in the application as
originally filed or may result from
amending the claims to such an
extent that they are no

longer consistent with the
description or drawings.
However, an inconsistency does
not arise merely because an
embodiment of the description
does not fall within the scope of
the claims (T 2194/19). [ltis
noted that under T 2194/19,
reasons 6.2.2 "this board takes
issue with the conclusion that the
requirement that the claims are to
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be supported by the description
(Article 84, second sentence,
EPC) necessarily means that all
the "embodiments" of the
description of a patent application
have to be covered by the
(independent) claims, i.e. that all
the embodiments must fall within
the scope of those claims. This
conclusion cannot be derived
from the EPC. It can also not be
derived from the jurisprudence of
the Boards of Appeal, according
to which merely inconsistencies
or contradictions between the
claims and the underlying
description are to be avoided in
that context (see e.g. T 1808/06,
Reasons 2; T 2293/18, Reasons
3.3.5) (...)"

(...)

The terms "disclosure”,
"example", "aspect" or similar, on
their own, do not necessarily
imply that what follows is not
encompassed by an independent
claim. Unambiguous expressions
have to be adopted to mark an
inconsistent embodiment (e.g. by
adding "not encompassed by the
wording of the claims”, "not in
accordance with the wording of
the claims", "not according to the
claimed invention" or "outside the
subject-matter of the claims")
instead of merely replacing the
terms "embodiment" or
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"invention" by one of the
aforementioned terms.

Aslong-as-theresulting-text-of
o
the FEII'ES.GIIB.EIQEII dee's otpresent
reader—a-An inconsistent
embodiment may also be
remedied by ensuring that it is
not referred to as being
"according to the invention”
throughout the description and by
complementing the reference to it
with an explicit statement to the
effect that it is retained due to
being useful for understanding
the invention (e.g. "embodiment
useful for understanding the
invention", "comparative example
from background art").
[This paragraph gives specific
and helpful instructions for
marking embodiments, but then
adds a vague caveat, so that it is
no longer clear under which
circumstances the embodiments
can be marked in this way.
Furthermore, the very purpose of
the marking is to avoid
presenting conflicting information,
so it is not clear what the purpose
of the caveat is]
Subject-matter in the description
regarded as an exception to
patentability under Art. 53 At
53(e) needs to be excised,
reworded such that it does not
fall under the exceptions to
patentability or marked
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appropriately so that it is clear
that it is not subject-matter for
which protection is sought

. .
prot ||||'e||tI5 ||I|eulee| d. as l'gt being
| o | o |

these-methods—(see G-I, 4.2 for
adaptation of the description for
methods of treatment of the
human and animal body, G-II, 5.3
for adaptation of the description
for the use of human embryonic
stem cells and G-I, 5.4 for
adaptation of the description for
plant and animals).

Moreover, within embodiments
which are not marked
appropriately so that it is clear
that they do not fall within the
subject-matter for which
protection is sought, features
required by the independent
claims may not be described i
the-description as being optional
using wording such as

"preferably", "may" or
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"optionally". The description of
those embodiments must be
amended to remove such terms if
they make a mandatory feature
of an independent claim appear
as being optional.

When inviting the applicant to
amend the description, the
division provides examples of
embodiments inconsistent with
the independent claims and brief
reasons why (T 2194/19). If the
inconsistency concerns
describing a mandatory feature of
an independent claim as optional,
the division provides an example
passage. In order to avoid
unnecessary and repeated
redrafting of the description, the
examining division should not
insist upon inconsistencies
between the description and the
claims being removed until it has
been established that the
independent claims meet the
requirements of Art. 54 and

Art. 56. [It is noted that under

T 2194/19, Reasons 6.2.2: "The
board considers that it may well
be that, in a given case, there is
such an inconsistency or
contradiction between the claims
and an "embodiment" of the
description. But this has to be
justified by the examining
division. The mere indication that
the embodiment does not or no
longer fall under the respective
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claim(s) is not sufficient in this
regard."]

See also H-V, 2 for the
allowability of amendments to the
description.

An inconsistency between the
description/drawings and the
claims may frequently occur
when, after a limitation of the
claims following an invitation
under Rule 62a(1) or Rule 63(1),
the subject-matter excluded from
the search is still present in the
description. Unless the initial
objection was not justified, such
subject-matter is objected to
under Art. 84 (inconsistency
between the claims and the
description).

Furthermore, an inconsistency
between the description/drawings
and the claims will occur when,
after a non-unity objection

(Rule 64 or Rule 164), the claims
have been limited to only one of
the originally claimed inventions:
the embodiments and/or
examples of the non-claimed
inventions must be either deleted
or-cleary-indicated-as-not-being
covered-by-the-claims marked
appropriately so that it is clear
that they do not fall within the
subject-matter for which
protection is sought
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Behdorde, die nicht daruber zu
entscheiden hat (und es auch nicht
kann), welche Ausfiihrungsformen und
Figuren unter den Schutzbereich eines
Anspruchs fallen. Diese Aufgabe steht
allein den Gerichten zu. Die Prufer
liegen haufig falsch bei der Anpassung
der Beschreibung, so dass viele

R 71(6) notig sind, was Zeit und Geld
kostet. Das EPA schiel3t tiber das Ziel
hinaus, indem die Beschreibung
kleinlichst von den Prifern angepasst
wird. Es gibt keine rechtliche
Grundlage fur Hinzuflgungen der Art
"... Fig.X féllt nicht unter die Erfindung

Auch die Anpassung der Klauseln
sollte groRzugiger vom EPA akzeptiert
werden (z.B. durch Austausch gegen
"Beispiele"). Es gibt Konstellationen,
wo die Streichung der Klauseln im
Einspruchsverfahren in einer
unentrinnbaren Falle resultieren,
namlich dann, wenn die Klauseln
einem Begriff in den erteilten
Anspriichen einen besonderen Sinn
verleihen.

Die aktuelle Praxis bei der Anpassung
der Beschreiung ist NICHT
nutzerfreundlich!

Translation:

The EPO is a GRANTING authority. It
should not be deciding which
embodiments and figures are covered

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
77 F v 4.3, 4.4 |Das EPA ist eine ERTEILUNGS- See comment 70.
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by the scope of a claim — nor does it
have the power to do so. This is
exclusively the jurisdiction of the
courts. Often examiners make
mistakes when it comes to adapting
the description, which results in

Rule 71(6) having to be invoked
numerous times, costing money and
wasting time. With examiners making
extremely trivial amendments to the
description, the EPO is overstepping
the bounds. There is no legal basis for
additions such as "Fig. X is not part of
the invention".

What's more, the EPO should be more
willing to accept adaptations to clauses
(for example by replacement with
"examples"). There are situations
where deleting the clauses in
opposition proceedings leads to an
inescapable trap, specifically when the
clauses give a particular meaning to a
term in the claims as granted.

The current practice for adapting the
description is NOT user-friendly.

78

4.3

| oppose the suggested change.

Following are some reasons for my

opposition:

» The current practice where
examiners must ensure that the
description does not contain
statements contradicting the
invention defined in the claims is
more than sufficient for meeting the

Please retain original.

See comment 70.
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legal provisions enshrined in
Rule 84.
= There is no legal basis for

reguesting the applicant to withdraw

embodiments which are no longer
covered by the scope of the
amended claims as long as there is
no indication that the corresponding
parts of the description are part of
the claimed invention. In cutting out
of the description such parts, the
applicant may lose information
which may become important in
opposition or in litigation.

= Inreal life, situations are usually
more complex than the example
provided, and embodiments
described in the description are
usually very deeply integrated so
that excising parts of the description
can either risk causing intermediate
generalizations prohibited under
Art 123(2) EPC or loss of
information.

= Itis unlikely that EPO examiners
will even be able to effectively apply
this proposed rule, as many are still
confused about Art 123(2) EPC and
essential features.

79

4.3

| oppose this change for at least the

following reasons:

» The current practice where
examiners must ensure that the
description does not contain
statements contradicting the
invention defined in the claims is
more than sufficient for meeting the

| recommend removing this
section entirely or at the very
least making it discretionary
rather than mandatory.

See comment 70.
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legal provisions enshrined in
Rule 84.
= There is no legal basis for

reguesting the applicant to withdraw

embodiments which are no longer
covered by the scope of the
amended claims as long as there is
no indication that the corresponding
parts of the description are part of
the claimed invention. In cutting out
of the description such parts, the
applicant may lose information
which may become important in
opposition or in litigation.

= Inreal life, situations are usually
more complex than the example
provided, and embodiments
described in the description are
usually very deeply integrated so
that excising parts of the description
can either risk causing intermediate
generalizations prohibited under
Art 123(2) EPC or loss of
information.

= Itis unlikely that EPO examiners
will even be able to effectively apply
this proposed rule, as many are still
confused about Art 123(2) EPC and
essential features.

80

4.3 (iii)

According to the Guidelines (Section
F-IV.4.3. (iii), an even clearer
statement, and only such, should be
proposed (or even requested) by an
Examiner, who thinks, for good
reasons, that "inconsistencies" in the
specification should be removed,
namely by saying "Embodiments X and

This may be done by indicating
after the last example of Part F—
Chapter IV—-page 19 that the
description of a patent in general
defines multiple embodiments
which implicitly

comprise the features of an
independent claim and that one

The Office is of the opinion that this case is covered by
the exceptions to the adaptation to the description (see
paragraph discussing implicit features). Nevertheless,
the Office will analyse this comment further to see
whether clarifications are needed.
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Y are not encompassed by the literal
wording of the claims but are
considered as useful for understanding
the invention".

By doing so, i.e. by clearly requesting
only that certain embodiments should
be characterized as not encased by
the "literal wording of the claims”, the
EPO would clearly not step beyond the
border of its responsibilities, namely by
interfering with claim construction that
is different in certain member countries
of EPC, like in Germany, where it is
clearly stated, many times, by the
Federal Court of Justice ("Supreme
Court") that not the literal wording of
claims decides about scope of
protection, rather the "sense" or
"meaning" of the words, as understood
by the ordinary person skilled in the art
in a functional context etc.

There have been multiple cases in
which reference to F-1V-4.3 did not
help to resolve these issues and the
examiner responded that this was in
accordance with the internal
instructions of the EPO. (See example)

It will be clear that amendments like
these can, if not corrected, have a
negative effect on the enforceability of
a patent. In addition, it is very difficult
to explain these situations to
applicants, especially to SMEs.

Based on discussions with the EPO,
we do not believe that this reflects the
position of the EPO.

should only deviate from this
assumption in situations wherein
this is clearly not the case.

No further comments were made for this particular

aspect. See comment 70 for a summary of discussion

points.
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We therefore urge the EPO to amend
F-1V-4.3 to avoid these situations and
to explicitly indicate that this approach
is not correct.
81 F v 4.3 This section has been discussed in The Office is of the opinion that this case is covered by

detail during the most recent SACEPO-
WPG meetings. We maintain our
position as set out in the previous
submissions and would welcome a
referral to the Enlarged Board of
Appeal in order to resolve the
conflicting case law relating to the
adaptation of the description. We
therefore urge the EPO to refrain from
requesting the removal of any subject-
matter from the description and the
drawings, provided that the presence
of such subject-matter does not throw
doubt on the extent of protection by
statements which are clearly
contradicting the claims.

It is noted that there seems to be an
increase of rule 71.3 EPC
communications in which the
examining division has made
amendments in the description which
are clearly unnecessary and
undesirable.

Many of these unwanted amendments
have in common that that they are
based on a misunderstanding of
embodiments defined in the
description. These embodiments do
not explicitly define the features of an
independent claim, but from the
description and the teaching of the
patent as a whole, it clear that these

the exceptions to the adaptation to the description. See
the example introduced in 2023 about passages
discussing features A, B and C where it can be
understood that the combination is intended.
Nevertheless, the Office will analyse this comment
further to see whether clarifications are needed.

Some SACEPO members commented that they had
received unjustified amendments for such cases.

See comment 70 for a summary of discussion points.
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embodiments define further features
which can be combined with an
independent claim.

Unfortunately, these embodiments are
considered as having isolated features
and are therefore marked as "not part
of the invention". See below, for
example, application EP3472092, in
which the text of the embodiment of
claim 2 is amended by the examiner
into to a "non-claimed embodiment”,
suggesting that it falls outside the
scope of protection.

82

4.3

We welcome the opportunity to
comment on the latest amendments to
the EPO Guidelines for Examination.

The 2021 revision of the EPO
Guidelines for Examination was
intended to harmonize the practice of
EPO examiners regarding the subject-
matter in a written description relative
to the claimed invention. Rather than
achieving harmonization, the amended
Guidelines have resulted in a greater
divergence in examination practice with
some examiners adopting an extremely
rigid approach requiring amendments
to conform the specification to the
allowed claims, while others have a
more pragmatic approach.

As noted in our April 8, 2022,
comments (attached), amendment of
the description serves neither the
public, nor the applicant's, interest.
Rather, it can negatively impact the

See comment 70.

92




SACEPO WPG meeting 4 May 2023 — Consultation results

# Part

Chap-
ter

Section

Comment

Suggested improvement

Consultation results

public, competitors and applicants and
owners. In particular, a requirement to
delete subject-matter from the
description because it is not expressly
claimed, or to note that a disclosed
embodiment is not covered by the
claimed invention, can:

1. prejudice a national court's ability to
find infringement by equivalents,
because it introduces statements that
may be construed as a surrender of an
equivalent or an explicit declaration
against applicability of the
corresponding doctrine;

2. risk a post-grant finding of added
subject-matter, if deleted subject-
matter changes the interpretation of
terms in a claim;

3. negatively impact the sufficiency of
disclosure if the deleted material is
later deemed necessary to practice the
claimed invention;

4. limit an owner's ability to amend
claims during opposition proceedings
before the EPO and/or invalidity
proceedings before National Courts, by
prejudicing the possibility of relying on
the deleted subject-matter as a source
or basis for post-grant amendments;
and

5. increase costs for the applicant and
the Office with no apparent benefit (the
costs become particularly high in the
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context of long patent applications,
such as in biotechnology and
pharmaceutical fields, and often
prohibitive for small companies).

The revised Guidelines, which entered
into force in March 2023, include an
amendment to F-1V, 4.3 to include the
passage:

"As long as the resulting text of the
description does not present conflicting
information to the reader, an
inconsistent embodiment may also be
remedied by ensuring that it is not
referred to as being "according to the
invention" throughout the description
and by complementing the reference to
it with an explicit statement to the effect
that it is retained due to being useful
for understanding the invention (e.g.
"embodiment useful for understanding
the invention", "comparative example
from background art").".

However, this is preceded by the
(unamended) statement that:

"The terms "disclosure", "example",
"aspect" or similar on their own, do not
necessarily imply that what follows is
not encompassed by an independent
claim. Unambiguous expressions have
to be adopted to mark an inconsistent
embodiment (e.g. by adding "not
encompassed by the wording of the
claims", "not according to the claimed
invention" or "outside the subject-
matter of the claims") instead of merely

replacing the terms "embodiment” or
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"invention” by one of the
aforementioned terms." (emphasis
added).

For at least these reasons, the
amended Guidelines remain open to
inconsistent interpretation by
examiners, many of whom continue to
adopt an overly zealous approach that
is extremely costly and time consuming
for both the examiner and applicant
and thus counter-productive for an
efficient procedure; as well as having
the potential to be extremely
problematic post-grant.

We also notice that recent decisions
from the Boards of Appeal are not
consistent regarding the extent to
which the description should be
amended in agreement with the
claims(*). It is therefore requested that
the President of the EPO refer this
point of law to the Enlarged Board of
Appeal under Article 112 (1) (b) EPC in
order to provide clarity on the legal
position for all parties.

We appreciate the opportunity to
provide these comments and would be
happy to further discuss our views on
these issues with the EPO. If you have
any questions or would like us to clarify
any of these points, please let us
know.

(*) Reference is made to T1989/18,
T2766/17 and T1444/20 in contrast to
T1024/18, T1968/18, T2293/18,

95




SACEPO WPG meeting 4 May 2023 — Consultation results

# Part

Chap-
ter

Section

Comment

Suggested improvement

Consultation results

T2685/19, T3097/19, T0121/20 and
T1516/20.

Comments from 2022:

We welcome the current effort of the
EPO to collect comments from
stakeholders regarding changes to
said Guidelines. We hope that our
views will assist the EPO in its process
of revising its Guidelines to benefit all
stakeholders rather than place
unnecessary burdens on them.

Background

The 2021 revision of the EPO
Guidelines for Examination attracted
many comments concerning the new
provisions introduced by the Office
about mandatory amendments of the
description to avoid any possible
inconsistency with the claims
[Guidelines F-IV, 4.3 and F-1V, 4.4]. In
particular, the 2021 Guidelines
appeared to rely on a finding in
T1808/06 that "inconsistent"
embodiments should be deleted
wherever possible; and if not possible
that such embodiments should be
prominently marked, for example, as
an "embodiment not covered by the
claimed invention."

The practice set forth in the 2021
Guidelines has been followed quite
strictly by the Examining Divisions
starting from March 2021, by
requesting adaptation of the
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description as a condition for issuing a
Communication of Intention to Grant
(Rule 71(3) EPC) or by introducing
amendments directly in the Text
Intended to Grant, subject to the
Applicant's approval. The most recent
version of the Guidelines, entered into
force on March 1st, 2022, substantially
maintains the requirements formally
introduced in 2021. In particular,
although the 2022 Guidelines amend
the terms of the relevant sections
[particularly F-1V, 4.3], the principal
effect of the 2021 Guidelines remains
unchanged.

The specific requirements established
in the 2022 Guidelines vs the most
recent EPO case law

The 2022 Guidelines recite [F-1V,4.3
(ii)]:

According to Art. 84, second sentence,
the claims must be supported by the
description. This means that there
must not be inconsistency between the
claims and the description. Parts of the
description that give the skilled person
the impression that they disclose ways
to carry out the invention but are not
encompassed by the wording of the
claims are inconsistent (or
contradictory) with the claims. Such
inconsistencies may be present in the
application as originally filed or may
result from amending the claims to
such an extent that they are no longer
consistent with the description or
drawings.
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In order to avoid an "inconsistency,"
the Guidelines request an applicant to
delete the embodiments allegedly not
falling within the literal wording of the
claims or to mark them with
expressions such as "not
encompassed by the wording of the
claims,” "not according to the claimed
invention,” or "outside the subject-
matter of the claims.” Recent decision
T 1989/18 (published too late for
consideration in the 2022 Guidelines)
contradicts the requirements of the
Guidelines. In fact, T1989/18 provides
cogent reasoning as to why
amendment to the description is not
required by Article 84 EPC, in
particular, by concluding with the
following statement (Reasons 5): "if the
claims are clear in themselves and
supported by the description, their
clarity is not affected if the description
contains subject-matter which is not
claimed."

In an obiter remark (Reasons 8)
referring to Rule 42(1)(c) EPC, which
requires the description of a European
patent application to disclose how the
claimed invention can be understood
as the solution to a technical problem,
the T 1989/18 decision concludes that
this rule cannot form the legal basis for
requesting amendments to the
description in order to remove alleged
inconsistencies with the claims.
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T 1989/18 also considers the
legislative history of Rule 48(1)(c) EPC,
which requires a European patent
application to be free of irrelevant or
unnecessary statements and which
has been used by previous boards'
decisions to justify the requirement to
adapt the description to the subject-
matter as claimed, and concludes that
this rule similarly cannot form the legal
basis for requesting amendments to
the description in order to remove
alleged inconsistencies with the claims
(Reasons 10-11).

T 1989/18 also confirms that Article 69
EPC cannot provide legal basis for the
requirement that the description should
be amended in line with the claims in
that it "is not by itself concerned with a
requirement of the Convention to be
met by an application or patent”
(Reasons 6).

Criticalities of the new practice
Deletion of subject-matter from the
description and/or marking of disclosed
embodiments as not covered by the
claimed invention according to the
current version of the Guidelines:

i. may prejudice a national court's
ability to find infringement by
equivalents, because it introduces
statements that may be considered as
a surrender of an equivalent or an
explicit declaration against applicability
of the corresponding doctrine;

ii. risk a subsequent, post-grant finding
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of added subject-matter, if the deletion
changes the interpretation of terms in a
claim;

iii. may have an impact upon
sufficiency of disclosure, if the deleted
material is later deemed necessary to
practice the claimed invention;

iv. may limit patent owner's ability to
amend claims during opposition
proceedings before the EPO and/or
invalidity proceedings before National
Courts, by prejudicing the possibility of
relying on the deleted subject-matter
as a source or basis for post-grant
amendments;

v. incur costs for the Applicant and the
Office to no apparent benefit (the costs
become particularly high in the context
of long patent applications, such as in
biotechnology and pharmaceutical
fields, and often prohibitive for small
companies).

With respect to issue under ii., recent
decision T 471/20 (Reason 2.4)
confirmed that amendments made to
the description that alter the meaning
of (a term of) the claims could
contravene A. 123(2) EPC if the new
meaning was not clear from the
specification as filed.

Proposed change in the EPO practice
to be reflected in the 2023 edition of
the Guidelines for Examination

In view of the criticalities explained in
the previous section and in further
consideration of the following facts:
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= the apparent lack of legal basis for

the practice set out in sections F-IV,

4.3 and F-1V, 4.4 of the Guidelines,

as highlighted by T 1989/18;

= "any infringement of a European

Patent must be dealt with by

national law" [Art. 64(3) EPC]; and

= jt would be time and cost
consuming for the Applicant and its
representative to enter — at the
examination stage of an application

- into extensive discussion and

speculation about which

embodiments not covered by the
literal claim wording may be
deleted, as opposed to those
embodiments that need to be
retained because they may be of
potential interest for subsequent
court proceedings;

it is suggested that the EPO:

— avoid imposing requirements
affecting the fair right of the
Patent Owner to effectively
enforce their patent; and

— align the practice set out in F-IV,
4.3 and F-1V, 4.4 with the
findings of T 1989/18.

83

4.3

The EPO is well aware of the
widespread practitioner concern over
"description amendments" and the
arguments have been rehearsed
multiple times in the past. The
principal concerns:

See comment 70.
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» We remain unconvinced that Board
of Appeal case law provides a
consistent teaching on this matter

= We do not believe that it is
appropriate for the EPO to be taking
steps directed to assisting
interpretation claims before national
courts, in particular

= The EPO examiners are not, with
respect, qualified to comment in this
manner on this matter

= National practice in relation to claim
interpretation:

= varies significantly such that a
single solution is not available

= Differs significantly in relation to
treatment of post-filing amendments
and their relevance to interpretation
such that a single solution is not
available

= The potential addition in cost and
time that multiple rounds of
deliberation introduces at a late
stage of the application procedure
is a concern; given the huge
number of cases granted every year
by the EPO this appears
disproportionate against the
purported (and disputed) benefit.

84

4.4

We maintain our position that there is
no legal basis for require "claim-like
clauses" to be deleted from the
description. This requirement is based
on an unfounded legal fiction.

As previously explained (See comment
54 discussed at the 24" SACEPO

The Office informed the SACEPO WPG members that
it was currently analysing decision T 1426/21 issued on
27.03.2023 and would express its position at the next
meeting of the SACEPO WPG.

The text of section F-1V, 4.4 was not discussed in
detail. The SACEPO WPG members referred to the
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WPQG) it is established by case law that
where "clauses" are not referred to as
claims, they are not regarded as
such: case Case Law of the BoA,

10th edition II-A. 8.:

disputed "clauses” in question were numbered and arranged as claims and seemed to
define matter in terms of technical features, they were not to be regarded as such since
the fact remained that they were never referred to as claims and there were claims
elsewhere which were referred 1o as such.

others since the applicant had indicated an Intention to regard the annexes as claims. The
intention of the appellant not to have this part considered as claims is more important than
the form of the text.

Since it is clear from the case law that
clauses — even when structured in a
similar way than claims — are not to be
considered as claims, we see no
reasons and no basis for requiring
what the EPO calls "claim-like clauses"
to be removed.

In our comment 54 discussed at the
24" SACEPO WPG we also asked the
EPO to explain on which basis (now
that lack of clarity is ruled out) in the
law such clauses should be required to
be removed.

The EPO stated:

However, they are redundant and
unnecessary material (R48(1)(c)) and
do not comply with the requirement
that the description shall disclosed the
invention as claimed (R42(1)(c))

Reason 5 of T490/90: 'on the other
hand, it does not seem questionable
that the present description of the

discussion which took place in the context of adaptation
of the description (see comment 70).
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patent application including the
addendum (‘clauses") does not satisfy
the requirement of Rule 27 EPC
current Rule 42(1)(c)). At his stage of
the proceedings, it is quite normal that
the Examining division requires from
the Appellant that they put their
application formally in order by
cancelling the said addendum because
the description with the addendum
does not satisfy Rule 27 EPC, is
unclear and contains obviously
unnecessary matter.'

However, this decision cannot apply,
because it is a single outlier only
referred to by one decision, namely

T 1444/20 in which this requirement is
overruled (Reasons 3.2.1 — 3.2.5).
Further, we refer to T1989/18 reason
10 concluding:

"The preparatory documents provide
no guidance as to what could amount
to "obviously irrelevant or
unnecessary" statements or matter,
and Rule 48 EPC is entirely silent on
the legal consequences."

See also the explanation in reason in
reason 11 and reason 12 concluding:

"Therefore, Rule 48 EPC cannot serve
as a legal basis for the refusal either"
We also refer to the case Case Law of
the BoA,109%" edition II-A 5.3, last
paragraph discussing T 1989/18 and
stating at the end: T 1989/18 was
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followed in T 1444/20, but not in
T 1024/18, T 121/20, T 2766/17,
T 2293/18."

In this connection it should be noted
that none of T 1024/18, T 121/20,

T 2293/18 are referring to any of
rule 48(1)(c) or rule 42(1)(c) and

T 2766/17 refer only briefly to

rule 42(1)(c) in reason 6 stating:

A patent specification is a unitary document disclosing and explaining an invention
to the person skilled in the art. Article 84 EPC and Rule ZEIE) EPC expressly link
the claims and the description for the purpose of disclosing the invention. Hence,
the patent specification has to be considered as a whole for understanding the
claimed invention as a solution to a technical problem

Thus, there is simply no legal basis for
requiring that clauses, numbered or
not, which in themselves are clear,
should be deleted.

We request that the Guidelines are
amended to reflect this.

85

4.4

The praise "claim-like clauses" is in
itself unclear and the explanation of the
meaning given in the last paragraph of
4.4, does not make it any clearer:

"Claim-like" clauses are clauses
present in the description which
despite not being identified as a claim,
appear as such and usually comprise
an independent clause followed by a
number of clauses referring to
previous clauses. These claim-like
clauses are usually found at the end
of the description and/or in the form of
numbered paragraphs, particularly in

Also for this reason we request
that the text referring to "claim-
like clauses" is deleted from F-IV
4.4, this includes deletion of
"claim-like clauses" from the
heading and deletion of the last
two paragraphs.

The Office did not agree to this proposal.

The definition of the claim-like clause was added to the

Guidelines at the users' request during the 2022

exercise.

There were no further specific comments from the
SACEPO WPG members regarding this aspect.

See comment 84.
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divisional or Euro-PCT applications,
where the original set of claims from
the parent or PCT application is
appended to the description.

Thus, a feature of a claim including any
of the terms "like", appear and
"usually" would evidently be objected
to for lack of clarity.

86

4.4

General statements, "spirit of the
invention”, claim-like clauses

General statements in the
description which imply that the
extent of protection may be
expanded in some vague and not
precisely defined way are not
allowed. In particular, any
statement which refers to the
extent of protection being
expanded to cover the "spirit of
the invention" or "all equivalents"
of the claims must be deleted.
Statements that refer to the
extent of protection covering the
"scope of the claims" or the
invention being "defined in the
claims" are allowed. This does
not preclude the removal of
inconsistencies (F-1V, 4.3).
Analogously, in the case where
the claims are directed to a
combination of features, any
statement that seems to imply
that protection is nevertheless
sought not only for the
combination as a whole but also
for individual features or sub-
combinations thereof must be
deleted.

The Office will consider this proposal except for the last
part (replacement of "unclarity on" with "doubt
regarding").

There were no further specific comments from the
SACEPO WPG members regarding this aspect.

106




SACEPO WPG meeting 4 May 2023 — Consultation results

Part

Chap-
ter

Section

Comment

Suggested improvement

Consultation results

Finally, prior to grant, claim-like
clauses must also be deleted, or
amended to avoid claim-like
language, or amended to indicate
that they do not define the matter
for which protection is sought,
prierto-grant since they
otherwise may lead to uhelarity
en doubt regarding the subject-
matter for which protection is
sought.

"Claim-like" clauses are clauses
present in the description which
despite not being identified as a
claim, appear as such and
usually comprise an independent
clause followed by a number of
clauses referring to previous
clauses. These claim-like clauses
are usually found at the end of
the description and/or in the form
of numbered paragraphs,
particularly in divisional or Euro-
PCT applications, where the
original set of claims from the
parent or PCT application is
appended to the description.

52
(86a)

4.4

See my comments under C-V, 4.5.

The description has to be adapted to
the claims.

No rewording appears
necessary, but a reference to
C-V, 4.5 appears useful.

Any amendments to the
description should be discussed
with the applicant.

Claim like clauses can be

The Office will consider adding a reference to C-V, 4.5
from F-1V, 4.4.

In principle, it is the applicant's responsibility to amend
the description where necessary (Rule 71(3) EPC). The
examining division may only propose straightforward
amendments which it can expect to be accepted by the
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considered as such unnecessary,
cf R 48(1,c), but it was wise to
remove the reference to this
Rule.

They have to be deleted as they
may lead to unclarity on the
subject-matter for which
protection is sought.

If the disclosure of the invention
lies in the claim like clauses, then
there is something wrong with the
way the application has been
filed.

Incorporating a technical
teaching from an originally filed
claim like clause cannot be
considered added matter under
Art 123(2), but makes clear what
the invention which is protected
by the claims is.

applicant; otherwise consulting the applicant before
doing so is recommended.

There were no further specific comments from the
SACEPO WPG members regarding this aspect.

87

4.7.1

La section 4.7.1 du chapitre F-IV
restreint de fagon excessive I'emploi
des termes "sensiblement” et
"approximativement”. Ces termes
devraient étre acceptés dans la
mesure ou ils sont clairs pour I'homme
de métier a la lumiére de la description,
en particulier compte tenu de la
fonction ou de l'effet désiré de
I'élément concerné. Par exemple, si un
élément est revendiqué comme ayant
une direction sensiblement verticale,
I'hnomme de métier est généralement
capable d'apprécier I'écart acceptable

The Office stated that there was no need for
clarification.

There were no further comments from the SACEPO
WPG members.

108




SACEPO WPG meeting 4 May 2023 — Consultation results

Part

Chap-
ter

Section

Comment

Suggested improvement

Consultation results

par rapport a la verticale selon la
fonction de I'élément concerné au sein
d'un dispositif et/ou de ses interactions
avec d'autres éléments.

Translation:

Section F-1V, 4.7.1 excessively restricts
the use of terms such as "substantially”
and "approximately”. If these terms are
clear for the person skilled in the art in
light of the description, they should be
accepted, particularly in consideration
of the function or desired effect of the
element in question. For example, if an
element is claimed as having a
substantially vertical direction, the
skilled person can generally assess the
acceptable divergence from the vertical
depending on the function of the
element in question within the device
and/or its interactions with other
elements.

88

4.10

EPO practice in relation to a "result to
be achieved" appears to be at risk of
being misinterpreted by some
examiners in relation to computer
related inventions. For example,
wording such as "a client configured to
transmit a request to a remote server"
is clearly in no way a result to be
achieved but in some instances is
meeting with objection on that basis. It
would be preferable to draw a
distinction between (acceptable)
wording describing features that merely
provide functionality which is routine or
readily accessible to the skilled person

The Office proposed inserting a reference to F-IV,
3.9.1.

F-1V, 3.9.1 gives examples of acceptable claim
formulations for computer-implemented inventions
(Cly.

Processor example in bullet i) states the same
formulation that the user suggests:

"A data processing apparatus/device/system
comprising a processor adapted to/configured to
perform [the steps of] the method of claim 1."

Therefore, the section in question may be amended to
provide a reference to F-I1V, 3.9.1.
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versus features which give rise to a
genuine lack of clarity in the claim such The SACEPO WPG members were in favour of this
that third parties are not able to assess proposal.
whether an alleged infringement falls
within the claim wording or not.

89 F v 412 This point was also discussed at the Further clarification of when a | The EPO confirmed that the disclaimer is required in all

24t SACGEO WPG (See comment 55
discussed at the 24" SACEPO WPG)
Second paragraph

We respectfully disagree with the
EPO's opinion and we maintain our
We are of the opinion that the EPC
Guidelines should not insist on
disclaimers for something that
theoretically COULD have been made
by an essentially biological process but
wasn't, or where the EPO have not
provided any evidence that is was or
with reasonable probability could be
made by an essentially biological
process.

There is also no legal basis for such
disclaimers.

We suggest an amendment of this
paragraph in line with our suggested
amendment below for G-I, 5.4.

If the Examining Division require such
a disclaimer, they bear the burden of
proof and must provide evidence that
the technical feature of the claimed
plant or animal was or with
reasonable probability could be

disclaimer is required, if at all,
is the lowest goal that we
continue to strive for.

cases unless the feature in question can
unambiguously be obtained by technical intervention
only (transgene). The EPO reiterated the earlier
invitation to bring alleged borderline cases to the
EPO's attention, because right now the EPO is not
seeing any such ambiguous cases in practice. Existing
cases either clearly require a disclaimer or clearly do
not.
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made by an essentially biological
process.

In general, in relation to plant
disclaimers, we also commented on
the current version of the GLs on
plants (see parts F-1V, 4.12 and
G-I1,5.4) at the meeting with DG1 on
31 March 2022. Epi mainly informed
about the need for plant

disclaimers for which we held there is
no legal basis. The EPO confirmed
they are not needed for genetically
modified transformed plants and gene
edited plants (created by CRISPR
technology), provided the latter can be
distinguished from natural variation and
also are not needed for offspring and
propagatable parts of said plants. Epi
explained that the boundaries are not
clear in terms of single or multiple
nucleotide exchanges. We would like
to receive clarifications on this in the
GLs. The EPO explained that it is up to
the applicant to show that it does not
relate to a plant produced by an
essentially biological process and
mentioned they had not yet
encountered any case gene-edited
plants which could not have been
obtained by natural variation. EPO will
quite automatically raise an objection
as it is an exception to patentability.
EPO explained they consider what kind
of exchanges are known for the plant
in question and depending on the plant
make an objection or not. We would
like to receive clarification on these
matters in the GLs. We are of the
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opinion that the EPO should only raise
an objection when the objection is
reasoned.
90 F v Annex |See comment 26 at B-1V, 2.5 Guidelines F-IV — Annex, See comment 26.

examples concerning essential
features

Example 2

The invention relates to an
apparatus for concave shaping of
a metal strip. In the closest prior
art (for the purpose of the
problem-solution approach G-VII
5.1), the metal strip is passed
transversely to its length through
a shaping set of rollers at which
the concave shape is applied to
the strip. According to the
description, the problem is that
the rollers are unable to subject
the lateral ends of the strip to a
curve-creating force and so the
lateral ends normally end up
planar. The distinguishing feature
of the independent claim
specifies that a flexible belt or
web-like member is provided to
support the strip in its passage
through the shaping set of rollers.
This feature is sufficient to solve
the problem. Further features,
e.g. the details of the mechanism
for advancing the strip into the
shaping set of rollers or the
provision of at least three rollers,
are not necessary to solve the
problem: such additional features
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Should have been added in the last
paragraph of the amended Guidelines
F-VI, 1.5

transferable separately

(T 969/14). This, however, has
consequences for the remaining
priority right because the
assignor is left with a limited right
and may no longer keep claiming
that partial priority (an applicant
can only claim a right which they
own). The transfer agreement of
the partial priority gives a
respective partial priority right to
the assignor and the assignee

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
would unduly restrict the claim
(see T 1069/01).
91 F \% 3 The Guidelines F-V 3 are needlessly Simplify the non-unity procedure. | The Office stated that there was no need for
complex in a lot of cases. Two claims, | Two claims , claim 1=feature clarification.
claim 1=feature A+feature B and claim | A+feature B and claim 2= feature
2= feature A+ feature C are non unitary | A+ feature C are non unitary There were no further comments from the SACEPO
when feature A is not inventive, and when feature A is not inventive WPG members.
features B and C solve different (e.g. because it is disclosed by
problems. That's all what should be D1, or by the combination of D1
enough to demonstrate non-unity. with D2), and features B and C
solve different problems. That's
all what should be enough to
demonstrate non-unity.
92 F Vv 3.2.4 The clarifications based on the The Office expressed its thanks for the positive
modified examples 1 and 2 are comment.
appreciated as they make it easier to
access even complicated relations of
dependent claims within non-unity
claim sets. It is also welcomed that the
modified examples now point out
clearly which parts should be included
in the search.
93 F VI 15 T 969/14 Partial priority may also be The Office agreed to add a reference to T 969/14 in the

last paragraph of F-VI, 1.5.

There were no further comments from the SACEPO
WPG members.
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corresponding to two clearly
distinct and precisely defined
alternatives.
94 G I 1 In G-I, 1, the following sentence was "(i) there must be an "invention", | The Office did not agree to make a change.
added (emphasis added) "A technical |belonging to any field of
character is an implicit requisite for the |technology (see G-Il) and thus The Office interprets this suggestion as being editorial
presence of an "invention" within the having technical character;" since it relates to moving a sentence to another part of
meaning of Art. 52(1) (requirement (i) the text.
above, [...]"
This section was updated last year to address another
If the notion of "technical character" is comment requesting clarification that the requirement of
supposed to implicitly stem from qualifying as an "invention" within the meaning of
"inventions, in all fields of technology” Article 52(1) implied having technical character. This
in Art. 52(1), why is this not placed was done by adding a sentence after the four bullet
under G-l, 1, item (i)? points defining the patentability requirements.
This made it possible to maintain readability while
avoiding any misconception of a change to patentability
requirements.
The Office does not see any need to make a further
editorial change when the section already contains alll
the information needed.
There were no further comments from the SACEPO
WPG members.
95 G Il 4.2 The added paragraph says: We find that this new paragraph, | The EPO will consider the alternative proposal

Subject-matter in the description
regarded as an exception to
patentability needs to be excised,
reworded such that it does not fall
under the exceptions to patentability or
prominently marked as not being
according to the claimed invention (see
F-1V, 4.3). For the latter case, in
accordance with Art. 53(c), the

introducing an entirely new
requirement, should be removed
from the guidelines. There are no
legal support for this requirement.
The claim defines what is
covered by a patent. The
description has the purpose of
supporting the claims — NOT
THE PURPOSE OF DEFINING
SCOPE.

contained in this comment further, together with the
wording proposed in comment 76 regarding the
adaptation of the description for subject-matter
regarded as an exception to patentability under
Article 53 EPC.
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description may for example be
amended by adding an indication as
follows: "The references to the
methods of treatment by therapy or
surgery or in vivo diagnosis methods in
examples X, Y and Z of this description
are to be interpreted as references to
compounds, pharmaceutical
compositions and medicaments of the
present invention for use in those
methods".

If a medical device is claimed
and the description describes
how it may be used in for
treatment of the human or animal
body by surgery or therapy and
diagnostic method, there should
not be any reason to include any
of the mentioned statements,
because inventions directed to
such methods - by law - are
excepted from patentability.

If this is not accepted, we find,
that as a minimum the following
modification is required:

Subject-matter in the description
regarded as an exception to
patentability needs to be excised,
reworded such that it does not
fall under the exceptions to
patentability or prominently
marked as not being according to
the claimed invention (see F-1V,
4.3), unless it is already clear
from the context that such
excluded matter is not forming
part of the claimed subject
matter.-For-the lattercase, In
accordance with Art. 53(c), the
description may for example be
amended by adding an indication
as follows: "The references to the
methods of treatment by therapy
or surgery or in vivo diagnosis
methods in examples X, Y and Z
of this description are to be
interpreted as references to
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SACEPO WPG)

We respectfully disagree with the
EPQ's opinion and we maintain our

The part on antibodies is still placed
under the sub-heading to G-11 5
reading: "Exclusions and exceptions
for biotechnology inventions". Since
antibodies are not excluded or the
subject of an exception and because
the various points made on antibodies
in the GL relate to the different
requirements for establishing novelty,
inventive step, clarity and sufficiency of
Ab inventions, the heading of this
section seems strange.

No major amendments to the
subsections 5.1.-5.5.

5.6.1.1. first paragraph: this still does
not sufficiently reflect a generalization
of section 5.6.1, as it refers to the 1I9G
format only, which might lead to an
even stronger (incorrect) impression
that only this format is patentable

Suggested improvement:
The heading of section 5 could
be amended as follows:
"Biotechnological inventions". It
would be thus clear that this
sectionencompasses both
patentable biotechnological
inventions, such as antibodies,
as well as exclusions and
exceptions for biotechnological
inventions

Suggested improvement:

The first sentence of 5.6.1.1.
could be amended, e.g. in a
following way:

"In order to fulfil the requirements
of Art. 84, the structural definition
of an antibody must contain at
least the sequence of each of the
CDRs required for binding to the
antigen.

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
compounds, pharmaceutical
compositions and medicaments
of the present invention for use in
those methods".
96 G Il 5 See comment 20 discussed at the 24t Regarding the sub-heading to G-II, 5, the Office

reiterated that the wording of the title, and the location
of the section, could not result in a misunderstanding or
misapplication of the instructions by examiners.
Nevertheless, the Office will consider a more suitable
title.

The Office did not agree to the proposal in section
5.6.1.1. The Office expressed the opinion that the
section did not lead to an impression that IgG was the
only patentable format. This follows from the wording
"in the case of" and the mention of other formats in
5.6.1.

The Office agreed that 5.6.1.3 might benefit from
linguistic improvement. However, the burden of proof is
deemed critical to the assessment of novelty and would
be applied in line with the established case law.

The Office did not share the view that 5.6.2 should be
amended as this section makes it clear that the
surprising technical effect is not a prerequisite for
acknowledging an inventive step.

There were no further comments from the SACEPO
WPG members.
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The second paragraph of 5.6.1.3 still
regards burden of proof. If it is not
disclosed in the prior art that the
immunisation and screening leads to
the claimed properties, then who has
the burden of proof? It does not seem
reasonable or justified that an applicant
should have to prove that prior art
antibodies lack claimed features if
there is no indication in the prior art
that they have them.

In section 5.6.2, first paragraph,
dealing with inventive step of
antibodies, it is still stated that "the
subject-matter of a claim defining a
novel, further antibody binding to a
known antigen does not involve an
inventive step unless a surprising
technical effect is shown by the
application or...". It has to be noted
that existence of a surprising technical
effect is not necessarily required for
acknowledgement of inventive step, as
Art 56. EPC does not require the
problem to be solved to be new. In
accordance with the established EPO
case law an alternative solution to a
known problem might be inventive
provided it is solved in another, non-
obvious way (this is reflected in the
"Case Law of the Boards of Appeal”
book (2019) under "Inventive Step"
I.D.4.5 on page 195 and referring in
this context to T 92/92, with reference
to T 495/91,

T 780/94, T 1074/93, T 323/03, T 824/
05. What is especially evident in view

For example, in the case of an
IgG, the structural definition shall
normally contain the sequence of
CDRs 1-3 of each of the variable
domains, since the three CDRs
of each of the variable domains
of the light and heavy chains of
an IgG are normally responsible
for binding to the antigen.

Suggested improvement:
This section should reflect the
current case law on inventive
step and therefore should be
amended in such a way to also
include an acknowledgement of
inventive step for alternative
solutions to known problems
solved in a non-obvious way, and
not only those for which
surprising effect is shown.
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of the case law (e.g. T 588/93) is that
for an acknowledgement of inventive
step it is not always necessary to show
any improvement over the prior art.
Thus, a prior art solution to the
technical problem does not
automatically preclude that a later,
different, solution possess an inventive
step (T_1791/08). The condition for
acknowledgement of inventive step in
such a case is that the alternative
solution must solve the problem in
another, non-obvious way.

The current wording of this section of
the GL still gives a misleading
impression that for the inventive step of
an antibody to be acknowledged a
surprising technical effect is to be
shown.

97

54

Une nouvelles modifications indique
ceci : "Les références a des procédés
essentiellement biologiques pour la
multiplication ou le transfert d'un
caractere obtenu par des moyens
techniques, par exemple la
mutagénese, peuvent quant a elles
continuer de figurer dans la
description, méme si de tels procédés
ne peuvent pas étre revendiqués".

La mutagenése est naturelle mais peut
aussi étre du fait de 'homme. Dans ce
dernier cas le procédé n'est plus
essentiellement biologique et doit étre
considéré comme non exclu de la
brevetabilité non ? Pourquoi ne pas
étre explicite dans les directives sur ce

The content of the Guidelines section was clarified.
There were no further comments from the SACEPO
WPG members.
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point ?
Merci.

Translation:

A new amendment states the following:
"Les références a des procédés
essentiellement biologiques pour la
multiplication ou le transfert d'un
caractére obtenu par des moyens
techniques, par exemple la
mutagénese, peuvent quant a elles
continuer de figurer dans la
description, méme si de tels procédés
ne peuvent pas étre revendiqués." / "In
contrast, any mention of essentially
biological processes to multiply or
transfer a feature obtained with
technical means, e.g. mutagenesis,
may remain in the description, even
though they cannot be claimed.”
Mutagenesis is a natural process but
can also be human-induced. In the
latter case, is it fair to say that the
method is no longer essentially
biological and has to be deemed not to
be excluded from patentability? Is it
worth making the Guidelines more
explicit in this regard?

Many thanks.

98

54

(See comment 60 discussed at the 24t
SACEPO WPG)

We respectfully maintain our point.
We also thank the EPO for clarifying
in the paragraph that was added at
the end of this section:

We suggest that the above 9"
paragraph is amended as
follows:

If a technical feature of a claimed
plant or animal, e.g. a single
nucleotide exchange in the
genome, might may with a

See comment 89.

There were no further comments from the SACEPO
WPG members.
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For G-ll, 5.4, 9t paragraph, the same
comments apply as discussed above

If a technical feature of a claimed plant
or animal, e.g. a single nucleotide
exchange in the genome, might be the
result of either a technical intervention
(e.g. directed mutagenesis) or an
essentially biological process (a natural
allele), a disclaimer is necessary to
delimit the claimed subject-matter to
the technically produced product in
order to comply with the requirements
of Art. 53(b) and Rule 28(2). Otherwise
the application is considered to relate
to excluded subject-matter and is to be
refused on the basis of Art. 53(b) in
conjunction with Rule 28(2). A
disclaimer is required in all cases and,
in particular, even if the description
only mentions a technical method of
production and is silent on the use of
an essentially biological process.

This last sentence is differently worded
than the sentences in F-1V, 4.12 and
G-Il, 5.2(ii). This sentence also creates
unclarity in our opinion.

For this paragraph Part G 1l 5.4, the
sentence "A disclaimer is required in all
cases and, in particular, even if the
description only mentions a technical
method of production and is silent on
the use of an essentially biological
process" would be incompatible with
our current proposal (as above in F-1V,

reasonably justification be the
result of either a technical
intervention (e.g. directed
mutagenesis) or an essentially
biological process (a natural
allele), a disclaimer is necessary
to delimit the claimed
subject-matter to the technically
produced product in order to
comply with the requirements of
Art. 53(b) and Rule 28(2).
Otherwise the application is
considered to relate to excluded
subject-matter and is to be
refused on the basis of Art. 53(b)
in conjunction with Rule 28(2). A
disclaimer is required only
where it can be justified that
the claimed plant or animal can

be obtained by an essentially
biological process in all cases
and, in particular, even if the
description only mentions a
technical method of production
and is silent on the use of an
essentially biological process. If,
on the other hand, the feature in
guestion can unambiguously be
obtained by technical intervention
only, e.g. a transgene, no
disclaimer is necessary.

If the Examining Division require
such a disclaimer, they bear the
burden of proof and must provide
evidence that the technical
feature of the claimed plant or
animal was or with reasonable
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4.12), and should be deleted for that
reason alone.

The EPO in the 2021 SACEPO

meeting also in relation to this section

stated that

= "the exclusively essentially
biological process to obtain a
product falling under R.28(2) EPC is
not currently coupled to any time
frame.

= It will be looked at whether such a
timeframe should be considered
when examining the claims.

Any example which could be provided
in this context would be greatly
appreciated"

We are of the opinion that the EPC
Guidelines should not insist on
disclaimers for something that
theoretically COULD have been
made by an essentially biological
process but wasn't, or where the
EPO have not provided any
evidence that is was or with
reasonable probability could be
made by an essentially biological
process.

There is also no legal basis for such
disclaimers.

probability could be made by

an essentially biological
process.

99

5.6

We already largely welcomed the
amendments incorporated in the past
into the EPO Guidelines on the
antibodies section. The revised section

The Office expressed its thanks for the positive
comment.
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5.6.1.1 about the definition by structure
of the antibody is a helpful clarification
and improvement on the wording of the
2022 version of the Guidelines. We
also welcome the amendment to
section 5.6.2 about the inventive step
of antibodies.

100

5.6.1

(See comment 62 discussed at the 24t
SACEPO WPG)

The title of this section is wrong in
our opinion. This is why the below
comments are respectfully
maintained.

The whole section on antibodies does
not belong in the section on exclusions
and exceptions for biotechnological
inventions. They are not related to

R. 27 and also not in the biotech
directive. Certainly not when one reads
5.1 and further. The whole section on
antibodies also has nothing to do with
the Chapter Il (inventions). It speaks
about inventive step and scope of the
claims. If needed an index can also be
created for antibodies as done for CII.

See comment 96, first point.

There were no further comments from the SACEPO
WPG members.

101

56.1.1

The amendments proposed for

Part G-Il, item 5.6.1.1 (definition by
structure of the antibody) improves the
previous statement under this item and
now seems to be more in line with the
current scientific situation and the
decision practice of the Boards of
Appeal for appropriately claiming
antibodies by their CDR sequences, as
far as Art. 84 EPC is concerned.

The Office expressed its thanks for the positive
comment.
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102

G

5.6.1.3

(See comment 63 discussed at the 24t
SACEPO WPG)

We respectfully disagree with the
EPO's opinion and we maintain our
point:

the 2M para reads:

If an antibody is claimed exclusively by
functional features and the prior art
discloses in an enabling manner an
antibody directed to the same antigen
using an immunisation and screening
protocol that arrives at antibodies
having the claimed properties, it has to
be assumed that the prior-art antibody
inherently displays the same functional
properties as the claimed antibody,
which thus lacks novelty (cf. G-VI, 6).
On the other hand, if the antibody is
defined by unusual parameters, care
has to be taken that these do not
disguise a lack of novelty (F-1V,
4.11.1). In both these cases the burden
of proof of novelty resides with the
applicant.

We think this is a circular reasoning
when compared with the following
paragraph which reads:

If an antibody is defined exclusively by
functional properties, it has to be
carefully assessed whether the
application provides an enabling
disclosure across the whole scope
claimed and whether the functional
definition allows the skilled person to

The Office agreed that 5.6.1.3 might benefit from
linguistic improvement.

There were no further comments from the SACEPO
WPG members.
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clearly determine the limits of the
claim.

The burden of proof in the 2" para
should not be with the applicant when
it is not clear from the prior art that the
prior art antibody has the claimed
properties. Mentioning "an
immunisation and screening protocol
that arrives at antibodies having the
claimed properties” is a very
hypothetical concept.

103

5.6.1.4

(See comment 64 discussed at the 24t
SACEPO WPG)

We respectfully disagree with the
EPQ's opinion and we maintain our
point:

We suggest clarification of Part G,
5.6.1.4.

Part G, 5.6.1.1 suggests that all six
CDRs are required for the
characterization of the claimed
antibodies while 5.6.1.3 talks about a
characterization by functional features
only. 5.6.1.4 talks about a
characterization by both, functional and
structural features. However, the
reference in this section to CDRs might
be misunderstood. It concerns
sequence variability but does not say
that not all CDRs have to be recited
when functional features also
characterize the claimed antibodies.
This is clear to experienced readers
but might be misunderstood by
unexperienced readers. Thus, we

The Office did not agree to the proposal.

As already discussed, the Office did not share the
concern that this section would likely be misinterpreted;
it would appreciate receiving illustrative examples from
office actions. The Office also noted that the proposal
would unnecessarily expand the section.

There were no further comments from the SACEPO
WPG members.
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propose to add the following at the end
of Part G, 5.6.1.4:

In consideration of G-Il, 5.6.1.1 and
5.6.1.3, supra, the characterization of
antibodies by both, functional and
structural features, does not require a
reference to all six CDRs if the
functional feature(s) in combination
with the structural feature(s) capture
the technical contribution made to the
extent required for patentability.

104

5.6.2

(See comment 65 discussed at the 24t
SACEPO WPG)

We respectfully disagree with the
EPO's opinion and we maintain our
We acknowledge that the word
exclusively has been added in
paragraph 4 "Arriving at alternative
antibodies exclusively by applying
techniques known in the art is
considered to be obvious to the skilled
person”.

We had suggested the following
amendments:

"Arriving at alternative antibodies
exclusively by applying techniques
known in the art in a well-known
manner is considered to be obvious to
the skilled person.

We think there is a risk that examiners
will take this section to mean that a
method involving standard methods
can never lead to patentable

A new wording can be :

If the surprising technical effect
involves the binding affinity,
solely structurally defined
antibodies must comprise the
required CDRs and the
framework regions because the
framework regions also can
influence the affinity. However, if
the binding affinity is explicitly
included as a feature in the claim,
this requirement to include the
framework regions does not

apply.

The Office did not agree to the proposals.

In respect of the first two points, the Office explained
that it would not be possible to accommodate proposals
that would run counter to the case law and current
examination practice. The Office did not share the
perceived risk that the examiners would apply this
section contrary to technical sense; it noted that it
would appreciate receiving examples from office
actions.

Turning to the issue of affinity, the Office did not agree
to the proposal. The proposed wording was found not
to be fully correct and would unnecessarily expand the
section. According to the Office, the current wording
does not exclude a possible combination of structural
and functional features. Moreover, 5.6.1.4 does state
that such a definition may be possible.

The SACEPO WPG members confirmed their view that
the latter passage would require amendment to capture
different scenarios by explicitly mentioning them.

125




SACEPO WPG meeting 4 May 2023 — Consultation results

# Part

Chap-
ter

Section

Comment

Suggested improvement

Consultation results

antibodies, even if the standard
method is supplemented with prior or
subsequent additional steps, or
adjusted, such that the resulting
antibodies are really the product of
something more than "“just" the
standard method. Such additional
steps or adjustments may have to do
with positive or negative screening of
hybridomas, competitive assays to
select for particular properties, etc, all
of which we think could be reasons to
acknowledge an inventive step even
though the starting point of the work
may be a standard method.

Again, we think the quoted statement
is too general and there should be
more explanation to reflect the current
case law on inventive step and in such
a way should also provide an
acknowledgement of inventive step for
alternative solutions (including
alternative antibodies) as long as the
alternative solution solves the problem
in a non-obvious way (see also case
law book Board of Appeal |, D, 4.5).
We think this is a very important area
which merits protection and further
attention.

We also would to know what exactly is
the EPO's policy behind the restrictive
approach against alternative
antibodies?

In section 5.6.2, first paragraph,
dealing with inventive step of
antibodies, it is stated that "the subject-

The Office will consider how to address this recurrent
comment, possibly by removing this example of affinity.
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matter of a claim defining a novel,
further antibody binding to a known
antigen does not involve an inventive
step unless a surprising technical effect
is shown by the application or ...".
Existence of a surprising technical
effect is not however necessarily
required for acknowledgement of
inventive step in accordance with

Art 56. EPC, which does not require
the problem to be solved to be new. In
accordance with the established EPO
case law an alternative solution to a
known problem might be inventive
provided it is solved in another, non-
obvious way (this is reflected in the
"Case Law of the Boards of Appeal"
book (2019) under "Inventive Step"
1.D.4.5 on page 195 and referring in
this context to T 92/92, with reference
to T 495/91, T 780/94, T 1074/93,

T 323/03, T 824/05). What is especially
evident in view of the case law (e.g.

T 588/93) is that for an
acknowledgement of inventive step, it
is not always necessary to show any
improvement over the prior art. Thus, a
prior art solution to the technical
problem does not automatically
preclude that a later, different, solution
possess an inventive step (T 1791/08).
The condition for acknowledgement of
inventive step in such a case is that the
alternative solution must solve the
problem in another, non-obvious way.
The GLs should reflect this, while the
current wording of this section of the
GL seems to give a misleading
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impression that for inventive step of an
antibody to be acknowledged in any
case a surprising technical effect is to
be shown.

The third paragraph of section 5.6.2
sets out that
"If the surprising technical effect
involves the binding affinity, the
structural requirements for antibodies
inherently reflecting this affinity must
comprise the required CDRs and the
framework regions because the
framework regions also can influence
the affinity"
In fact, two different situations must be
distinguished between i) when the
antibody is defined solely by structural
features (sequence) or ii) when the
antibody is defined by structural
(sequence) and functional features
(affinity). The same structural
(sequence) requirement should not
apply in both scenarios, due to the
presence of the additional functional
limitation in the second scenario.
= If the surprising technical effect
involves the binding affinity, and the
antibody is defined by sequence,
without the affinity feature in the
claims, then the required CDRs and
the framework regions must be
included in the claims because the
framework regions also can
influence the affinity. The
framework regions may have less
than 100% sequence identity.
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= |f the surprising technical effect
involves the binding affinity, the
antibody may be defined in the
claims by this affinity and the
required CDRs (without specifying
framework regions).
The Guidelines are inconsistent in
specifying that if the surprising
technical effect is affinity then it is
mandatory to include the entire
framework region in the claim. In fact,
this section reads like a special
exception to what should be allowed
according to the section G-Il. 5.6.1.4,
which notes that it is possible to claim
an antibody by CDRs and a clear
functional feature. Section 5.6.2 seems
to suggest that, however, if the
surprising technical effect is affinity,
then what must be included is the
entire VH/VL and affinity. Examiners
often assume a functional property is
inherently reliant on improved/high
affinity, even if is not explicitly argued
that improved affinity is the surprising
technical effect. Thus, this requirement
in the Guidelines to include the VH/VL
has relevance to most structurally
defined antibody claims. It is therefore
important that the requirement is
clarified in regards to the second
scenario above.

105

5.1.2

G-IV 5.1.2 Accorded date of filing and
content of the application still subject to
review The amended section provides:
"The content of the application
determined according to Rules 56 or

The Office does not see any way in which this proposal
could be agreed to, since the wording of Rule 56a EPC
is very clear and does not allow for it. There were no
further comments from the SACEPO WPG members.
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56a EPC or Rules 20.5, 20.5bis or 20.6
PCT is considered as the content of
the application as filed within the
meaning of Art. 54(3) EPC. Note that
under Rule 56a(4) EPC and

Rule 20.5bis(d) PCT, the erroneously
filed application documents or parts
remain in the application (see A-Il, 6.4
and PCT-EPO Guidelines A-11, 6.2)."

Although a consequence of Rule
56a(4)'s "erroneously filed and correct
parts remain in the application as filed",
it is doubted whether this effect is
wanted:

A non-related erroneous part,
"replaced" by a correct part, gives a
Art.54(3) effect! So, if with an
application EP-N directed to a wireless
network, drawings were erroneously
filed while they were being prepared for
an application EP-E directed to an
engine to be filed three weeks later,
those drawings (field erroneously with
EP-N) will be 54(3) vs EP-E!

If, as in 56a(3), the erroneously filed
drawings would simple be removed
from the application as filed and
replaced by the correct one *with the
option to restore as in 56a(5)(b) in case
of redate) , such effect would not
happen ...

Reconsideration of the "erroneously
filed and correct parts remain in the
application as filed" is requested

As a consequence, the Office does not agree to the
proposal.
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106 |G Vi 8 The revision to the Guidelines to Thus, we urge the EPO to delete | There were no further comments from the SACEPO

confirm that it is not essential for a
selection to be far-removed from the
endpoints of a known range in order for
the selection to be novel are
welcomed. The consistent case law of
the Boards of Appeal is that subject
matter selected from within a prior
disclosure is novel when the skilled
person would not seriously
contemplate working the prior
disclosure within the selected area. It is
immaterial whether the selection is
proximal to the endpoints of a known
range,

when the skilled person would not
have seriously contemplated working
at the limit values.

The introduction to section 8 of

Part G-1V is amended to confirm that
"Selection inventions deal with the
selection of individual elements,
subsets, or sub-ranges, which have not
been explicitly mentioned, within or
overlapping with a larger known set or
range". Thus, a sub-range that
overlaps with a known range may be a
novel selection. Furthermore, the
amendments to the 1st paragraph of
section (iii) of part G-VI section 8
confirm that the same criteria should
be applied for overlapping numerical
ranges as for any other selection
invention.

However, the first sentence of the
second paragraph of section (iii) of
part G-VI-8, i.e. the statement "Novelty
is destroyed by an explicitly mentioned

the first sentence of the second
paragraph of section (iii) in its
entirety to restore internal
consistency to the Guidelines
and to reflect the decisions of the
Boards of Appeal that recognise
that novelty of an overlapping
range is not necessarily
destroyed by an explicitly
mentioned endpoint of the known
range.

WPG members. The Office did not agree to the
specific proposal but will revise the section to render it
clearer.
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end-point of the known range",
contradicts the other amendments to
the Guidelines and results in an
overlapping range being treated
differently from other selections.

The limits of a range are not a concrete
disclosure of an individualised subject
matter. As set out in T 261/15, referred
to in the Guidelines: "the limit values of
a known range, although explicitly
disclosed, are not be treated in the
same way as the examples. The
person skilled in the art would not, in
the absence of further teaching in this
direction, necessarily contemplate
working in the region of the endpoints
of the prior art range, which are
normally not representative of the gist
of the prior art teaching." (reasons
2.3.2). Thus, as recognised in T 26/85
and T 751/94 (reasons 4), for example,
an overlapping sub-range can be a
novel over the content of a prior art
document despite the disclosure in the
prior art of "individualised" end points
of ranges that fall within the sub-range.
Only where the skilled person would
seriously contemplate working at the
limits of a known range does a sub-
range that overlaps the endpoints of
the range lack novelty.

107

VI

G-VI, 8 Selection inventions —

T 1688/20

The Guideline drafter are requested to
consider recent T 1688/20 () of
19.10.2022, as it considered that there
is no objective definition of "narrow"

There were no further comments from the SACEPO
WPG members. The Office will investigate the cited
case law further and revise the section if required.
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and "far-removed", and it considered
the 2- or 3-point tests as given in the
Guidelines not generally not necessary
nor appropriate — T 1688/20
considered (just) the gold standard to
apply.

W.r.t. the lack of an objective definition
of "narrow" and "far-removed",

T 1688/20 said:

"3.2.1 Furthermore, with regard to
criteria (a) and (b), namely that a
claimed sub-range must be "narrow”
compared to the known range and
"sufficiently far removed" from any
specific examples disclosed in the prior
art and from the end-points of the
known range, the present Board is not
convinced that the relative terms
"narrow" and "sufficiently far removed"
provide objective, solid and consistent
criteria for establishing novelty of a
selected sub-range.

The Board is of the view that these
terms are generally open to such a
broad interpretation that the decision
whether criteria (a) and (b) are met not
only depends on the factual
circumstances of each case, but could
also depend on the subjective
perception of the deciding body on
which values are to be considered
"narrow" or "sufficiently far removed". It
follows that there is not always clear
guidance on what can unmistakably be
held as "narrow" or "sufficiently far
removed" in order to fulfil the
requirements of criteria (a) and (b)."
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T 1688/20 further said:

"3.3 In any case, the Board is
additionally convinced that, at least in
the present case, the remaining criteria
(a) and (b) do not need to be assessed
for the question of novelty, for the
following reasons.

[...]

3.3.3 It follows from the above that,
analogously as for assessing
compliance with Article 123(2) EPC, in
order to conclude a lack of novelty
there should be in the prior art a direct
and unambiguous disclosure, in the
sense of the "gold standard", of
subject-matter falling within the scope
of the claim (see also T 1085/13,
Reasons, point 3.6.1).

3.3.4 The Boards have emphasized
that the various tests developed for
different cases of amendments are
only meant to provide an indication of
whether an amendment complies with
Article 123(2) EPC as interpreted
according to the "gold standard" and
should not lead to a different result
(see CLB, supra, II.E.1.3.1,
penultimate paragraph, in particular the
decisions dealing with the three-point
essentiality test T 1472/15, Reasons,
point 2.3 and T 0437/17, Reasons,
point 3.3.4)

3.3.5 The present Board derives from
the above that the same should hold
true for deciding on novelty of the
claimed subject-matter with respect to
the prior art, i.e. that no test or list of
criteria should lead to a different result
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than when applying the "gold standard"
directly, which is the absolute
requirement in terms of disclosure."
And the Board concludes that
generally there is no need for the 2- or
3-point tests for novelty of sub-ranges.
In reason 3.4, it says:

"3.4 In light of the above, the Board
concludes that in cases where, under
application of the "gold standard", it
can be established whether the skilled
person, using common general
knowledge, directly and
unambiguously derives a claimed sub-
range from a particular disclosed range
of the prior art, no supporting test or
criteria is necessary to reach a
conclusion and thus none of the
principles set out in decisions T 198/84
and T 279/89 needs to be applied.”

Note that T 1688/20 does not address
WHAT is directly and unambiguously
derivable by / disclosed to the skilled
person": is a prior art range 5-15% just
disclosing these numbers, or is the
relevant physics/chemistry (e.g.,
coercivity) part of the disclosure? Does
a prior art 10% point just disclose that
point, or does the skilled person
considers values that are close to that
also directly and unambiguously
disclosed — as the skilled person
directly and unambiguously
understands that in physics and
chemistry the exact value of a specific
point on a continues spectrum is
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arbitrary, i.e., that 10% and 11%
usually represent essentially the same
physics — i.e., is the difference
relevant. This leaves still quite some
uncertainty.

108 |G VI 8 G-VI, 8 Selection inventions — There were no further comments from the SACEPO

"seriously contemplating”

The "seriously contemplating" for
assessing novelty stems from old case
law (from the 80's). It may be doubted
whether current case law would still
use that concept as the current line is
"directly and unambiguously derivable
by / disclosed to the skilled person”.
Also, after the earlier abandonment of
"purposive selection”, there seems to
be no room for "seriously
contemplating": both can be
considered to relate to bridging a
technical gap by adding some
knowledge/expectation rom common
general knowledge.

It is this suggested, also when
considering T 1688/20's reasoning, to
remove all "seriously contemplating”
discussions from G-VI, 8, and change
the text to be along the line of "directly
and unambiguously derivable by /
disclosed to the skilled person”.

If all prior art is Art. 54(2) prior art, this
may have the effect that patentability is
denied for lack of inventive step rather
than novelty.

With respect to Art. 54(3) prior art, it
will require a very careful assessment
of what is "directly and unambiguously

WPG members. The Office will investigate the current
trend in case law further and revise the section if
required.
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derivable by / disclosed to the skilled
person” and to whether there is a
difference.

109

Vi

51

See comment 26 at B-1V, 2.5

Guidelines G-VII 5.1
Determination of the closest prior
art

In the event of refusal or
revocation, it is sufficient to show
on the basis of one relevant
piece of prior art that the claimed
subject-matter lacks an inventive
step: there is no need to discuss
which document is "closest" or
best technical approximation to
the invention; the only relevant
question is whether the
document used is a feasible
starting point for assessing
inventive step (see T 967/97,

T 558/00, T 21/08, T 308/09 and
T 1289/09). This is valid even if
the problem identified in a
problem-solution reasoning may
be different from the one
identified by the
applicant/patentee

See comment 26.

110

1

5.2

It should be written clearly in the
Guidelines that no hint in the closest
prior art document is necessary for the
skilled person to consider the objective
problem. This would avoid
unnecessary discussions of us EPO
Examiners with the patent attorneys.

To state clearly in the Guidelines
that no hint in the closest prior art
document is necessary for the
skilled person to consider the
objective problem.

One of the SACEPO WPG members supported the
proposal. The Office outlined that the Guidelines in their
current version were clear in this respect and therefore
the proposed amendment was not required.
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errors of transcription and other
mistakes in any document filed with the
EPO may in principle be requested as
long as proceedings are pending
before the EPO (J 42/92). However,
during examination proceedings, such
reguests for correction can be
considered only if the decision-making
process has not yet been concluded, in
other words until the day on which the
decision to grant is handed over to

the EPO's internal postal service for
transmittal to the applicant (see

G 12/91; date "to EPO postal service"
printed at the bottom of Form 2006A).
See also H-Il, 2.6, last paragraph.

The wording in yellow is ambiguous, in
the sense that it does not clearly
express G 12/91 that says that the day
in question is excluded, see reasons 8
and 9.

current text:

However, during examination
proceedings, such requests for
correction can be

considered only if the decision-
making process has not yet been
concluded, in other words until
the day on which the decision

to grant is handed over to

the EPO's internal postal service
for transmittal to the applicant
(see G 12/91; date "to EPO
postal service" printed at the
bottom of Form 2006A).

Into

However, during examination
proceedings, such requests for
correction can be

considered only if the decision-
making process has not yet been
concluded, in other words at the
latest on the day before the date

# Part | Chap- | Section | Comment Suggested improvement Consultation results
ter
111 |H v 2.2.3 H-1V, 2.2.3 Erroneously filed So, it is proposed to add at the The Office agreed to the proposal.
application documents or parts under | end if this section:
Rule 56a "In case of Rule 56a(4), the
This section fails to indicate that in erroneously filed application
case of R.56a(4) also the erroneously | documents or parts remain in the
filed parts are part of the application as | application as filed, next to the
filed, as they remain in the application | correct application documents or
as filed under Rule 56a(4)(c). parts. The erroneously filed
application documents or parts
are thus also always considered
to be part of the application
documents "as originally filed" in
case of Rule 56a(4) (see A-ll,
6.4)."
112 |H Vi 2.1 The correction of linguistic errors, So, we propose to change the The Office agreed to the proposal.
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it could be expressed more clearly "the
day before".

G 12/91 9.3 states: When a decision is
handed over by the formalities section
to the EPO postal service for
notification, it is taken from the file and
is therefore removed from the power of
the department that issued it. This
moment marks the completion of
proceedings before the decision-
making department. Once proceedings
have been completed the decision-
making department can no longer
amend its decision. It must disregard
any fresh matter the parties may
submit to the EPO thereafter. Seeing
that it is important for the parties to
know at which point in time the
decision-making process following
written proceedings is completed, this
point in time should be clearly indicated
in the decision. The formalities section
should also keep a register of the
dates on which decisions are handed
over to the EPO postal service to
enable these dates to be ascertained
at any time.

(https://www.epo.org/law-
practice/case-law-
appeals/recent/q910012epl.html)

on which the decision to grant is
handed over to the EPO's
internal postal service for
transmittal to the applicant (see
G 12/91; date "to EPO postal
service" printed at the bottom of
Form 2006A).
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