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CHAPTER |

GENERAL REMARKS

(A notice on the opposition procedure before the EPO was published in
0J 3/2001, 148)

1. The meaning of opposition

The public may oppose a granted European patent on the basis of one or
more of the grounds mentioned in Art. 100. The grounds on which the
opposition is based may arise for example from circumstances of which the
EPO was not aware when the patent was granted (e.g. prior use or a
publication which was not contained or not found among the material
available to the EPO). Opposition is therefore a means by which any person
may obtain the limitation or revocation of a wrongly granted patent.

2. Opposition after surrender or lapse

An opposition may be filed even if the European patent has been
surrendered or has lapsed for all the designated States. This is relevant in
that in such cases the rights acquired with the patent remain in existence
during the period up to surrender or lapse and claims arising from such
rights may subsist after that date.

3. Territorial effect of the opposition

The opposition applies to the European patent in all the Contracting States
in which that patent has effect. Thus the opposition should formally be in
respect of all the designated States. If an opposition is filed in respect of
only some of the designated States it will be treated as if it were in respect
of all the designated States.

Nevertheless, the effect of an opposition may differ as between Contracting
States. This may arise where the patent contains different claims for
different Contracting States in accordance with Rule 18(2) or Rule 138, or
where the claims must take account of different art under the provisions of
Art. 54(3) and (4) EPC 1973 (see VII, 4.2). Thus the patent may be
differently amended in respect of different Contracting States and may be
revoked in respect of one or more Contracting States and not in respect of
others.

4, Entitlement to oppose

"Any person" may give notice of opposition without specifying any particular
interest. "Any person" is to be construed in line with Art. 58 as meaning any
natural person (private individual, self-employed persons, etc.), any legal
person or any body assimilated to a legal person under the law governing it.
"Any person" does not include the proprietor of the patent (as was decided
in G 9/93 (0OJ 12/1994, 891), reversing G 1/84 (OJ 10/1985, 299)).

Notice of opposition may also be filed jointly by more than one of the
persons mentioned above. In order to safeguard the rights of the patent
proprietor and in the interests of procedural efficiency, it has to be clear
throughout the procedure who belongs to the group of common opponents.
If a common opponent (including the common representative) intends to
withdraw from the proceedings, the EPO must be notified accordingly by
the common representative or by a new common representative
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determined under Rule 151(1) in order for the withdrawal to take effect (see
also G 3/99, OJ 7/2002, 347).

Oppositions are not assignable but may be inherited or succeeded to as
part of an overall succession in law, e.g. in the event of the merger of legal
persons. Acquiring companies may also take over oppositions filed by
acquired companies. However, a legal person who was a subsidiary of the
opponent when the opposition was filed and who carries on the business to
which the opposed patent relates cannot acquire the status as opponent if
all its shares are assigned to another company (as was decided in G 2/04
(OJ 11/2005, 549)).

5. Intervention of the assumed infringer

Under certain conditions (see VII, 7) any third party who proves that
proceedings for infringement of the opposed patent have been instituted
against him or that the proprietor of the patent has requested him to cease
alleged infringement of the patent and that he has instituted proceedings for
a court ruling that he is not infringing the patent may, after the opposition
period has expired, intervene in the opposition proceedings. Once the
notice of intervention has been filed in good time and in due form, the
intervention is to be treated as an opposition (see 1V, 5.6). For accelerated
processing of oppositions on request, see E-VIII, 4.

6. Parties to opposition proceedings

The proprietor of the patent, the opponent and, where applicable, the
intervener will be parties to the opposition proceedings. However, an
opponent who has withdrawn notice of opposition or whose opposition has
been rejected as inadmissible will remain a party to the proceedings only
until the date of such withdrawal or the date on which the decision on
rejection has become final. The same will apply in the case of interveners.
Third parties who have presented observations concerning the patentability
of the invention in respect of which an application has been filed are not
parties to opposition proceedings (see E-VI, 3).

Where the proprietors of a European patent are not the same in respect of
different designated Contracting States, they are to be regarded as joint
proprietors for the purposes of opposition proceedings (see VI, 3.1,
concerning the unity of the European patent).

Where a person provides evidence that in a Contracting State, following a
final decision, he has been entered in the patent register of that State
instead of the previous proprietor, he is entitled on request to replace the
previous proprietor in respect of that State. In this event, by derogation from
Art. 118, the previous proprietor and the person making the request are not
deemed to be joint proprietors unless both so request. The aim of this
provision is to afford the new proprietor the opportunity of defending himself
against the opposition as he sees fit (see VII, 3.2, as regards the conduct of
the opposition proceedings in such cases).

The Legal Division is responsible for decisions in respect of entries in the
Register of European Patents (see the Decision of the President of the EPO
dated 12 July 2007, Special edition No. 3, OJ EPO 2007, G.1).

7. Representation

As regards the requirements relating to representation of opponents and
patent proprietors, reference is made to A-IX, 1. Deficiencies in the
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representation of an opponent when filing the opposition and their remedy
are treated in 1V, 1.2.1(ii) and 1.2.2.2(iv).

8. Information to the public

As soon as an opposition has been received, the date of filing of the
opposition is entered in the Register of European Patents and published in
the European Patent Bulletin. The same applies to the date on which
opposition proceedings are concluded and to the outcome of the
proceedings.

April 2009
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CHAPTER I

THE OPPOSITION DIVISION

1. Administrative structure

Each Opposition Division is part of an EPO directorate comprising several
Examining and Opposition Divisions.

2. Composition

2.1  Technically qualified examiners

An Opposition Division consists of three technical examiners, at least two of
whom must have taken no part in the proceedings for grant of the patent to
which the opposition relates.

2.2  Legally qualified examiners

If the Opposition Division considers that the nature of the decision so
requires, it is enlarged by the addition of a legally qualified examiner who
has taken no part in the proceedings for grant.

The principles established for inclusion of a legally qualified member and
for consultation of the Directorate Patent Law, the department responsible
for providing legally qualified members for Examining and Opposition
Divisions, by the Examining Division apply mutatis mutandis to the
Opposition Division (see C-VI, 7.8). In addition to this, difficult legal
guestions may arise during the examination as to whether an opposition is
to be rejected as inadmissible. Consultation of a legally qualified member
should also be envisaged in cases where it is questionable whether or not
a disclosure by means other than a document was made available to the
public.

2.3 Chairman

The Chairman must be a technically qualified examiner who has taken no
part in the grant proceedings.

3. Allocation of duties and appointment of members of the
Opposition Division

C-VI, 1.2 applies mutatis mutandis.
4, Tasks of the Opposition Divisions

4.1  Examination of oppositions

The Opposition Divisions are responsible for the examination of oppositions
against European patents.

The examination of newly submitted documents for compliance with
physical requirements will essentially be the task of the competent
formalities officers (see Il, 7, A-l, 2, A-lll, 3.2, and C-VI, 2.1).

4.2  Decision concerning the awarding of costs by the Opposition
Division

The Opposition Division will decide on requests to have the costs fixed by
the formalities officer reviewed (see I, 7 and IX, 2.1).
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4.3  Ancillary proceedings

It will be incumbent upon the Opposition Division to conduct ancillary
proceedings arising in the course of opposition proceedings, such as the
processing of requests for re-establishment of rights in respect of a time
limit which was not observed vis-a-vis the EPO during the opposition
proceedings or of requests for a decision concerning a finding arrived at by
the formalities officer that a right has been lost. Additional tasks may be
entrusted to the Opposition Divisions by the President of the EPO in
accordance with Rule 11(2).

5. Allocation of tasks to members

An Opposition Division will normally entrust one of its members with the
examination of the opposition, but not with the conduct of oral proceedings,
up to the time of the final decision on the opposition (see also 1V, 2). If need
be, he may also be entrusted with the examination of the evidence adduced
(see E-IV, 1.3). He will be referred to as the primary examiner.

6. Duties and powers of members

The primary examiner will conduct the examination of the opposition. In this
work he will issue communications to the parties without consulting the
other members. However, if the primary examiner believes that the other
members may have reservations concerning the procedure which he
intends to follow, he must submit the communication to the Opposition
Division before despatch. If he considers that the matter is ready for a
decision or that oral proceedings should be arranged, possibly in
conjunction with the taking of evidence (see E-Ill, 1 to 4, and E-IV, 1.6.1),
he must submit an opinion in writing to the Opposition Division.

In the light of this opinion, the other members of the Opposition Division will
give their own opinions in writing, which may simply be a short confirmation
of agreement.

If there are differences of opinion, the Chairman must fix a date for a
meeting at which the primary examiner will report on the matter. The
Chairman will preside at the meeting and, following a discussion, will take a
vote on the decision or the further course of the procedure.

Voting will be on the basis of a simple majority. In the event of parity of
votes, the vote of the Chairman of the Division is decisive.

Any further measures necessary will as a rule be entrusted to the primary
examiner. If no further measures are necessary, the primary examiner will
draft a decision on the opposition and will distribute the draft to the other
members of the Opposition Division for examination and signature. If any
changes are proposed by a member and there are differences of opinion on
such changes, the Chairman must arrange a meeting.

Where reference is made hereinafter to the Opposition Division, this should
be taken to mean the primary examiner where such a member has been
appointed and insofar as he is entitled to act alone under the EPC.

7. Allocation of individual duties

The President of the EPO may entrust to employees who are not technically
or legally qualified examiners the execution of individual duties falling to the
Examining Divisions or to the Opposition Divisions and involving no
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technical or legal difficulties. Insofar as such duties affect the public, their
allocation will be notified in the Official Journal of the EPO (see Special
edition No. 3, OJ EPO 2007, F.2).

The formalities officers entrusted with these duties are also in charge of
fixing the amount of the costs (see IX, 2.1).

April 2009
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CHAPTER IlI

OPPOSITION

1. Time allowed for filing notice of opposition

Within nine months from the publication of the mention of the grant of the
European patent, notice of opposition has to be given to the EPO in Munich,
The Hague or Berlin.

For expiry of the time limit see E-VIII, 1.4. Re-establishment of rights in
respect of unobserved time limits for opposition is not possible in the case
of an opponent (see, however, E-VIIl, 2.2.2).

2. Opposition fee

The amount of the opposition fee specified in the Rules relating to Fees
under the EPC must be paid before expiry of the time limit for opposition.

An opposition filed in common by two or more persons, which otherwise
meets the requirements of Art. 99 and Rules 3 and 76, is admissible on
payment of only one opposition fee (see G 3/99, OJ 7/2002, 347).

As regards the legal consequences and the procedure where the fee is not
paid in good time, see IV, 1.2.1(i) and IV, 1.4.1.

For reduction of the opposition fee, see A-XI, 9.2.4.

3. Submission in writing

3.1 Form of the opposition

The notice of opposition must be filed in writing and should be typewritten or
printed, with a margin of about 2.5 cm on the left hand side of each page. It
would be appropriate if the notice of opposition also satisfied the
requirements laid down in Rule 49(3).

3.2 Notices of opposition filed by fax

Notice of opposition may also be filed by fax. At the invitation of the EPO,
written confirmation reproducing the contents of the fax and complying with
the requirements of the Implementing Regulations - in particular properly
signed - must be supplied. If the opponent fails to comply with this invitation
in due time, the fax is deemed not to have been received (see A-1X, 2.5).
The opposition fee must in any case be paid within the opposition period.

3.3 Signature of the notice of opposition

The notice of opposition must be signed by the person responsible, i.e. by
the opponent or, where appropriate, by his representative (see also
IV, 1.2.1(ii), and A-IX, 1).

Initials or other abbreviated forms will not be accepted as a signature.
Where the notice of opposition is filed by fax, the reproduction on the
facsimile of the signature of the person filing the notice of opposition will be
considered sufficient.

If the signature is omitted, the formalities officer must request the party, or
where appropriate his representative, to affix his signature within a time
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limit to be laid down by the formalities officer. If signed in due time, the
document retains its original date of receipt; otherwise it is deemed not to
have been received (see IV, 1.2.1(ii) and 1.4.1).

4, Derogations from language requirements

Derogations from language requirements for written opposition
proceedings are dealt with in A-VIII, 2, and for oral opposition proceedings
in E-V.

5. Grounds for opposition

A written reasoned statement of the grounds for opposition must be filed
within the opposition period.

Opposition may only be filed on the grounds that:

® the subject-matter of the European patent is not patentable within
the terms of Art. 52 to 57, because it

- is not new (Art. 52(1), 54, 55),

- does not involve an inventive step (Art. 52(1), 56),

- is not susceptible of industrial application (Art. 52(1), 57),
- is not regarded as an invention under Art. 52(1) to (3), or
- is not patentable under Art. 53;

(i) the European patent does not disclose the invention in a manner
sufficiently clear and complete for it to be carried out by a person
skilled in the art (cf. Art. 83);

(i) the subject-matter of the European patent extends beyond the content
of the application as filed, or, if the patent was granted on a divisional
application or on a new application filed in accordance with Art. 61
(new application in respect of the invention by the person adjudged in
a final decision to be entitled to the grant of a European patent),
beyond the content of the earlier application as filed (cf. Art. 123(2)).

(See also V, 310 5, and C-1V.)

Note that each single condition mentioned above forms an individual legal
basis for objection to the maintenance of the patent. Consequently, each
such condition is to be regarded as a separate ground of opposition
(see G 1/95 and G 7/95, OJ 11/1996, 615 and 626).

The following allegations, for example, do not constitute grounds for
opposition: that national rights of earlier date exist which put the patentability
of the invention in question (see, however, 1V, 5.3, and VIl, 4.4), that the
proprietor of the patent is not entitled to the European patent, that the
subject-matter of the patent lacks unity, that the claims are not supported by
the description (unless it is also argued that the claims are so broadly worded
that the description in the specification does not sufficiently disclose the
subject-matter within the meaning of Art. 100(b)), that the form and content of
the description or drawings of the patent do not comply with the provisions as
to formal requirements as set forth in Rules 42 and 46, or that the designation
of the inventor is incorrect. Nor does the simple allegation that priority has
been wrongly claimed constitute a ground for opposition. However, the
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matter of priority must be subjected to a substantial examination in the
course of opposition proceedings if prior art is invoked in connection with a
ground for opposition under Art. 100(a) in relation to which the priority date is
of decisive importance (see C-IV, 6 and 7, and C-V, 2).

6. Content of the notice of opposition

The notice of opposition must contain:

0] the name, address and nationality of the opponent and the State in
which his residence or principal place of business is located. Names
of natural persons must be indicated by the person's family name
and given name(s), the family name being indicated before the given
name(s). Names of legal entities, as well as companies considered
to be legal entities by reason of the legislation to which they are
subject, must be indicated by their official designations. Addresses
must be indicated in such a way as to satisfy the customary
requirements for prompt postal delivery at the indicated address.
They must comprise all the relevant administrative units, including
the house number, if any. It is recommended that the telephone and
fax number be indicated (see IV, 1.2.2.2(i), and 1V, 1.4.2);

(ii) the number of the European patent against which opposition is filed,
the name of the proprietor and the title of the invention (see
IV, 1.2.2.2(ii), and 1V, 1.4.2);

(i)  a statement of the extent to which the European patent is opposed
and of the grounds on which the opposition is based as well as an
indication of the facts, evidence and arguments presented in support
of these grounds (see IV, 1.2.2.1(iii), (iv), (v), and 1V, 1.4.2).
However, in order to streamline opposition procedure it is
recommended that a single copy of any written evidence be
submitted as soon as possible and ideally with the notice of
opposition (see IV, 1.2.2.1(v), last two paragraphs);

(iv)  if the opponent has appointed a representative, his name and the
address of his place of business in accordance with the provisions of
sub-paragraph (i) as set out above (see 1V, 1.2.2.2(iii), and
v, 1.4.2

IV, 1, sets out further details and explains how to deal with the opposition if
one of these requirements is not fulfilled.
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CHAPTER IV

PROCEDURE UP TO SUBSTANTIVE EXAMINATION

1. Examination for deficiencies in the notice of opposition and
communications from the formalities officer arising from this
examination

1.1  Forwarding of the notice of opposition to the formalities officer

The notice of opposition must be forwarded directly to the formalities officer,
who then places it in the files of the European patent concerned in
accordance with the relevant administrative instructions and communicates
it without delay to the proprietor for information. If a notice of opposition is
received prior to the publication of the mention of the grant of the European
patent, the formalities officer informs the opponent that for that reason his
document cannot be treated as an opposition. This document becomes part
of the files and, as such, is also available for inspection under Art. 128(4),
and is brought to the attention of the applicant for or the proprietor of the
patent as an observation by a third party in accordance with Art. 115 (for
details, see E-VI, 3). If an opposition fee has been paid, it will in this case be
refunded.

Examinations, observations, communications and, where appropriate,
invitations to the parties will be the responsibility of the formalities officer
who has been entrusted with this task of the Opposition Division (see Il, 7).

1.2  Examination for deficiencies in the notice of opposition

After notice of opposition has been given, the formalities officer examines
whether any deficiencies exist.

1.2.1 Deficiencies which, if not remedied, lead to the opposition being
deemed not to have been filed

The following deficiencies fall into this category:

0] the opposition fee or a sufficient amount of the fee has not been paid  Art. 7 RFees

in the course of the opposition period (Art. 99(1)). However, if the  Art. 8(1) RFees
opposition fee, apart from a small amount (e.g. deducted as bank

charges), has been paid within the opposition period, the formalities

officer examines whether the amount lacking can be overlooked

where this is justified. If the formalities officer concludes that the

amount lacking can be overlooked, the opposition fee is deemed to

have been paid and there is no deficiency in the present sense;

(ii) the document giving notice of opposition is not signed and this is not
rectified within the period set by the formalities officer, which is fixed
at two months as a rule (see E-VIIl, 1.2) (Rule 50(3)).

In the case of Art. 133(2) (see also IV, 1.2.2.2(iv)), the above applies
where a professional representative has been appointed within the
prescribed time limit but the notice of opposition has not been signed
by the representative and he has failed to remedy such deficiency
either by signing it or by approving it in writing;

(i)  where a notice of opposition is filed by fax and written confirmation
reproducing the contents of the fax, if requested by Formalities, is
not supplied in due time (Rule 2(1) and Decision of the President of
the EPO, Special edition No. 3, OJ EPO 2007, A.3);
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(iv)  where a notice of opposition is filed by the representative or
employee of an opponent, and the authorisation, if any is required
(see A-IX, 1.5, and the Decision of the President of the EPO in
Special edition No. 3, OJ EPO 2007, L.1), is not supplied in due time
(Rule 152(1) to (3) and (6)); and

(v)  the Opposition is submitted within the opposition period but not in an
official language of the EPO, as specified in Rule 3(1), or if Art. 14(4)
applies to the opponent, the translation of the elements referred to in
Rule 76(2)(c) is not submitted within the opposition period (see also
A-VIII, 2, G 6/91, OJ 9/1992, 491, and T 193/87, OJ 4/1993, 207).
This period is extended where the one-month period as required
under Rule 6(2) expires later. This deficiency is present if the
opposition is not filed in English, French or German or if, for
example, an opponent from Belgium files his opposition in time in
Dutch but fails to file the translation of the essential elements into
English, French or German within the above-mentioned time
limits.

For oppositions which, upon submission, are deemed not to have been filed
because of deficiencies as described above, see the further procedure as
described in 1V, 1.3.1, 1.3.3 and 1.4.1.

1.2.2 Deficiencies which, if not remedied, lead to the opposition being
rejected as inadmissible

Only such oppositions as are deemed to have been filed will be examined
for deficiencies under Rule 77(1) and (2).

If the formalities officer is not sure whether the opposition in question
contains a deficiency under Rule 76(2)(c), he will submit the file to the
Opposition Division for checking. He will do this in particular if the opposition
alleges non-patentability under Art. 52, 54 and 56 and the relevant prior art
has been made available to the public by means other than by written
description, or if taking of evidence has been requested in accordance with
Rule 117.

In this connection the Opposition Division will also examine the extent to
which it is necessary for the formalities officer to request the opponent to
submit evidence (see IV, 1.2.2.1(v)).

1.2.2.1 Deficiencies under Rule 77(1)
The following deficiencies fall into this category:

0] the notice of opposition is not filed in writing with the EPO in Munich
or its branch at The Hague or its sub-office in Berlin within the
nine-month opposition period, calculated from the date of publication
of the mention of the grant of the European patent in the European
Patent Bulletin (Art. 99(1));

Accordingly, the opposition is deficient if, for example, notice of
opposition is submitted to the EPO belatedly, i.e. after expiry of the
nine-month period, or where the opposition is notified within the
opposition period but only verbally in a telephone call officially noted
in the files. This category of deficiency also includes oppositions
which, notwithstanding Art. 99(1), are filed with the central industrial
property office of a Contracting State or an authority thereunder and
not forwarded by these offices either at all or in time for them to be
received by the EPO before the expiry of the opposition period.
There is no legal obligation upon these offices or authorities to
forward oppositions to the EPO.
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(ii) the notice of opposition does not provide sufficient identification of
the European patent against which opposition is filed;

Such a deficiency exists if the EPO is unable to identify the relevant
patent on the basis of the particulars in the notice of opposition; for
example, if only the proprietor of the contested patent and perhaps the
title of the invention for which the patent was granted are mentioned in
the notice of opposition. Such particulars alone are not an adequate
description of the contested European patent, unless the proprietor of
the patent who alone is named possesses only one patent or
possesses several patents, the subject-matter of only one of which fits
the title of the invention given in the notice of opposition, being clearly
distinct from the subject-matter of the other patents which this
proprietor holds. A mere indication of the number of the contested
European patent in the notice of opposition constitutes sufficient
identification of the patent concerned, provided that no conflicting
information is given, e.g. an inconsistent name for the proprietor, and
the conflict cannot be resolved from the information given.

(i) the notice of opposition contains no statement of the extent to which  Rule 76(2)(c)
the European patent is opposed,;

Such a deficiency is present if it is not clear from the requisite
statement whether the opposition is directed against the entire
subject-matter of the patent or only a part of it, i.e. whether it is
directed against all the claims or only against one or a part of one
claim, such as an alternative or embodiment;

(iv)  the notice of opposition contains no statement of the grounds on  Rule 76(2)(c)
which the opposition is based;

A notice of opposition contains such a deficiency if it does not
mention at least one of the grounds for opposition referred to in
Art. 100 (see lll, 5). If non-patentability is given as a ground for
opposition, the statement of grounds must at least implicitly indicate
which conditions for patentability (Art. 52 to 57) are considered not to
have been fulfilled.

(v)  the notice of opposition does not indicate the facts, evidence and  Art. 99(1)
arguments presented in support of the opposition; Rule 76(2)(c)

An opposition is adequately substantiated only if in respect of at least
one of his grounds for opposition the opponent adduces facts,
evidence and arguments establishing a possible obstacle to
patentability under the EPC. He must indicate the technical context
and the conclusions he has drawn from it. The content of the
statement of grounds must be such as to enable the patent proprietor
and the Opposition Division to examine the alleged ground for
revocation  without recourse to independent  enquiries.
Unsubstantiated assertions do not meet this requirement. Nor as a
rule is mere reference to patent documents enough; unless the
document is very short the opponent must indicate on which parts his
opposition is based. Where there are allegations that use or oral
description are comprised in the state of the art, the Opposition
Division must be supplied with an indication of the facts, evidence and
arguments necessary for determination of the matters set out under
V,3.12 and 3.23. See also in this respect T 328/87,
0J 12/1992, 701.
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If, where there are multiple grounds for opposition, the facts,
evidence and arguments for one ground are sufficiently indicated,
the opposition is admissible, even if the facts, evidence and
arguments in support of the other grounds for opposition are
submitted belatedly. Such belated facts, evidence and arguments
are in that event dealt with in accordance with E-VI, 2.

It is immaterial, as far as the question of admissibility of an
opposition is concerned, whether and to what extent the facts,
evidence and arguments submitted in due time actually warrant
revocation of the contested European patent or its maintenance in
amended form. On the one hand, an unconvincing ground of
opposition may have been clearly presented and argued (making the
opposition admissible), whereas conversely a deficient submission
may have been rejected as inadmissible even though, if properly
drafted, it could have succeeded (see also T 222/85,
0J 4/1988, 128).

An indication of at least one ground of opposition and of the facts,
evidence and arguments on which it is based fulfils the prerequisites
for admissibility of the opposition in this respect. The evidence itself
can also be produced after the expiry of the opposition period.
Because of the long opposition period (9 months) it is however
recommended, in order to expedite the opposition proceedings, that
a single copy of any written evidence indicated in the notice of
opposition be submitted as soon as possible and ideally with the
notice of opposition.

Otherwise, if his opposition is admissible, the opponent will be
invited to supply such evidence as soon as possible and as a rule
within two months. If the documents thus requested are neither
enclosed nor filed within the time limit set, the Opposition Division
may decide not to take into account any arguments based on them.
(As regards fa