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Notice from the European Patent Office dated 1 April 2010 concerning
amendment of the Guidelines for Examination in the European Patent Office

1. By decision of the President of the EPO dated 19 November 2009, the Guidelines for Examination have been
amended pursuant to Article 10(2) EPC. The amendments are being published in the form of a complete "April
2010" edition of the Guidelines. These have been revised following consultation with the Standing Advisory
Committee before the EPO (SACEPO). The amended Guidelines will apply as from 1 April 2010.

2. The updated Guidelines for Examination are published in all three EPO languages on the EPO website
(www.epo.org/patents/law/legal-texts/guidelines.html) and are available for downloading free of charge. They will
also be issued in paper form.

3. The English draft of these Guidelines was published on the EPO website in November 2009 in order to
accommodate public interest in gaining the earliest possible access to information on the future amendments.

4. 1t should be noted that the "April 2010" edition of the Guidelines for Examination is the only valid official
version, and supersedes the "April 2009" edition as from 1 April 2010.

Amendments to the Guidelines for Examination in the European Patent Office

5. Since the last complete new edition in December 2007, the Guidelines have been updated in view of the fee
changes (see notice dated 1 April 2009, OJ EPO 2009, 336). As part of this update, Parts A - D of the "April
2009" edition were published in electronic form. Part E was not affected by these amendments.

6. The current amendments bring the Guidelines for Examination into line with the new or amended Rules 36, 57,
62a, 63, 64, 69, 70a, 135, 137 and 161 EPC, which enter into force on 1 April 2010 (see Administrative Council
decisions CA/D 2/09 and CA/D 3/09 of 25 March 2009 amending the Implementing Regulations to the EPC, OJ
EPO 2009, 296, 299, and the notices from the Office dated 20 August 2009, OJ EPO 2009, 481, and

15 October 2009, OJ EPO 2009, 533).

7. It should be noted that the Guidelines have not been fully revised. In one instance, where the Guidelines are
still to be revised, several passages do not completely reflect current examination practice. Furthermore, once
the work as regards content had been concluded, recent publications or decisions that appeared subsequently
could no longer be taken into account. Thus, the relevant notice dated 14 September 2009 (OJ EPO 2009, 486),
applies, for example, with respect to the filing of a certified copy of an earlier application to which reference is
made, notwithstanding the relevant sections A-11, 4.1.3.1 and A-lV, 1.3.1 of the Guidelines.

8. Amendments to the new or amended rules can be found, in particular, in the following passages:

(a) Rule 36 (Divisional applications): A-lll, 14; A-1V, 1 to 1.3.3; A-VIII, 1.3; C-lll, 7.10, 7.11.1 and 7.11.4; C-VI,
1.1.4,3.4,5.2 and 9.1.3;

(b) Rule 62a (Applications containing a plurality of independent claims): B-Ill, 3.7, 3.10 and 3.11; B-IV, 2.1; B-
VIIl, 4 and 5; B-X, 3.1 and 8; B-XII, 7; C-lll, 3.3; C-VI, 4.7,5.2, 5.6 and 8.2;

(c) Rule 63 (Incomplete search): B-1V, 1.3; B-VIII, 3 and 5; C-1l, 4.9; C-lll, 4.1, 5 and 6.3; C-1V, 2.2 and 4.1; C-
VI, 4.7,5.2,5.6 and 8.2;



(d) Rule 64 (European search report where the invention lacks unity): B-VII, 1.2;

(e) Rule 69 (Information about publication): A-VI, 2.1;

(f) Rule 70a (Response to the extended European search report): A-V, 2.1; A-VI, 2.1, 2.4, 2.5 and 3; B-XII, 1.2,
3.3,3.9and 9; C-lll, 6.3, 7.10; C-IV, 2.2 and 4.1; C-VI, 1.1, 1.1.1, 3.2, 3.4 and 3.5; E-IX, 5.4 and 5.7;

(9) Rule 135 (Further processing): A-lll, 14; A-1V, 1.1.1.5; E-VIII, 2.1;

(h) Rule 137 (Amendment of the European patent application): B-XIl, 2, 2.2 and 9; C-VI, 2.1, 3.1t0 3.3, 3.5.1,
41,4.7,4.9,5.2,5.6,5.7,9.1.4 and 14.4;

(i) Rule 161 (Amendment of the application after entry into the European phase): A-VI, 2.4; A-VII, 7; C-lll, 7.11;
C-VI, 3.5.1 and 9.4; E-IX, 4a, 5.1 and 6.3.3.

9. Amendments were made to chapter C-1V, 11 concerning inventive step, in which the range of board of appeal
decisions cited should be particularly noted.

10. Furthermore, the following sections of the Guidelines have been updated with regard to the following topics:

(a) Electronic filing of documents: A-Il, 1.3, 3.1; A-IV, 1.3.1; A-IX, 3.2;
E-IX, 2;

(b) Filing of priority documents: A-Il, 5.4.3; A-lll, 6.7; A-VII, 3.5;
C-V, 3.3;

(c) Supplementary European search report: A-Xl, 9.3.1; B-Il, 4.3;

(d) Publications on the internet: B-ll, 2.5; B-IV, 2.3; C-1V, 6.2; D-V, 3.1.3;

(e) Postponement of oral proceedings: E-llI, 7.

11. A number of amendments were made in the light of decisions of the Enlarged Board of Appeal and the other
boards of appeal: see C-lll, 3.3, 4.2, 4.12, 4.16, 4.20 and 7.1; C-1V, 2.3.5,4.1,4.4,4.8.1 and 5.4; C.VI, 5.2,5.3.2
and 9.1.4; D-l, 4; D-V, 6.2; E-lll, 7, 8.5 and 8.6; E-VI, 2 and E-X, 1.2.
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Chapter |

Introduction

1. Overview
This Part A of the Guidelines deals with the following:

0] the requirements and procedure relevant to the examination as
to formalities of European patent applications (Chapters Il to VI);

(i)  the modification to the requirements and procedure of (i) when
dealing with international applications filed under the PCT and
entering the European phase (Chapter VII);

(i) formalities matters of a more general nature which can arise
during the application procedure or the post-grant stage
(Chapters VIII and IX),

(iv) the presentation and execution of drawings and figurative
representations accompanying a European patent application
(Chapter X);

(v) fee questions (Chapter XI);

(vi) inspection of files, communication of information contained in
files, consultation of the Register of European Patents and
issuance of certified copies (Chapter XIlI).

2. Responsibility for formalities examination

The matters covered by this Part A are directed to the formalities staff Rule 10
of the EPO whether they be in The Hague, Munich or Berlin. They are  Rule 11(3)
directed primarily to the Receiving Section which is specifically

responsible under the EPC for ensuring that the formal requirements

for European patent applications are adhered to. Once the application

is transferred to the Examining Division, the latter accepts
responsibility for the formalities of the application, although it should be

understood that reference to the Examining Division is intended to

cover the formalities officer to which this work is entrusted.

3. Purpose of Part A

The formalities staff should note that this Part A of the Guidelines is
intended to provide them with the knowledge and background which it
is felt will assist them in carrying out their functions in a uniform and
expeditious manner. It does not, however, provide authority for
ignoring the provisions of the EPC and in that regard specific attention
is directed to paragraph 3.2 of the General Part of the Guidelines.

4. Other Parts relating to formalities
It is not the intention that the formalities staff should concern
themselves with only this Part A of the Guidelines. It is expected that
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they will have to refer frequently to the other Parts and in particular
Part E.
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Chapter I

Filing of applications and examination on
filing

1. Where and how applications may be filed

1.1 Filing of applications by delivery by hand or by post

European patent applications may be filed in writing, by delivery by  Art. 75(1)
hand, by post or by technical means of communication (see Il, 1.2 and  Rule 35(1)
1.3) at the EPO's filing offices in Munich, The Hague or Berlin. The Rule 2(1)
EPO's sub-office in Vienna is not a filing office.

The opening hours of the filing offices of the EPO were published in the
Notice from the EPO dated 12 July 2007, Special edition No. 3,
OJ EPO 2007, A.2. Dates on which at least one of the filing offices of
the EPO is not open to receive documents are likewise announced at
regular intervals in the Official Journal of the EPO (see also
E-VIII, 1.4).

The EPO filing offices in Berlin and Munich are equipped with
automated mail-boxes, which may be used at any time. The automated
mail-box facility is not currently available at the filing office at The
Hague. Outside office hours documents may be handed in to the
porter.

European patent applications (with the exception of divisional
applications, see IV, 1.3.1, and applications according to Art. 61(1)(b),
see 1V, 2.7) may also be filed at the central industrial property office or
other competent authority of a Contracting State if the national law of
that State so allows (see I, 1.7).

1.2 Filing of applications by fax

Applications may also be filed by fax with the filing offices of the EPO or
with the competent national authorities of those Contracting States
which so permit, namely — at present — Austria (AT), Belgium (BE),
Bulgaria (BG), Czech Republic (CZ), Denmark (DK), Finland (FI),
France (FR), Germany (DE), Greece (GR), Iceland (1S), Ireland (IE),
Liechtenstein (LI), Luxembourg (LU), Monaco (MC), Poland (PL),
Portugal (PT), Slovakia (SK), Slovenia (Sl), Spain (ES), Sweden (SE),
Switzerland (CH) and United Kingdom (GB). For further details, see
the latest version of the brochure "National Law relating to the EPC".

Where a document transmitted using such technical means is illegible
or incomplete, the document is to be treated as not having been
received to the extent that it is illegible or that the attempted
transmission failed and the sender must be notified as soon as
possible (see the Decision of the President of the EPO dated
12 July 2007, Special edition No. 3, OJ EPO 2007, A.3).
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Art. 90(5)

If a European patent application is filed by fax, a written confirmation is
required only where the documents are of inferior quality. In this case,
the EPO will invite the applicant to supply such documents within a
period of two months (Rule 2(1)). If the applicant fails to comply with
this invitation in due time, the European patent application will be
refused. To prevent duplication of files, applicants are asked to indicate
on the paper version of the application documents the application
number or fax date and the name of the authority with which the
documents were filed and to make it clear that these documents
represent "confirmation of an application filed by fax".

1.3 Filing of applications in electronic form

European patent applications and international (PCT) applications may
be filed with the EPO in electronic form either online or on electronic
data carriers (see the Decision of the President of the EPO dated
26 February 2009, OJ EPO 3/2009, 182). At present, the data carriers
permitted are CD-R as per ISO 9660 and DVD-R or DVD+R (see the
Decision of the President of the EPO dated 12 July 2007, Special
edition No. 3, OJ EPO 2007, A.5). Documents making up a European
or an international patent application in electronic form must be
prepared using either the epoline® Online Filing software or the
PaTrAS software, both of which include the Request for Grant Form,
unless the use of other software is permitted (see Art. 5 of the Decision
of the President dated 26 February 2009, OJ EPO 3/2009, 182, Art. 2
of the Decision of the President of the EPO dated 12 July 2007,
Special edition No. 3, OJ EPO 2007, A.5, and the Notice from the EPO
dated 12 July 2007, Special edition No. 3, OJ EPO 2007, A.6).

Other documents may also be filed electronically in grant, opposition,
limitation, revocation and appeal proceedings (see the Decision of the
President of the EPO dated 26 February 2009, OJ EPO 3/2009, 182).

European patent applications may also be filed in electronic form with
the competent national authorities of those Contracting States which
SO permit.

1.4 Filing of applications by other means

As of 1 January 2003 European patent applications may no longer be
filed with the EPO on diskette accompanied by a paper version
prepared by means of the EP-EASY software (see the Notice from the
EPO dated 1 October 2002, OJ 10/2002, 515). This applies also to the
filing of European patent applications with the filing offices of
Belgium (BE), Finland (FI), France (FR), Sweden (SE),
Switzerland (CH) and the United Kingdom (GB).

The filing of European patent applications by other means such as
e-mail is at present not allowed (see also the Notice dated
12 September 2000, OJ 10/2000, 458).
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1.5 Subsequent filing of documents
For the subsequent filing of documents, see IX, 2.5 and Il, 1.3, second
paragraph.

1.6 Debit orders for deposit accounts held with the EPO
European patent applications and international (PCT) applications may
be accompanied by a debit order for the fees due. To avoid the risk of
payment being debited twice where a debit order is sent by fax, the
original should not be filed subsequently (see points 6.2, 6.9 and 6.10
of the Arrangements for deposit accounts, Supplement No. 1 to
0J 3/2009). For the abolition of payments by cheque, see A-XI, 2.

1.7 Forwarding of applications
The central industrial property office of a Contracting State is obliged to
forward to the EPO, in the shortest time compatible with national law
concerning the secrecy of inventions, applications filed (see Il, 3.2)
with that office or with other competent authorities in that State (for
debit order enclosures, see Il, 1.6).

A time limit of six weeks after filing is specified for the onward
transmission to the EPO of applications the subject-matter of which is
obviously not liable to secrecy, this time limit being extended to four
months or, where priority has been claimed, to fourteen months after
the date of priority, for applications which require further examination
as to their liability to secrecy. It should be noted, however, that an
application received outside the specified time limits, either six weeks
or four months, must be processed provided the application is received
in Munich, The Hague or Berlin before the end of the fourteenth month
after filing or, where appropriate, after the date of priority. Applications
received outside this last mentioned time limit are deemed to be
withdrawn. Re-establishment of rights and further processing in
respect of the period under Rule 37(2) are not possible, since the loss
of rights does not result from a failure of the applicant to observe a time
limit (see J 3/80, OJ 4/1980, 92), but a request for conversion under
Art. 135(1)(a) may be filed (see IV, 6).

If the time limit referred to in Rule 37(2) expires on a day on which
there is an interruption or subsequent dislocation in the delivery or
transmission of mail within the meaning of Rule 134(2), the time limit
will extend to the first day following the end of the period of interruption
or dislocation.

1.8 Application numbering systems
1.8.1 Applications filed before 1 January 2002
For applications filed before 1 January 2002, the following numbering

system applies:

The application number consists of nine digits. The first two digits (from
left to right) of the application number indicate the filing year. The last

Points 6.2, 6.9 and
6.10 ADA

Art. 77(1)
Rule 37(1)

Art. 77(3)
Rule 37(2)
Art. 135(1)(a)

Rule 134(2)
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Art. 58

Art. 60(3)

Art. 59
Art. 118

(ninth) digit is a check digit. The third digit or third and fourth digits of
the application number indicate(s) the place of filing.

The remaining digits are used for consecutively numbering the
applications in the order in which they come in at the place of filing.

International applications filed under the Patent Cooperation Treaty
(PCT), and designating "EP" (Euro-PCT applications) receive the digit
"9" as the third digit or the digits "27" as the third and fourth digits.

1.8.2 Applications filed on or after 1 January 2002
For applications filed on or after 1 January 2002, the following
numbering system applies:

The application number consists of nine digits. The first two digits (from
left to right) of the application number indicate the filing year. The last
digit is a check digit. The remaining six digits in between are used for
consecutively numbering the applications in the order in which they
arrive at the place of filing, starting from a lowest number within a
specific range of six-digit numbers. The specific range reflects the
place of filing. Where applicable, the range is subdivided into two
ranges in order to distinguish between paper and online filings.

The above also applies to international applications designating "EP"
(Euro-PCT applications), albeit that for these applications a dedicated
range for the above-mentioned six-digit number within the application
number is used, which does not reflect the place of filing.

A list of the number ranges currently in use, along with, where
appropriate, the corresponding places of filing, is published in
0J 10/2001, 465.

2. Persons entitled to file an application

A European patent application may be filed by any natural or legal
person, or any body equivalent to a legal person by virtue of the law
governing it.

For the purposes of proceedings before the EPO, the applicant shall be
deemed to be entitled to exercise the right to the European patent.

The application may be in the name of one person or several persons
may be named as joint applicants. The application may also be filed by
two or more applicants designating different Contracting States. It may
arise that a first applicant designates one group of Contracting States
and a second designates a different group of Contracting States, while
both applicants jointly designate a third group of Contracting States. If
the applicants for a patent are not the same for different Contracting
States they will be regarded as joint applicants in proceedings before
the EPO (seelll,4.2.1 and 11.1 as to when and under what
circumstances the matter dealt with in this paragraph need be
considered during the formalities examination).
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If it is adjudged that a person other than the applicant is entitled to the
grant of a European patent that person has the option of prosecuting
the application as his own application in place of the applicant
(seelV, 2).

3. Procedure on filing

3.1 Receipt; confirmation

The authority with which the application is filed — either the EPO
(Munich, The Hague or Berlin) or the competent national authority —
must mark the documents making up the application with the date of
receipt and issue a receipt to the applicant (for the date of receipt of
applications received by fax see Art. 5 of the Decision of the President
of the EPO dated 12 July 2007, Special edition No. 3, OJ EPO 2007,
A.3). The receipt must be issued without delay and include at least the
application number, the nature and number of the documents and the
date of their receipt. The receipt should also include the applicant's or
representative's file reference number or any other information which
would be helpful in identifying the applicant. The receipt of European
patent applications filed online will be acknowledged electronically
during the submission session. Where it becomes apparent that such
acknowledgment was not successfully transmitted, the authority with
which the application is filed will promptly transmit the acknowledgment
by other means where the necessary indications furnished to it so permit
(see Art. 10 of the Decision of the President of the EPO dated
26 February 2009, OJ EPO 3/2009, 182). On request, the EPO also
provides confirmation by fax of the receipt of documents filed with it
(see Art. 8 of the Decision of the President of the EPO dated
12 July 2007, Special edition No. 3, OJ EPO 2007, A.3). To ensure
despatch of the receipt immediately after the documents are received:

- the request for the issue of a receipt by fax must be transmitted
at the same time as the documents filed;

- the postal or fax address to which the receipt is to be sent must
be stated; and

- evidence of the payment of the prescribed administrative fee or
a debit order must be enclosed.

The amount of the administrative fee is regularly indicated in the
Official Journal.

3.2 Filing with a competent national authority

If the application is filed with a competent national authority, that
authority must without delay inform the EPO of receipt of the
documents making up the application and indicate the nature and date
of receipt of the documents, the application number and any priority
date claimed. It is recommended that the competent national authority
should indicate as well the applicant's or representative's reference
number where such has been indicated. In practice, the

Art. 61(1)

Rule 35(2)

Rule 35(3)
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Rule 35(4)

Art. 77(3)
Rule 37(2)
Rule 112(1)

Art. 90(1)
Rule 10(1)

Rule 40(1)(a)

Rule 40(1)(b)

Rule 40(1)(c)

above-mentioned information is provided to the EPO by the forwarding
of the application itself, unless national security checks by the national
office delay the forwarding of the application, in which case a separate
notice is sent by that office to the EPO.

When the EPO has received an application which has been forwarded
by the central industrial property office of a Contracting State, it notifies
the applicant, indicating the date of receipt at the EPO
(see OJ 7/1990, 306). Once this communication has been received, all
further documents relating to the application must be sent directly to
the EPO.

Where an application is not received at the EPO from the central
industrial property office of a Contracting State before the end of the
fourteenth month after filing or, if priority has been claimed, after the
date of priority and is consequently deemed to be withdrawn
(see 1, 1.7), the applicant must be notified accordingly; all fees must
be refunded, including any surcharges paid and any fees paid in
advance of their due date.

4. Examination on filing

4.1 Minimum requirements for according a date of filing

The EPO examines applications to determine whether they meet the
minimum requirements for according a date of filing (since this occurs
before the Examining Division assumes responsibility, this check is
carried out by the Receiving Section). These requirements are
satisfied where the documents filed contain:

® an indication that a European patent is sought;

(i)  information identifying the applicant or allowing the applicant to
be contacted; and

(i)  a description or reference to a single previous application.

It is not necessary that the applicant provide any claims in order to
obtain a date of filing. If the application is filed without claims, but
satisfies all requirements for obtaining a date of filing, the applicant will
be requested to provide at least one claim later according to
Rules 57(c) and 58 (see lll, 15).

Where the description is filed by reference to a previously filed
application (see I, 4.1.3.1), the reference must contain the following
information in order for the application to qualify for a filing date
according to Rule 40(2):

0] the filing date of the previous application

(i) its file number
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(iiiy  the office where it was filed

(iv) anindication that this reference replaces the description and any
drawings.

To be accorded a date of filing, these documents do not have to meet
any particular requirements as to form or presentation. It is essential,
however, that the documents be sufficiently legible to enable the
information to be discerned.

4.1.1 Indication that a European patent is sought

Use of the prescribed Request for Grant form or the epoline® Online
Filing software best provides "the indication that a patent is sought" as
referred to in II, 4.1(i) (see also lll, 4).

4.1.2 Information concerning the applicant
For the purposes of establishing a date of filing, information must be
supplied which:

® identifies the applicant or
(i)  allows the applicant to be contacted.

If there are multiple applicants, for the purposes of establishing a filing
date, the above information only has to be supplied concerning one of
them. Any kind of information which allows the applicant to be
contacted will be considered to fulfil requirement (ii), in particular:

(a) the name and address of the applicant's representative
(b)  afax number
(c) aPO box number.

If the information supplied is sufficient to establish a date of filing but is
not sufficient for the EPO to establish whether or not the applicant
requires a representative according to Art. 133(2), the procedure
outlined in Ill, 16 will be followed.

In deciding whether or not the above information concerning the
applicant satisfies the above requirements, the EPO will take into
account all data contained in the documents filed (cf.J 25/86,
0J 11/1987, 475). Objection should not be raised at this stage with
regard to the status of the applicant or his entitlement to apply, or
where, in the case of joint applicants, there is doubt as to the
Contracting States designated by the individual applicants.

4.1.3 Description
The contents of the description do not require close scrutiny — it is
sufficient to identify a document (or documents) which appear(s) to
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Rule 40(2)

Rule 40(3)

include a description. If instead of filing a description, the applicant has
filed a reference to a previously filed application, see Il, 4.1.3.1.

4.1.3.1 Reference to a previously filed application

Instead of filing application documents, the applicant can file a
reference to a previously filed application according to Rule 40(1)(c).
The previously filed application relied on for the reference does not
need to be claimed as priority.

Details required on the date of filing

According to Rule 40(2), in order to qualify for a date of filing, the
applicant must indicate the following details on the filing date:

0] the filing date of the previous application
(i)  its file number
(i)  the office where it was filed

(iv)  anindication that this reference replaces the description and any
drawings.

The previous application referred to may also be an application for a
utility model.

Copy of the previously filed application

The applicant must supply a certified copy of the previously filed
application within two months of the filing date (Rule 40(3)). However,
according to Rule 40(3), last sentence, this requirement is dispensed
with where the previously filed application is already available to the
EPO under the conditions specified by the President. According to the
Decision of the President of the EPO dated 17 March 2009,
OJ EPO 4/2009, 236, a certified copy does not need to be filed where
the previously filed application is one of the following:

(@ a European application

(b) an international application filed with the EPO as
receiving Office

(c) aJapanese patent or utility model application
(d) a Korean patent or utility model application
(e) a US patent application or provisional patent application

subject to the document exchange agreement with the
USPTO (see lll, 6.7).

T 1
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If the previously filed application is any of the above, then a copy will be
automatically included in the file by the EPO.

Translation of the previously filed application

If the previously filed application is not in an official language of the
EPO, the applicant must also file a translation into one of those
languages within two months of the filing date (Rule 40(3)). If the
translation of the previously filed application is already available to the
EPO, a copy of this will be included in the file free of charge and the
applicant will not need to file it (Rule 40(3)).

Note that where the previously filed application is in a language
according to Art. 14(4) (an official language of a Contracting State to
the EPC), the application may qualify for a reduction of the filing fee,
provided that the applicant is entitled according to Rule 6(3)
(see XI, 9.2.1 and 9.2.2). The reduction applies even in cases where
the description is filed by reference to a previously filed application
according to Rule 40(1)(c), where the previously filed application is in a
language specified in Art 14(4) but the claims are filed after the date of
the filing in accordance with Rule 57(c) and Rule 58 and in an official
language of the EPO. This is because the essential element for
establishing a filing date (the provision of a description,
cf. Rule 40(1)(c)) has been provided in a language giving rise to the
entittement to the reduction (see G 6/91, 0OJ 9/1992, 491 mutatis
mutandis).

The claims

The applicant also has the option of indicating that he wishes the
claims of the previously filed application to take the place of claims in
the application as filed. Such an indication must be made on the date of
filing, preferably by crossing the appropriate box in the Request for
Grant (Form 1001). If this indication is made, then the claims of the
previously filed application will form the basis for the search, and will
satisfy the requirement of Rule 57(c), so that an invitation under
Rule 58 to file claims later will not be issued.

If the applicant does not refer to the claims of the previously filed
application, but refers only to the description and any drawings thereof,
he may at the same time as filing the reference (i.e. on the date of
filing), file a set of claims. If the applicant does not do so, he will be
invited by the EPO to file claims (see lll, 15).

4.1.4 Deficiencies
If the EPO (Receiving Section) notes either of the following
deficiencies:

Rule 40(1)(a) - no indication that a European patent is sought, or

Rule 40(1)(c) - no description or reference to an earlier application,

Rule 40(3)

Art. 90(1) and (2)
Rule 55
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either of which prevents the application being accorded a date of filing,
it communicates this to the applicant and invites him to remedy it within
a non-extendable period of two months of notification of the
communication. If the applicant does not remedy the deficiency in due
time he is informed that the application will not be dealt with as a
European application. Any fees which have been paid are refunded.

In the event that the information concerning the applicant is missing or
does not enable the EPO to contact him (a deficiency according to
Rule 40(1)(b)), no such communication is sent. However, if the
applicant corrects this deficiency of his own motion within two months
of the date of receipt of the original documents, then the date of filing is
the date on which all requirements of Rule 40 are met. If the
requirements of Rule 40 are not met at the end of this period, the
application will not be dealt with as a European application and the
applicant will have to re-file all documents relating to the purported
European application.

Filing by reference to a previous application

Where the application is filed by reference to a previously filed
application and the EPO (Receiving Section) notes that any of the
following information is missing:

® the filing date of the previous application
(i) its file number
(i)  the office where it was filed

(iv)  anindication that this reference replaces the description and any
drawings

then it proceeds as above and invites the applicant to remedy the
deficiency within a two-month time limit (Rule 55). If the applicant does
not remedy the deficiencies in due time, the application is not treated
as a European application.

If the applicant does not provide the certified copy of the previously
filed application within two months of the date of filing (Rule 40(3)) and
this is not already available to the EPO (see I, 4.1.3.1), then he will
also be sent a communication according to Rule 55, requesting him to
file it within a non-extendable period of two months. If the applicant
does not provide the certified copy in due time, the application is also
not treated as a European application. Where a translation of the
application is also required and this is not provided within the above
time limit, the procedure given in 1ll, 14 is followed. The filing date is
unaffected by a missing translation.
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4.1.5 Date of filing
The date of filing accorded to the application is the date the application
meets the requirements of Il, 4.1 and is either:

0] the date of receipt at the EPO or competent national authority; or

(i)  the date, not later than the two-month period referred to in
II, 4.1.4, on which the applicant rectifies any deficiencies. In the
latter case, the applicant is informed of the date of filing
accorded to his application.

Case (ii) is subject to one exception. Where the application is filed by
reference to a previously filed application and the applicant fails to file
the certified copy of the previously filed application within two months
of the filing date as required by Rule 40(3), he is invited to file it within a
period of two months from a communication according to Rule 55. If
the applicant files the certified copy within this two-month period, the
application maintains its original date of filing, provided that all other
requirements for acquiring a date of filing have been met.

The date of filing may also change in cases where the applicant inserts
parts of the description or drawings after the date of filing (see Il, 5).

5. Late filing of drawings or parts of the description

5.1 Late filing of drawings or parts of the description - on
invitation

The application is examined on filing to check that it is entitled to a date
of filing. If during this check the EPO notes that parts of the description,
or drawings appear to be missing, it shall invite the applicant to file the
missing parts within a time limit of two months from the invitation. If the
applicant does not reply to this invitation in time, then all references to
the missing parts are deemed to be deleted.

5.2 Late filing of drawings or parts of the description - without
invitation

The applicant may also file missing parts of the description, or
drawings of his own motion (without being invited to do so by the EPO)
within two months of the date of filing. If the applicant does not file the
missing parts within this period, all references to the missing parts are
deemed to be deleted. However, if the applicant is invited by the EPO
to file the missing parts, the period under Rule 56(1) takes precedence
(see ll, 5.1).

If, within two months of the original date of filing, the applicant notices
that he has neglected to include drawings and/or parts of the
description in the application as originally filed, it is advisable to file
these as soon as possible of his own motion according to Rule 56(2),
since if the EPO does not invite him to file the missing parts, then any
possibility for him to file them later ends two months after the original
date of filing.

Art. 90(1)
Rule 56(1)
Rule 56(4)(a)

Rule 56(2)
Rule 56(4)(a)
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Rule 56(2)

Rule 56(3)

Rule 56(3)(a)

Rule 56(3)(b)

Rule 56(3)(c)

5.3 The filing date changes

If the applicant files missing parts of the description, or drawings, in
accordance with the procedures explained in II, 5.1 or 5.2, then the
date of filing changes to the date on which the missing parts are
received at the EPO. The applicant is informed of the new date of filing.
This is subject to the exception explained in I, 5.4.

A "drawing" means a single numbered figure. Only whole figures will
be accepted according to Rule 56, even where only a part of the
original figure was missing.

5.4 Missing parts based on priority, no change in filing date

If the applicant files missing parts of the description, or drawings, after
the date of filing in accordance with the procedures explained in Il, 5.1
or 5.2, the date of filing does not change, provided that the following
criteria are satisfied:

0] the missing parts are filed within the applicable time limit*
(i)  the application claims priority (see Il, 5.4.1)

(i)  the applicant requests that the late-filed parts be based on the
claimed priority in order to avoid a change in the date of filing,
and does so within the applicable time limit * (see Il, 5.4.1)

(iv) the late-filed parts of the description, or drawings, are
completely contained in the claimed priority application
(seell, 5.4.2)

(v) the applicant files a copy of the priority application within the
applicable time limit*, unless such copy is already available to
the EPO under Rule 53(2) (see Il, 5.4.3)

(vi)  where the priority document is not in an official language of the
EPO, the applicant files a translation into one of these
languages within the applicable time limit*, unless such a
translation is already available to the EPO under Rule 53(3)
(seell, 5.4.4)

(vii) the applicant indicates where in the priority document and, if
applicable, where in its translation, the late-filed missing parts of
the description, or drawings, are completely contained, and
does so within the applicable time limit * (see I, 5.4.2).

* For the applicable time limit see whichever of II,5.1 or 5.2
applies.

Where criterion (i) is not satisfied, the late-filing of those parts is
deemed not to have been made and all references thereto in the
application are deemed to be deleted under Rule 56(4)(a) (see Il, 5.1
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and 5.2). In this case the filing date does not change, but the late filed
parts are not introduced into the application either.

If the request according to Rule 56(3) does not comply with one or
more of the above requirements (ii)-(iv), then according to Rule 56(2)
the date of filing will change to the date on which the EPO received the
late-filed missing parts of the application. The EPO will send the
applicant a communication informing him of this according to
Rule 56(2).

If the request according to Rule 56(3) does not comply with one or
more of the above requirements (v)-(vii), then according to Rule 56(5)
the date of filing will change to the date on which the EPO received the
late-filed missing parts of the application. The EPO will send the
applicant a communication informing him of this according to
Rule 56(5).

5.4.1 Late-filed missing parts and the priority claim
In the context of a request under Rule 56(3) the EPO will check that the
requirements for the priority claim are met (see lll, 6).

Where the applicant files a request under Rule 56(3) (see I, 5.4), the
priority claim in question must have been in existence no later than the
filing of this request. To this end, the applicant can file a simultaneous
request, contained in one single submission:

® to insert a new priority claim not present when the application
was filed according to Rule 52(2), and

(i)  to base late-filed missing parts of the description, or drawings,
on that priority claim according to Rule 56(3)

This is subject to the proviso that the above simultaneous request
respects both the time limit according to Rule 52(2) for insertion of a
new priority claim (see lll, 6.5.1) and the applicable time limit for
making the request according to Rule 56(3) (see whichever of Il, 5.1 or
5.2. applies). If this is the case, then the requirement under Rule 56(3)
that priority be claimed is met (see Il, 5.4(ii)).

Alternatively, the applicant may file submission (i) earlier (again,
provided that it is filed within the time limit according to Rule 52(2)) and
then subsequently file submission (ii) (again, provided that it complies
with the applicable time limit). However, it is not possible to file request
(i) before request (i), because in this case request (ii) would be filed at
a time when there is no priority claim, and it would not meet the
requirements of Rule 56(3).

5.4.2 The missing parts are completely contained in the claimed
priority

In cases where no translation of the priority is required and the
application and priority are in the same official language, the

Rule 56(2)

Rule 56(5)
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requirement that the late-filed parts of the application are "completely
contained" in the claimed priority is met only if the parts of the claimed
priority identified by the applicant according to Rule 56(3)(c) contain
the same drawings, with the same annotations or for late-filed parts of
the description, contain the same text.

If a translation of the claimed priority is required, then the requirement
that the late-filed parts of the application are "completely contained" in
the claimed priority is met only if the parts of the translation of the
claimed priority identified by the applicant according to Rule 56(3)(c)
contain the same drawings, with the same annotations or, for
late-filed-parts of the description, contain the same text.

5.4.3 Copy of the claimed priority

The copy of the priority application which is required for the request
according to Rule 56(3) does not need to be certified. However, if the
applicant does provide a certified copy in the context of his request
according to Rule 56(3), he will not need to provide it again in the
context of his priority claim according to Rule 53(1).

Where a copy of the claimed priority is already available to the EPO
under Rule 53(2) in accordance with the conditions laid down by the
President, the applicant does not need to file it at all. Currently, this
applies where the claimed priority is one of the following (see the
Decision of the President of the EPO dated 17 March 2009,
0OJ EPO 4/2009, 236):

(@) a European application

(b) an International application filed with the EPO as receiving
Office

(c) aJapanese patent or utility model application
(d) a Korean patent or utility model application

(e) a US patent application or provisional patent application subject
to the document exchange agreement with the USPTO
(see lll, 6.7).

5.4.4 Translation of the priority
Where a translation of the claimed priority is already available to the
EPO under Rule 53(2), the applicant does not need to file it.

In cases where the claimed priority is in an official language of the EPO
and the European application is in a different official language of the
EPO, there is no requirement for the applicant to file a translation of the
priority according to Rule 56(3)(b). However, since the language of the
priority and of the European application differ, the requirement that the
newly introduced drawings (if they contain annotations) or parts of the
description are "completely contained" in the priority (Rule 56(3)) is not

1 1
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met. This can be overcome by the applicant's supplying within the
applicable time limit (see whichever of II, 5.1 or 5.2 applies), either:

0] a translation from the official language of the priority into the
official language of the European application of those parts of
the priority identified by the applicant as completely containing
the missing parts of the description, or drawings (Rule 56(3)(c)),
or

(i)  a declaration indicating that the late-filed missing parts of the
description, or drawings, are an exact translation of the parts of
the priority identified by him according to Rule 56(3)(c).

The entire priority document does not need to be translated, since this
translation is required to satisfy the "completely contained"
requirement of Rule 56(3), not the translation requirement of
Rule 56(3)(b).

5.5 Withdrawal of late-filed missing drawings/parts of the
description

Where the applicant files missing parts of the description, or drawings,
and makes no request to base these late-filed parts on a claimed
priority, he is informed of the new date of filing in a communication from
the EPO (see Il, 5.3). Within one month of this communication, the
applicant may withdraw the late-filed parts of the application and if he
does so, the re-dating of the application is deemed not to have been
made and all references to the missing parts of the description, or
drawings, are deemed to be deleted. The EPO will inform the applicant
of this.

Where the applicant files missing parts of the description, or drawings,
and requests that these late-filed parts be based on a claimed priority,
but the requirements of Rule 56(3) are not met within the applicable
time limit, the date of filing changes to the date on which the late-filed
parts of the application are received at the EPO (Rule 56(2) or (5)). The
applicant is informed of the new date of filing in a communication from
the EPO. Within one month of this communication, the applicant may
withdraw the late-filed parts of the application (Rule 56(6)); if he does
so, the re-dating of the application is deemed not to have been made
and all references to the missing parts of the description, or drawings,
are deemed to be deleted (Rule 56(4)). The EPO will inform the
applicant of this.

Where references to a missing figure, e.g. "see Fig. 4", are deemed to
be deleted, then reference signs cited in the context of that reference
are also deemed to be deleted, although any technical information in
the reference which is still technically meaningful without the reference
may be retained: e.g. "see Fig, 4, a distillation column (1), provided
with a condenser (2)" becomes "a distillation column provided with a
condenser".

Rule 56(2) and (4)

Rule 56(2), (4) and (5)
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If the late-filed missing parts of the application do not satisfy the
physical requirements of Rule 49, the EPO will not request the
applicant to correct this deficiency according to Rule 58, until the
one-month period for withdrawing them has expired without the
applicant having withdrawn them (see Il 3.2.2).
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Chapter Il

Examination of formal requirements

1. General

1.1 Formal requirements

The formal requirements that an application has to meet and which are  Art. 90(3)
the subject of an examination by the Receiving Section are those
specified in Art. 90(3). These requirements relate to the following:

0] representation;

(i)  physical requirements of the application;

(i)  abstract;

(iv)  request for grant;

(v) claim to priority;

(vi) designation of inventor;

(vii) translations, where required;

(viii) the presence of at least one claim;

(ix) filing and search fees

1.2 Further checks
In addition to the above, it is necessary for the Receiving Section to:

() carry out a preliminary check of the description and claims in  Rule 45(1) and (2)
order to ensure that the title of the invention, which will appear in  Rule 25
the published application, is in general accord with the Art. 55(1)(b)
requirements of Rule 41(2)(b) Rule 31
Rule 30
(i)  check whether any claims fees due have been paid (see also
1, 9)

(i)  check whether the certificate of exhibition under Rule 25 has
been filed where the invention has been displayed under
Art. 55(1)(b) (see also IV, 3)

(iv) check whether in the case of European patent applications
relating to biological material the information pursuant to
Rule 31(1)(c) and 31(d) is complete (see also 1V, 4)

(v) check whether in the case of an application with nucleotide
and/or amino acid sequences a prescribed sequence listing has



Part A - Chapter IlI-2

April 2010

Art. 90(3)

also been filed (see also IV, 5, and the Decision of the President
of the EPO dated 12 July 2007, Special edition No. 3,
OJ EPO 2007, C.1 and the Notice from the EPO dated
12 July 2007, Special edition No. 3, OJ EPO 2007, C.2).

The requirements of the above paragraphs and the procedure to be
followed when the requirements are not met are considered in
subsequent sections of this Chapter.

2. Representation

2.1 Requirements

The formalities officer must ensure that the requirements with regard to
representation as set out in X, 1 are met. The main points to be considered
are:

0] the necessity for applicants who have neither a residence nor
principal place of business in a Contracting State to be
represented by an authorised professional representative or by
an authorised legal practitioner fulfilling the requirements of
Art. 134(8);

(i)  that, where an applicant who is resident in or has his principal
place of business in a Contracting State is represented by an
employee, the employee is authorised; and

(i)  that the authorisation, if any is required (see IX, 1.5 and the
Decision of the President of the EPO dated 12 July 2007,
Special edition No. 3, OJ EPO 2007, L.1), is in order, duly
signed (see I1X, 3.2 and 3.4) and is filed in due time.

2.2 Non-compliance

The effect of non-compliance with the provisions with regard to
representation and the action to be taken by the formalities officer in
dealing with any deficiency are considered in Ill, 16.

3. Physical requirements

3.1 General remarks

Every application that is subject to formal examination is examined for
compliance with the requirements as to form set out below.
Non-compliance with the requirements is considered in I, 16.

3.2 Documents making up the application, replacement
documents, translations

It is the responsibility of the Receiving Section to ensure that the
documents making up the application, i.e. request, description, claims,
drawings and abstract, meet the requirements of Rule 49(2) to (9) and
(12) and, with regard to drawings, the requirements of Rule 46, to the
extent necessary for the purpose of a reasonably uniform publication of
the application under Rule 68(1). The Receiving Section should
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therefore not draw the attention of the applicant to any deficiencies
under Rule 46(2)(i) or (j) or question whether tables included in the
claims meet the requirements of Rule 49(9). In the event of
deficiencies under Rule 30, the Receiving Section must invite the
applicant to remedy them (Decision of the President of the EPO dated
12 July 2007, Special edition No. 3, OJ EPO 2007, C.1 and the Notice
from the EPO dated 12 July 2007, Special edition No. 3,
0OJ EPO 2007, C.2; see also IV, 5).

Once the application is transferred to it, the Examining Division
assumes responsibility for formal matters, and should pay particular
attention to the more technical requirements of Rule 46 and Rule 49
including particularly the above-mentioned requirements under
Rule 46(2)(i) and (j) and Rule 49(9) and those laid down in Rule 49(10)
and (11). The particular requirements for drawings are dealt with in
Chapter X. With regard to the more technical requirements, such as
those of Rule 46(2)(f) and (h), the Receiving Section should, in case of
doubt, consult and take the advice of the Search Division. The
Receiving Section should also consider taking action when the Search
Division draws its attention to a deficiency which it had overlooked. It
should be noted that, in accordance with Rule 46(3), flow sheets and
diagrams are to be considered as drawings. As indicated in IX, 2.2,
replacement documents and translations in an official language of
documents filed under the provisions of Art. 14(2) or (4) are subject to
the same requirements as the documents making up the application.

3.2.1 Physical requirements of applications filed by reference to
a previously filed application

If the application is filed by reference to a previously filed application
according to Rule 40(1)(c) (see ll, 4.1.3.1), where no translation is
required, the certified copy of the previously filed application required
under Rule 40(3) must satisfy the physical requirements. If the
previously filed application is not in an official language of the EPO,
only the translation required under Rule 40(3) must satisfy the physical
requirements, provided that the authenticity of the contents of the
original is not impugned and that the original is of sufficient quality to
allow good reproduction (Rule 49(12)).

3.2.2 Physical requirements of late-filed application documents
Where claims are filed after the date of filing (see Ill, 15) or where
missing parts of the description, or drawings are inserted after the date
of filing (see I, 5), all of these late-filed application documents must
also satisfy the physical requirements. Consequently, the EPO will
carry out two separate checks first on the physical requirements of the
original application documents and second on any late-filed claims or
missing parts of the description, or drawings.

In the event that late-filed missing parts of the description, or drawings
result in a change of the date of filing, the applicant can withdraw the
late-filed parts of the description, or drawings up to one month after

Rule 10
Art. 94(1)
Rule 70(2)
Rule 49(1)
Rule 50(1)



Part A - Chapter IlI-4

April 2010

Rule 41(1)

being notified of the change in filing date (Rule 56(6)). Consequently, if
the late-filed missing parts of the description, or drawings:

® contain deficiencies with regard to the physical requirements,
and

(i)  resultin a change of the date of filing

then the EPO will wait until the one-month period for their withdrawal
has expired and will then send a communication according to Rule 58
in respect of these deficiencies, if the applicant has not withdrawn them
in due time.

3.3 Other documents

The formalities officer should also ensure that documents other than
those referred to in Ill, 3.2 meet the requirements set out in I1X, 2.3,
i.e. be typewritten or printed with a margin of about 2.5 cm on the
left-hand side of each page.

3.4 Signature

Documents, with the exception of annexed documents, filed after filing
the application must be signed by the applicant or his representative
(see IX, 3).

4. Request for grant

4.1 General remarks

The request for grant must be made on the appropriate EPO form
(Form 1001), even though the request (the indication that a patent is
sought, referred to in I, 4.1(i)) need initially be in no particular form.
Paper versions of Form 1001 are available to applicants free of charge
from the EPO or competent national authorities with which applications
may be filed. The form is furthermore available via the EPO website on
the Internet and is also included in the epoline® Online Filing software,
which is obtainable free of charge from the EPO (see: www.epo.org).

Whenever a new version of the Request for Grant form is issued, it is
published in the Official Journal of the EPO. It is recommended always
to use the latest version.

4.2 Examination of the Request for Grant form

The Receiving Section examines the request to ensure that it contains
the information listed in Rule 41(2). The request form provides for the
entry of that information. The petition for the grant (Rule 41(2)(a)) is an
integral part of the form. The applicant must be allowed to correct
deficiencies in the request to the extent indicated in Ill, 16.

4.2.1 Information on the applicant

The request must contain, in the manner specified in Rule 41(2)(c), the
name, address and nationality of the applicant and the State in which
his residence or principal place of business is located. Where the
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application is in the name of more than one applicant, the requirement
must be satisfied for each applicant. At this stage in the proceedings,
the formalities officer should have regard to the provisions of II, 2
governing the entitlement of the person named as applicant to apply for
a patent.

4.2.2 Signature

The request must be signed by the applicant or his representative. If
there is more than one applicant, each applicant or his representative
must sign the request. For further details as to the signature of the
request, see IX, 3.2 to 3.4.

(The provisions of Rule 41(2)(b), (e), (f) and (g), dealing respectively
with the title of the invention, divisional applications, Art. 61
applications and claim to priority are considered under these headings
in subsequent sections of this Chapter and in Chapter 1V).

5. Designation of inventor

5.1 General remarks

Every application must designate the inventor. The designation is
incorporated in the epoline® Online Filing software. When filing on
paper, the designation is filed in a separate document where the
applicant is not the inventor or the sole inventor; otherwise the
designation must be effected in the Request for Grant form by placing
a cross in the appropriate box in Section 22. Where the designation is
effected in a separate document, a trilingual form available free of
charge from the EPO or the central industrial property offices of the
Contracting States should preferably be used.

5.2 Waiver of right to be mentioned as inventor

The inventor designated by the applicant may address to the EPO a
written waiver of his right to be mentioned as inventor in the published
European patent application and the European patent specification, in
which case his name is not mentioned in the published European
patent application, the European patent specification, the Register of
European Patents (Rule 143(1)(g)) and, consequently, the European
Patent Bulletin, always provided that the waiver is received in time.
Moreover, in accordance with Rule 144(c), the designation of the
inventor as well as the waiver is then excluded from file inspection
pursuant to Art. 128(4).

5.3 Designation filed in a separate document

Where the designation is filed in a separate document it must contain
the surname, given names and full address (to meet the customary
requirements for postal delivery) of the inventor, the statement,
referred to in Art. 81, indicating the origin of the right to the patent and
the signature of the applicant or his representative.

In the case of assignment, the words "by agreement dated ..." suffice,
in the case of inventions by employees a mention that the inventor(s)

Rule 41(2)(h)

Art. 81
Rule 41(2)(j)

Rule 20(1)
Rule 143(1)(g)
Rule 144(c)
Art. 129(a)

Rule 19(1)
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Rule 19(2)

Rule 19(3) and (4)

is/are employee(s) of the applicant(s) and in the case of succession a
mention that the applicant(s) is/are heir(s) of the inventor(s).

The designation of inventor must be signed by the applicant or his
representative. With regard to the signature, the provisions set out in
IX, 3.2 to 3.4, apply.

The EPO does not verify the accuracy of the information given in the
designation of the inventor.

If the designation of inventor is filed subsequently, the requirements
set outin 1X, 3.1 apply.

5.4 Notification

If the applicant is not the inventor or is not the sole inventor, the
Receiving Section must notify the inventor of the data contained in the
document designating the inventor together with the data mentioned in
Rule 19(3) relating to the application. It should be noted, however, that
neither the applicant nor the inventor may invoke either the omission of
this natification or any errors contained in it.

The inventor is notified at his address as indicated by the applicant. If
the notification is returned to the EPO because the inventor is not
known at the address indicated or has moved to an unknown new
address, the applicant is asked whether he knows the inventor's new
address. If the applicant gives a new address, the inventor is notified at
that address. Otherwise no further attempt at notification is made.

No notification is made where the inventor addresses to the EPO a
written waiver of the notification under Rule 19(3) (cf. Notice of the
EPO, 0J 5/1991, 266). The waiver must be filed with the designation of
inventor and contain the information to be supplied to the inventor by
the EPO under Rule 19(3), i.e.:

® the number and date of filing of the European patent application,
if known;

(i)  where the priority of an earlier application is claimed, the date
and State of the earlier application, and its number, if known;

(i)  the name of the applicant;
(iv) the title of the invention;

(v) the Contracting States designated in Section 32.1 of the
Request for Grant form; and

(vi) the name(s) of any co-inventor(s).
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5.5 Deficiencies

Where a designation is not filed, or where the designation filed is
deficient (e.g. inventor's name or address or the signature of the
applicant is missing) so that it cannot be considered as validly filed, the
applicant is informed that the European patent application will be
refused if the deficiency is not remedied within the period prescribed
under Rule 60(1), which is within 16 months of the date of filing or, if
priority is claimed, of the date of priority. This time limit is deemed to
have been met if the information is communicated before completion of
the technical preparations for publication (see VI, 1.2). If the
deficiencies are not rectified in due time, the application is refused and
the applicant is notified accordingly (as regards divisional applications,
see IV, 1.5). Further processing is possible according to Art. 121 and
Rule 135.

5.6 Incorrect designation

An incorrect designation may be rectified provided a request is
received accompanied by the consent of the wrongly designated
person and by the consent of the applicant for or the proprietor of the
patent where the request is not filed by that party. If a further inventor is
to be designated, the consent of the inventor(s) previously designated
is not necessary (see J8/82, 0OJ4/1984, 155). The provisions of
lll, 5.3 and 5.4 apply to the corrected designation mutatis mutandis.
Rectification may also be requested after the proceedings before the
EPO are terminated.

Where an incorrect designation has been rectified and where the
incorrect designation was entered in the European Patent Register or
published in the European Patent Bulletin, its rectification or
cancellation shall also be published therein.

6. Claim to priority (see also C-V)

6.1 General remarks
The applicant for a European patent is entitled to and may claim the
priority of an earlier first application where:

() the previous application was filed in or for a State or WTO
member recognised as giving rise to a priority right in
accordance with the provisions of the EPC;

(i)  the applicant for the European patent was the applicant, or is the
successor in title to the applicant, who made the previous
application;

(i)  the European application is made during a period of twelve
months from the date of filing of the first application (see,
however, lll, 6.6); and

Art. 90(3) to (5)
Rule 60(1)
Art. 121

Rule 21(1)

Rule 21(2)

Art. 87(1), (2) and (5)
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Art. 87(3)

Art. 87(1)

Art. 87(1)

Art. 87(5)

(iv) the European application is in respect of the same invention as
the invention disclosed in the previous application (see also
C-V, 1).

As concerns (i) above, the previous application may be an application
for a patent or for the registration of a utility model or for a utility
certificate. However, a priority right based on the deposit of an
industrial design is not recognised (see J 15/80, OJ 7/1981, 213).

So long as the contents of the previous application were sufficient to
establish a date of filing, it can be used to determine a priority date,
irrespective of the outcome (e.g. subsequent withdrawal or refusal) of
the application.

As concerns (ii) above, the transfer of the application (or of the priority
right as such) must have taken place before the filing date of the later
European application and must be a transfer valid under the relevant
national provisions. Proof of this transfer can be filed later.

However, in the case of joint applicants filing the later European patent
application, it is sufficient if one of the applicants is the applicant or
successor in title to the applicant of the previous application. There is
no need for a special transfer of the priority right to the other
applicant(s), since the later European application has been filed jointly.
The same applies to the case where the previous application itself was
filed by joint applicants, provided that all these applicants, or their
successor(s) in title, are amongst the joint applicants of the later
European patent application.

6.2 Applications giving rise to a right of priority
Applications giving rise to a right of priority referred to in A-111, 6.1(i) are
those filed at industrial property offices:

(& of or acting for States party to the Paris Convention for the
Protection of Industrial Property,

(b)  of or acting for any member of the World Trade Organisation
(WTO), or

(c) not subject to either the Paris Convention or the Agreement
establishing the WTO, but where:

(i) that authority recognises that a first filing made at the
EPO gives rise to a right of priority under conditions and
with effects equivalent to those laid down in the Paris
Convention, and

(ii) the President of the EPO issues a communication
indicating this.
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To date, no such communication referred to in (c)(ii) has been issued
and so this does not as yet apply. Furthermore, the members of the
WTO do not necessarily have to be States as such, but may also be
intergovernmental bodies or regions with special status such as the
Separate Customs Territory of Taiwan, Penghu, Kinmen and Matsu.

In view of the wording of Art. 87(1) which refers to filings "in or for" any
State party to the Paris Convention or member of the WTO, priority
may be claimed of an earlier first filed national application, European
application or international application. A list of the countries party to
the Paris Convention is published on WIPO's website and is regularly
published in the Official Journal of the EPO. Likewise a list of the
members of the WTO is published on the website of the WTO, and this
list is also regularly updated.

The decisions G 2/02 and G 3/02 (OJ 10/2004, 483) previously
excluded the possibility of claiming priority from an application filed at
the industrial property authority of members of the WTO which were
not also signatory states to the Paris Convention
(Art. 87(1) EPC 1973). This exclusion no longer applies under the
revised Art. 87(1).

6.3 Multiple priorities

The applicant may claim more than one priority based on previous
applications in the same or different States and/or WTO members.
Where multiple priorities are claimed, time limits which are calculated
from the priority date run from the earliest date of priority and, as a
result, the European application must be made within twelve months
from the earliest priority (see, however lll, 6.6); this applies if earlier
applications have been filed in any of the industrial property offices
mentioned in Ill, 6.2.

6.4 Examination of the priority document

The Receiving Section need not examine the content of the priority
document. However, where it is obvious, e.g. from the title of the
document, that the document relates to subject-matter quite different
from that of the application, the applicant should be informed that it
appears that the document filed is not the relevant document.

6.5 Declaration of priority

An applicant wishing to claim priority must file a declaration of priority
indicating:

® the date of the previous application,

(i)  the State or WTO member in or for which it was filed and

(i) its file number.

The declaration of priority shall preferably be made on filing the
European patent application (Rule 52(2)). In such a case the

Art. 88(2)

Art. 88(1)
Rule 52(1)
Rule 41(2)(g)
Art. 90(4)
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Rule 52(2)

Rule 52(3)

declaration of priority, indicating at least the date on which and the
country for which the earlier application was filed, should be present in
the Request for grant form (Rule 41(2)(g)). However, if a priority claim
is added or corrected after the Request for grant form has been filed
(see lll, 6.5.1 and 6.5.2), the applicant will not be invited by the EPO to
file a corrected Request for grant under Rule 58.

The time limit for filing the certified copy of the priority document is the
same as the time limit for making the priority claim (see l1ll, 6.5.1 and
6.7). Consequently, where:

(&) the applicant supplies the certified copy on time
(b) itisin an official language of the EPO
(c) the date and file number are indicated on the certified copy

then the requirements of Rule 52(1) with regard to providing the date
and file number of the priority are met.

6.5.1 Filing a new priority claim

The declaration of priority should preferably be made on filing, but can
be made up to 16 months from the earliest priority date claimed. That is
to say, items (i)-(iii) mentioned in Ill, 6.5 can be supplied up to
16 months after the earliest claimed priority. Where the priority claim is
inserted after the filing date and causes a change in the earliest priority
date, this 16 month period is calculated from that new earliest priority
date in accordance with Art. 88(2).

The applicant cannot request further processing in respect of the time
limit for introducing a new priority claim under Rule 52(2), since it is
excluded by Rule 135(2).

6.5.2 Correcting an existing priority claim

The applicant may correct the declaration of priority within 16 months
from the earliest priority date. Where the correction causes a change in
the earliest claimed priority date, this time limit is the earlier to expire
of:

@ 16 months from the earliest priority date as originally claimed.
(i) 16 months from the earliest priority date as corrected.

However, this time limit cannot expire earlier than four months after the
date of filing. Thus, if the originally claimed priority date is incorrect and
precedes the date of filing by more than twelve months, the applicant
will always have at least four months to correct this date, i.e. the same
period as if he had claimed the correct priority date (and for example
got the file number wrong) and claimed a full twelve-month priority
period.
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If the applicant files a request for correction later it may, exceptionally,
be allowed if it is apparent on the face of the published application that
a mistake has been made (see V, 3 and other sources therein).

6.5.3 Deficiencies in the priority claim and loss of the priority
right

Three potential deficiencies exist with regard to the priority claim,
namely:

0] failure to indicate a date of the previous application or to indicate
the correct date

(i)  failure to indicate a state or WTO member in or for which it was
filed or to indicate the correct state or WTO member

(ii)  failure to supply a file number or to indicate the correct file
number.

Deficiencies (i) and (ii) can only be corrected in accordance with the
procedures and within the time limit indicated in lll, 6.5.2. Failure to
correct either of these deficiencies in time results in the loss of the
priority right in question according to Art. 90(5). Further processing
does not apply to the time limit under Rule 52(3), since it is excluded by
Rule 135(2).

However, where the applicant has failed to indicate the file number of
the previous application, as required by Rule 52(1), before expiry of the
time limit under Rule 52(2), he is invited by the EPO to provide it within
a period to be specified according to Rule 59. Failure to reply in time to
this communication results in the loss of the priority right in question
according to Art. 90(5). Further processing does not apply to the time
limit under Rule 59 either, since it is also excluded by Rule 135(2).

6.6 Priority period

Where the date of a priority claim precedes the date of filing of the
European patent application by more than twelve months, the
applicant may be informed by the Receiving Section that there shall be
no priority for the application unless he:

0] indicates a corrected date lying within the twelve-month period
preceding the date of filing and does so within the time limit
according to Rule 52(3) (see lll, 6.5.2), or

(i)  requests re-establishment of rights in respect of the priority
period and does so within two months of the expiry of the priority
period, and this request is subsequently granted (see paragraph
below). This only applies where the applicant also filed the
European application within the same two-month period.

Rules 133 and 134 apply to the priority period under Art. 87(1). In the
event that the date indicated for the previous application is subsequent

Art. 90(4) and (5)

Art. 122

Rule 136
Rule 133
Rule 134
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Rule 53(1)
Art. 88(2)
Art. 90(4)

to or the same as the date of filing, the procedure set out in lll, 6.5.2
also applies (with regard to the possibility of effecting correction of
clerical or similar errors, see V, 3).

According to Art. 122 and Rule 136(1) it is possible to obtain
re-establishment of rights in respect of the priority period (twelve
months according to Art. 87(1)). The request for re-establishment must
be filed within two months of expiry of the priority period (Rule 136(1))
and the omitted act, i.e. the establishment of a date of filing for the
European application, must also be completed in this period
(Rule 136(2)). For more details on requesting re-establishment of
rights see E-VIII, 2.2.

6.7 Copy of the previous application (priority document)

A paper copy of the previous application for which priority is claimed
(priority document) must be filed before the end of the sixteenth month
after the date of priority. Where multiple priorities are claimed, the
above-mentioned time limit runs from the earliest date of priority.

The copy must be certified as an exact copy of the previous application
by the authority which received the previous application and must also
be certified by that authority as to its date of filing. This certification of
the date may take the form of a separate certificate issued by that
authority stating the date of filing of the previous application
(Rule 53(1), second sentence) or may be an integral part of the priority
document itself. The certification of the authenticity of the copy may
also be a separate document or an integral part of the priority
document.

It is also possible to file a copy of the previous application (priority
document) on physical media other than paper, e.g. CD-R, provided
that:

® the physical medium containing the priority document is
prepared by the authority which received the previous
application, such as to guarantee that its content cannot
undetectably be altered subsequently;

(i)  the content of the physical medium is certified by that authority
as an exact copy of the previous application or the part
contained therein; and

(i) the filing date of the previous application is also certified by that
authority.

The certificate(s) may be filed separately in paper form. The submitted
medium must be readable and free of computer viruses and other
forms of malicious logic.
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Rule 53(2) together with the Decision of the President of the EPO
dated 17 March 2009, OJ EPO 4/2009, 236 provide for the following
exceptions to the requirement that a priority document be filed:

If the previous application is:
0] a European patent application;

(i)  aninternational application filed with the EPO as receiving Office
under the PCT;

(i)  a Japanese patent or utility model application;
(iv) aKorean patent or utility model application, or

(v) a US patent application or provisional patent application subject
to the document exchange agreement with the USPTO,

then the EPO will include free of charge a copy of the previous
application in the file of the European patent application. No request is
necessary to this end. However, if the language of the previous
application was not one of the official languages of the EPO, it may still
be necessary to file the translation or declaration under Rule 53(3)
(see lll, 6.8).

Where the applicant has already supplied a copy of the priority in the
context of a request to base late-filed parts of the description or
drawings on the claimed priority under Rule 56 (see Il, 5.4(v)). the
applicant does not need to file it again. However, if the copy already
provided was not certified as to its content and/or filing date, the
applicant will need to provide the missing certification within the above
time limit.

If the applicant fails to provide a certified copy of the priority document
within the above-mentioned period (Rule 53(1)), the EPO will invite him
to provide it within a period to be specified according to Rule 59. If the
applicant fails to provide it within this period, the priority right in
question is lost (Art. 90(5)). Further processing does not apply to the
time limit according to Rule 59, since this is excluded according to
Rule 135(2).

6.8 Translation of the previous application

Where the previous application claimed as priority is not in an official
language of the EPO and the validity of the priority claimed is relevant
to the assessment of the patentability of the invention concerned, the
EPO shall invite the applicant for or proprietor of the European patent
to file a translation into an official language of the EPO within a period
to be specified.

Since the applicant for a European patent might not have to file a
translation in the examination procedure, in cases where the validity of

Rule 53(2)

Art. 90(4) and (5)
Rule 59

Art. 88(1)
Rule 53(3)
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the claimed priority becomes relevant in the assessment of
patentability in opposition proceedings, the EPO may make the above
invitation during the opposition procedure.

In practice, the Search, Examining or Opposition Division dealing with
the patent application or patent will inform the Formalities Officer that a
translation of the priority is required and the Formalities Officer will then
despatch the above communication.

If the applicant for or proprietor of the European patent does not
provide the translation in time, then the intermediate document(s)
which resulted in the validity of the priority claimed becoming relevant
for the assessment of patentability will be considered to belong to the
prior art under Art. 54(2) or Art. 54(3) as applicable. There is no further
invitation to the applicant or proprietor to file the translation. However, if
the applicant fails to observe this time limit, he can request further
processing according to Art. 121 and Rule 135.

Where the applicant has already supplied a translation of the priority in
the context of a request to base late-filed parts of the description or
drawings on the claimed priority under Rule 56 (see Il, 5.4(vi)). The
applicant does not need to file it again.

The applicant for or proprietor of the European patent can file a
translation of his priority of his own motion at any time during
examination or opposition proceedings before the EPO.

Alternatively, a declaration that the European patent application is a
complete translation of the previous application may be submitted
within those same time limits (see also C-V, 3.4 and D-VII, 2). The
declaration may already be made by crossing the appropriate box in
the Request for Grant form (Form 1001). This declaration is only valid if
the text of the European application as filed is an exact translation of
the text of the earlier application of which priority is claimed. If the
European application did not contain claims on the date of filing
(see ll, 4.1), the applicant can file these later (see lll, 15). In such
cases, for the declaration to be valid, the description of the European
application must be an exact translation of the description of the
claimed priority, regardless of whether the priority application
contained claims on its filing date. However, where the European
application contains claims on its date of filing and the priority
application did not contain claims on its filing date or contained fewer
claims on its filing date, the declaration is not valid. Furthermore, if the
European application contains more or less text than is contained in
the earlier application as filed, such a declaration cannot be accepted.
Where the declaration cannot be accepted for any of the above
reasons, in order to comply with the requirement for filing a translation,
a complete translation must be filed within the above-mentioned time
limit. A merely different arrangement of the various elements (i.e. the
claims vs. the description) of the application does not affect the validity
of such a declaration (see Legal Advice No. 19/1999, OJ 5/1999, 296).
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6.9 Non-entitlement to right to priority
A European patent application has no right to priority if:

0] the application was not filed within the twelve-month period Art. 87(1)
referred to in Ill, 6.1(iii) and the applicant has neither:

(@) corrected the priority date on time (see lll, 6.5.2), such
that the date of filing of the European application no
longer exceeds the twelve-month priority period under
Art. 87(1), nor

(b)  successfully requested re-establishment of rights in
respect of the priority claim (see Ill, 6.6)

(i)  the previous application did not seek an industrial property right  Art. 87(1)
giving rise to a priority right (see Ill, 6.1); or

(i)  the previous application does not give rise to a priority right in  Art. 87(1) and (4)
respect of the State, WTO member or industrial property
authority in or for which it was filed (see lll, 6.1(i) and 6.2).

6.10 Loss of right to priority
The right to priority for a European patent application is lost where: Art. 90(4) and (5)

0] the declaration of priority is not filed in due time (see lll, 6.5.1);

(i)  the declaration of priority is not corrected in due time
(see lll, 6.5.2 and 6.5.3); or

(iiiy  the copy of the previous application is not filed in due time
(see lll, 6.7).

6.11 Notification

The applicant is notified of any non-entitlement to, or loss of, a priority  Rule 112(1)
right. The computation of time limits that depend on the priority will take

this new situation into account. This also applies where entitlement to a

priority right is surrendered. The termination of a priority right has no

effect on a time limit which has already expired (see also C-V, 3.4 and

E-VIII, 1.5). If the search has not yet been carried out, the Receiving

Section notifies the Search Division of a loss of, or non-entitlement to,

a priority date.
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Rule 41(2)(b)

Rule 41(2)(b)

Art. 53(a)
Rule 48(1)(a) and (2)

7. Title of the invention

7.1 Requirements

The request for grant must contain the title of the invention. A
requirement of Rule 41(2)(b) is that the title must clearly and concisely
state the technical designation of the invention and must exclude all
fancy names. In this regard, the Receiving Section should take the
following into account:

0] personal names, fancy names, the word "patent” or similar terms
of a non-technical nature which do not serve to identify the
invention should not be used;

(i)  the abbreviation "etc.", being vague, should not be used and
should be replaced by an indication of what it is intended to
cover;

(i)  titles such as "Method", "Apparatus”, "Chemical Compounds"
alone or similar vague titles do not meet the requirement that the
title must clearly state the technical designation of the invention;

(iv) trade names and trade marks should also not be used; the
Receiving Section, however, need only intervene when names
are used which, according to common general knowledge, are
trade names or trade marks.

7.2 Responsibility

The ultimate responsibility for ensuring that the title accords with the
provisions of the Implementing Regulations rests with the Examining
Division. The Receiving Section should nevertheless take action to
avoid, if possible, the publication of applications having titles which are
clearly non-informative or misleading. It is necessary therefore that the
Receiving Section takes cognisance of the provisions of Rule 41(2)(b)
as set out in 1ll, 7.1. In the event of obvious non-compliance with the
provisions, the EPO will of its own motion change the title, if this
appears necessary, without informing the applicant there and then.
Only when the application is about to be published will the applicant be
notified whether the title proposed by him has been changed (see
0J 4/1991, 224).

8. Prohibited matter

8.1 Morality or "ordre public”

The application must not contain statements or other matter contrary to
"ordre public" or morality. Such matter may be omitted when the
application is published, the published application indicating the place
and number of words or drawings omitted. (Where drawings are
omitted regard should be had to the physical requirements of Ill, 3.2).
The Receiving Section may check the description, claims and
drawings to ascertain whether they contain offending matter. In order
not to delay unduly the formalities examination, if carried out, this will
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entail a cursory examination to ensure that the application does not
contain the following prohibited matter: statements constituting an
incitement to riot or to acts contrary to "ordre public”, racial, religious or
similar discriminatory propaganda, or criminal acts and grossly
obscene matter. The Receiving Section may also take action to
prevent the publication of such matter where the Search Division
draws its attention to such matter which it had overlooked. The
applicant is notified of the material omitted. In practice, it will usually be
the Search Division which brings the existence of such material in the
application to the attention of the Receiving Section.

8.2 Disparaging statements

According to Rule 48(1)(b), the application must not contain
statements disparaging the products or processes of any particular
person other than the applicant, or the merit or validity of applications
or patents of any such person. However, mere comparisons with the
prior art are not to be considered disparaging per se. Statements
clearly coming within this category that become evident from the
cursory examination referred to in lll, 8.1, or to which attention is drawn
by the Search Division, may be omitted by the Receiving Section when
publishing the application. In cases of doubt the matter should be left
for consideration to the Examining Division. The published application
must indicate the place and number of any words omitted and the EPO
must furnish, upon request, a copy of the passage omitted. The
applicant is again notified of the material omitted. (See also treatment
of prohibited matter in proceedings before the Examining Division,
C-1l, 7).

9. Claims fee

A European application which contains more than fifteen claims at the
time of filing the claims (see the paragraph below) incurs payment of a
claims fee in respect of each claim over and above that number. For
applications filed and international applications entering the regional
phase on or after 1 April 2009, a higher amount is payable for each
claim in excess of 50. The claims' order is their sequence at their time
of filing. If an application contains more than one set of claims, Rule 45
is only applicable for the set of claims containing the highest number of
claims (see Legal Advice No. 3/85 rev., OJ 11/1985, 347). The claims
fees must be paid within one month after the claims are filed.

The claims may be filed at the following stages:

® on the European filing date (see Il, 4.1.5)

(i)  after the European filing date, in a timely response to a
communication from the EPO indicating their absence under
Rule 58 (see lll, 15)

(iiiy  after the European filing date, by the applicant of his own motion

before the EPO sends a communication according to Rule 58
(see lll, 15)

Rule 48(1)(b) and (3)

Rule 45(1) to (3)
Rule 112(1)

Rule 37(2)

Art. 2, No. 15, RFees
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Art. 78(1)(e)
Art. 90(3)
Rule 57(d)

Consequently, the claims fees must be paid within one month of
whichever of the above dates of receipt applies.

If the claims fees have not been paid in due time, they may still be
validly paid within a non-extendable period of grace of one month of
notification of a communication pointing out the failure to observe the
time limit. If a claims fee is not paid within the period of grace, the claim
concerned is deemed to be abandoned and the applicant is notified to
that effect. If the claims fees paid are insufficient to cover all the claims
incurring fees (i.e. claim no. 16 onwards), and if when payment was
made no indication was given as to which claims were covered by the
fees paid, then the applicant is requested to specify which claims
incurring fees are covered by the claims fees paid. The Receiving
Section notifies the Search Division of claims that are deemed
abandoned. Any claims fee duly paid is refunded only in the case
referred to in Rule 37(2) (see Il, 3.2, last paragraph).

In cases where:

0] the application was filed by reference to a previously filed
application (see I, 4.1.3.1), and

(i)  the applicant indicates on filing that the claims of this previously
filed application take the place of claims in the application as
filed,

the claims fees are due within one month of the filing date (since the
claims of the previous application are effectively present on the
European filing date). However, the EPO will not send the applicant a
communication under Rule 45(2) inviting him to pay any claims fees
due, until the applicant has filed the copy of the previous application,
within two months of the filing date (Rule 40(3)), since it is only at this
point that the EPO will know how many claims there are and
consequently, how many claims fees, if any, are due.

Features of a claim deemed to have been abandoned pursuant to
Rule 45(3) and which are not otherwise to be found in the description
or drawings cannot subsequently be reintroduced into the application
and, in particular, into the claims (J 15/88, OJ 11/1990, 445).

Regarding Euro-PCT applications entering the European phase,
see VIl, 1.3 and 3.8.

10. Abstract
10.1 General remark

Every application for a patent must contain an abstract. The effect of
non-compliance with this requirement is dealt with in Ill, 16.
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10.2 Content of the abstract

The definitive content of the abstract is the responsibility of the EPO.
Since the definitive content of the abstract must be determined and
transmitted to the applicant along with the search report, in practice
this means in particular the Search Division. However, where it is
obvious that the abstract filed does not belong to the application, and
this should normally be confirmed by the Search Division, the applicant
is informed that the document filed does not constitute an abstract and
that unless he corrects the deficiency the sanction referred to in lll, 16

will apply.

10.3 Figure accompanying the abstract

If the application contains drawings, the applicant should indicate the
figure (or exceptionally figures) of the drawings which he suggests
should accompany the abstract. Where this requirement is not met, the
Search Division decides which figure(s) to publish. For the further
procedure see B-XI, 4.

11. Designation of Contracting States

11.1 General remarks

All Contracting States party to the EPC at the filing date of the
application shall be deemed to be designated in the request for grant of
a European patent (for a list of the EPC Contracting States, see the
General Part of the Guidelines, section 6). Any other State entered on
the request for grant must be disregarded (see for the designation of
Contracting States on the Request for Grant form, Ill, 11.2.2, 11.3.5
and 11.3.6). As indicated in I, 2, when the application is in the name of
joint applicants, each may designate different Contracting States;
objection should be raised during the course of the examination for
formal requirements if there is any ambiguity as to the States
designated by the individual applicants.

11.2 European patent applications filed on or after 1 April 2009

11.2.1 Designation fee; time limits
The designation of Contracting States is subject to payment of a
designation fee.

For applications filed on or after 1 April 2009 this is a flat designation
fee covering all EPC Contracting States. Therefore, for these
applications, the system of charging designation fees for individual
designated states (see A-lll, 11.3) no longer applies. For European
divisional applications see also A-1V, 1.3.4 and A-IV, 1.4.1.

For European patent applications, the designation fee must be paid
within six months of the date on which the European Patent Bulletin
mentions the publication of the European search report.

For divisional applications and new applications under Art. 61(1)(b),
the designation fee must be paid within six months of the date on which

Rule 66

Rule 47(4)

Art. 79(1)

Art. 79(2)

Rule 39

Art. 149(1)

Art. 2, No. 3 RFees

Rule 39

Rule 17(3)
Rule 36(4)
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Rule 39(2)

Art. 2, No. 3 RFees
Art. 6(1) RFees

Rule 39(2)

Art. 79(3)

Rule 39(2) and
Rule 39(3)
Rule 15

the European Patent Bulletin mentions the publication of the European
search report drawn up in respect of the European divisional
application or the new European patent application (see A-1V, 1.4.1).

For Euro-PCT applications entering the European phase on or after
1 April 2009, see A-lll, 11.2.5.

11.2.2 Payment of designation fee

The automatic designation of all the Contracting States party to the
EPC at the time of filing of the European patent application is effected
by the filing of the application, whereas the designation fee may be
paid later (see A-1ll, 11.2.1).

Payment of the designation fee covers all the Contracting States,
except those States the designation of which has been expressly
withdrawn.

Such payment simply needs to be marked "designation fee" in order for
the purpose of the payment to be established.

11.2.3 Consequences of non-payment of the designation fee
Where the designation fee has not been paid by expiry of the period
specified in Rule 39(1), the application is deemed to be withdrawn.

In this case, the EPO sends the applicant a communication under
Rule 112(1) notifying him of this loss of rights. In response to this
communication, the applicant can request further processing
according to Art. 121 and Rule 135 (see E-VIII, 2.1).

The loss of rights ensues on expiry of the normal period under
Rule 39(1) and not upon expiry of the period for further processing (see
G 4/98, OJ 3/2001, 131, mutatis mutandis).

For Euro-PCT applications entering the European phase on or after
1 April 2009, see A-ll, 11.2.5.

11.2.4 Withdrawal of designation

Subiject to the final sentence of this paragraph, the designation of one
or more Contracting States may be withdrawn by the applicant at any
time up to the grant of the patent. Withdrawal of the designation of all
the Contracting States results in the application being deemed to be
withdrawn and the applicant is notified accordingly.

In neither case is the designation fee refunded. The designation of a
Contracting State may not be withdrawn as from the time when a third
party proves to the EPO that he has initiated proceedings concerning
entittement and up to the date on which the EPO resumes proceedings
for grant.

The applicant may withdraw designations when filing the European
application, for example to avoid overlapping prior national rights with
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the priority application according to Art. 139(3). Timely payment of the
designation fee will not cause those designations which have been
withdrawn to be re-activated.

For European divisional applications see A-1V, 1.3.4.

11.2.5 Euro-PCT applications entering the European phase

For Euro-PCT applications entering the European phase, the
designation fee must be paid within 31 months of the filing or priority
date, if the time limit specified in Rule 39(1) has expired earlier.

According to Rule 160(1), if the designation fee for the Euro-PCT
application entering the European phase is not paid within the basic
period under Rule 159(1)(d), the European patent application
(see Art. 153(2)) is deemed to be withdrawn. If the EPO finds that such
deemed withdrawal of the European patent application has occurred, it
notifies the applicant of this loss of rights according to Rule 112(1). In
response to this communication, the applicant can request further
processing according to Art. 121 and Rule 135 (see E-VIII, 2.1).

For the designation fee in relation to Euro-PCT applications entering
the European phase, see also A-VII, 1.3 and A-VII, 3.11.

11.3 European patent applications filed before 1 April 2009

In this section reference is made to the old version of the relevant
provisions, which remain applicable to European patent applications
filed and Euro-PCT applications entering the European phase before
1 April 2009.

11.3.1 Designation fee; time limits

The designation of a Contracting State is subject to payment of a
designation fee. A single joint designation fee is payable for
Switzerland and Liechtenstein. The designation fees are deemed paid
for all Contracting States upon payment of seven times the amount of
one designation fee.

For European patent applications, the designation fees must be paid
within six months of the date on which the European Patent Bulletin
mentions the publication of the European search report.

For divisional applications and new applications under Art. 61(1)(b)
filed before 1 April 2009, the designation fees must be paid within six
months of the date on which the European Patent Bulletin mentions the
publication of the European search report drawn up in respect of the
European divisional application or the new European patent
application (see 1V, 1.4.1).

For Euro-PCT applications entering the European phase before
1 April 2009, see lll, 11.3.9.

Rule 159(1)(d)

Rule 160
Art. 153(2)

Art. 79(2)

Rule 39, old version
Art. 149(1)

Art. 2, Nos. 3 and
3a RFees, old
versions

Rule 17(3), old
version
Rule 36(4), old
version
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Rule 39(2), old
version

Art. 6(2), 1st
sentence, RFees

Rule 39(3), old
version

11.3.2 Consequences of non-payment of designation fees
Where the designation fee has not been paid in due time in respect of
any designated State, the designation of that State shall be deemed to
be withdrawn (see also lll, 11.3.4).

If the designation fee for a particular Contracting State is not paid in
time, the EPO sends the applicant a communication under Rule 112(1)
notifying him of the deemed withdrawal of the designation in question
according to Rule 39(2). In response to this communication, the
applicant can request further processing according to Art. 121 and
Rule 135 in respect of this partial loss of rights (see E-VIII, 2.1). This
communication is not sent if the applicant waives the right to receive it
in respect of the state in question, by crossing the appropriate box in
the Request for grant form. By crossing this box, the applicant waived
his right to further processing in respect of the designation or
designations in question.

For Euro-PCT applications entering the European phase before
1 April 2009, see 111, 11.3.9.

11.3.3 Amount paid insufficient

If, during the period for requesting further processing, designation fees
are paid without an additional sum sufficient to cover the amount of the
further processing fee, it is first necessary to establish how many
designation fees including the further processing fee are covered by
the total sum paid for that purpose. The applicant must then be invited,
pursuant to Art. 6(2), first sentence, RFees, to inform the EPO for
which Contracting States the designation fees plus further processing
fee are to be used (see J 23/82, OJ 4/1983, 127, mutatis mutandis).
For the subsequent procedure, see lll, 11.3.7.

11.3.4 Application deemed to be withdrawn
Where no designation fee is validly paid by expiry of the period
specified in Rule 39(1), the application is deemed to be withdrawn.

If no designation fees are paid on time leading to a deemed withdrawal
of the application under Rule 39(3), old version, the EPO sends the
applicant a communication according to Rule 112(1) notifying him of
this loss of rights. In response to this communication, the applicant can
request further processing according to Art. 121 and Rule 135 in
respect of this total loss of rights (see E-VIII, 2.1).

Where the application is deemed to have been withdrawn because of
failure to pay the designation fees, the loss of rights ensues on expiry
of the normal period under Rule 39(1). Similarly, the deemed
withdrawal of a designation of a Contracting State takes effect upon
expiry of the normal period under Rule 39(1), and not upon expiry of
the period for further processing (see G 4/98, OJ 3/2001, 131, mutatis
mutandis). The applicant is notified of the loss of rights and can remedy
it by requesting further processing according to the procedures
explained in lll, 11.3.2.
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11.3.5 Request for Grant form

The automatic designation of all of the Contracting States party to the
EPC at the time of filing of a European patent application is effected by
the filing of the application, whereas the designation fees payable for
an application filed before 1 April 2009 may be paid later.

The applicant has time — until expiry of the period for paying the
designation fees (Rule 39(1) and Rules 17(3) and 36(4)) — to decide
which Contracting States he actually wants his patent to cover. This he
does by paying the designation fees for those States, which may
include an additional sum required to validate a request for further
processing.

11.3.6 Indication of the Contracting States

For European patent applications filed before 1 April 2009, the
designation fees are deemed paid for all Contracting States upon
payment of seven times the amount of one designation fee. Such
payment simply need be marked "Designation fees" in order for the
purpose of the payment to be established.

If, on the other hand, the applicant intended to pay fewer than seven
designation fees when filing the application, he should have indicated
the relevant Contracting States in the appropriate Section of the
Request for Grant form (Form 1001, versions prior to April 2009). This
helped to ensure that the designation fees paid were properly entered
in the books. If designation fees are not paid within the basic time limit,
a communication under Rule 112(1) is issued.

In response to the communication under Rule 112(1), the applicant
may request further processing in respect of the lost designation(s).
However, no Rule 112(1) communication will be sent and no further
processing can be requested with regard to designations in respect of
which the applicant waived these rights by crossing the appropriate
box on the Request for grant form or where the designation in question
has been withdrawn.

For applicants taking part in the automatic debiting procedure, see also
Xl, 7.2.

11.3.7 Amount payable

If, given the amount payable under the time limit in question, the sum
paid for designation fees during the periods under Rule 39(1) or
Rule 135(1) does not cover all the Contracting States indicated in the
Request for Grant form (Form 1001), and the payer failed to indicate
for which Contracting States the fees are intended, then he is
requested to indicate which States he wishes to designate, within a
period stipulated by the EPO (see also lll, 11.3.3). If he fails to comply
in due time, then Art. 8(2) RFees applies: the fees are deemed to have
been paid only for as many designations as are covered by the amount
paid, in the order in which the Contracting States have been
designated (see J 23/82, 0OJ 4/1983, 127, mutatis mutandis). The

Art. 79(1) and (2)

Art. 2, No. 3, RFees
Art. 6(1) RFees

Art. 6(2), 1st
sentence, RFees
Art. 8(2), 2nd
sentence, RFees, old
version

Rule 39(2), old
version

Rule 112(1)
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Art. 79(3)

Rule 39(3) and (4), old
versions

Rule 15

Rule 159(1)(d)

Rule 160, old version
Art. 153(2)

designation of Contracting States not covered by the fees are deemed
withdrawn, and the applicant is notified of the loss of rights
(see lll, 11.3.4 paragraph 3, regarding the time at which loss of rights
ensues).

11.3.8 Withdrawal of designation

Subject to the final sentence of this paragraph, the designation of a
Contracting State may be withdrawn by the applicant at any time up to
the grant of the patent. The designation fee is not refunded when a
designation is withdrawn. Withdrawal of the designation of all the
Contracting States results in the application being deemed to be
withdrawn and the applicant is notified accordingly. The designation of
a Contracting State may not be withdrawn as from the time when a
third party proves to the EPO that he has initiated proceedings
concerning entitlement and up to the date on which the EPO resumes
proceedings for grant.

The applicant may withdraw designations when filing the European
application, for example to avoid overlapping prior national rights with
the priority application according to Art. 139(3). Timely payment of
designation fees for designations which have been withdrawn, will not
cause those designations to be re-activated. Furthermore, no
Rule 112(1) communication will be sent in respect of a failure to pay
designation fees for any designation which has been withdrawn.

11.3.9 Euro-PCT applications entering the European phase

For Euro-PCT applications entering the European phase, the
designation fees must be paid within 31 months of the filing or priority
date, if the time limit specified in Rule 39(1) has expired earlier.

Pursuant to Rule 160(2), the designation of any Contracting State for
which no designation fee has been paid in time is deemed to be
withdrawn. According to Rule 160(1), if no designation fee for the
Euro-PCT application entering the European phase is paid at all within
the basic period under Rule 159(1)(d), the European patent application
(see Art. 153(2)) is deemed to be withdrawn. If the EPO finds that such
deemed withdrawal of the European patent application or the
designation of a Contracting State has occurred, it notifies the
applicant of this loss of rights according to Rule 112(1). In response to
this communication, the applicant can request further processing
according to Art. 121 and Rule 135 (see E-VIII, 2.1).

For designation fees in relation to Euro-PCT applications entering the
European phase, see also VI, 1.3 and 3.11.

12. Extension of European patent applications and patents to
States not party to the EPC

12.1 General remarks
At the applicant's request and on payment of the prescribed fee
European patent applications (direct or Euro-PCT) and thus patents
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can be extended to States for which an Extension Agreement with the
EPO has become effective (Extension States).

Extension may be requested for the following States:

Albania (AL) since 1 February 1996;

Serbia (RS) since 1 November 2004; and
Bosnia and Herzegovina (BA) since 1 December 2004

The EPO's extension agreements with the Republic of Slovenia
(entry into force: 1 March 1994), the Republic of Romania
(15 October 1996), the Republic of Lithuania (5 July 1994), the
Republic of Latvia (1 May 1995), the Republic of Croatia (1 April
2004) and the former Yugoslav Republic of Macedonia (1
November 1997) terminated when these countries acceded to the EPC
with effect from 1 December 2002, 1 March 2003, 1 December 2004,
1 July 2005, 1 January 2008 and 1 January 2009 respectively.
However, the extension system continues to apply to all European and
international applications filed prior to those dates, and to all European
patents granted in respect of such applications.

A request for extension to the above-mentioned States is deemed to
be made with any European application filed after entry into force and
before the termination of respective Extension Agreements. This
applies also to Euro-PCT applications provided that the EPO has been
designated for a European patent and the Extension State has been
designated for a national patent in the international application. The
request is deemed withdrawn if the extension fee is not paid within the
prescribed time limit (see lll, 12.2). It is by paying the extension fee
that the applicant decides to extend his application to a certain
Extension State. The declaration in the appropriate section of the
Request for Grant form (Form 1001) or of Form 1200 for entry into the
European phase before the EPO, where the applicant is asked to state
whether he intends to pay the extension fee, is merely for information
purposes and intended to assist in recording fee payments.

A request for extension in respect of a divisional application (see 1V, 1)
is deemed to be made only if the respective request is still effective in
the parent application when the divisional application is filed.

12.2 Time limit for payment of extension fee

Under the applicable national provisions of the Extension States, the
extension fee must be paid within the periods prescribed by the EPC
for the payment of designation fees (see lll, 11.2.1, A-lll, 11.2.5, and
VII, 1.3). If the extension fee is not paid within the applicable period,
the request for extension is deemed withdrawn. If no designations of
EPC Contracting States are deemed withdrawn under Rule 39(2) and
the extension fee has not been paid within the applicable basic time
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limit (Rules 39(1), 17(3), 36(4) and 159(1)(d)), a communication under
Rule 112(1) is not issued, and further processing will not be possible in
respect of the extensions which are deemed to be withdrawn.
However, if:

® one or more extensions are deemed withdrawn due to the
applicant's failure to pay extension fees on time, and

(i)  one or more designations of EPC Contracting States are
deemed to be withdrawn because the designation fee(s) in
respect of such state(s) is/are not paid on time (see I, 11.2.3
and A-lll, 11.3.2) and:

(@ the applicant has not actively withdrawn these
designations and

(b) the applicant has not waived the right to receive a
Rule 112(1) communication in respect of these
designations

then the EPO will notify the applicant of the loss of rights with regard to
both the designations and extensions in question according to
Rule 112(1). In this case, the applicant may then request further
processing according to Art. 121 and Rule 135 in respect of both the
designations and extensions which were deemed to be withdrawn. As
regards the amount of the fee for further processing in respect of the
extension fees , Art. 2, No. 12 RFees applies mutatis mutandis.

Furthermore, re-establishment of rights according to Art. 122 and
Rule 136 is not possible in respect of payment of the extension fee.

12.3 Withdrawal of extension
The request for extension may be withdrawn at any time. It will be
deemed withdrawn if the European patent application or the Euro-PCT
application is finally refused, withdrawn or deemed withdrawn. A
separate communication is not issued to the applicant. Validly paid
extension fees are not refunded.

12.4 Extension deemed requested

All Extension States are deemed requested (see, however, lll, 12.1,
4th paragraph, regarding Euro-PCT applications) and are therefore
indicated in the published application. These States, and those for
which the extension fee has been paid, are indicated in the Register of
European Patents and in the European Patent Bulletin.

12.5 National register

Extension States publish in their national register the relevant data
relating to European patent applications and patents extending to their
territory.
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13. Filing and search fees

13.1 Payment of fees

The applicant is required to pay a filing fee and, subject to the
exception mentioned below (see the note to point (iii) below), a search
fee. The filing and search fees must be paid within the following
periods:

0] where neither (ii) nor (iii) applies, within one month of the filing
date of the European application

(i)  for European divisional applications or European applications
filed according to Art. 61(1)(b), within one month from the date of
filing of the divisional or Art. 61(1)(b) application

(i) for Euro-PCT applications, within 31 months of the filing date or,
where applicable, from the earliest claimed priority date*

* Note that when a supplementary European search report is not
prepared by the EPO (see B-Il, 4.3), no search fee is required for the
Euro-PCT application (Rule 159(1)(e)).

With regard to applications of types (i) and (ii), the EPO will check that
these fees have been paid. If either fee is not paid on time, the
application is deemed to be withdrawn. The EPO will notify the
applicant of the loss of rights according to Rule 112(1); the applicant
can respond by requesting further processing according to Art. 121
and Rule 135.

With regard to Euro-PCT applications (type (iii)), see VII, 1.3.

13.2 Additional fee (if application documents comprise more
than thirty-five pages)

This section relates only to applications filed and international
applications entering the European phase on or after 1 April 2009 (See
also Notice from the EPO dated 26 January 2009, OJ 2/2009, 118).

An additional fee is payable as part of the filing fee for European patent
applications which are filed on or after 1 April 2009 and comprise more
than thirty-five pages. The amount of the fee is calculated according to
the number of pages over thirty-five. The language reduction under
Rule 6(3) applies. The additional fee is payable within one month of the
filing date of the application or of the date of filing a European divisional
application or a European application according to Article 61(1)(b). If
the application is filed without claims or by reference to a previously
filed application, the additional fee is payable within one month of filing
the first set of claims or one month of filing the certified copy of the
application referred to in Rule 40(3), whichever expires later. The
additional fee is calculated on the basis of the pages of the description,
claims, any drawings and one page for the abstract, in the language of
filing. The pages of the request for grant (EPO Form 1001) and those

Art. 78(2)

Rule 38

Rule 36(3)
Rule 17(2)

Rule 159(1)

Art. 90(3)
Rule 57(e)
Art. 78(2)
Rule 36(3)
Rule 17(2)

Rule 38(2) and
Rule 38(3)
Art. 2, No. 1a RFees
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forming part of a sequence listing within the meaning of Rule 30(1) are
not counted, provided the sequence listing contained in the description
complies with WIPO Standard St. 25. If the application is filed by
reference to a previously filed application, the pages of the certified
copy, excluding those for the certification and for bibliographic data,
are taken as the basis for the calculation. If the application is filed
without claims, the additional fee takes account of the pages of the first
set of claims filed.

For international (Euro-PCT) applications entering the European
phase on or after 1 April 2009, the additional fee is payable as part of
the filing fee within the 31-month period of Rule 159(1). It is calculated
on the basis of the international application as published, any
amendments under Article 19 PCT and one page for the abstract. If
there is more than one page of bibliographic data, the further pages are
not counted. The pages of the latest set of any amended documents
(Article 34 PCT, amendments filed upon entry) on which European
phase processing is to be based (Rule 159(1)(b)) will also be taken into
account where available to the EPO by the date of payment of the
additional fee within the thirty-one months. If the applicant intends
pages of the international publication or of amendments to be replaced
by pages of the latest set of amendments, and therefore to be excluded
from the calculation, he must also, at the latest by the date of payment,
identify these replacement pages and clearly indicate the pages which
they are to replace. This information should preferably be given in the
relevant section of the form for entry into the European phase
(EPO Form 1200). Otherwise any new pages filed at this stage will be
taken to be additional pages. Form 1200 is disregarded in the
calculation of the additional fee.

Example:

International application, published in English, containing 100 pages:

abstract 1
description 50
claims 20
drawings 20
claims, 9
Art. 19 PCT

On entry into European phase, within the 31-month period, 10 pages of
amended claims are filed to replace previous pages of claims, as
indicated by the applicant in EPO Form 1200.

-> number of pages on which calculation is based: 100 - 20 (original
claims) - 9 (Art. 19 PCT) + 10 (EP entry) - 35 (fee-exempt)
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-> number of pages to be paid for: 46

Pages of amendments filed after the date of payment of the additional
fee, in particular during the Rule 161(1) or (2) period (see A-VIIl, 7), are
not taken into account. Consequently, if amendments are filed at this
stage which reduce the number of pages already paid for, no refund
will be made.

If the additional fee is not paid on time, the application is deemed to be
withdrawn. The EPO will notify the applicant of the loss of rights
according to Rule 112(1); the applicant can request further processing
according to Art. 121 and Rule 135. The amount of the fee for further
processing is computed according to the number of pages on file at
expiry of the relevant period for which the additional fee, calculated as
set out above, has not been paid.

14. Translation of the application
There are three situations in which a translation of the European
application will be required:

® the European application was filed according to Art. 14(2) in a
language which is not an official language of the EPO

(i)  the European application was filed by reference to a previously
filed application which is not in an official language of the EPO
(Rule 40(3))

(i) the European divisional application was filed in the same
language as the earlier (parent) application on which it is based,
where this was not an official language of the EPO (Rule 36(2) -
see 1V, 1.3.3),

In all cases, a translation of the application must be filed at the EPO: in
cases (i) and (ii) this must be done within two months of the date of
filing according to Rule 6(1) (for type (i)) or Rule 40(3) (for type (ii)); in
case (iii) it must be done within two months of the filing of the divisional
application according to Rule 36(2).

The EPO will check that this requirement has been complied with. If the
applicant has not filed the translation, the EPO will invite him to rectify
this deficiency under Rule 58 within a period of two months in
accordance with the procedure explained in Ill, 16.

Failure to file the translation on time in response to the invitation under
Rule 58 results in the application being deemed to be withdrawn
according to Art. 14(2). The EPO will then notify the applicant of this
loss of rights according to Rule 112(1). The above time limits for
supplying the translation under Rule 40(3), Rule 6(1) and Rule 36(2)
are all excluded from further processing by Rule 135(2), as is the time
limit for rectification of the failure to file the translation under Rule 58.
Consequently, further processing is not possible in this case. However,

Art. 2, No. 12 RFees

Art. 90(3)
Rule 57(a)
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Art. 80
Rule 40(1)

Art. 90(3) and (5)
Rule 57(c)
Rule 58

Art. 90(3)

the applicant may request re-establishment according to Art. 122 and
Rule 136 for failure to comply with the time limit under Rule 58.

15. Late filing of claims

For the purposes of obtaining a date of filing it is not necessary for the
European application to contain any claims. The presence of at least
one claim is nonetheless a requirement for a European application
according to Art. 78(1)(c), but a set of claims can be provided after the
date of filing according to the procedure described below.

The EPO will check whether at least one claim is present in the
application. If this is not the case, the EPO will issue an invitation under
Rule 58 inviting the applicant to file one or more claims within a period
of two months. If the applicant fails to do so within this period, the
application is refused according to Art. 90(5). The applicant is notified
of this decision according to Rule 111. Further processing for failure to
observe the time limit under Rule 58 is excluded by virtue of
Rule 135(2). The applicant may, however request re-establishment
according to Art. 122 and Rule 136 or may appeal.

Where the application documents as originally filed did not include at
least one claim, the applicant may also file claims of his own motion
after the date of filing, but before the EPO invites him to do so under
Rule 58. In this case, no communication under Rule 58 will then be
issued.

If the applicant does supply a set of claims in response to the invitation
under Rule 58, the claims so filed must have a basis in the application
documents (description and any drawings) provided on the date of
filing (Art. 123(2)). This requirement will first be checked at the search
stage (see B-XII, 2.2).

If the application was filed by means of a reference to a previously filed
application in accordance with Rule 40(3) and the applicant indicated
on the date of filing that the claims of the previously filed application
were to take the place of claims in the application as filed
(seell, 4.1.3.1), then, provided the previously filed application also
contained claims on its date of filing, claims were present on the
European date of filing and no communication under Rule 58 will be
sent.

The above procedure also applies to divisional applications and
applications filed in accordance with Art. 61(1)(b).

16. Correction of deficiencies

16.1 Procedure formalities officer

Where, during the examination for compliance with the requirements
set out in earlier sections of this Chapter, it is noted that there are
deficiencies which may be corrected, the formalities officer must give
the applicant the opportunity to rectify each such deficiency within a
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specified period. A summary of the most common potential
deficiencies at this stage of the procedure and the provisions
governing their rectification is given below:

I, 2 Representation Rule 58

I, 3 Physical Requirements Rule 58

I, 4 Request for grant Rule 58

I, 5 Designation of inventor Rule 60

I, 6 Claim to priority Rule 52(3), Rule 59
I, 9 Payment of claims fees Rule 45

lll, 10  Abstract Rule 58

I, 13 Filing fee, including any Rule 112(1), Rule 135

additional fee, search fee
I, 14 Translation of the application Rule 58

I, 15 Late filing of claims Rule 58

The formalities officer should in his first report to the applicant raise all
the formal objections that become evident from a first examination of
the application, except that, as noted in Ill, 3.2, the Receiving Section
should not draw the attention of the applicant to deficiencies under
Rule 46(2)(i) and (j) or question the inclusion of tables in the claims. It
is likely that certain matters cannot be finally disposed of at this stage,
e.g. filing of priority documents for which the period for filing has not
expired, and further reports may be necessary. If the applicant is
required to appoint a representative but has not done so, the
formalities officer should in his first report not only cover this deficiency
but any other obvious deficiencies as it should be assumed that the
applicant on receipt of the report will appoint a representative within the
period allowed.

16.2 Period allowed for remedying deficiencies
The period for remedying the following deficiencies is two months from  Rule 58
a communication pointing them out according to Rule 58:

0] non-appointment of a representative where the applicant has
neither his residence nor principal place of business in a
Contracting State - see lll, 2 (regarding failure to file an
authorisation where this is necessary, see IX, 1.5 and the
Decision of the President of the EPO dated 12 July 2007, Special
edition No. 3, OJ EPO 2007, L.1);
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Art. 90(5)
Art. 14(2)

Rule 45

Art. 90(5)
Rule 59

Art. 78(2)

(i)  documents making up the application not complying with
physical requirements (see lll, 3);

(i)  request for grant (with the exception of the priority criteria) not
satisfactory (see lll, 4);

(iv)  abstract not filed (see Ill, 10);
(v)  where required, translation of the application not filed (111, 14)
(vi)  no claims (lll, 15).

If the above deficiencies under (i)-(iv) or (vi) are not rectified in time, the
application is refused under Art. 90(5). If the deficiency under (v) is not
rectified in time, the application is deemed to be withdrawn under
Art. 14(2). According to Rule 135(2), further processing is excluded for
all of the above losses of rights, which all arise from the failure to
observe the time limit of Rule 58.

The following deficiencies are rectified under provisions other than
Rule 58:

(vii) non-payment of the claims fees (Rule 45 - see lll, 9);

(viii) priority document or file number of the previous application is
missing (Rule 59 - see lll, 6); and

(ix) non-payment of filing fee, including any additional fee, and
search fee (lll, 13).

According to Rule 45(2), the period for remedying deficiencies with
regard to the payment of claims fees under (vii) is one month from a
communication pointing out their non-payment. Failure to correct this
deficiency in time leads to the claims in question being deemed to be
abandoned under Rule 45(3). Further processing applies to this loss of
rights.

Deficiencies under (viii) are to be corrected within a period to be
specified by the EPO from a communication according to Rule 59
pointing out the failure to supply the certified copy and/or the file
number of the priority document. This period under Rule 59 cannot be
less than two months or more than four months (Rule 132(2)). Failure
to correct this deficiency in time leads to the loss of the priority right.
Further processing is excluded for this loss of rights according to
Rule 135(2).

Failure to pay the filing, additional or search fee on time results in the
deemed withdrawal of the application according to Art. 78(2). This loss
of rights ensues directly on expiry of the applicable time limit
(see lll, 13). A deficiency under (ix) can be corrected by requesting
further processing.
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Where appropriate, the Search Division is informed of any loss of
rights.
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Chapter IV

Special provisions

1. European divisional applications (see also C-VI, 9.1)
1.1 General remarks

1.1.1 When may a divisional application be filed?
With regard to when a divisional application may be filed, there are two
requirements which must be met:

0] the application to be divided (the "parent” application on which
the divisional is based) must be pending (see IV, 1.1.1.1), and

(i)  at least one of the following two periods must not yet have
expired:

(@) the period for voluntary division under Rule 36(1)(a) (see
v, 1.1.1.2)

(b)  the period for mandatory division under Rule 36(1)(b),
where applicable (see IV, 1.1.1.3)

The term "earlier application” in Rule 36(1) refers to the immediate
parent application on which the divisional application is based. This
term is distinct from the term "earliest application" also appearing in
Rule 36(1), although in the case of a first-generation divisional
application (where the immediate parent is not itself a divisional) they
both refer to the same application.

1.1.1.1 The earlier application must be pending

A European patent application may be divided only when it is pending.  Art. 76
In order to divide a European application, the applicant files one or Rule 36(1)
more European divisional applications. It is irrelevant what kind of
application the European patent application which is divided, i.e. the

parent application, is. The parent application could thus itself be an

earlier divisional application. In the case of the parent application being

a Euro-PCT application, a divisional application can only be filed once

the Euro-PCT application is pending before the EPO acting as a
designated or elected Office, i.e. the Euro-PCT application must have

entered the European phase.

As noted above, the parent application must be pending when a
divisional application is filed. In the case of an application being filed as
a divisional application from an application which is itself a divisional
application, it is sufficient that the latter is still pending at the filing date
of the second divisional application. An application is pending up to
(but not including) the date that the European Patent Bulletin mentions
the grant of the patent (OJ 2/2002, 112). It is not possible to validly file
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Rule 36(1)(a)

a divisional application when the parent application has been refused,
withdrawn or is deemed to be withdrawn (see also the next two
paragraphs).

If an application is deemed to be withdrawn due to the
non-observance of a time limit (e.g. following failure to pay the filing
fee (Art. 78(2)), to pay the fee for grant and publishing or the claims
fees, or to file the translation of the claims (Rule 71(7)) in due time),
the application is no longer pending when the non-observed time limit
has expired, unless the loss of rights, as communicated pursuant to
Rule 112(1), is remedied. This may be effected either by means of an
allowable request for further processing or, where further processing
does not apply to the time limit in question, or the time limit for further
processing has been missed, re-establishment of rights (which in the
latter case is a request for re-establishment in respect of the period for
further processing - see E-VIII, 2) or, if the applicant considers that
the finding of the EPO was inaccurate, by applying for a decision
pursuant to Rule 112(2), whereupon either the competent EPO
department shares his opinion and rectifies its decision or that
department gives an unfavourable decision which is subsequently
overturned on appeal.

Once an application has been refused, a divisional application can no
longer be validly filed, unless the applicant files a notice of appeal, in
which case the decision to refuse cannot take effect until the appeal
proceedings are over. As the provisions relating to the filing of
divisional applications also apply in appeal proceedings (Rule 100(1)),
a divisional application may be filed while such appeal proceedings are
under way (provided that at least one of the periods under
Rule 36(1)(a) and Rule 36(1)(b) has not yet expired - see 1V, 1.1.1.2
and 1.1.1.3).

1.1.1.2 Voluntary division

A divisional application may be filed on the basis of a pending earlier
(parent) application before the expiry of a time limit of twenty-four
months from the Examining Division's first communication in respect of
the earliest application for which a communication has been issued
(see, however, 1V, 1.1.1.3). The events from which the period for
voluntary division is calculated are:

0] notification of a first communication according to Art. 94(3) and
Rule 71(1), (2), where this is not preceded by a communication
according to Rule 71(3), or

(i) notification of a communication according to Rule 71(3), where
this is not preceded by a communication according to Art. 94(3)
and Rule 71(1), (2).

Notification of the search opinion (see B-XIl, 1.1) does not cause this
twenty-four-month period to start because the Examining Division is
not yet responsible for the application (see C-VI, 1.1). However, in
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cases where the applicant has waived his right to receive the
communication according to Rule 70(2) (see C-VI, 1.1.2), no search
opinion is issued, but rather a communication according to Art. 94(3)
and Rule 71(1), (2) (see B-Xll, 8), and notification of this
communication does cause the twenty-four-month period to start.
When calculating the twenty-four-month period for voluntary division,
the ten-day rule applies in calculating the date of notification of the
above communications (Rule 126(2) - see E-Il, 2.3 and E-VIII, 1.4).

The earlier (parent) application on which the divisional is to be based
has to be pending at the time the divisional application is filed. If it
lapses or is withdrawn before the first communication is sent in respect
thereof in examination proceedings, a divisional application may no
longer be filed (see IV, 1.1.1.1). The same applies if the earlier (parent)
application ceases to be pending after notification of the first
communication referred to above but before expiry of the
twenty-four-month period.

1.1.1.3 Mandatory division

A divisional application may be filed on the basis of a pending earlier
(parent) application before the expiry of a time limit of twenty-four
months from any communication in which the Examining Division has
objected that the earlier application does not meet the requirements of
Art. 82, provided it was raising that specific objection for the first time.
Where the period for mandatory division according to Rule 36(1)(b)
expires later than the period for voluntary division according to
Rule 36(1)(a), a divisional application may be filed within this later
period on the basis of a pending earlier (parent) application. The
events from which the period for mandatory division is calculated are:

0] notification of a communication according to Art. 94(3) and
Rule 71(1), (2) which is either:

(@) the first communication in the examination procedure,
where this raises a specific objection of lack of unity for
the first time or confirms a previous finding of lack of unity
already raised during the international, European or
supplementary European search, or

(b) a subsequent communication in the examination
procedure, where this raises a specific objection of lack of
unity for the first time.

(i)  natification of a summons to oral proceedings, where a specific
objection of lack of unity is raised for the first time therein;

(i)  the date of oral proceedings, where a specific objection of lack of
unity is raised for the first time during those oral proceedings,
provided that the minutes of those oral proceedings reflect this
newly raised objection of lack of unity (see E-Ill, 10.2);

Rule 36(1)(b)
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(iv) notification of the minutes of a telephone call or a personal
interview, where a specific objection of lack of unity is raised for
the first time during that telephone call or personal interview and,
in the case of a personal interview, the minutes are notified to
the applicant or his representative at a later date, provided that
the minutes reflect this newly raised objection of lack of unity
(see C-VI, 6.2);

(v) the date of a personal interview, where a specific objection of
lack of unity is raised for the first time during that personal
interview and the minutes are notified to the applicant or his
representative in person on termination of said interview,
provided that the minutes reflect this newly raised objection of
lack of unity (see C-VI, 6.2);

(vi) notification of a communication according to Rule 71(3), where
the text proposed for grant by the Examining Division is an
auxiliary request and where the accompanying reasoning
indicating why the higher requests were not allowable (see
C-VI, 14.1) raises for the first time a specific objection of lack of
unity to at least one of those non-allowed higher requests.

In cases (i)(@), (i)(b), (i), (iv) and (vi), when calculating the
twenty-four-month period for mandatory division, the ten-day rule
applies to calculation of the date of notification of these
communications (Rule 126(2) - see E-I, 2.3 and E-VIII, 1.4).

Note that notification of a search opinion raising an objection of lack of
unity of invention does not cause the period for mandatory division to
start according to Rule 36(1)(b) (see point (i)(a) above), because the
Examining Division is not yet responsible for the application (see
C-VI, 1.1). However, in cases where the applicant has waived his right
to receive the communication according to Rule 70(2) (see
C-VI, 1.1.2), no search opinion is issued, but rather a communication
according to Art. 94(3) and Rule 71(1), (2) (see B-Xll, 8), and
notification of this communication, where it raises an objection of lack
of unity, does cause the twenty-four-month period for mandatory
division to start.

For first-generation divisional applications (where the earlier
application on which the divisional is based is not itself a divisional), it
is not possible for the period for mandatory division to expire earlier
than the period for voluntary division. In most cases the two periods will
expire at the same time, because the unity objection is typically raised
in a first communication from the Examining Division or, if already
raised at the search stage, is maintained therein. A confirmation in a
later communication in examination of a lack of unity objection
previously raised in examination proceedings does not cause the
period for mandatory division to start again. In particular, where the
Examining Division raises an objection of lack of unity in the first
communication and in response the applicant deletes some of the
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additional inventions, but more than one invention remains in the
claims and the Examining Division then issues a second
communication (or a summons to oral proceedings) which maintains
the previous objection of lack of unity in part (adapted to the deletion of
some of the claimed inventions), this does not cause the period for
mandatory division to start again, since the objection is not a new one.

However, where a different objection of lack of unity is subsequently
raised, this does cause the twenty-four-month period for mandatory
division to start again. This applies in cases where, for example, an
invention identified in a previous non-unity objection is further
sub-divided in a subsequent objection raised in the examination
procedure.

Furthermore, an objection according to Rule 137(5) does not qualify as
an objection according to Art. 82, in particular for the purposes of
calculating the period for mandatory division (see C-VI, 5.2). However,
the period for mandatory division does start if a communication raising
an objection under Rule 137(5) also contains a further objection
according to Art. 82.

1.1.1.4 Second- and subsequent-generation divisional
applications
Voluntary division (Rule 36(1)(a))

For the filing of second-generation divisional applications (i.e.
divisional applications based on an earlier application which is itself
also a divisional), the event which starts the period for voluntary
division is the first communication in respect of the earliest application
for which a communication has been issued. This is determined as
illustrated by the following example:

Example 1

- EP1 is the original European application,

- EP2 is a divisional application based on EP1 and
- EP3 is a divisional application based on EP2.

Where a first communication (see IV, 1.1.1.2) has already been issued
for EP1 when EP3 is filed (this is the usual situation), the period for
voluntary division of EP2 (by the filing of EP3) is calculated from the
date of natification of this first communication in respect of EPL.
However, all that is required is that EP2 is still pending when EP3 is
filed; EP1 does not need to be pending. This is because EP1 is the
earliest application in respect of which a first communication has been
issued (used to calculate the period for voluntary division), but it is not
the earlier application which has been divided (this is EP2), and itis the
earlier application (EP2) which must be pending according to
Rule 36(1).
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Art. 121
Art. 122

If no first communication has been issued for either EP1 or EP2 when
EP3 is filed, the divisional is filed in time according to Rule 36(1),
provided that EP2 is still pending.

Voluntary division in branched families of divisional applications

In cases where there are two divisional applications each derived from
the same earlier (parent) application, the periods for voluntary division
of the two divisional applications are calculated independently:

Example 2

- EP1 is the original European application,

- EP2a is a divisional application based on EP1 and
- EP2b is a divisional application based on EP1.

In example 2, the period for voluntary division of EP2a is calculated
with reference to the appropriate communication issued in respect of
EP1 or EP2a (as indicated under example 1 above) but not EP2b.
Likewise, the period for voluntary division of EP2b is calculated with
reference to the appropriate communication issued in respect of EP1
or EP2b but not EP2a. These cases are treated in the same way as
example 1 above, but ignoring any divisional applications which are not
in a direct line from the divisional being filed to the earliest application.

Mandatory division (Rule 36(1)(b))

In example 1, the period for mandatory division of EP2 (by filing EP3) is
calculated from the first communication in examination raising a
specific objection of lack of unity for the first time (see 1V, 1.1.1.3).

1.1.1.5 Legal remedies for late filing of a divisional application
Failure to file within the applicable twenty-four-month period

The periods specified in Rule 36(1)(a) and Rule 36(1)(b) are excluded
from further processing (Rule 135(2)). If a divisional application is not
filed within the later-expiring of the periods specified in Rule 36(1)(a)
and Rule 36(1)(b) (see IV, 1.1.1.2 and 1.1.1.3), the applicant may
request re-establishment of rights in respect of this failure (see
E-VIIl, 2.2). The applicant must (i) request re-establishment
(Rule 136(1)) and (ii) complete the omitted act (i.e. file the divisional
application - Rule 136(2)) within a period of two months from the
removal of the cause of non-compliance with the above-mentioned
period (but at the latest within one year of expiry of the unobserved
period).

Re-establishment of rights pursuant to Art. 122 is excluded in respect
of the requirement for a divisional application to be filed while the
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earlier application is pending (J 10/01, not published in OJ). This is
because, unlike the twenty-four-month periods for voluntary and
mandatory division under Rule 36(1)(a) and (b), this requirement of
Rule 36(1) does not constitute a time limit for the filing of a divisional
application, but rather a point in time by which a divisional must be
filed. Consequently, further processing is also not available.

1.1.2 Persons entitled to file a divisional application

Only the applicant on record may file a divisional application. This
means that, in the case of a transfer of an application, a divisional
application may only be filed by or on behalf of the new applicant if the
transfer was duly registered and therefore effective (Rule 22) at the
filing date of the divisional application.

1.2 Date of filing of a divisional application; claiming priority

1.2.1 Date of filing

A European divisional application may be filed in respect of
subject-matter which does not extend beyond the content of the parent
application as filed. Provided this requirement is met, the divisional
application is deemed to have been filed on the date of filing of the
parent application and enjoys that application's priority (see IV, 1.2.2).

A divisional application filed in due form, i.e. meeting the requirements
of Art. 80 and Rule 40(1) (see ll, 4.1 et seq.), is accorded the same
date of filing as the parent application. The question of whether it is
confined to subject-matter contained in the parent application is not
decided until the examination procedure (see C-VI, 9.1.4 et seq.).

Since Rule 40(1) does not require that a European application contain
any claims on its date of filing, the same applies to a European
divisional application. The applicant can file the claims after the filing of
the divisional application according to the procedures detailed in 111, 15.
This may be done after the parent application is no longer pending and
after expiry of the periods for voluntary and mandatory division,
provided that the requirements of Rule 40(1) were satisfied with regard
to the divisional (i) while the parent application was still pending and (ii)
before expiry of the relevant period (see IV, 1.1.1, 1.1.1.1, 1.1.1.2 and
1.1.1.3).

1.2.2 Claiming priority

A priority claimed in the parent application may apply also to the
divisional application. Provided that the parent application's priority
claim has not lapsed, the divisional application retains that priority; it is
not necessary to claim it formally a second time. A parent application’s
priority claim will, however, not be retained, if that priority claim is
withdrawn in the divisional application. For the withdrawal of a priority
claim see C-V, 3.5 and E-VIII, 6.2 and 6.3. If a copy and any translation
of the priority application have been filed in respect of the parent
application before the divisional application is filed, it is not necessary
to file the priority documents again in respect of the divisional

Art. 76(1), 2nd
sentence

Art. 80
Rule 40(1)

Rule 53(2) and (3)
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Rule 52(2)

Rule 36(2)
Rule 35(1)

Rule 41(2)(e)

application. The EPO makes a copy of these documents and places
them in the file of the divisional application (see Decision of the
President of the EPO dated 12 July 2007, Special edition No. 3, OJ
EPO 2007, B.2).

If, when the divisional application is filed, the priority document has not
been filed in respect of the parent application, it must be filed in respect
of the divisional application and, if the priority of the parent application's
remaining subject-matter is to be retained, in respect of the parent
application also. The applicant can also inform the EPO, within the time
limit set for filing priority documents in the divisional application
proceedings, that he has in the meantime submitted these documents
in respect of the parent application. If the subject-matter of the
divisional application relates only to some of the priorities claimed in
the parent application, priority documents in respect of the divisional
application need be filed for those priorities only.

This applies also as regards indicating the file number of the priority
application. For the time limits for indicating the file humber and for
filing the priority documents, see 1ll, 6.5, Ill, 6.5.3 and 6.7 et seq.

1.3 Filing adivisional application

1.3.1 Where and how to file a divisional application?

A divisional application must be filed by delivery by hand or by post
with the EPO in Munich, The Hague or Berlin. It may also be filed using
the epoline® Online Filing software (