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1. Executive Summary

The opposition procedure is an important part of the European patent system, in particular in
terms of balancing the interests of the various stakeholders (patentees, opponents, and third
parties alike). This is why in recent years the EPO has invested a large amount of resources in
developing the opposition procedure.

In 2016, we launched the “Early Certainty from Opposition” initiative with the aim of reducing
the average pendency for standard opposition cases to 15 months. In 2017, we set up special-
ised directorates dedicated to oppositions, with a high concentration of expertise. These units
made steady progress, as the average timeliness for opposition standard cases dropped from
around 30 months to 17 months in just three years, and in doing so went some way to meeting
one of the main needs expressed by the user community.

Unfortunately, these excellent results have been affected by the COVID-19 pandemic and the
difficulty, if not impossibility, of holding opposition oral proceedings on-site at the EPO since
March 2020, due to travel bans and other restrictions across Europe. As we know, the risk of
infection with COVID-19 is greatest where multiple persons from different locations gather
indoors over a longer period of time, which is exactly what happens at oral proceedings.

A pilot project for holding oral proceedings before opposition divisions by videoconference
(VICO) was therefore launched by the Decision of the President of the EPO of 14 April 2020.
Although the EPO started oral proceedings by VICO for examination back in 1998, it had no
experience of holding opposition oral proceedings by VICO. Both users and EPO staff have
learned from this experience and their feedback has led to improvements in practice and
technology. Videoconferencing has expanded during the pilot from initial cases with just one
opponent to multi-opponent cases involving interpreting. And, although they represent only
100 cases per year, it is planned to include opposition oral proceedings involving the taking of
evidence in the project as well, starting in 2021.

However, despite these continuous improvements, after six months of implementation, just
230 cases have been concluded under the pilot, representing a mere 4% of the opposition
stock. This is because in most cases at least one party did not agree to holding the proceed-
ings by VICO. The requirement for all parties to agree to oral proceedings taking place by VICO
acted as too strong a limitation on the pilot.

Since September 2020, a second wave of COVID infections has swept across Europe, forcing
governments to reintroduce strict limitations on the movement of persons. This situation will
most probably continue until a substantial proportion of the population can be vaccinated.
It is thus likely that allowing oral proceedings on the premises of the EPO would represent a
potential health risk until well into 2021.

These new factors have a considerable impact on the conditions under which the pilot for oppo-
sitions by VICO was initially designed. To continue the pilot on the basis of obtaining the consent
of all parties to hold the oral proceedings by VICO can only lead to a worsening of the backlog
and to increased criticism from users and the public of what is considered a denial of justice.

The most appropriate way forward therefore seems to be to further postpone the holding of
oral proceedings on the premises of the EPO and to make the holding of oral proceedings in
opposition by VICO the default from 4 January 2021 until 15 September 2021.

This report reviews the progress of the pilot and makes recommendations on how to restore
timely access to justice within the framework of the opposition procedure at the EPO.


https://www.epo.org/law-practice/legal-texts/official-journal/2020/04/a41.html

2.  Overview of the opposition procedure

2.1 General

The public may oppose a granted European patent on the basis of one or more of the grounds
mentioned in Article 100 EPC. The grounds on which the opposition is based may for example
relate to circumstances of which the EPO was not aware when the patent was granted (e.g. a
prior use or a publication which was not contained or not found in the data available to the
EPO). Opposition is therefore a public procedure by which any person (but see Guidelines D-I, 4)
can obtain the limitation or revocation of a granted patent. Oppositions may be filed within
nine months of the publication of the mention of the grant of the European patent.

Oppositions are important for the balance of rights within the European patent system.

2.2 Streamlined opposition: aiming to conclude opposition
cases within 15 months

In 2016, the EPO introduced a streamlined opposition procedure in order to bring opposition
proceedings to a speedy conclusion and thereby establish legal certainty for both the parties
to the proceedings and the public.

In more concrete terms, this means that the first-instance opposition division can reach a
decision in straightforward cases’ within 15 months of the expiry of the opposition period,
with the proprietor having four months to respond to the notice of opposition, the opposition
division three months to study the submissions and issue a summons, and the parties four
months to prepare their final submissions and two months to prepare for oral proceedings.
The summons provides a detailed opinion and sets out the issues that need to be resolved at
the oral proceedings.

By following this procedure, a decision can be issued within 15 months of the end of the op-
position period while maintaining the right of all parties to be heard. This process applies to
around 70% of all opposition cases.

In specific cases, the division may issue a communication inviting the parties to comment on
the submissions within a specified period rather than directly issuing a summons, for example
in cases where extensive tests or experiments are involved.

1 Straightforward cases are cases with no legal complications (prior uses, multiple opponents, the need for tests
and experiments, and so on).


https://www.epo.org/law-practice/legal-texts/html/epc/2016/e/ar100.html
https://www.epo.org/law-practice/legal-texts/html/guidelines/e/d_i_4.htm

The diagram below shows the timeline for the streamlined opposition procedure.
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2.3 Timeliness
231  Growth in opposition stock

The number of oppositions filed every year is directly related to the number of patents grant-
ed in the preceding period. It grew steadily in the period 2016 to 2018, and peaked in 2019 with
almost 3 700 cases. A peak of 137 800 grants was reached in 2019. At the start of 2020, the
number of new opposition cases was similar to 2019 levels but, as the extension of time limits
under Rule 134(5) EPC introduced on 15 March 2020 and in effect until 2 June 2020 also applied
to the opposition period, this led to a drop in the number of new opposition cases filed in April
and May. During the first nine months of 2020, 2 643 oppositions were filed compared with
2908 in the same period in 2079.

Despite the slightly lower number of new cases, pending oppositions could not be processed
on time as oral proceedings could be neither held as scheduled nor planned, for the reasons
highlighted above. The number of oral proceedings held within the context of the pilot is only
a fraction of the number held in previous years, meaning that the EPO is unable to maintain a
monthly volume sufficient to achieve its plan.
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The limitation on the number of oral proceedings that can be held every month has a direct
impact on the EPO’s ability to issue decisions on time. This leads to a growth in the opposition
stock, which has a detrimental impact on opposition timeliness and delays access to justice
for all parties. Considering that approximately 60% of opposition decisions are appealed, the
delay will further cumulate at the appeal stage, so the delay in opposition decisions will lead
to more appeals at a later stage than foreseen.
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Moreover, looking at the opposition stocks by sector and comparing the situation in Septem-
ber 2020 with the situation in September 2019, it is clear that the largest increase, at 24%, has
been in HBC, which covers the medical and pharmaceutical sector (M&MW +15%, ICT +7%).
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2.3.2 Timeliness scenarios

The number of opposition decisions for 2021 will depend on the EPO’s ability to conduct oral

proceedings. Two scenarios are considered:

— Pilot (as is): the current ability is approximately maintained, or slightly improved, so that up
to 200 decisions can be issued per month.

— Medium Term Business Plan (MTBP): the production plan for 2021 — about 360 decisions
per month for 2021 — assumes that the EPO is able to process the backlog created during
the pandemic.

The MTBP envisages that the stock of oppositions will start to decrease in 2021:
Without a significant increase in the current level of production, the stock will continue to
grow. If the MTBP goals are achieved, the stock is expected to return to the level of early 2020

in 2022.

The age of the opposition stock will only be brought under control if the MTBP scenario is
realised:



Figure 5
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In summary, with around 360 opposition decisions each month, the timeliness of the proce-
dure would be expected to return to the levels registered at the beginning of 2020 by the end
of 2022, when the large backlog of increasingly older files will have been dealt with.

Figure 6
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3. Access to justice and the right to be heard

Having access to justice means being able to seek and obtain remedies through formal institu-
tions for resolving disputes. It also includes the timely resolution of these disputes. In the EPC,
it is embedded in the parties’ right to be heard (Article 113 EPC) and in the right to be heard
in oral proceedings upon request before the body taking the decision (Article 116 EPC). In the
present situation, where oral proceedings cannot take place at all if one of the parties does
not agree to the conduct of the proceedings by VICO, one party can delay the others’ access to
justice. The delay is not limited to the duration of the pandemic, but also includes the time it
will take to tackle the accumulated backlog in the years that follow.

The EPC (in particular, Article 116) stipulates that parties have the right to be heard in oral pro-
ceedings. They should be allowed to explain their case, so as to ensure that the deciding body
as well as the opposing party/parties fully understand the issues at stake, and increasing the
prospect of having the case concluded within a reasonable period of time. As to the means of
conducting oral proceedings, the EPC does not set out any further requirements.

Decision T 1378/16 confirms that oral proceedings by VICO fulfil all the requirements set out
in Article 116 EPC, as long as the parties can present their arguments as in oral proceedings
where they are physically present. Therefore, unless specific circumstances require the oral
proceedings to be held on the premises of the EPO — e.g. where evidence needs to be taken
by inspecting an object the haptic features of which are essential — oral proceedings may be
conducted by VICO. This means that most cases pending before the opposition divisions can
be concluded in a timely manner without the need for multiple persons to gather in a single
location. At least as long as the threat of spreading COVID-19 is present, the requirement to
guarantee access to justice for any party justifies oral proceedings being conducted by VICO.


https://www.epo.org/law-practice/legal-texts/html/epc/2016/e/ar113.html
https://www.epo.org/law-practice/legal-texts/html/epc/2016/e/ar116.html
https://www.epo.org/law-practice/case-law-appeals/recent/t161378eu1.html

4. Pilot project for oral proceedings by VICO
before opposition divisions

4. Conditions

The Decision of the President of the EPO of 14 April 2020 sets out the conditions for the opposi-
tion oral proceedings by VICO pilot project. It applies to all oral proceedings before opposition
divisions scheduled to take place between 4 May 2020 and (currently) 30 April 2021. Accord-
ing to the decision, oral proceedings may be held by VICO at the discretion of the opposition
division and with the agreement of all parties, unless evidence needs to be taken or other

serious reasons exist for not doing so. Following the deployment of the Zoom platform on 14
September 2020, the need for simultaneous interpreting is no longer a barrier to conducting
oral proceedings by VICO. The members of the division, the parties and any accompanying
persons can all connect from different locations. Members of the public wishing to follow the
proceedings can register a few days in advance and obtain an access link for remote participa-
tion. Submissions during oral proceedings by VICO are made by email.

4.2  Legal aspects and their procedural impact

Article 2(2) of the Decision of the President of the EPO of 14 April 2020 states that oral pro-
ceedings by VICO are equivalent to oral proceedings held on the premises of the EPO. A recent
Board of Appeal decision confirmed that oral proceedings by VICO fulfil all the requirements
of Article 116 EPC: “The form in which the parties present orally their arguments — with or
without physical presence — is not predetermined by Article 116 EPC” (T 1378/16, Reasons 1.3).
Even though the decision was issued on an appeal in examination proceedings, the board’s
finding relates to the general legal basis of oral proceedings, and therefore also applies to all
other oral proceedings before the EPO. However, since May 2020, oral proceedings before the
opposition divisions have been held by VICO in a limited number of cases only.

In a small number of cases, this was due to the fact that specific provisions on certain aspects
of taking evidence by VICO still need to be adopted. However, this applies to no more than
100 cases per year and will be resolved by an appropriate amendment to the Implementing
Regulations. The proposed changes are expected to enter into force in January 2021, subject to
approval by the Administrative Council in December 2020.


https://www.epo.org/law-practice/legal-texts/official-journal/2020/04/a41.html
https://www.epo.org/law-practice/legal-texts/official-journal/2020/04/a41.html
https://www.epo.org/law-practice/case-law-appeals/recent/t161378eu1.html

4.3  Number of VICO oral proceedings held under the pilot

The number of opposition oral proceedings held by VICO is currently running at between
80 and 100 cases a month. Further growth appears limited

Figure7
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4.4 Technology and data protection

The need to support oral proceedings requiring simultaneous interpreting prompted the EPO
to look for an alternative technical platform to its existing set-up. This resulted in the choice
of Zoom as a platform for oral proceedings in opposition, as it allows not only simultaneous
interpreting, but also remote attendance by the general public, as well as other improvements
as briefly described in this section. The EPO carefully monitored Zoom'’s security roadmap and
its implementation in the period April-September 2020, and will continue to do so. A thorough
security assessment was performed by the IT Security team. The team has also been in touch
with the Zoom CISO Council for the EU market and has been invited to participate in regular
meetings of other public bodies that use Zoom.

The question of ensuring the protection of personal data and privacy has also been addressed
during the pilot. The EPO has signed a data processing agreement with Zoom and has pub-
lished clear and comprehensive data protection guidance when using Zoom for oral proceed-
ings by VICO.

The pilot has also defined a sound and sophisticated configuration that ensures a controlled envi-
ronment for attendees, including a waiting room, enhanced checking of identities via video prior
to the start of proceedings and the ability to share documents and desktops, under the supervi-
sion of the chair of the opposition division. It is also possible to create break-out rooms for delib-
erations in smaller groups, the configuration of which is being refined based on user feedback.


https://www.epo.org/about-us/office/data-protection-and-privacy/zoom.html

Ergonomic aspects have also been assessed, with a special focus on ensuring audio and video
quality. This has resulted in the conclusion that all EPO staff participating in oral proceedings
in opposition should be provided with a headset. It was also concluded that the ability for par-
ticipants to “pin” others to a specific location on the screen affords greater clarity and provides
an improved user experience in cases involving a large number of participants.

The opportunity for parties to examination oral proceedings by VICO to conduct test calls in
order to verify their technical set-up has proven particularly useful in this context.

In terms of technical aspects, the oral proceedings in opposition VICO pilot provides a stable
and reliable platform which has introduced significant improvements in usability compared
with the solution used in oral proceedings in examination. Furthermore, in view of their rapid
evolution, the EPO is actively following the development of these tools and is prepared to
adjust its technical set-up to introduce future enhancements in close co-operation with the
user community.

4.5 Remote simultaneous interpreting

Remote interpreting rooms, which replace the traditional interpreting booths, have been set

up in Munich and The Hague:?

— Munich Isar building: six remote interpreting workstations

— Munich PschorrHofe: nine remote interpreting rooms (i.e. 18 remote interpreting worksta-
tions) currently in place, with plans to increase the number to 12

— The Hague: three remote interpreting rooms (i.e. six remote interpreting workstations)

A total of 29 opposition proceedings via Zoom have already been carried out using the new
remote interpreting rooms.

Tests are ongoing with the aim of offering remote simultaneous interpreting not only from
EPO premises, but also in a distributed manner with interpreters operating from any EPO
member state. It is planned to hold real opposition oral proceedings with distributed remote
interpreting in the coming weeks.

In line with the concept of maximum flexibility as applied to EPO staff in general, in 2021 interpret-
ers will work either on-site in the new remote interpreting rooms or in a teleworking environment.

Note: Interpreting for all Administrative Council meetings since March 2020 has been carried
out online, using the new remote interpreting workstations (with the Kudo web conferencing
platform).

4.6 Internal training

To ensure the same high quality standard for all oral proceedings irrespective of whether they
are held on-site or by VICO, training is available to all members of the opposition divisions on
the use of the various videoconferencing platforms and the specific procedural aspects of oral
proceedings carried out online.

2 When oral proceedings requiring interpretation are held in Berlin, interpretation is provided remotely from
The Hague or Munich.



4.7  External training

To help users adapt to oral proceedings by VICO in opposition procedures, in May 2020 the
European Patent Academy launched a series of e-learning materials explaining the legal back-
ground, technical set-up and etiquette involved, as well as a full mock version of oral proceed-
ings by VICO. The recordings were made with EPO experts and the mock proceedings with the
participation of experts from the epi.

With the deployment of the Zoom platform as of 14 September, the Academy added a new
tutorial for cases involving interpreters and scheduled two free online seminars with experts
from the EPO and the epi. A recording of the proceedings was made available online along
with a second mock case in three languages.

All this material is available in the EPO’s e-learning centre.

The online Opposition Matters conference on 21-22 October included a dedicated session on
oral proceedings by VICO. The proceedings of the conference were made available to partici-
pants on the e-learning centre.

All training activities are promoted via the EPO channels (newsletter, e-alerts) to ensure a
broad outreach. The Academy will continue to update the e-learning centre and organise live
online sessions and workshops to support users in the efficient use of VICO technologies for
oral proceedings in all EPO procedures.

4.8 User experience and feedback

With the exception of two cases in the early weeks of the pilot which had to be rescheduled
because of technical problems, all the opposition oral proceedings by VICO were successfully
completed.

The initial platform, although technically valid, was seen by some users as limiting the possi-
bility to see all the participants throughout the proceedings. Individual users and user asso-
ciations expressed a marked preference for Zoom in view of its superior video and audio ex-
perience, although security concerns were regularly raised. This has been an aspect to which
the EPO has paid particular attention (see section 4.4). All proceedings carried out via Zoom
so far have involved simultaneous interpreting, and that has worked well in all cases. In their
feedback, interpreters frequently ask that participants ensure they have high audio quality
levels so that they (the interpreters) can hear what is being said.

Parties’ feedback following proceedings by VICO has generally been (very) positive.

Although opinions on opposition by VICO may vary, all the user associations agree that, in view
of the current disruptions, access to justice prevails over reservations regarding the use of VICOs.
Some user representatives have additionally called for a further round of written exchanges.

Patent owners, opponents and professional users are becoming increasingly aware of the
advantages, savings and business opportunities offered by conducting oral proceedings in
opposition in this form.

With a view to continually improving its services and procedures and enhancing user experi-
ence, the EPO is currently designing a survey which will be used to collect external feedback in
a structured manner following each opposition proceedings by VICO.


https://e-courses.epo.org/course/view.php?id=196
https://www.epo.org/news-events/events/conferences/opposition-matters.html
https://e-courses.epo.org/course/view.php?ID=212

49 Communications

Throughout the pilot the main web page for all issues at the EPO arising from the coronavirus
pandemic has been maintained and updated regularly with new information from the pilot
task force. This has included the incorporation of new information published in Official Journal
notices.

News items have been published on the EPO website relating to e.g. the introduction of VI-
COs for opposition and the accompanying training materials (19 May 2020), the milestone of
1000 oral proceedings in examination and opposition in 2020 (17 July 2020), and the testing
of Zoom as a technical platform to facilitate multi-party opposition proceedings and proceed-
ings involving simultaneous interpreting (14 September 2020). All of these announcements
have been accompanied by parallel internal notices to staff on the intranet. These news items,

as well as Official Journal notices, have been included in the e-newsletter which the EPO sends
t0 13 000 subscribers (mostly attorneys and national patent office staff) every other Thursday.
They have also been supported by social media postings, particularly on Linkedin and Twitter,
the two channels most used by the patent attorney profession. The feedback given by users
on their own social media channels, often positive, has been reported back to the task force,
as have more substantive articles on the topic as published in the mainstream IP press and
leading IP blogs.

Other updates to the website have included amendments to the technical guidelines for oral
proceedings by VICO, updates to the FAQs for oral proceedings by VICO and the publication
of data protection guidelines for Zoom. All this content was prepared by the relevant experts
in the task force and published by PD Communication. Forthcoming changes will include im-
provements to the content displayed in the calendar for oral proceedings as well as a more
coherent presentation of all opposition-related content in the Applying for a patent area.

410 Adaptations to the pilot
410.1 Extend the pilot to 15 September 2021

Extending the pilot project for holding oral proceedings before opposition divisions by VICO
until at least 15 September 2021 would offer a number of advantages. It would extend user
involvement and commitment and give the EPO the chance to fully analyse the results of the
pilot and discuss it with users. It would also provide the flexibility to adjust the conditions of
the pilot project, including introducing further extensions, depending on how the pandemic
develops.

4.10.2 Change to “VICO as default” from 4 January 2021

To allow opposition cases to be concluded without undue delay in the wake of the pandemic,
itis necessary to make conduct by VICO the default for oral proceedings in opposition. Despite
introducing “VICO as default” to the pilot project in 2021, the EPO reserves the right to modify
its position in the future.
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https://www.epo.org/news-events/covid-19.html
https://www.epo.org/law-practice/legal-texts/official-journal/2020.html
https://www.epo.org/news-events/news/2020/20200519.html
https://www.epo.org/news-events/news/2020/20200717.html
https://www.epo.org/news-events/news/2020/20200914.html
https://www.epo.org/service-support/contact-us/newsletter.html
https://www.epo.org/applying/online-services/proceedings/technical-guidelines.html
https://www.epo.org/service-support/faq/procedure-law/oral-proceedings-by-videoconference.html
https://www.epo.org/about-us/office/data-protection-and-privacy/zoom.html
https://www.epo.org/applying/online-services/proceedings/calendar.html
https://www.epo.org/applying.html

5. Recommendations

To bring the opposition stock and timeliness under control, around 360 opposition decisions
are needed each month. At this level of production, timeliness would be expected to regain
the levels recorded at the beginning of 2020 by the end of 2022, meaning no further delays in
access to justice.

It is therefore recommended that the pilot project for holding oral proceedings before op-
position divisions by VICO be extended to 15 September 2021 and that the conditions under
which the pilot project allows oral proceedings before opposition divisions to be conduct-
ed by VICO be changed such that the agreement of the parties is no longer required as of
4 January 2021.



