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Comments by the Trade Marks Patentsand DesignsFederationon the
Draft Version ofNew Implementing Regulationsunder the EPC 2000

(June 2002,IMPREGS e)

General points:

1. Our commentsrelateonly to the Englishtextof the draft regulations.It may bethat thereare
differencesbetweenthe different languagetexts, or it maybe that someof the infelicities in
the English text result from translationfrom an original text in anotherlanguage.We have
not beenableto checkon suchmatters.

2. Apart from major changesresulting from the needsof EPC 2000,many relatively small
changeshavebeenmadethat arenot called for by EPC 2000. While we acceptthatthereare
circumstanceswhereadjustingthe wordingof individual rulescan bejustified, in particular,
to align wordingwith that in internationaltreatiessuchas TRIPSandPLT, or to ensurethat
terminologyis consistentthroughout,we do not acceptthatchangesshouldbemadeonly for
the sakeof supposedlinguistic improvement.Unnecessarychangesin wording, including
omissions,createconfusionanduncertaintyas to whethera changereflectsa changein scope
or meaning.We suggestthat the draft regulationsshouldbe scrutinisedagainwith a view to
restoringthe previouswording wherevertherewasno intention to changethe scopeof the
text concerned.

3. We are concernedthat a number of matters that should havebeen transferredfrom the
Convention to the ImplementingRegulationsand some mattersthat were coveredby the
previousregulationshavebeenleft to the Presidentto decide.Someof thesematterswill be
mentionedunderindividual rulesbelow.

4. It should be madeclear by an addition to each individual rule concerned(e.g., rules 1, 5,
36(3), 58a(2)(b), 64a(2), 89a) or, perhapsbetter, by adjusting rule 84, that whenevera
referenceto a “period to be specified” occurs,the periodwill be specifiedby the European
PatentOffice in the individual case,not by anyotherparty or in anyotherway (e.g.,not by
definition in the Conventionor Regulations).

5. It shouldbemadeclearalsothat the expression“unlessotherwiseprovided”(seee.g.,rule 5)
meansas otherwiseprovided in the Conventionor ImplementingRegulations,and nowhere
else.

6. Referencesto “proof’ in thepreviousregulationshavegenerallybeenreplacedby “evidence”
(seee.g., rules7, 13, 14, 20, 21, 63(2)(c)). While we agreethat full legal proofmaybe too
severea standardandsomechangemaybe desirable,evidencemust be strong,not merely
assertion. It should be made clear throughout that evidence should be satisfactoryor
convincing.
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7. Previousreferencesto suspensionhaveusually but not alwaysbeen replacedby “stay”. If
this changeis to be made,it shouldbe donecomprehensively(e.g., in rule 92).

8. Referencesin somerules (e.g., rule 26(2)(d), rule 29(1)(b)) to “letters” shouldbereplacedby
“paragraph”,“sub-paragraph”,etcas thecasemaybe.

9. The numberingpolicy for the new rules is not very clear. New rules correspondingto
previousonesdo not alwayshavethe samenumbers.(E.g., previousrules28 and28 a are
replacedby rules 23 g —j, previous rule 55 is replacedby rule 55 b while 55 a is usedfor
anothersubject.)Sometimesthe numbersof previousrules havebeenusedfor new rules
concerningquite different subjects(seee.g., rule 85 a) while elsewhere,numbershavenot
beenre-usedwhenthe rule is dropped,e.g.,previousrule 96. The numberingarrangements
needfurtherconsideration.

10. The currentregulations,to be replacedby the new regulations,are referredto hereinas the
“previous” regulations.

Commentson individual rules:

It is not alwayspossibleto separatethe moreseriousproblemsfrom lessseriousandminor ones,so
thesecommentstreatthe individualrules in numericalorderandarenot in orderof importance.

Rule1 Languagein writtenproceedings

Paragraph(3), 2~and
3

id sentences:The rule appearsto give the EuropeanPatentOffice discretion
not to requiretranslationsandnot to disregarddocumentsthat havenot beentranslated.We consider
that, not least for the benefitof other partiesthat may be concerned,“may” should be replacedby
“shall” in bothsentences.

Rule2 Languagein oral proceedings

Paragraph (1): The previouswording should be restored.The changefrom “one” to “any” other
official languageappearsto changethe meaning.

Rule 16 Partial transfer ofright by virtue offinal decision

Paragraph(1): “Disclosed” in thepreviouswordingis to bepreferredto “contained”.

Rule 17Designation ofinventor

Paragraph (1): The draft rule shouldbe modified to allow for the designationof inventor,whennot
the applicant,to be providedin a singledocumentwith therequestfor grant,as happensalreadywith
electronicallyfiled cases.

Paragraph (3): The new rule allows the Presidentto prescribethe further data to be sent to the
designatedinventor. The formerrule requiredthat the designatedinventorshouldbe informedof the
further datamentionedin the former Article 128(5) EPC1973.The revisedArticle 128(5) EPC2000
now indicatesthat particularsspecifiedin the implementingregulationsmay be communicatedor
published.Thus particularsto be communicatedshould be set out in the regulations,not prescribed
by thePresident(seealsocommentson rule 96, which concernthis issue).

Rule18 Publicationof niention ofinventor

Paragraph (1): The previouswording should be restored.In particular,the previous referenceto

informing the EPOof a waivershouldbe retained.
Rule23 certificateofexhibition

The previouswording on the matter dealt with in new sub-paragraph(b) shouldbe restored.The
changedwordingmight leadto a changein the standard.

(Previous,)Rule23aPrior application asstateoft/ic art

We readily agreethat this rule shouldbe deletedandconsiderthat this shouldbe done immediately,
withoutwaiting for EPC2000to enterinto force.
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Rule 23h Expertsolution

Paragraph (2): The previousrule 28(5) indicatedat the endthat the nominatedexpert shouldtreat
the requesteras a third party. Weconsiderthat this is an importantsafeguardthat shouldbe included
in the newrule.

Rule23/Availability ofbiologicalmaterial

We considerthat it should be mandatory,not optional, to makea new deposit if for any reasona
viablesampleofthe original depositceasesto be available,if the patentis to remainvalid.

We are not happy that the provisions for making a new deposit are now entirely reliant on the
provisionsof theBudapestTreaty,with deletionof mostof the previouscorrespondingrule 28a.We
observethat this approachhasnot beenappliedto the rule governingthe original deposit(rule 23g,
previousrule 28), so the original depositmaynot evenbe with a depositorysubjectto the Budapest
Treaty.

Previousrule 28arequireda copy of the receipt issuedby the depositoryinstitution to be forwarded
to the EPO. This requirementappearsto have been dropped and we consider that it should be
restored.

We prefer the previousrule, which in paragraph(5) recognisedthe provisionsof the BudapestTreaty
without requiring all newdepositsto be depositedin accordancewith thoseprovisions.

Rule25 d Dateoffihing

Paragraph (1) (c): We areunhappyaboutthis provision,which enablea dateof filing to be given to
a documentwherethe descriptionis merely a referenceto a previouspatentapplication.While we
recognisethe need to align with the PLT, we considerthat the rule should make clear that the
referenceshouldbe to a single, self-containeddocument,whosefull textdescriptionis preciselywhat
the descriptionof the inventionshouldbe, so that subsequentconfusionas to the intendedcontentof
the descriptionis minimised.

Rule26 Requestfor grant

Paragraph (1): We objectto the deletionof the secondsentenceof the previousrule. The change

appearsto indicatethat formswill no longerbe free,or possiblynot evenmadeavailable.
Rule29 Form & contentofclaims

Paragraph (1): The potential role of non-technical features, e.g., in computer implemented
inventionsshouldbe recognisedby adding“and nontechnicalfeaturesif appropriate”after technical
featuresin subparagraphs(a) and(b).

Paragraph (6): We object to the changefrom “rely on” to “contain”, which appearsto narrow the
scopeof thepreviousrule.

Rule 31 Claims incurring fres

Paragraph (2): We are unhappythat the revisedrule concerningclaims incurring feesappearsto
allow a fee to be chargedeverytime claimsare filed during the prosecutionof the application.This
will causeconfusion,increasecostsandincreasetherisk of inadvertentloss of rights in theeventthat
somepaymentsare overlooked.The principle shouldbe that claimsfeesare chargedas at presentat
the time of filing the applicationwhich will be the subjectof searchandtoppedup (underrule 51(6))
atgrantif the numberof claimsthenpresentis greater.

Rule34 Prohibitedmatter

Paragraphs (2) and (3,): The previouswording should be restored.In particular,the EPO should
decideon whatmatteris to beomitted.

Rule38 Declarationofpriority

Paragraph (2): This provision should makeclear that the declarationof priority should not be later
thana requestunderArticle 93(l)(b) madeearlierthan 16 monthsfrom the earliestpriority date.
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We emphasisethat this new provision should not be allowed to lead to delays in publicationof
applications.In order to encourageapplicantsto file the declarationof priority on filing, it might be
appropriateto chargea fee for thosedeclarationsfiled later. Are we right to assumethat it will be
possibleto correcterrorsin the declarationwithin the 16 monthperiod’?

Rule38 a Priority documents

Paragraph (3,): The rule should be adjusted to make clear that the translation of the previous
documentshouldbe requestedas soonas it appearsto the EPOthatthepriority claim maybe relevant
in the determinationof patentability.

Rule 38 b Issuingpriority documents

It is not clearwhy wording changeshavebeenmade. This is an exampleof seeminglyunnecessary

change.

Rule 39 Examination on filing

The rule shouldmakeclearwhenthetwo-monthperiod for remedyingdeficienciesstartsto run.

Rule39 a Missingpartsofthe descriptionor missingdrawings

Paragraph(1): It shouldbe madeclearwhenthe two-monthperiod for filing missingparts startsto
run.

We objectto the inclusionof the last sentencein this paragraph.Sincethe EPOis underan obligation
to issue an invitation to file missing parts, an applicantshould be ableto rely on receivingsuch an
invitation in a clearcase.While theexaminationunderarticle90 cannotbemorethana generalnon-
technicalcheckon thepresenceof a satisfactorydescriptionanddrawings,it shouldbe permissibleto
invoke a failure to comply with the obligation in caseswherethe Office has been negligent, for
example,overlookingthe factthat acompletepageis missing.

Rule 45 Incompletesearch

Changesin wording have been introduced and in particular “claims” becomes“subject matter
claimed”,whichmaybe of differentscope. Doesthis meanthat therewill be changesin practice?If
not, whychange?

We considerthat the declarationto be issuedin connectionwith an incompletesearchshould be
reasonedandthatthe rule shouldsayso.

Rule46Europeansearchreport whereinvention lacks unity

Paragraph (1): We objectto the changemadehere. It is not appropriatefor the EPOto decideon and
searchonly the partsof the applicationwhich represent“the main” invention(whateverthat means).
Thepreviouswordingshouldbereinstated.

Rule 46 a Transmittaloft/ic Europeansearchreport

We considerthat applicantsshouldbe able to elect not to receivecopiesof citeddocuments.Many
companiesalreadyaccesscitations electronicallyvia the Internet. A secondparagraphto the rule
couldintroducea suitableprovision.

Rule 52 Grantof the Europeanpatentto different applicants

The previouswording is morepreciseandbetter.It shouldbe retained.

Rule 54 certificatefor a Europeanpatent

PreviousParagraph (2): We object to the deletion of this paragraph.It should continue to be
possiblefor proprietorsto requestduplicatecopiesof theEuropeanpatentcertificate.

Rule56 Rejectionofthe oppositionas inadmissible

Paragraph (1): We object to the possibility that an oppositionmay be rejectedas a resultof non-
compliancewith the lesserrequirementsof paragraph2(b) of rule 55 b (e.g., the requirementfor the
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title). While it must be possibleto identify the Europeanpatentthat is being opposed,its number
shouldbe sufficientfor this.

Rule 58 Examimiation of opposition

Paragraph (1): The first sentenceshould make completelyclear that the opposition division is
obliged to examinein full gil the groundsraisedby the opponentandcannotchooseto disregardany
of them.

The secondsentenceappearsto needsomerewording.Article 100 EPC doesnot providethe basisfor
actionby the oppositiondivision (of its own motion) but setsout the groundsfor opposition.The
referenceto article 100 shouldfollow the first threewordsof the sentence.

Rule 58 aMaintenamiceof theEuropeanpatentin amendedform

Paragraph(4): The wordingseemsevenlessclear thanthatusedin the correspondingpreviousrule
58(8). The rule shouldmakeclear that the decisionto maintain the Europeanpatentas amendedhas
to identify theparticulartext of thepatentto which the decisionapplies.

Rule 60 Continuation ofoppositionproceedingsby the EPO ofits own motion

Paragraph (1): The previouswordingof the openingpart of the rule shouldbe retained.The patent
may have beensurrenderedin some statesand may havelapsedin others.This is coveredby the
previouswording but not by the new.

Limitation procedure— rules 63 b — 63 h

We arevery concernedthat noneof thesenew rulesmakesanyprovisionfor the involvementof third
partieswhomaybe adverselyaffectedby the limitation of thepatent.It shouldbepossiblefor a third
party to objectto the limitation andbecomea partyto the proceedings(i.e., to “oppose”the limitation
evenwhentheninemonth period for opposinganewly grantedpatenthasexpired).

We haveheardit said that Article 115 EPC may enablethird partiesto makeobservationson the
limitation, but this is not clearly so. Article 115 is concernedwith applicationsand in anyeventan
implementingregulationwould be requiredto makeit effective. However,evenif a concernedthird
party could useArticle 115, this would not meetthe basicpoint that the third party shouldbe ableto
participatein theproceedings.

We suggestthat a further rule shouldbe introducedto providefor the rightof a third party to object
to the limitation andto participateas anobjectorin theproceedings.

Rule 63 c Requirementsof the request

Paragraph (2)(a): We considerthat the particularsof the requestershould also indicate in which
contractingstate[s]heis the proprietorof theEuropeanpatent.

Paragraph (2)(d): Bearingin mind that amendmentof the patentin proceedingsbeforethe EPO is
permittedby Article 123 EPC (in accordancewith the implementingregulations)andthat it may be
desirableto amend the descriptionof the invention to align with amendedclaims, as occurs in
oppositionproceedings,this sub-paragraphshouldrefer to descriptionandclaims(comparerule 57 a,
relatingto opposition).

Rule63 d Rejectionoft/ic requestas inadmissible

I’aragraph (1): The second sentenceshould make clear that fees should be reimbursedif the

requesterhasnot beeninformedof an oppositionbeforethe filing of the request.

Rule 63 cTermination of limn,tationproceedings

We see no reasonfor terminating limitation proceedingsin the eventof a later filed opposition,
unlessthe requesteragrees.It shouldbe possibleto consolidatethe two actions.
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Rule63 gDecisionon the request

We considerthat if the EPOdecidesthat the patentcan be revokedor limited, then it shouldprovide
a reasoneddecision, which will be available to third parties who may be involved in litigation
concerningthepatent.

Rule 63 h Form ofthe amendedEuropeanpatentspecification

We do not considerthatthe rulesshouldsaynothingaboutwhat is to be publishedand leavematters
to be decidedby the President.The patentshould be republishedif it hasbeenamendedand the
documentshouldmakeclear that the patenthasbeenlimited. The changesrelative to the unlimited
textshouldbeidentified or highlighted.

Moreover,we considerthat anentry shouldbe madein the registerof Europeanpatents.Rule 92(2)
permitsthe Presidentto decidethis, but it wouldbe betterto addthe subjectto rule 92(1).

Thereshouldalso be provision for advertisement;bearing in mind that limitation may be effected
long after the patenthasbeengranted,whenthosea/j~ctedmayno longer be keepingit underactive
review.

Rule 64 Contentofnoticeofappealandstatementofgrounds

The informationrequiredin anoticeof appealis to be increased.New sub-paragraph(I )(c) calls for a
requestdefining the subjectof appeal. It is not clearwhat this means,as distinct from the impugned
decisionandthe groundsfor appeal.New paragraph(2) calls for a statementof groundsindicating
both reasonsand facts and evidence.This additional requirementat the notice stagemay help to
streamlineappeals.However, insofaras the new proposalschangeexistingpractice,theyshould be
properlydiscussedwith usersbeforebeingintroduced.

Rule 64 a Examination ofappeals

Paragraph (2): The wording doesnot properly reflect the wording of previousArticle 110 EPC
1973,whichrequiredthe Boardof Appealto invite partiesto file observations,as often as necessary.
We considerthatthe wordingof the previousarticle shouldbeadopted.

Petitionsfor reviewby the enlargedboardofappeal— rules 67a — 67g

Rule 67a Further fundamentalproceduraldefrcts

We considerthat the wording in the openingpart of the rule “may haveoccurred” shouldbe more

definite, e.g.,“shall be deemedto haveoccurred”

A further sub paragraph(c) should be addedto cover the situationwherethe proceedingsof the
Board of Appeal were manifestly not fair and impartial (e.g., allowing major evidence to be
submittedfor the first time at a hearing).We do not considerthat thisrequirementis fully coveredin
Articles 1 12aand 113 EPC2000.

The wordingof sub-paragraph(b) is unclear.What is meantby a “requestrelevantto that decision”?
Perhapsthis wording is intendedto describethe situationwhere the Board has ignored grounds,
evidenceor commentssubmittedby a party in the appealproceedings.We considerthat revisionis
necessaryto clarify this.

Rule 67d Contentsof thepetitionfor review

Paragraph (1): We considerthat a new sub-paragraphshould be addedcalling for the reasonsor

groundsjustifying the review.

Rule 67fProcedurein dealimigwithpetitionsfor review

Paragraph(1): The last sentenceallows timelimits to beshortened.We considerthatthe rule should
makeclear that evenso, time limits mustbe reasonablein the circumstancesand neverlessthan 10
days

Paragraph (3,~):We areunhappythat the threemember“screening”board underrule 67f(2)(a) that
considersthe admissibilityof a petition decideswithout the involvementof otherparties.At the least,
the petitionershouldbe invited to commentbeforethe boardrejectsthe petition.
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Rule69 Noting oflossofrights

Paragraph(1): The previouswording,which refersto Article 119 EPC (unchangedin 2000),should
be retained, to avoid confusionas to whetherthe scopeof this rule haschanged.Article 119 is the
basisfor rulesandproceduresconcerningnotifications,including the “ten dayrule”.

Rule 72 a Suinmomistogiveevidencebeforethe EPO

Paragraph(1): Thisparagraphandsub-paragraphs(2)(a) and(2)(b) shouldbe draftedconsistentlyin
thesingular(party, witness,expert).

Paragraph (2): We considerthat “testify” shouldbe replacedby “give evidence”to be consistent

with paragraph(1) andwith Article 117 EPC 1973.
Rule84 Periodsspecifiedby theEPO

Thisrule hasbeenreferredto briefly in the openingcommentsabove.

A numberof rules refer to a period to be specifiedwithout making it entirely clear that it is the
responsibilityof the EuropeanPatentOffice aloneto specifythe period.We suggestthat the opening
partof therule shouldread:

“Where theseimplementingregulationsrefer to a period to be specified, the EuropeanPatent
Office shall specif~ia period that, unlessotherwiseprovided, shall be neither less than two
months...(continueas in the restof the draftrule).

Rule 85 a Further processing

Paragraph (2): We do not understandwhy further processingshall “be ruled out” (a better
expressionmight be “not bepermitted”)in respectof somanyperiods.We acceptthat it should not
be permittedin respectof the periods underrules 37(2) and 38(2), but considerthat it should be
availablefor otherperiods,saveof coursethosereferredto in Article 121(4)EPC.

Rule85 b Re-establishmentofrights

Paragraph (3,): This provision, concerningthe inadmissibility of a requestfor re-establishmentof
rights, shouldmakeclear that a requestis only inadmissiblewhile furtherprocessingis still available
(andof courseas the rule says, in respectof the period for requestingre-establishment).The rule
shouldmakeclear that it is possibleto seekre-establishmentafterthe period for requestingfurther
processinghasexpired.

Rule 87Diffe rent claims, descriptionanddrawingsfor djfferent states

The rule should be revisedto allow the applicantto supply different claims, etc., for some of the
designatedstatesin the situationwherethe EPOdiscoversfor itself that earlier rights exist in respect
of thosedesignatedstates.

Rule89 a hiformation on prior art

It should be madeclear in this rule that the EPO is permittedto issue only one invitation to an
applicantto provide information on previoussearchreports.Applicantsshouldnot be calledupon to
updatethe informationprovidedin responseto this invitation.

It should be statedexplicitly that the applicant may only be called upon to supply sufficient
informationto identif~ithe prior art, i.e., referencenumbersor otheridentifierssuchasjournal article
titles, and may not be required to produceactual documents,except in caseswhere the EPO is
otherwiseunableto obtaincopiesof them.

TheEPOshouldprovideguidelinesaboutthe circumstancesin which it will call for information.

Moreover,the wordingof sub-paragraph(b), wherebyapplicantscan he calledupon to supply“other
prior art taken into consideration”“concerning an invention to which the Europeanapplication
relates”is too vagueandgeneral.The applicantshouldonly be expectedto supply detailsof prior art
specificallycited in relationto national/regionalapplicationsfor the sameinvention, having at least
onecommonpriority. This is coveredin sub-paragraph(a), so (b) shouldbe cancelled.
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PreviousRule 91 Waiving ofenforcedrecoveryprocedures

It is not clear why the previousrule 91, concernedwith waiving recoveryproceduresin respectof
minimal sumsetc., is deleted.Wesuggestthat it shouldbere-instated.

Rule 96Additionalpublicationsby theEPO

While it seemsclearthat the previousrule hasto be changedin the light of the revisedArticle 128(5)
EPC2000,we do not considerthat deletionis the answer.A specific list of bibliographicdata, of the
sortset out in previousArticle 128(5)EPC1973, shouldnow appearin the regulations,as anticipated
by the revisedwording in Article 128(5) EPC2000.A newfirst paragraphin previousrule 96 would
bean appropriateplacefor this.

The previousprovisionsofrule 96, suitablyadjusted,could thenfollow this new first paragraph.

Rule101 a Attorneyevidentiaryprivilege

We welcomethis new rule, but considerthat paragraph(1) shouldbe adjustedto makeclearthat the
employerof an employedprofessionalrepresentative,or any associatedor subsidiarycompanyof the
employerfor whom the representativemaybe acting,is to be consideredas the client. This might be
achievedby changingthe referencesto “client” to “party”.

The paragraphshould also cover the giving of advice that hasnot been specifically sought. The
expression“relating to thatpurpose”is unclearin the contextandshouldeitherbe deletedor replaced
by an expressionsuchas “relating to thematterson which advice is soughtor given”.

It shouldbe madeclear in theintroductionto paragraph(2) thatprivilege is not limited exclusivelyto
the mattersset out in sub-paragraphs(a) to (c).

Rule 105 TheEPO asan ISA orIPEA

Paragraph (3): We prefer the previousprovision, which madeclear that theadditional fee would be
refundedin theeventof a successfulprotestandthat theBoardof Appealwould considertheprotest.

Weareconcernedthat the Boardof Appeal is to be replacedby a three-memberpaneldeterminedby
the President.The way in which the panelis to be establishedshouldbe setout in the regulations,not
left to the President’sdiscretion.

[End of comments]
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